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PREFACE. 


In  presenting  to  the  profession  this  collection  of  Patent 
Cases  decided  in  the  Supreme  Court  of  the  United  States, 
attention  is  called  to  those  prominent  features  of  the  work 
which,  it  is  hoped,  will  render  it  of  use  to  the  general  as 
well  as  to  the  patent  practitioner. 

Each  decision  is  given  in  full  as  rex)orted  in  the  original 
report,  but  both  the  statement  of  the  case  and  the  argument 
of  counsel  have  been  more  explicitly  stated. 

To  the  statements  have  been  added  the  specifications  and 
drawings  of  patents  therein  referred  to,  whenever  it  ap- 
peared likely  to  facilitate  the  understanding  of  the  case. 

To  the  arguments  of  counsel  have  been  added  the  names 
of  the  cases  when  they  have  been  omitted,  and  are  cited 
only  by  volume  and  page.  The  arguments  are  also  given 
more  in  extenso^  as  will  appear  in  the  future  volumes. 

In  the  opinion  the  same  rule  has  been  followed  of  insert- 
ing omitted  titles.  These  additions  to  the  text  are  indi- 
cated by  brackets. 

The  head-notes  to  each  case  have  been  numbered  consecu- 
tively, and  at  the  end  of  the  case  will  be  found  under  the 
corresi)onding  number  of  the  head-note  a  note  of  Supreme 
Court  Patent  Cases,  in  chronological  order,  bearing  upon 
the  subject-matter  of  the  head-note. 

These  notes  refer  to  all  patent  cases,  including  those 
arising  during  the  spring  term  of  the  Supreme  Court  for 
1887. 

At  the  end  of  each  head-note  will  be  found,  between 
brackets,  the  page  of  the  opinion  of  which  it  is  a  digest. 

Each  case  is  accompanied  by  the  name  of  the  patent  or 
patents  and  their  reissues,  if  any,  on  which  the  suit  is 
brought,  followed  by  a  chronological  list  of  all  reported 
Federal  suits  in  which  the  patent  has  been  involved. 

Then  follows  a  list  of  those  cases,  prepared  with  great 


iv  PfiEFACE. 

care,  in  which  the  opinion  rei)orted  has  been  cited.  This 
list  includes  cases  Federal,  State,  and  Canadian,  opinions 
of  the  Attorney-General  and  of  the  Commissioner  of  Pat- 
ents, and  the  latest  text-books — Le.^  Curtis,  4th  edition, 
WaUier,  Merwin,  and  Abbott.  While  the  earlier  and  recent 
decisions  of  our  Superior  Court  bristle  with  citations  of 
English  cases,  the  latter  do  not  once  cite  us,  as  far  as  can 
be  ascertained. 

All  of  the  lists  are  chronological  in  arrangement,  and  in 
the  list  of  citations  the  dates  are  appended. 

To  facilitate  the  finding  of  any  case  appearing  in  the 
notes,  not  only  is  the  original  report  given,  but  also  volume 
and  page  of  Ilobb,  Fisher,  and  other  reports  in  which  it  is 
reprinted.  The  only  exceptions  to  this  rule  are  the  cases 
cited  under  each  head-note,  since  these  will  all  be  found  in 
tMs  series. 

To  mitigate  the  imperfection  attendant  upon  all  human 
undertaking,  however  conscientious  the  performance,  blank 
lined  spaces  have  been  left  after  each  note,  to  be  filled  out 
by  the  owner,  and  the  same  has  been  done  for  the  insertion 
of  additional  citations.  A  blank  page  is  left  at  the  end  of 
each  case  for  more  general  notes. 

The  volume  is  accompanied  by  several  tables,  among 
others  one  of  cases  cited  in  the  opinions  reported,  and  a 
table  of  abbreviations. 

Attention  is  called  to  the  latter  as  an  index  of  the  number 
of  works,  reports;  periodicals,  etc.,  consulted  in  its  prepa- 
ration. Reference  is  made  throughout  the  work  to  the  vol- 
ume and  page  of  the  English  cases  already  published  as 
part  of  this  series,  wherever  they  occur. 

It  is  sincerely  hoped  that  the  undertaking  may  commend 
itself  to  the  profession,  and  that  the  novelty  of  some  of  its 
details  may  not  be  without  their  advantages. 

In  conclusion,  the  editor  wishes  to  acknowledge  his  ap- 
preciation of  the  hearty  co-operation  of  the  publisher  in 
everything  which  would  tend  to  the  completeness  and  finish 
of  the  work  from  a  legal  as  well  as  from  a  mechanical  stand- 
point. Woodbury  Loweby, 

Washington,  D.  C,  September  1,  1887. 
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TYLER  et  al.  v.  TUEL. 

6  Cranch,  824-^27.    Feb.,  1810. 

[Bk.  8,  L.  ed.  387 ;  1  Robb.  14  ;  1  WUit,  t.  J 
Assignee  of  part  interest.     Right  efcbotion. 

1.  Under  Act  Feb.  21,  1793,  assignee  of  a  part  of  a  patent-right 
cannot  maintain  an  action  at  law  for  its-  violation  (p.  4). 

This  was  a  case  certified  from  the  Circuit  Court  of  the 
District  of  Vermont. 

Tyler  and  others,  as  assignees  of  Benjamin  Tyler,  the 
original  patentee  of  an  improvement  in  grist-mills,  which 
he  called  the  vyry-fly^  or  side- wheel. 

After  a  verdict  for  the  plaintiffs,  the  judges  of  the  court 
below,  upon  a  motion  in  arrest  of  judgment,  were  divided 
in  opinion  upon  the  question  "  whether  the  plaintiffs,  by 
their  own  showing,  are  legal  assignees  to  maintain  this 
action." 

There  were  two  counts  in  the  declaration. 

The  first  set  forth  the  substance  of  the  statutes  upon  the 
subject  of  patents  for  useful  discoveries,  the  facts  necessary 
to  entitle  the  patentee  to  a  patent  for  his  invention,  and 
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the  patent  itself,  together  with  the  specification,   dated 
Febraary  20,  1800. 

The  averment  of  the  assignment  of  the  patent-right  to  the 
plaintiffs  was  in  these  words  :  "  And  the  plaintiffs  further 
say,  that  the  said  Benjamin  Tyler,  afterward,  to  wit,  on  the 
15th  day  of  May,  in  the  year  last  aforesaid,  at  said  Clare- 
mont,  by  his  certain  deed  of  that  date,  by  him  signed, 
sealed,  and  io  the  plaintiffs  then  and  there  by  the  said  Ben- 
jamin delivered,  and  ready  to  be  shown  to  the  court,  did, 
in  consideration  of  the  sum  of  six  thousand  dollars,  to  him 
before  that  time  by  the  plaintiffs  paid,  grant,  bargain,  sell, 
assign,  and  set  over  to  the  plaintiffs,  their  executors,  ad- 
ministrators, and  assigns,  all  the  right,  title,  and  privilege 
in,  unto,  and  over  the  said  improvement  in  the  said  patent 
described,  and  thereby  vested  in  the  said  Benjamin,  in  any 
part  of  the  United  States,  excepting  in  the  counties  of 
Chittenden,  Addison,  Rutland,  and  Windham,  in  the  State 
of  Vermont." 

The  second  count,  omitting  the  recital  of  the  statutes  and 
of  the  patent,  stated  concisely  the  same  facts.  The  aver- 
ment of  the  assignment  of  the  patent-right  was  as  follows  : 
"  And  the  said  Benjamin  Tyler,  afterward,  and  before  the 
expiration  of  the  said  fourteen  years,  to  wit,  at  said  Clare- 
mont,  on  the  15th  day  of  May,  in  the  year  last  aforesaid, 
by  his  certain  deed  of  that  date  by  him  then  and  there 
signed,  sealed,  and  to  the  plaintiffs  delivered,  assigned  to 
the  plaintiffs  the  full  and  exclusive  right  and  liberty  of 
making,  constructing,  using,  and  vending  to  others  to  be 
used,  the  said  improvement,  in  and  throughout  the  United 
States,  excepting  in  the  counties  of  Chittenden,  Addison, 
Rutland,  and  Windham,  in  the  State  of  Vermont,  as  fully 
and  amply  as  by  said  letters  patent  the  said  Benjamin  Tyler 
was  thereto  entitled,  and  all  his  title  and  interest  in  and 
unto  said  improvement,  excepting  as  aforesaid." 

Huhhard^  for  the  defendant^  contended  that  the  assign- 
ment, being  of  part  of  the  patent-right  only,  was  not  such 
as  would  authorize  the  assignees  to  maintain  an  action  on 
the  statute.     Laws  U.  S.,  vol.  2,  p.  202,  §§  4,  5. 
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The  fourth  section  of  the  act  declares,  "  That  it  shall  l>e 
lawful  for  any  inventor,  his  executor  or  administrator,  to 
assign  the  title  and  interest  in  the  said  invention,  at  any 
time,  and  the  assignee,  having  recorded  the  said  assignment 
in  the  office  of  the  Secretary  of  State,  shall  thereafter  stand 
in  the  place  of  the  original  inventor^  both  as  to  right  and 
responsibility,  and  so  the  assignees  of  assigns  to  any 
degree." 

The  fifth  section  provides,  "That  if  any  i)er8on  shall 
make,  devise,  and  use,  or  sell  the  thing  so  invented,  the  ex- 
clusive right  of  which  shall,  as  aforesaid,  have  been  secured 
to  any  person  by  patent,  without  the  consent  of  the  pat- 
entee, his  executors,  administrators,  or  a^signs^  first  ob- 
tained in  writing,  every  person  so  oflfending-shall  forfeit  and 
pay  to  the  patentee  a  sum  that  shall  be  at  least  equal  to 
three  times  the  price  for  which  the  patentee  has  usually 
sold  or  licensed  to  other  persons  the  use  of  the  said  inven- 
tion ;  which  may  be  recovered  in  an  action  on  the  case, 
founded  on  this  act,  in  the  Circuit  Court  of  the  United 
States,  or  any  other  court  having  competent  jurisdiction." 

It  is  evident  from  the  whole  purview  of  the  statute,  espe- 
cially from  the  fourth,  fifth,  sixth,  and  tenth  sections,  that 
no  person  can  be  considered  as  an  assignee,  under  the 
statute,  who  is  not  the  assignee  of  the  wh^U  right  of  the 
original  patentee. 

Rodn^^  Attorney-General^  contra. 

Upon  a  motion  in  arrest  of  judgment,  if  the  judges  are 
divided  the  motion  faUs,  and  the  judgment  must  be  entered 
of  course.  It  must  follow  the  verdict,  unless  sufficient 
cause  be  shown  to  the  contrary.  [Lane  t?.  Cotton]  1  Salk. 
17 ;  Ld.  Raym.  271 ;  [Chapman  v.  Lampshire]  3  Mod. 
156. 

If  there  can  be  no  assignment  but  of  the  whole  right,  then 
the  exception  of  particular  counties  is  void,  it  being  repug- 
nant to  the  prior  words  and  intention  of  the  grant. 

So  if  the  jury  find  a  fact  inconsistent  with  a  fact  pre- 
viously found,  the  latter  fact  shall  be  rejected.  [Inkersalls 
7>.   Samms]  Cro.    Car.    130 ;   3  East ;    6    Bac.   Abr.    381  ; 
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Plowi  664 ;  1  BL  Com.  89 ;  [Baldwin's  Case]  2  Co.  83 ; 
[Bulwer's  Case]  8  Co.  56  ;  [Cresswell  v.  Cokes]  Dyer,  351  ; 
[Ld.  BackhuTst  r>.  Penner]  1  Co.  3  ;  1  Vent.  521 ;  [Kenson 
V.  Reading]  Cro.  EUz.  244. 

The  whole  passed  at  law  by  the  deed  of  assignment.  The 
exceptions  are  in  the  nature  of  equitable  assignments. 

On  a  subsequent  day,  the  court  directed  the  following 
opinion  to  be  certified  to  the  Circuit  Court  for  the  District 
of  Vermont,  viz.  : 

It  is  the  opinion  of  the  court,  that  the  plaintiffs,  by  their 
own  showing,  are  not  legal  assignees  to  maintain  this  action 
in  their  own  names,  and  that  the  judgment  of  the  Circuit 
Court  be  Arrested. 

Note : 

1.  Aliter  under  Act  1836,  §  14  ;  Act  1870,  §  69  ;  R.  S.,  §  4919. 
Wilson  V,  Rousseau,  4  How.  646  [p.  436  joo^^]. 
Gayler  v.  Wilder,  10  How.  477. 
Moore  v.  Marsh,  7  Wall.  515. 
Bill  in  equity  : 

Hayward  v.  Andrews,  106  TJ.  S.  672. 


Patent  In  suit: 

No,  Tyler,  B.     February  20,  1800.     Grist-mill. 


Citations : 

In  Supreme  Court  of  United  States  : 
Moore  v.  Marsh,  1808.     7  Wall.  515  ;  Bk.  19,  L.  ed.  37. 
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In  Circijit  Coubts  : 

Whittemore  v.  Cutter,  1  Gall.  429 ;  1  Robb.  28. 

Potter  V.  Holland,  September,  1858.     4  Blatch.  206  ;  1  Fish.  327. 

Meyer  v.  Bailey,  May,  1875.     2  Ban.  &  Ai-d.  73 ;  8  0.  O.  437. 


In  Statb  Courts  : 
Holden  v.  Curtis,  May,  1819.    2  New  Hampshire,  61. 


In  Text-Books  : 

2  Abb.  Pat.  Law,  1886,  p.  285. 
Curt,  on  Pats.,  4th  ed.,  §§  345,  346. 
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EVANS  V.  JORDAN  AND  MOREHEAD, 

9  Cnmch,  lM-204.    Feb.,  181&. 

[Bk.  8,  L.  ed.  704  ;  1  Robb.  67 ;  1  Whit.  8.] 
Affirming  Ond.,  1  Brock.  248. 

Construction  of  special  act. 

1.  An  argument  founded  upon  the  hardship  of  a  case  is  entitled  to 

great  weight  in  the  construction  of  a  statute,  where  the  words 
are  obscure,  but  not  where  expressed  in  plain  and  unambigu- 
ous language  (p.  11). 

2.  Special  Act  1808  for  the  relief  of  Oliyer  Evans  construed  not 

to  authorize  those  who  had  erected  his  machinery  in  the  inter- 
val between  the  expiration  of  his  original  patent  and  the  special 
act  to  continue  the  use  without  liability,  subsequent  to  the 
passage  of  the  act  (p.  12). 

[Todd,  J.— Ateent] 

This  was  a  case  certified  from  the  Circuit  Court  for  the 
District  of  Virginia,  in  which  the  judges  were  divided  in 
opinion  upon  the  question  whether,  after  the  expiration  of 
the  original  patent  granted  to  Oliver  Evans,  a  general  right 
to  use  his  discovery  was  not  so  vested  in  the.  public  as  to 
require  and  justify  such  a  construction  of  the  act,  passed 
in  January,  1808,  entitled  "  An  act  for  the  relief  of  Oliver 
Evans,"  as  to  exempt  from  either  single  or  treble  damages 
the  use,  subsequent  to  the  passage  of  the  said  act,  of  the 
machinery  therein  mentioned,  which  was  erected  subse- 
quent to  the  expiration  of  the  original  patent,  and  previous 
to  the  passage  of  the  said  act.  The  act  (vol.  9,  p.  20) 
authorizes  the  Secretary  of  State  to  issue  letters  patent  to 
Oliver  Evans,  in  the  manner  and  form  prescribed  by  the 
general  Patent  Law,  granting  to  him  for  the  term  of  four- 
teen years  the  exclusive  right  of  making,  using,  and  vend- 
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ing  for  use  the  macUnery  in  question  :  "  provided,  that  no 
person  who  may  have  heretofore  paid  the  said  Oliver  Evans 
for  license  to  use  his  said  improvements  shall  be  obliged  to 
renew  the  said  license,  or  be  subject  to  damages  for  not 
renewing  the  same  ;  and  provided  also,  that  no  person  who 
shall  have  used  the  said  improvements,  or  have  erected  the 
same  for  use,  before  the  issuing  of  the  said  patent,  shall  be 
liable  to  damages  therefor?^ 

Harper^  for  the  plairdiff. 

The  former  patent  of  the  plaintiff  having  expired.  Con- 
gress, in  consideration  of  the  particular  circumstances  of 
his  case,  authorized  a  new  patent  to  issue  for  another  term 
of  fourteen  years.  Between  the  expiration  of  the  old  and 
the  issuing  of  the  new  patent,  the  defendants  had  erected 
and  used  and  continued  to  use  the  plainttflf  s  machinery  in 
the  manufacture  of*  flour,  contending  that  they  were  pro- 
tected by  the  proviso  of  the  act  of  January  21,  1808. 

We  contend  that  the  proviso  does  not  authorize  them  to 
continue  the  use  of  the  machinery  after  the  issuing  of  the 
new  patent,  but  merely  protects  them  from  damages  for 
having  used  and  for  having  erected  for  use  the  machinery 
in  question  prior  to  the  issuing  of  the  new  patent. 

The  second  patent  was  intended  to  place  Evans  in  the 
situation  in  which  he  would  have  been  if  the  first  patent 
had  continued  in  force,  except  as  to  his  right  to  damages 
for  acts  done  in  the  intermediate  time  between  the  first  and 
second  patent.  If  the  defendants  chose  to  continue  to  use 
the  machinery  after  the  new  patent,  they  were  bound  to 
pay  for  the  right  to  use  it. 

E,  J.  Lee  and  P,  B.  Key^  oordra. 

If  the  construction  contended  for  on  the  other  side  be  cor- 
rect, the  proviso  was  wholly  useless,  because  the  defendants 
needed  no  such  protection.  Evans  could  have  no  claim 
against  them  for  acts  done  after  his  patent  had  expired  and 
before  the  issuing  of  the  new  patent.  The  defendants  had 
a  full  and  perfect  right  to  erect  and  use  the  machinery.  A 
law  to  oblige  them  now  to  abandon  their  property,  or  to 
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I)ay  what  Mr.  Evans  may  choose  to  exact,  is  in  the  nature 
of  an  eo;  post  facto  law  ;  and  although  it  may  not  be  abso- 
lutely unconstitutional,  yet  is  so  far  within  the  spirit  of  the 
Constitution  that  this  court  wiU  not  give  such  a  construc- 
tion to  the  proviso,  if  it  can  possibly  be  avoided.  The 
proviso  says  that  no  person  wlio  shall  have  erected  t7ie 
Tuachinery  for  use  shall  be  liable  to  damages  therefor.  The 
defendants  had  erected  the  machinery  for  use,  and  are  con- 
sequently not  liable  therefor.  What  can  the  proviso  mean, 
unless  to  give  those  who  are  in  the  situation  of  the  defend- 
ants the  right  to  use  their  own  machines,  lawfully  erected  1 
The  inventions  had  become  public  property  ;  every  one  had 
a  right  to  use  them.  Congress  did  not  mean  to  take  away 
that  vested  right  from  those  who  had  availed  themselves 
of  it.  To  deprive  a  person  of  the  use  of  his  property  is 
equivalent  to  depriving  him  of  the  property  itself.  Con- 
gress could  not  mean  to  do  this.  This  court  will  give  the 
act  such  an  equitable  construction  as  will  give  effect  to  the 
proviso. 

Harper y  in  reply. 

The  words  of  the  proviso  are  clear  and  explicit,  and 
admit  not  of  construction.  The  legislature  may  have 
supposed  that  the  new  patent,  which  was  intended  to  be  a 
continuation  of  the  old  one,  might  have  subjected  those 
w^ho  had  already  erected  the  machinery  to  damages,  and  in- 
tended to  guard  against  them.  It  is  not  certain  that  under 
the  law  under  which  the  patent  issued  this  would  not  have 
been  the  effect ;  but  it  is  sufficient  if  the  legislature  sup- 
posed it  would  have  been.  We  are  not  bound  to  show  the 
motives  of  the  legislature  ;  if  their  words  are  clear  and  ex- 
plicit, there  is  no  room  for  construction.  The  acts  which 
are  protected  by  the  proviso  are  acts  done  hrfore  the  issuing 
of  the  patent ;  the  opposite  counsel  contend  that  the  legis- 
lature, when  they  said  "  hrfore^'*  meant  after.  The  proviso 
is  too  plain  to  bear  an  argument. 

[Todd,  J.— Absent.    March  4th.] 

Washington,  J.,  delivered  the  opinion  of  the  court. 
The  question  certified  to  this  court  by  the  Circuit  Court 
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for  the  District  of  Vii'ginia,  and  upon  which  the  opinion  of 
this  court  is  required,  is,  whether,  after  the  expiration  of 
the  original  patent  granted  to  Oliver  Evans,  a  general  right 
to  use  his  discovery  was  not  so  vested  in  the  public  as  to 
require  and  justify  such  a  construction  of  the  act,  passed 
in  January,  1808,  entitled  "  An  act  for  the  relief  of  Oliver 
Evans,"  as  to  exempt  from  either  treble  or  single  damages 
the  use,  subsequent  to  the  passage  of  the  said  act,  of  the 
machinery  therein  mentioned,  which  was  erected  subse- 
quent to  the  expiration  of  the  original  patent,  and  previous 
to  the  passage  of  the  said  act. 

The  act — upon  the  construction  of  which  the  judges  of 
the  Circuit  Court  were  opposed  in  opinion — directs  a  patent 
to  be  granted,  in  the  form  prescribed  by  law,  to  Oliver 
Evans  for  fourteen  years,  for  the  full  and  exclusive  right 
of  making,  constructing,  using,  and  vending  to  be  used  his 
invention,  discovery,  and  improvements  in  the  art  of  manu- 
facturing flour  and  meal,  and  in  the  several  machines  which 
he  has  discovered,  invented,  improved,  and  applied  to  that 
purpose. 

The  proviso  upon  which  the  question  arises  is  in  the  fol- 
lowing words  :  '*  Provided,  that  no  person  who  may  have 
heretofore  paid  the  said  Oliver  Evans  for  license  to  use  the 
said  improvements  shall  be  obliged  to  renew  said  license, 
or  be  subject  to  damages  for  not  renewing  the  same  ;  and 
provided  also,  that  no  person  who  shall  have  used  the  said 
improvements,  or  have  erected  the  same  for  use,  before  the 
issuing  of  the  said  patent,  shall  be  liable  to  damages  there- 
for." 

The  language  of  this  last  proviso  is  so  precise,  and  so  en- 
tirely free  from  all  ambiguity,  that  it  is  difficult  for  any 
course  of  reasoning  to  shed  light  upon  its  meaning.  It  pro- 
tects against  any  claim  for  damages  which  Evans  might 
make,  those  who  may  have  used  his  improvements,  or  who 
may  have  erected  them  for  use,  prior  to  the  issuing  of  his 
patent  under  this  law.  The  protection  is  limited  to  acts 
done  prior  to  another  act  thereafter  to  be  performed,  to 
wit,  the  issuing  of  the  patent.  To  extend  it,  by  construc- 
tion, to  acts  which  might  be  done  subsequent  to  the  issuing 
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of  the  patent,  would  be  to  make,  not  to  interpret,  the 
law. 

The  injustice  of  denying  to  the  defendants  the  use  of 
machinery  which  they  had  erected  after  the  expiration  of 
Evans's  first  patent,  and  prior  to  the  passage  of  this  law, 
has  been  strongly  urged  as  a  reason  why  the  words  of  this 
proviso  should  be  so  construed  as  to  have  a  prospective 
operation.  But  it  should  be  recollected  that  the  right  of 
the  plaintiff  to  recover  damages  for  using  his  improvement 
after  the  issuing  of  the  patent  under  this  law,  although  it 
had  been  erected  prior  thereto,  arises,  not  under  this  law, 
but  under  the  general  law  of  the  21st  of  February,  1793.* 
The  provisos  in  this  law  profess  to  protect,  against  the  o^t- 
ation  of  the  general  law,  three  classes  of  persons :  those 
who  had  paid  Evans  for  a  license  prior  to  the  passage  of 
the  law,  those  who  may  have  used  his  improvements,  and 
those  who  Tnay  have  erected  them  for  use,  before  the  issuing 
of  the  patent. 

The  legislature  might  have  proceeded  still  further,  by 
providing  a  shield  for  persons  standing  in  the  situation  of 
these  defendants.  It  is  believed  that  the  reasonableness  of 
such  a  provision  could  have  been  questioned  by  no  one. 
But  the  legislature  have  not  thought  proi)er  to  extend  the 
protection  of  these  provisos  beyond  the  issuing  of  the  pat- 
ent under  that  law,  and  this  court  would  transgress  the 
limits  of  judicial  power  by  an  attempt  to  supply,  by  con- 
struction, this  supposed  omission  of  the  legislature.  The 
argument,  founded  upon  the  hardship  of  this  and  similar 
cases,  would  be  entitled  to  great  weight,  if  the  words  of 
this  proviso  were  obscure  and  open  to  construction.  But 
considerations  of  this  nature  can  never  sanction  a  construc- 
tion at  variance  with  the  manifest  meaning  of  the  legisla- 
ture, expressed  in  plain  and  unambiguous  language. 

The  argument  of  the  defendants'  counsel — ^that,  unless 

*  The  fifth  section  of  the  act  of  2l8t  of  February,  1798,  which  is  the  only 
section  of  that  act  which  gives  damages  for  violation  of  the  patent-right,  ia 
repealed  by  the  fourth  section  of  the  act  of  the  17th  of  April,  1800,  vol.  5,  p.  90, 
the  third  section  of  which  act  gives  treble  damages  for  the  violation  of  any 
patent  granted  pursuant  to  that  act,  or  the  act  of  1798. 


12  EVANS  V.  JOED  AN  AND  MOKEHEAD.     [Sup,  Ct. 

Opmioa  of  the  court, 

the  construction,  they  contend  for  be  adopted,  the  proviso  is 
senseless  and  inoperative — ^is  susceptible  of  the  same  answer. 

Whether  the  proviso  was  introduced  from  abundant 
caution,  or  from  an  opinion  really  entertained  by  the  legis- 
lature that  those  who  might  have  erected  these  improve- 
ments, or  might  have  used  them  prior  to  the  issuing  of  the 
patent,  would  be  liable  to  damages  for  having  done  so,  it  is 
impossible  for  this  court  to  say.  ,  It  is  not  difficult,  how- 
ever, to  imagine  a  state  of  things  which  might  have  afforded 
some  ground  for  such  an  opinion. 

Although  this  court  has  been  informed  that  the  judge 
who  delivers  this  opinion  knows  that  the  former  patent 
given  to  Evans  had  been  adjudged  to  be  void  by  the  Circuit 
Court  of  Pennsylvania  prior  to  the  passage  of  this  law,  yet 
that  fact  is  not  recited  in  the  law,  n,or  does  it  appear  that 
it  was  within  the  view  of  the  legislature  ;  and  if  that  patent- 
right  had  expired  by  its  own  limitation,  the  legislature 
might  well  make  it  a  condition  of  the  new  grant  that  the 
patentee  should  not  disturb  those  who  had  violated  the 
former  patent.  This  idea  was  certainly  in  the  mind  of  the 
legislature  which  passed  the  act  of  the  21st  of  February, 
1793,  which,  after  repealing  the  act  of  the  10th  of  April, 
1790,  preserves  the  rights  of  patentees  under  the  repealed 
law  only  in  relation  to  violations  committed  after  the  pas- 
sage of  the  repeaUng  law. 

If  the  decision  above  mentioned  was  made  known  to  the 
legislature,  it  is  not  impossible  but  that  a  doubt  might  have 
existed  whether  the  patent  was  thereby  rendered  void  ab 
initio^  or  from  the  time  of  rendering  the  judgment ;  and  if 
the  latter,  then  the  proviso  would  afford  a  protection 
against  all  preceding  violations.  But,  whatever  might  be 
the  inducements  with  the  legislature  to  limit  the  proviso 
under  consideration,  as  we  find  it,  this  court  cannot  intro- 
duce a  different  proviso,  totally  at  variance  with  it  in  lan- 
guage and  intention. 

It  \z  the  unanimous  opinion  of  this  court,  that  the  act 
passed  in  January,  1808,  entitled  "  An  act  for  the  relief  of 
Oliver  Evans,"  ought  not  fo  be  construed  as  to  exempt 
from  either  treble  or  single  damages  the  use,  subsequent  to 
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the  passage  of  the  said  act,  of  the  machinery  therein  men- 
tioned, which  was  erected  subsequent  to  the  expiration  of 
the  original  patent  and  previous  to  the  passage  of  the  said 
act.  Which  opinion  is  ordered  to  be  certified  to  the  Circuit 
Court  for  the  District  of  Virginia. 
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8  Wheat  464-619.    Feb.,  1818. 

[Bk.  4,  L.  ed  438;  1  Robb.  248;  1  Whit.  8 

Revening  ibid.,  1  Pet  C.  C.  822. 

Same  case,  7  Wheat.  866  [p.  105 past]. 

Evidence.    Prior  use.     Particular  patent  construed.     Construc- 
tion of  special  act.     Intention  of  Congress, 

1.  Under  Act  1793,  §  6,  notice  is  submitted  for  a  special  plea,  and 

is  given  only  in  order  to  offer  special  matter  in  evidence  under 
the  general  issue  (p.  72). 

2.  Evidence  of  special  matter  not  specified  in  notice,  held  admissi- 

ble, as  it  would  be  under  a  special  plea.     Evidence  of  prior  use 
so  admitted  (p.  72). 

3.  Evidence  that  those  engaged  in  such  prior  use  had  paid  patentee 

for  licenses  is  admissible  (p.  73). 

4.  Where  the  words  in  a  patent  are  ambiguous,  the  intention  of 

the  parties  are  entitled  to  great  consideration  in  construing  it 
(p.  74). 
6.  Doubted  whether  improvements  on  different  machines  could 
regularly  be  comprehended  in  the  same  patent,  under  the  gen- 
eral patent  law  (p.  74). 

6.  Special  Act  1808  for  the  relief  of  Oliver  Evans  construed  (p.  75). 

7.  Patent  granted  Oliver  Evans,  December  18,  1790,  for  hopper-boy 

construed  to  be  a  grant  of  the  general  result  of  the  whole  ma- 
chinery and  of  the  improvements  in  each  machine  (p.  76). 

8.  The  petition  is  a  part  of  the  patent  (p.  77). 

9.  Congress  can  never  be  presumed  to  have  decided  in  a  general  act 

that  an  individual  is  an  author  or  inventor,  the  words  of  which 
do  not  render  such  a  construction  unavoidable  (p.  79). 

10.  XJnder  Act  1793,  §  6,  if  the  thing  patented  had  been  in  use  or 
described  in  some  prior  public  work,  judgment  shall  be  ren- 
dered for  defendant,  and  the  patent  declared  void  (p.  80). 
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11.  The  law  presumes  patentee's  knowledge  of  prior  public  knowl- 
edge and  use  of  his  alleged  invention  (p.  80). 

12.  Evans's  special  act  being  engrafted  on  the  general  patent  act, 
and  the  patent  issued  in  pursuance  of  both,  the  court  has 
jurisdiction  under  Act  1800^  §  3,  though  between  citizens  of 
the  same  State  (p.  83). 

Erbob  to  the  Circuit  Court  for  the  District  of  Pennsyl- 
vania. 

In  addition  to  the  statement  of  the  case,  the  following 
documents  are  material : 

"To  Jakes  Madison,  Esq.,  Sbcrbtary  op  State. 

The  Petition  of  Oliver  EvanSy  of  the  city  of  Philadelphia,  a  citi- 
zen of  the  United  States,  reapectfullly  showeth, 

That  your  petitioner  haying  discorered  certain  useful  improve- 
ments, applicable  to  various  purposes,  but  particularly  to  the  art  of 
manufacturing  flour  and  meal,  prays  a  patent  for  the  same,  agree- 
able to  the  act  of  congress,  entitled,  *  An  Act  for  the  relief  of 
Oliver  Evans.' 

The  principles  of  these  improvements  consist, 

1.  In  the  subdivision  of  the  grain,  or  any  granulated  or  pulver- 
ized substance ;  in  elevating  and  conveying  them  from  place  to 
place,  in  small  separate  parcels ;  in  spreading,  stirring,  turning, 
and  gathering  them,  by  regular  and  constant  motion,  so  as  to  sub- 
ject them  to  artificial  heat,  the  full  action  of  the  air  to  cool  and 
dry  the  same  when  necessary,  to  avoid  danger  from  fermentation, 
and  to  prevent  insects  from  depositing  their  eggs  during  the  opera- 
tion of  the  manufacture. 

2.  In  the  application  of  the  power  which  moves  the  mill,  or 
other  principal  machine,  to  work  any  machinery  which  may  be  used 
to  apply  the  said  principles,  or  to  perform  the  said  operations  by 
constant  motion  and  continued  rotation,  to  save  expense  and  labor. 

The  machinery  by  him  already  invented,  and  used  for  applying 
the  above  principles,  consists  of  an  improved  elevator,  and  an  im- 
proved conveyor,  an  improved  hopper-boy,  an  improved  drill,  and 
an  improved  kiln-drier.  For  a  particular  explanation  of  the  princi- 
ples, and  a  description  and  application  of  the  machines  which  he 
has  so  invented  and  discovered,  he  refers  to  the  specifications  and 
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drawings  hereunto  annexed ;  and  he  is  ready,  if  the  Secretary  of 
State  shall  deem  it  necessary,  to  deliver  models  of  the  said 
machines. 

OLIVER  EVANS. 

DESCRIPTION 

Of  the  several  machines  invented  by  Oliver  Evans,  and  used  in 
his  improvement  on  the  process  of  the  art  of  manufacturing  flour 
or  meal  from  grain,  and  which  are  mentioned  in  his  specification 
as  applicable  to  other  purposes. 

No.  1.— THE  ELEVATOR. 

Plate  vi.  Pig.  1.  AB,  represents  an  elevator,  for  raising  grain 
from  the  granary  0,  and  conducting  it  by  spouts  into  a  number  of 
different  gamers,  as  may  be  necessary,  where  a  mill  grinds  separate 
parcels  for  toll,  or  pay.  The  upper  pulley  being  set  in  motion,  and 
the  little  gate  A  drawn,  the  buckets  fill  as  they  pass  under  the 
lower,  and  empty  as  they  pass  over  the  upper  pulley,  and  discharge 
into  a  movable  spout  B,  to  be  by  it  directed  to  any  of  the  differ- 
ent gamers. 

Fig.  2.  Part  of  the  strap  and  bucket,  showing  how  they  are  at- 
tached. 

A,  a  bucket  of  sheet  iron,  formed  from  the  plate  8,  which  is 
doubled  up  and  riveted  at  the  comers,  and  riveted  to  the  strap. 

B,  a  bucket  made  of  tough  wood,  say  willow,  from  the  form  9, 
being  bent  at  right  angles,  at  e  c,  one  side  and  bottom  covered  with 
leather,  and  fastened  to  the  strap  by  a  small  strap  of  leather,  pass- 
ing through  the  main  strap,  and  tacked  to  itc  sides. 

C,  a  lesser  bucket  of  wood,  bottomed  with  leather,  the  strap 
forming  one  side  of  it. 

D,  a  lesser  bucket  of  sheet  iron,  formed  from  the  plate  11,  and 
riveted  to  the  strap  which  forms  one  side  of  the  bucket. 

Tig.  6,  the  form  of  a  gudgeon  for  the  lower  pulley. 

7.  The  form  of  the  gudgeons  of  the  shaft  of  the  upper  pulley. 

12.  The  form  of  the  buckle  for  tightening  the  elevator  strap. 

Fig.  17,  plate  vii.,  represents  an  elevator  applied  to  raise  grain 
into  a  granary,  from  a  wharf,  &c.,  by  a  horse. 

IG,  represents  an  elevator  raising  the  meal  in  a  grist-mill. 

18,  represents  an  elevator  wrought  by  a  man. 

Plate  viii.  35,  39,  represents  an  elevator  raising  grain  from  the 
hold  of  a  ship. 
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Paut  I.— Mechanics  and  Hydraulics; 
sfacwing  errors  in  clie  old^  and  eftablifliing 
a  new  fyitem  of  theories-  of  water*inillSy 
by  which  tlw  power  of  mill-ieats  and 
the  e^^  taey  \rtU  produce  may  be  af- 
certaioed  by  calculation. 

Part  li.— «ilules  for  applying  thetbeo* 
ries  to  pradice ;  tables  for  proportion- 
ing  xnilb  to  the  power  and  fall  of  the 
water,  and  rules  for  finding  pitch  cir- 
cles, \7itb  tables  from  6  to  130  cogs. 

P  A  a  T  III  — -Dire^ons  for  conftru^ng 
and  ufing  all  the  authors  patented  im- 
proveraents  in  mills. 


pAiT  rv.— The  art  of  maBulkftaring  meal 
and  flour  in  all  its  parts,  as  pra^tiied  by 
the  moil  ikilittl  millers  in  America. 

Paet  Vw— The  PraAical  MiU>wright; 
coatalnbg  inftm^ttoiu  for  htiiMfng 
mills,  with  tables  of  their  proportions 
iViitable  for  all  fhlls  from  three  to 
thbrty-fias  ftet. 

AFPOtDlX. 

CoDtaiDlng  rules  for  difcovering  new  im- 
provements—cscemplified  in  improving 
the  art  of  thralhin^  and  cleaning  grain, 
hidling  rice,  warming  rooms>  and  vent* 
ing  finoke  by  chimoeys,  &c. 
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Chap.  /.  Description  of  M>.CH1^^ES-  y^ 

Art.  Si. 
3.  0/  /Zv  Hopper  "hoy. 

Fig.  12,  plate  VII,  is  a  Hopper-boy  ;  which  p.    ^^ 
confifts  of  a  perpendicular  ftiaft,  AB,  put  in  a  of  ibe 
flow  motion,  (not  above  4  revolutions  in  a  mi-  Hoppcr-bcy 
nute)  carr^^ing  round  with  it  the  horizontal 
piece  CD,  wliich  is  called  the  arms,  and  fet,  en 
tlie under  fide,  fullof  fraall  inclining  boards,  call- 
ed flights,  fo  fet  as  to  gather  the  meal  towards 
the  centre,  or  fpread  it  from  the  centre  to- 
thatpart  of  the  arm  which  pafles  over  thebolting 
hopper  ;  at  which  part,  one  board  is  fct  broad- 
fide  foremoft,  as  E  (called  a  fweeper)  which 
drives  the  meal  before  it,   and  drops  it  into 
the  hoppers  HH,  as  the  arms  pafs  over  them* 
The  meal  is  generally  let  fall  from  the  eleva- 
tor, at  the  extremity  of  the  arm,  at  D,  where 
there  is  a  fweeper,  which  drives  the  meal  be-  swecners, 
fore  it,  trailing  it  in  a  circle  the  whole  way  their  ufe^j 
round,  fo  as  to  difcharge  nearly  the  whole  of 
its  load,  by  the  time  it  returns  to  be  loaded 
again:  the  flights  then  gather  it  towards  the 
centre,  from  every  part  of  the  circle  ;  which 
would  not  be  the  cafe,  if  the  fweepers  did  not 
lay  it  round ;  but  the  meal  would  be  gathered 
from  only  one  fide  of  the  circle*  Thefe fweep- 
ers are  fcrewed  on  the  back  of  the  arm,  fo 
that  they  may  be  raifed  or  lowered,  in  order 
to  make  them  difcharge  fooneror  later,  asne- 
ceflary. 

The  extreme  flight  of  each  and  of  tihe  arms 
are  put  on  with  a  fcrew  paffing  through  its 
centre,  fo  that  they  may  be  turned  to  drive 
the  meal  outwards ;  the  ufe  of  which  is,  to 
fpread  the  warm  meal  as  it  falls  from  the  ele- 


Art,  89. 


CHAPTER        II. 


APPLICATION   OF   THE   MACHINES,    IN  THE 

PROCESS  OF  MANUFACTURING  WilEAT 

INTO    SUPERFINE    FLOUR. 

PLATE  VIII,  is  not  meant  to  fhew  the 
plan  of  a  mill ;  but  merely  the  Applica- 
tion and  Ufe  of  the  patented  Machines. 


/ 
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Art.  88.  2i  confiderable  diftance,  with  a  fmall  defccnt. 
Where  a  motion  is  eafily  obtained  from  the 
water,  it  is  to  be  preferred  to  that  of  working 
itfelf,  it  being  eafily  flopped,  is  apt  to  be  trou- 
blefome. 

The  Grain  Spout  is  hung  on  a  fhaft  to  turn 
on  pivots  or  a  pin,  fo  that  it  may  turn  every 
way,  like  a  crane ;  into  this  fpout  the  grain  R 

falls  from  the  elevator,  and,  by  turning,  it  ^ 

can  be  direfted  into  any  garner.  The  fpout 
is  made  to  fit  clofe,  and  play  under  a  broad 
board,  and  the  grain  is  let  into  it  through  the 
middle  of  this  board,  near  the  pin,  fo  that  it 
will  always  enter  the  fpout.  See  it  under  B, 
fig.  I .  L  is  a  view  of  the  under  fide  of  it,  and 
M  is  a  top  view  of  it.  The  pin  or  fhaft  may 
reach  down  fo  low,  that  a  man  may  ftand  on 
the  floor  and  turn  it  by  the  handle  x. 


n^ 


@*  . 
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33,  34,  represents  an  elevator  raising  meal  from  three  pair  of 
stones,  in  a  flour  mill,  with  all  the  improvements  complete. 

Plate  ix.  Fig.  1.  CD  represents  an  elevator  raising  grain  from  a 
wagon.  E  represents  the  movable  spout,  and  manner  of  fixing  it, 
so  as  to  direct  the  grain  into  the  different  apartments. 

Plate  X.  2,  3,  and  11,  12,  represents  elevators,  applied  to  raise 
rice  in  a  mill  for  hulling  and  cleaning  rice. 

The  straps  of  elevators  are  best  made  of  white  harness  leather. 

No.  IL— THE  CONVEYOR. 

Plate  vi.  Fig.  3,  represents  a  conveyor,  for  conveying  meal  from 
the  millstones  into  the  elevator,  stirring  it  to  cool  at  the  same  op- 
eration, showing  how  the  flights  are  set  across  the  spiral  line  to 
change  from  the  principle  of  an  endless  screw  to  that  of  a  number 
of  ploughs,  which  answer  better  for  the  purpose  of  moving  meal, 
showing  also  the  lifting  flights  set  broadside  foremost,  and  the 
manner  of  connecting  it  to  the  lower  pulley  of  the  elevator  which 
turns  it. 

Fig.  4,  gudgeon  of  the  lower  pulley  of  the  elevator  connected  to 
the  socket  of  the  conveyor. 

5.  An  end  view  of  the  socket,  and  the  band  which  fastens  it  to 
the  conveyor. 

Plate  viii.  37,  36,  4 — ^represents  a  conveyor  for  conveying  grain 
from  a  ship  to  the  elevator  4 — 6,  with  a  joint  at  36,  to  let  it  rise 
and  lower  with  the  tide. 

44 — 45.  A  conveyor,  for  conveying  grain  to  different  gamers, 
from  an  elevator. 

31 — 32.  A  conveyor,  for  conveying  tail  flour  to  the  meal  elevator, 
or  the  coarse  flour  to  the  eye  of  the  stone. 

Plate  ix.  Fig.  11,  represents  a  conveyor  for  conveying  the  meal 
from  two  pair  of  stones,  to  the  elevator  connected  to  the  pulley, 
which  turns  them  both. 

Plate  X.  2 — 11,  represents  conveyors  applied  to  convey  rice,  in  a 
rice  mill,  from  a  boat  or  wagon  to  the  elevator,  or  from  the  fan  to 
an  elevator. 

No.  III.— THE  HOPPEB-BOY. 

Plate  vii.  Fig.  12,  represents  a  hopper-boy,  complete,  for  per- 
forming all  the  operations  specified,  except  that  only  one  arm  is 
shown. 


38  EVANS  V.  EATON.  [Sup.  Ct. 

Statement  of  the  case. 

AB,  the  upright  shaft ;  CED,  the  arms,  with  flights  and  sweeps. 

E,  the  sweeper  to  fill  the  bolting  hoppers  HH. 

GFE,  the  brace,  or  stay^  for  steadying  the  arms. 

P,  the  pulley,  and  W,  the  weight,  that  is  to  balance  the  arms,  to 
make  them  play  lightly  on  the  meal,  and  rise  or  fall,  as  the  quan- 
tity increases  or  diminishes. 

ML,  the  leader.  N,  the  hitch  stick,  which  can  be  moved  along 
the  leading  line,  to  shorten  or  lengthen  it. 

Fig.  13.  SSS,  the  arms  turned  bottom  up,  showing  the  flights 
and  sweepers  complete  at  one  end  ;  and  the  lines  on  the  other  end 
show  the  mode  for  laying  out  for  the  flights,  so  as  to  have  the  right 
inclination  and  distance,  according  to  the  circle  described  by  each, 
and  so  that  the  flights  of  one  end  may  track  between  those  of  the 
other.  The  sweepers  and  the  flights  at  each  end  of  the  arms  are 
put  on  with  a  thumb  screw,  bo  that  they  may  be  moved,  and  so 
that  these  flights  may  be  reversed,  to  drive  meal  outward  from  the 
centre,  and  at  the  same  time  trail  it  round  the  whole  circle  ;  this 
is  of  use  sometimes,  when  we  wish  to  bolt  one  quantity  which  we 
have  under  the  hopper-boy,  without  bolting  that  which  we  are 
grinding,  and  yet  to  spread  that  which  we  are  grinding  to  dry  and 
cool,  laying  round  the  hopper-boy,  convenient  to  be  shovelled 
under  it,  as  soon  as  we  wish  to  bolt  it. 

Fig.  15.  The  form  of  the  pivot  for  the  bottom  of  the  upright 
shaft. 

14.  The  plate  put  on  the  bottom  of  the  shaft  to  rest  on  the 
shoulder  of  the  pivot ;  this  plate  is  to  prevent  the  arm  from  de- 
scending so  low  as  to  touch  the  floor. 

Plate  viii.  Fig.  25,  represents  a  hopper-boy  attending  two  bolts 
in  a  mill,  with  all  the  improvements  complete. 

Plate  ix.  The  hopper-boy  is  shown  over  QQ.  Fig.  4  is  the  arm 
turned  upside  down,  to  show  the  flights  and  sweepers. 

N-Q.  IV.— THE  DRILL. 

Plate  vi.  Fig.  1.  HG  represents  a  drill  conveying  grain  from  the 
different  gamers  to  the  elevator,  in  a  mill  for  grinding  parcels  for 
toll  or  pay. 

Plate  vii.  Fig.  16.  Bd.  a  drill,  conveying  meal  from  the  stones 
in  a  grist-mill  to  the  elevator. 

The  strap  of  this  machine  may  be  made  broad,  and  the  substance 
to  be  moved  may  be  dropped  on  its  upper  surface,  to  be  carried  and 
dropped  over  the  pulley  at  the  other  end  ;  in  this  case  it  requires 
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one  bucket,  like  those  of  the  elevator,  to  bring  np  any  that  may 
spill  off  the  strap. 

For  full  and  complete  directions  for  proportioning  all  the  parts, 
constmcting  and  using  the  above-described  machines,  see  the  book 
which  I  have  published  for  that  express  purpose,  entitled.  The 
Young  Millwright  and  Miller^a  Guide.  See  plate  viii.  represent- 
ing a  mill  with  three  pair  of  mill-stones,  with  all  the  improvements 
complete,  except  the  kiln-drier. 

No.  v.— THE  KILN-DRIEB. 

Plate  ix.  [Probably  Plate  x.,  Fig.  1,  is  here  referred  to. — Ed.] 
Fig.  2.  A,  the  stove,  which  may  be  constructed  simply  of  six  plates, 
and  inclosed  by  a  brick  wall  lined  with  a  mortar  composed  of  pul- 
verized charcoal  and  clay.  B,  the  pipe  for  carrying  off  the  smoke. 
CG,  the  air-pipes  connecting  the  space  between  the  stove  and 
wall  with  the  conveyor.  DD,  the  pipes  for  the  heated  air  to 
escape. 

The  air  is  admitted  at  the  air-hole  below,  regi^lated  by  a  register, 
as  experience  shall  teach  to  be  best,  so  as  not  to  destroy  the  prin- 
ciple which  causes  the  flour  to  ferment  easily,  and  rise  in  the  proc- 
ess of  baking.  The  conveyors  must  be  covered  close  ;  the  meal 
admitted  by  small  holes  as  it  falls  from  the  mill-stones. 

OLIVEB  EVANS/' 

Witness,  \  ?^°J-  ?•  ^°^^tt> 
'   ( Jo.  Gales,  junr. 

THE  UNITED  STATES  OF  AMERICA. 

To  all  to  whom  these  Letters-Patent  shall  come. 

Whereas  Oliver  Evans,  of  the  city  of  Philadelphia,  a  citizen  of 
the  United  States,  hath  alleged  that  he  hath  invented  a  new  and 
useful  improvement  in  the  art  of  manufacturing  flour  and  meal, 
by  means  of  certain  machines,  which  he  terms  an  improved  elevator, 
an  improved  conveyor,  an  improved  hopper-boy,  an  improved  drill, 
and  an  improved  kiln-drier ;  which  machines  are  moved  by  the 
same  power  that  moves  the  mill  or  other  principal  machinery,  and 
in  their  operation  subdivide  any  granulated  or  pulverized  substance, 
elevate  and  carry  the  same  from  place  to  place  in  small  and  sep- 
arate parcels,  spread,  stir,  turn,  and  gather  them  by  regular  and 
constant  motion,  so  as  to  subject  them  to  artificial  heat,  and  the 
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air  to  dry  and  cool  when  necessary  ;  a  more  particular  and  full  de- 
scription, in  the  words  of  the  inventor,  is  hereby  annexed  in  a 
schedule  ;  which  improvement  has  not  been  known  or  used  before 
his  application — ^has  affirmed  that  he  does  verily  believe  that  he  is 
the  true  inventor  or  discoverer  of  the  said  improvement,  and, 
agreeably  to  the  act  of  congress  entitled,  '*  An  act  for  the  relief  of 
Oliver  Evans,'*  which  authorizes  the  Secretary  of  State  to  secure  to 
him  by  patent  the  exclusive  right  to  the  use  of  such  improvement 
in  the  art  of  manufacturing  flour  and  meal,  and  in  the  several 
machines  which  he  has  discovered,  improved,  and  applied  to  that 
purpose  ;  he  has  paid  into  the  Treasury  of  the  United  States,  the 
sum  of  thirty  dollars,  delivered  a  receipt  for  the  same,  and  pre- 
sented a  petition  to  the  Secretary  of  State,  signifying  a  desire  of  ob- 
taining an  exclusive  property  in  the  said  improvement,  and  praying 
that  a  patent  may  be  granted  for  that  purpose  :  These  are  therefore 
to  grant,  according  to  law,  to  the  said  Oliver  Evans,  his  heirs,  ad- 
ministrators, or  assigns,  for  the  term  of  fourteen  years,  from  the 
twenty-second  day  of  January,  1808,  the  full  and  exclusive  right 
and  liberty  of  making,  using,  and  vending  to  others  to  be  used,  the 
said  improvement,  a  description  whereof  is  given  in  the  words  of 
the  said  Oliver  Evans  himself,  in  the  schedule  hereto  annexed,  and 
is  made  a  part  of  these  presents. 

In  testimony  whereof,  I  have  caused  these  Letters 
to  be  made  Patent,  and  the  seal  of  the  United 
States  to  be  hereunto  affixed. 

Given  under  my  hand,  at  the  city  of  Washing- 
ton, this  twenty-second  day  of  January,  in 
[seal.]  the  year  of  our  Lord,  one  thousand  eight 

hundred  and  eight,  and  of  the  Independence 
of  the  United  States  of  America,  the  thirty- 
second. 

TH.  JEFFERSON. 
By  the  President, 

JAMES  MADISON,  Secretary  of  State. 

City  of  Washington,  to  wit : 

I  DO  HEREBY  CERTIFY,  That  the  fore- 
going Letters-Patent  were  delivered  to  me  on  the 
twenty-second  day  of  January,  in  the  year  of  our 
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Lord,  one  thousand  eight  hundred  and  eight,  to 
be  examined ;  that  I  have  examined  the  same,  and 
find  them  conformable  to  law.  And  I  do  here- 
by return  the  same  to  the  Secretary  of  State, 
within  fifteen  days  from  the  date  aforesaid,  to 
wit :  on  this  twenty-second  day  of  January,  in 
the  year  aforesaid. 

C.  A.  KODNEY,  Attorney-General  of  the  United  States. 

THE  SCHEDULE. 

Beferred  to  these  letters-patent,  and  making  part  of  the  same,  con- 
taining a  description,  in  the  words  of  the  said  Oliver  Evans,  of 
his  improvements  in  the  art  of  manufacturing  flour  and  meal. 

''  My  first  principle  is  to  elevate  the  meal  as  fast  as  it  is  ground, 
in  small  separate  parcels,  in  continued  succession  and  rotation,  to 
fall  on  the  cooling  floor,  to  spread,  stir,  turn,  and  expose  it  to  the 
action  of  the  air,  as  much  as  possible,  and  to  keep  it  in  constant 
and  continual  motion,  from  the  time  it  is  ground  until  it  be  bolted  ; 
this  I  do  to  give  the  air  full  action,  to  extract  the  superfluous  mois- 
ture from  the  meal,  while  the  heat  generated  by  the  friction  of 
grinding,  will  repel  and  throw  it  off,  and  the  more  effectually  dry 
and  cool  the  meal,  fit  for  bolting,  in  the  course  of  the  operation, 
and  save  time  and  expense  to  the  miller.  Also  to  avoid  all  danger 
from  fermentation,  by  its  lying  warm  in  large  quantities,  as  is 
usual ;  and  to  prevent  insects  from  depositing  their  eggs,  which 
may  breed  the  worms  often  found  in  good  flour.  And  further  to 
complete  this  principle,  so  as  to  dry  the  meal  more  effectually,  and 
to  cause  the  flour  to  Ifieep  sweet  a  longer  space  of  time,  I  mean  to 
increase  the  heat  of  the  meal,  as  it  falls  ground  from  the  mill- 
stones, by  application  of  heated  air  ;  that  is  to  say,  to  kiln-dry  the 
meal  as  it  is  ground,  instead  of  kiln-drying  the  grain,  as  usual. 
The  flour  will  be  fairer  and  better  than  if  made  from  kiln-dried 
grain,  the  skin  of  which  is  made  so  brittle  that  it  pulverizes  and 
mixes  with  the  flour.  This  principle  I  apply  by  various  machines 
which  I  have  invented,  constructed,  and  adapted  to  the  purposes 
hereafter  specified,  numbered  1,  2,  3,  4,  6. 

My  second  principle  is  to  apply  the  power  that  moves  the  mill  or 
other  principal  machine,  to  work  my  machinery,  and  by  them  to 
perform  various  operations  which  have  always  heretofore  been  per- 
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formed  by  manual  f orce^  and  thus  greatly  to  lessen  the  expense  and 
labor  of  attending  mills  and  other  works. 

The  application  of  those  principles,  including  that  of  kiln-drying 
the  meal,  during  the  process  of  manufacture,  or  otherwise  to  the 
improvement  of  the  process  of  manufacturing  flour,  and  for  other 
purposes,  is  what  I  claim  as  my  invention  and  improvement  in  the 
art,  as  not  having  been  known  or  used  before  my  discovery,  know- 
ing well  that  the  principles  once  applied  by  one  set  of  machinery, 
to  produce  the  desired  effect,  others  may  be  contrived  and  variously 
constructed  a  nd  adapted  to  produce  like  effects  in  the  application 
of  the  principles,  but  perhaps  none  to  produce  the  desired  effect 
more  completely  than  those  which  I  have  invented  and  adapted  to 
the  purposes,  and  which  are  hereinafter  specified. 

No.  1.  THE  ELEVATOR.  Its  use  is  to  elevate  any  grain, 
granulated  or  pulverized  substances.  Its  use  in  the  manufacture 
of  flour  or  meal  is  to  elevate  the  meal  from  the  mill-stones,  in 
small,  separate  parcels,  and  to  let  it  fall  through  the  air  on  the 
cooling  floor  as  fast  as  it  is  ground.  It  consists  of  an  endless  strap, 
rope,  or  chain,  with  a  number  of  small  buckets  attached  thereto, 
set  to  revolve  around  two  pulleys ;  one  at  the  lowest,  and  the  other 
at  the  highest  point  between  which  the  substance  is  to  be  raised. 
These  buckets  fill  as  they  turn  under  the  lower,  and  empty  them- 
selves as  they  turn  over  the  upper  pulley.  The  whole  is  inclosed 
by  cases  of  boards,  to  prevent  waste. 

No.  2.  THE  CONVEYOR.  Its  use  is  to  convey  any  grain, 
granulated  or  pulverized  substances,  in  a  horizontal,  ascending  or 
descending  direction.  Its  use  in  the  progress  of  the  art  of  manufac- 
turing flour,  is  to  convey  the  meal  from  the  mill-stones,  as  it  is 
ground,  to  the  elevator,  to  be  raised,  and  to  keep  the  meal  in  con- 
stant motion,  exposing  it  to  the  action  of  the  air ;  also  in  some  cases 
to  convey  the  meal  from  the  elevator  to  the  bolting-hopper,  and  to 
cool  and  dry  it  fit  for  bolting,  instead  of  the  hopper-boy.  No.  3 ; 
also  to  mix  the  flour  after  it  is  bolted ;  also  to  convey  the  grain  from 
one  machine  to  another,  and,  in  this  operation,  to  rub  the  impuri- 
ties off  the  grain.  It  consists  of  an  endless  screw,  set  to  revolve  in 
a  tube,  or  section  of  a  tube,  receiving  the  substance  to  be  moved  at 
one  end,  and  delivering  it  at  the  other  end  ;  but  for  the  purpose  of 
conveying  flour  or  meal,  I  construct  it  as  follows  :  instead  of  mak- 
ing it  a  continued  spiral,  which  forms  an  endless  screw,  I  set  small 
boards,  called  flights,  at  an  angle  crossing  the  spiral  line;  these 
flights  operate  like  so  many  ploughs,  following  each  other,  moving 
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the  meal  from  one  end  of  the  tube  to  the  other  with  a  continued 
motion,  turning  and  exposing  it  to  the  action  of  the  air,  to  be 
cooled  and  dried.  Sometimes  I  set  some  of  the  flights  to  move 
broadside  foremost,  to  lift  the  meal  from  one  side  to  fall  on  the 
other,  to  expose  it  to  the  air  more  effectually. 

No.  3.  THE  HOPPEE-BOY.  Its  use  is  to  spread  any  grain, 
granulated  or  pulverized  substances,  over  a  floor  or  even  surface,  to 
stir  it  and  expose  it  to  the  air  to  dry  and  cool  it,  when  necessary, 
and  at  the  same  time  to  gather  it  from  the  circumference  of  the 
circle  it  describes,  to  or  near  the  centre,  or  to  spread  it  from  the 
centre  to  the  circumference,  and  leave  it  in  the  place  where  we  wish 
it  to  be  delivered,  when  sufficiently  operated  on.  Its  use  in  the 
process  of  manufacturing  flour,  is  to  spread  the  meal  as  fast  as  it 
falls  from  the  elevator  over  the  cooling  floor,  on  the  area  of  a  circle 
of  from  eight  to  sixteen  feet,  more  or  less,  in  diameter,  according 
to  the  work  of  the  mill,  to  stir  and  turn  it  continually,  and  to  ex- 
pose it  to  the  action  of  the  air  to  be  dried  and  cooled,  and  to  gather 
it  into  the  bolting-hoppers,  and  to  attend  the  same  regularly.  It 
consists  of  an  upright  shaft,  made  round  at  the  lower  end,  about 
two  thirds  of  its  length,  and  set  to  revolve  on  a  pivot  in  the  centre 
of  the  cooling  floor  ;  through  this  shaft,  say  five  feet  from  the  floor, 
is  put  a  piece  called  the  leader,  and  the  lower  -end  of  the  shaft 
passes  very  loosely  through  a  round  hole  in  the  centre  of  another  piece 
called  the  arms,  say  from  eight  to  sixteen  feet  in  length ;  this  last 
piece,  revolving  horizontally,  describes  the  circle  of  the  cooling  floor, 
and  is  led  round  by  a  cord,  the  two  ends  of  which  are  attached  to 
the  two  ends  of  the  arms,  and  passing  through  a  hole  at  each  end 
of  the  leader,  so  that  the  cord  will  reeve  to  pull  each  end  of  the 
arms  equally.  The  weight  of  the  arms  is  nearly  balanced  by  a 
weight  hung  to  a  cord,  which  is  attached  to  the  arms,  and  passes 
over  a  pulley  near  to  the  upper  end  of  the  upright  shaft,  to  cause 
the  arms  to  play  lightly,  pressing  with  only  part  of  their  weight  on 
the  meal  that  may  be  under  it.  The  foremost  edges  of  the  arms 
are  sloped  upward,  to  cause  them  to  rise  over  and  keep  on  the 
surface  of  the  meal  as  the  quantity  increases;  and  if  it  be  used 
separately  and  unconnected  with  the  elevator,  the  meal  may  be 
thrown  with  shovels  within  its  reach,  while  in  motion,  and  it  will 
spread  it  level,  and  rise  over  it  until  the  heap  be  four  feet  high  or 
more,  which  it  will  gather  into  the  hoppers,  always  taking  from  the 
surface,  after  turning  it  to  the  air  a  great  number  of  times.  The 
underside  of  these  arms  are  set  with  little  inclining  boards,  called 
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flights,  about  four  inches  apart  next  the  centre,  and  gradually  clos- 
ing to  about  two  inches  next  the  extremities,  the  flights  of  the  one 
arm  to  track  between  those  of  the  other,  they  operate  like  ploughs, 
and  at  every  revolution  of  the  machine  they  give  the  meal  two  turns 
toward  the  centre  of  the  circle,  near  to  which  are  generally  the 
bolting-hoppers.  At  each  extremity  of  the  arms,  there  is  a  little 
board  attached  to  the  hindmost  edge  of  the  arm,  to  move  side  fore- 
most ;  these  are  called  sweepers  ;  their  use  is  to  receive  the  meal  as 
it  falls  from  the  elevator,  and  trail  it  round  the  circle  described  by 
the  arms,  that  the  flights  may  gather  it  toward  the  centre  from 
every  part  of  the  circle  ;  without  these,  this  machine  would  not 
spread  the  meal  over  the  whole  area  of  the  circle  described  by  the 
arms.  Other  sweepers  are  attached  to  that  part  of  the  arms  which 
pass  over  the  bolting-hoppers,  to  sweep  the  meal  into  them. 

But  if  the  bolting-hoppers  be  near  a  wall  and  not  in  the  centre  of 
the  cooling  floor,  then  in  this  case  the  extremity  of  the  arms  are 
made  to  pass  over  them,  and  the  meal  from  the  elevator  let  fall 
near  the  centre  of  the  machine,  and  the  flights  are  reversed  to  turn 
the  meal  from  the  centre  toward  the  circumference,  and  the 
sweepers  will  sweep  it  into  the  hoppers.  Thus  this  machine  receives 
the  meal  as  it  falls  from  the  elevator  on  the  cooling  floor,  spreads 
it  over  the  floor,  turns  it  twice  over  at  every  revolution,  stirs  and 
keeps  it  in  continual  motion,  and  gathers  it  at  the  same  operation 
into  the  bolting-hoppers,  and  attends  them  regularly.  If  the  bolt- 
ing-reels are  stopped,  this  machine  spreads  the  meal  and  rises  over 
it,  receiving  under  it  from  one,  two,  to  three  hundred  bushels  of 
meal,  until  the  bolts  are  set  in  motion  again,  when  it  gathers  the 
meal  into  the  hoppers,  and  as  the  heap  diminishes,  it  follows  it 
down  until  all  is  bolted.  I  claim  as  my  invention,  the  peculiar 
properties  or  principles  which  this  machine  possesses,  namely,  the 
spreading,  turning,  and  gathering  the  meal  at  one  operation,  and 
the  rising  and  lowering  of  its  arms  by  its  motion,  to  accommodate 
itself  to  any  quantity  of  meal  it  has  to  operate  on. 

No.  4.  THE  DEILL.  Its  use  is  to  move  any  grain,  granulated 
or  pulverized  substance,  from  one  place  to  another.  It  consists, 
like  the  elevator,  of  an  endless  strap,  rope,  or  chain,  &c.,  with  little 
rakes  instead  of  buckets,  (the  whole  cased  with  boards  to  prevent 
waste,)  revolving  round  two  pulleys  or  rollers.  Its  use  in  the  pro- 
cess of  the  manufacture  of  flour,  is  to  draw  or  rake  the  grain  or  meal 
from  one  part  of  the  mill  to  another.  It  receives  it  at  one  pulley, 
and  delivers  it  at  the  other,  in  a  horizontal,  ascending  or  descending 
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direction,  and  in  some  cases  may  be  more  conveniently  applied  for 
that  purpose  than  the  conveyor.  I  claim  the  exclusive  right  to  the 
principles,  and  to  all  the  machines  above  specified,  and  for  aU  the 
uses  and  purposes  specified,  as  not  having  been  heretofore  known  or 
used  before  I  discovered  them.  They  may  all  be  united  and  com- 
bined in  one  flour  mill,  to  produce  my  improvement  on  the  art  of 
manufacturing  flour  complete,  or  they  may  be  used  separately  for 
any  purpose  specified  and  allotted  to  them,  or  to  produce  my  im- 
provement, in  part,  according  to  the  circumstances  of  the  case. 

No.  5.  THE  KILN-DEIER.  To  kiln-dry  the  meal  after  it  is 
ground,  and  during  the  operation  of  the  process  of  manufacturing 
flour,  I  take  a  close  stove  of  any  common  form,  and  inclose  it  with 
a  wall  made  of  the  best  non-conductor  of  heat,  leaving  a  small  space 
between  the  stove  and  the  wall,  to  admit  air  to  be  heated  in  its  pas- 
sage through  this  space.  I  set  this  stove  below  the  conveyor,  that 
conveys  the  meal  from  the  mill-stones  as  ground,  into  the  elevator, 
and  I  connect  the  space  between  the  stove  and  the  wall  to  the  con- 
veyor tube  by  a  pipe  entering  near  the  elevator,  and  I  co^er  the 
conveyor  close,  and  set  a  tube  to  rise  from  the  end  of  the  conveyor 
tube  near  the  mill-stones,  for  the  heated  air  to  ascend  and  escape 
as  up  a  chimney.  I  make  fire  in  the  stove,  and  admit  air  at  the 
bottom  of  the  space  between  it  and  the  wall  around  it,  to  be  heated 
and  pass  along  the  conveyor  tube,  meeting  the  meal,  which  will  be 
heated  by  the  hot  air  ;  and  the  superfluous  moisture  will  be  more 
powerfully  repelled  and  thrown  off,  and  the  meal  will  be  dried  and 
cooled  as  it  passes  through  the  operation  of  the  elevator  and  hopper- 
boy.  The  flour  will  be  fairer  than  if  the  grain  had  been  kiln-dried, 
and  it  will  keep  longer  sweet  than  flour  not  kiln-dried.  I  set  all 
my  machines  in  motion  by  the  common  means  of  cog  and  round 
tooth,  and  pinion  straps,  ropes,  or  chains,  well  known  to  every 
millwright. 

Arrangement  and   Connection  of  the  several  Machines,  so  as  to 
apply  my  Principles  to  produce  my  Improvements  complete. 

I  fix  a  spout  through  the  wall  of  the  mill,  for  the  grain  to  be 
emptied  into  from  the  wagoner's  bag,  to  run  into  a  box  hung  at  the 
end  of  a  scale-beam,  to  weigh  a  wagon-load  at  a  draught.  From 
this  box  it  descends  into  the  grain  elevator,  which  raises  it  to  a 
granary  over  the  cleaning  machines,  and,  as  it  passes  through  them, 
it  may  be  directed  into  the  same  elevator  to  ascend  to  be  cleaned  a 
second  time,  and  then  descends  into  a  granary,  over  the  hopper  of 
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the  mill-stones  to  supply  them  regularly^  and^  as  ground^  it  falls 
from  the  several  pair  of  mill-stones  into  the  conveyors,  where  it  is 
dried  by  the  heated  air  of  the  kiln-drier,  and  is  conveyed  into  the 
meal  elevator,  to  be  raised  and  dropped  on  the  cooling  floor,  within 
reach  of  the  hopper-boy,  which  receives  and  spreads  it  over  the 
whole  area  of  the  circle  which  it  describes,  stirring  and  turning  it 
continually,  and  gathering  it  into  the  bolting-hoppers,  which  it 
attends  regularly.  That  part  of  the  flour  which  is  not  sufficiently 
bolted  by  the  first  operation,  is  conveyed  by  a  conveyor  or  drill, 
into  the  elevator,  to  ascend  with  the  meal  to  be  bolted  over  again, 
and  that  of  the  meal  which  has  not  been  sufficiently  ground  at  the 
first  operation,  is  conveyed  by  a  conveyor  or  drill,  and  let  run  into 
the  eye  of  the  mill-stone  to  be  ground  over. 

Thus  the  whole  of  the  operation  which  used  to  be  performed  by 
manual  labor,  is,  from  the  time  the  wheat  is  emptied  from  the 
wagoner^s  bag,  or  from  the  ship's  measure,  until  it  enters  the  bolts, 
and  the  manufacture  be  completed  in  the  most  perfect  manner, 
performed  by  the  machinery  moved  by  the  power  which  moves  the 
mill,  and  this  machinery  keeps  the  meal  in  constant  motion  during 
the  whole  process,  drying  and  cooling  it  more  completely,  avoiding 
all  danger  from  fermentation,  and  preventing  insects  from  deposit- 
ing their  eggs,  and  performing  all  the  operations  of  grinding  and 
bolting  to  much  greater  perfection,  making  the  greatest  possible 
quantity  of  the  best  quality  of  fiour  out  of  the  grain,  saving  much 
time  and  labor  and  expense  to  the  miller,  and  preventing  much 
from  being  wasted  by  the  motion  of  the  machines  being  so  slow  as  to 
cause  none  of  the  fiour  to  rise  in  the  form  of  dust,  and  be  carried 
away  by  the  air,  and  the  cases  of  the  machines  being  made  close, 
prevents  any  from  being  lost.'' 

OLIVER  EVANS. 


Witnesses  \  S'*"^^®^  ^'  ^"^^^' 
( Jo.  Gales,  Jun. 


Washington  County,  District  of  Columbia,  viz.: — 

This  4th  day  of  November,  1807,  personally  appeared  before  me, 
a  justice  of  the  peace  in  and  for  said  county,  Oliver  Evans,  who, 
being  duly  affirmed  according  to  law,  declares  that  he  is  a  citizen 
of  the  United  States,  and  that  his  usual  place  of  residence  is  in  the 
city  of  Philadelphia,  and  that  he  verily  believes  that  he  is  the  true 


Feb.,  1818.]  EVANS  v.  EATON".  47 

Statement  of  the  case. 

and  original  inrentor  of  the  improyements  herein  above  specified, 

for  which  he  solicits  a  patent. 

OLIVER  EVANS. 
Affirmed  before  me, 

SAM.  H.  SMITH. 

This  was  an  action  brought  by  the  plaintiflf  in  error 
against  the  defendant  in  error,  for  an  alleged  infringement 
of  the  plaintifPs  patent-right  to  the  use  of  his  improved 
Tiopper-hoy^  one  of  the  several  machines  discovered,  in- 
vented, improved,  and  applied  by  him  to  the  art  of  manu- 
facturing flour  and  meal,  vrhich  patent  V7as  granted  on  the 
22d  January,  1808.  The  defendant  pleaded  the  general 
issue,  and  gave  the  notice  hereafter  stated.  The  verdict 
was  rendered,  and  judgment  given  thereupon  for  the  de- 
fendant in  the  court  below ;  on  which  the  cause  was 
brought,  by  writ  of  error,  to  this  court. 

At  the  trial  in  the  court  below,  the  plaintiflf  gave  in  evi- 
dence the  several  acts  of  Congress  entitled,  resi)ectively, 
"  An  act  to  promote  the  progress  of  useful  arts,  and  to  re- 


NoTB.— From  a  comparison  of  the  foregoing  specification  with  the  draw- 
ings here  reproduced  from  Tht  Young  MiUvrngH  and  MUler*$  Guide,  It 
appears  highly  probable  that  the  latter  are  identical  with  those  originally  filed 
with  the  application  for  patent. — Ed. 

Note.— The  Institute  Journal,  Vol.  XCII.,  No.  1,  of  July,  1886,  contains 
an  article  by  Coleman  Sellers,  Jr.,  entitled  "  Oliver  Evans  and  his  Inventions," 
in  which,  f.  6,  he  says  :  "  In  1786  Evans  Owens  applied  to  the  Legislature  of 
Pennsylvania  for  a  right  to  use  his  improved  machinery  for  making  flour,  and 
also  to  use  his  steam  w^tgons  on  the  roads  of  the  State.  The  following  year 
the  Legislature  granted  his  flour  mill  patent.  ...  On  May  21  the  Legislature 
of  Maryland  granted  both  rights  for  fourteen  years  on  the  ground  that,  al- 
though it  would  doubtless  do  no  good,  yet  it  certainly  could  do  no  harm.  .  .  ." 
A  similar  patent  was  subsequently  granted  (1789)  by  New  Hampshire. 

In  1790,  when  the  United  States  Patent  Ofilce  was  organized,  Evans  relin- 
quished his  State  rights,  and  December  18,  1790,  a  United  States  patent  was 
granted  for  his  *'  Method  of  Manufacturing  Flour  Meal."  This  is  **  said  to  be 
one  of  the  three  patents  granted  that  year." 

Also  on  f.  n.,  Mr.  Sellers  continues  :  "In  1808  Congress  passed  a  bill  con- 
tinuing his  patent  rights  for  twenty-two  years."  There  is  also  a  description  of 
a  hopper-boy  on  f .  7.  It  agrees  quite  closely  with  that  in  Evans's  book  as 
above.  F.  T.  Chambsbs. 
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peal  the  acts  heretofore  made  for  that  purpose  ;"  "  An  act 
to  extend  the  privilege  of  obtaining  patents,  for  useful  dis- 
coveries and  inventions,  to  certain  i)er8ons  therein  men- 
tioned, and  to  enlarge  and  define  penalties  for  violating  the 
rights  of  patentees  ;"  and  "  An  act  for  the  relief  of  Oliver 
Evans  ;"  the  said  Oliver's  j)etition  to  the  Secretary  of  State 
for  a  patent,  and  the  patent  thereupon  granted  to  the  said 
Oliver,  dated  the  twenty-second  day  of  January,  in  the 
year  1808  ;  and  further  gave  in  evidence,  that  an  agent  for 
the  plaintiff  wrote  a  note  to  the  defendant,  in  answer  to 
which  he  called  on  the  agent  at  Chambersburg,  at  the  house 
of  Jacob  Snyder,  on  the  9th  of  August,  1813 ;  there  were 
a  number  of  miUers  present ;  the  defendant  then  told  the 
agent  that  he  had  got  Mr.  Evans's  book,  a  plate  in  the 
MillwrighVs  Ouide^  and  if  the  agent  would  take  forty 
dollars  the  defendant  would  give  it  him ;  the  defendant 
said  that  his  hopper-boy  was  taken  from  a  plate  in  Mr. 
Evans's  book ;  he  said  he  would  give  no  more,  alleging 
that  the  hundred  dollars  the  agent  asked  was  too  much  ; 
that  the  stream  on  which  his  mill  was,  was  a  small  head  of 
Conogocheage.  The  agent  then  declared  that,  if  the  defend- 
ant would  not  pay  him  by  Monday  morning,  he  would  com- 
mence a  suit  in  the  Circuit  Court. 

The  plaintiff  further  gave  in  evidence,  that  another  agent 
for  the  plaintiff  was  in  the  defendant's  mill  on  the  2d 
of  November,  1814,  and  saw  a  hopper-boy  there,  on  the 
principles  and  construction  of  the  plaintiff's  hopper-boy. 
This  witness  had  heard  that  a  right  was  obtained  under 
Pennsylvania,  but  did  not  know  of  any  rights  under  Penn- 
sylvania sold  by  the  plaintiff,  and  did  not  know  that  it  was 
erected  in  any  mill  after  the  patent  under  Pennsylvania. 
The  defendant's  hopper-boy  had  an  upright  shaft,  with  a 
leading  arm,  in  the  first  place,  and  a  large  arm  inserted 
with  fiights,  and  leading  lines,  and  sweepers  ;  a  little  board 
for  the  purpose  of  sweeping  the  meal  in  the  bolting  hoppers, 
and  spreading  it  over  the  fioor ;  a  balance  weight,  to  cause 
the  arms  to  play  up  and  down  lightly  over  the  meal.  The 
leading  arms  are  about  five  feet  long,  and  seem  to  be  in  pro- 
portion, the  arm  about  fourteen,  and  the  length  of  the 
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sweep  aboat  nine  inclies.  And  the  defendant,  having  pre- 
viously given  the  plaintiff  written  notice  that  upon  the  trial 
of  the  cause  the  defendant  would  give  in  evidence,  under 
the  general  issue,  the  following  si)ecial  matter, — to  wit : 
"  1st.  That  the  improved  hopper-boy,  for  which,  inter  alia^ 
the  plaintiff  in  his  declaration  aUeges  he  has  obtained 
a  patent,  was  not  originally  discovered  by  the  patentee,  but 
had  been  in  use  anterior  to  the  supposed  discovery  of  the 
patentee,  in  sundry  places,  to  wit,  at  the  mill  of  George 
Fry  and  Jehu  HoUingsworth,  in  Dauphin  county,  Pennsyl- 
vania ;  at  Christian  Stauffer's  mill,  in  Warwick  township, 
Lancaster  county,  State  of  Pennsylvania ;  at  Jacob 
Stauffer'  s  miU,  in  the  same  county  ;  at  Richard  Downing' s 
mill,  in  Chester  county,  Pennsylvania ;  at  Buffington's 
mill,  on  the  Brandywine ;  at  Daniel  Houston's  miU,  in 
Lancaster  county,  Pennsylvania  ;  at  Henry  Stauffer's  mill, 
in  York  county,  Pennsylvania ;  and  at  Dihl's  mill,  in  the 
same  county,  or  at  some  of  the  said  places,  and  also  at 
sundry  other  places  in  the  said  State  of  Pennsylvania,  the 
State  of  Maryland,  and  elsewhere  in  the  United  States. 
2d.  That  the  patent  given  to  the  plaintiff,  as  he  alleges  in 
his  declaration,  is  more  extensive  than  his  discovery  or  in- 
vention :  for  that  certain  parts  of  the  machine  in  said  pat- 
ent, called  an  improved  Tiopper^hoy^  and  which  the  plaintiff 
claims  as  his  invention  and  discovery,  to  wit,  the  upright 
shaft,  arms,  and  flights,  and  sweeps,  or  some  of  them,  and 
those  parts  by  which  the  meal  is  spread,  turned,  and 
gathered  at  one  operation,  and  also  several  other  parts, 
were  not  originally  invented  and  discovered  by  him,  but 
were  in  use  prior  to  his  said  supposed  invention  or  dis- 
covery, to  wit,  at  the  places  above  mentioned,  or  some  of 
them.  3d.  That  the  said  patent  is  also  more  extensive  than 
the  plaintiff' s  invention  or  discovery  :  for  that  the  applica- 
tion of  the  power  that  moves  the  miU  or  other  principal 
machine  to  the  hopi)er-boy  is  not  an  original  invention  or 
discovery  of  the  plaintiff,  but  was  in  use  anterior  to  his 
8upi)osed  invention  or  discovery,  to  wit,  at  the  places  above 
mentioned,  or  some  of  them.  4th.  That  the  said  patent  is 
void,  because  it  purports  to  give  him  an  exclusive  property 
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in  an  improvement  in  the  art  of  manufacturing  meal  by 
means  of  a  certain  machine  termed  an  improved  hopx)er- 
boy,  of  which  the  said  plaintiff  is  not  the  original  inventor 
or  discoverer,  parts  of  the  machine  in  the  description  there- 
of referred  to  by  the  patent  having  been  in  use  anterior  to 
the  plaintiff's  said  supposed  discovery,  to  wit,  at  the  places 
above  mentioned,  or  some  of  them ;  and  the  said  patent 
and  description  therein  referred  to  contains  no  statement, 
specification,  or  description  by  which  those  parts,  so  used 
as  aforesaid,  may  be  distinguished  from  those  of  which  the 
said  plaintiff  may  have  been  the  inventor  or  discoverer,  pro- 
testing at  the  same  time  that  he  has  not  been  the  inventor 
or  discoverer  of  any  of  the  parts  of  the  said  machine. 
6th.  That  the  improved  elevator  described  in  the  declara- 
tion, or  referred  to  therein,  was  not  originally  discovered 
by  the  plaintiff,  but  was,  anterior  to  his  said  supposed  dis- 
covery or  invention,  described  in  certain  public  works,  or 
books,  to  wit,  in  Shawns  Travels ;  in  the  first  volume  of 
the  Universal  History ;  in  the  first  volume  of  MorTnefs 
Husbandry  ;  in  Ferguson^ s  Mechanics  ;  in  Bossuefs  His- 
toire  des  Maihematiques ;  in  Wolfs  Cours  des  Mathe- 
TTiaiiques  ;  in  DesagvZier*  s  Experimental  PhilosopTiy^  and 
in  Prcmey^s  Architecture  Hydraulique^  or  some  of  them. 
6th.  That  the  said  patent  is  more  extensive  than  the  inven- 
tion or  discovery  of  the  plaintiff,  because  certain  parts  of 
the  machine  called  an  improved  elevator  were,  anterior  to 
the  plaintiff's  said  supposed  invention  or  discovery,  de- 
scribed in  certain  public  works  or  books,  to  wit,  the  works 
or  books  above  mentioned,  or  some  of  them  ;  and  that  the 
said  patent  is  void,  because  it  neither  contains  nor  refers  to 
any  specification  or  description  by  which  the  parts  so  before 
described  in  the  said  public  works  may  be  distinguished 
from  those  parts  of  which  the  plaiatiff  may  be  the  inventor 
or  discoverer,  protesting,  at  the  same  time,  that  he  has  not 
been  the  inventor  or  discoverer  of  any  of  the  parts  of  the 
said  machine," — ^gave  in  evidence  the  existence  of  hopper- 
boys,  prior  to  the  plaintiff's  alleged  discovery,  at  sundry 
mills  in  the  State  of  Pennsylvania  mentioned  in  the  said 
notice  ;  and  further  offered  to  give  in  evidence  the  existence 
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of  hopi)er-boys,  prior  to  the  plaintiflFs  alleged  discovery,  at 
sundry  other  mills  in  the  State  of  Pennsylvania  not  men- 
tioned in  the  said  notice  ;  and  the  counsel  for  the  plaintiff 
objected  to  the  admission  of  any  evidence  of  the  existence 
of  hopper-boys  in  the  said  mills  not  mentioned  in  the  said 
notice.  But  the  court  decided  that  such  evidence  was  com- 
petent and  legal.  To  which  decision  the  counsel  for  the 
plaintiff  excepted.  The  plaintiff,  after  the  above  evidence 
had  been  laid  before  the  jury,  offered  further  to  give  in  evi- 
dence, that  certain  of  the  persons  mentioned  in  the  defend- 
ant's  notice  as  having  hopper-boys  in  their  mills,  and  also 
certain  of  the  i)ersons  not  mentioned  in  the  said  notice, 
but  of  whom  it  has  been  shown  by  the  defendant  that  they 
had  hopper-boys  in  their  miUs,  had,  since  the  plaintiffs 
patent,  paid  the  plaintiff  for  license  to  use  his  improved 
hopper-boy  in  the  said  mills  respectively.  But  the  counsel 
for  the  defendant  objected  to  such  evidence  as  incompetent 
and  illegal,  and  the  court  refused  to  permit  the  same  to  be 
laid  before  the  jury.  To  which  decision  the  plaintiff's 
counsel  excepted. 

The  court  below  charged  the  jury  that  the  patent  con- 
tained no  grant  of  a  right  to  the  several  machines,  but  was 
confined  to  the  improvement  in  the  art  of  manufacturing 
flour  by  means  of  those  machines  ;  and  that  the  plaintiff*  s 
claim  must,  therefore,  be  confined  to  the  right  granted, 
such  as  it  was.  That  it  had  been  contended  that  the 
schedule  was  part  of  the  patent,  and  contained  a  claim  to 
the  invention  of  the  peculiar  properties  and  principles  of 
the  hopper-boy  as  well  as  the  other  machines.  But  the 
court  was  of  opinion  that  the  schedule  is  to  be  considered 
as  part  of  the  patent,  so  far  as  it  is  descriptive  of  the  ma- 
chines, but  no  farther ;  and  even  if  this  claim  had  been 
contained  in  the  body  of  the  patent,  it  would  have  conferred 
no  right  which  was  not  granted  by  that  instrument. 

The  court  further  proceeded  to  instruct  the  jury  that  the 
law  authorized  the  President  to  grant  a  patent  for  the  ex- 
clusive right  to  make,  construct,  use,  and  vend  to  be  used 
any  new  and  useful  art,  machine,  manufacture,  or  compo- 
sition of  matter,  or  any  new  and  useful  improvement  in  any 
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art,  machine,  &c.,  not  known  or  used  before  the  applica- 
tion. As  to  what  constitutes  an  improvement,  it  is  declared 
that  it  must  be  in  the  principle  of  the  machine,  and  that  a 
mere  change  in  the  fonn  or  proportions  of  any  machine 
shall  not  be  deemed  a  discovery.  Previously  to  obtaining 
the  patent,  the  applicant  is  required  to  swear  or  affirm  that 
he  verily  believes  that  he  is  the  true  inventor  or  discoverer 
of  the  art,  machine,  or  improvement  for  which  he  solicits  a 
patent ;  and  he  must  also  deliver  a  written  description  of 
his  invention,  and  of  the  manner  of  using  it,  so  clearly  and 
exactly  as  to  distinguish  the  same  from  all  other  things 
before  /known,  and  to  enable  others  skilled  in  art  to  con- 
struct and  use  the  same.  That  from  this  short  analysis  of 
the  law,  the  following  rules  might  be  deduced :  1st.  That 
a  patent  may  be  for  a  new  and  useful  art ;  but  it  must  be 
practical ;  it  must  be  applicable  and  referable  to  something 
by  which  it  may  be  proved  to  be  useful ;  a  mere  abstract 
principle  cannot  be  appropriated  by  patent.  2d.  The  dis- 
owvery  must  not  only  be  useful,  but  new  ;  it  must  not  have 
been  known  or  used  before  in  any  part  of  the  world.  It 
was  contended,  by  the  plaintiffs  counsel,  that  the  title  of 
the  patentee  cannot  be  impeached,  unless  it  be  shown  that 
he  knew  of  a  prior  discovery  of  the  same  art,  machine,  &c.  ; 
and  that  true  and  original  are  synonymous  terms  in  the 
intention  of  the  legislature.  But,  as  it  was  not  pretended 
that  those  terms  meant  the  same  thing  in  common  parlance, 
neither  was  it  the  intention  of  the  legislature  to  use  them 
as  such.  The  flrst  section  of  the  law,  referring  to  the  alle- 
gations of  the  application  for  a  patent,  si)eaks  of  the  dis- 
covery as  something  "  not  known  or  used  before  the  appli- 
cation" ;  and  in  the  sixth  section  it  is  declared  that  the 
defendant  may  give  in  evidence  that  the  thing  secured  by 
patent  was  not  originally  discovered  by  the  patentee,  but 
had  been  in  use,  or  had  been  described  in  some  public 
work,  anterior  to  the  supposed  discovery.  3d.  If  the  dis- 
covery be  of  an  improvement  only,  it  must  be  an  improve- 
ment in  the  principle  of  a  machine,  art,  or  manufacture 
before  known  or  used ;  if  only  in  the  form  or  proportion, 
it  has  not  the  merit  of  a  discovery  which  can  entitle  the 
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I>arty  to  a  patent.  4tli.  The  grant  can  only  be  for  the  dis- 
covery as  recited  and  described  in  the  patent  and  specifica- 
tion. If  the  grantee  is  not  the  original  discoverer  of  the 
art,  machine,  &c.,  for  which  the  grant  is  made,  the  whole 
is  void.  Consequently,  if  the  patent  be  for  the  whole  of 
the  machine,  and  the  discovery  were  of  an  improvement, 
the  i)atent  is  void.  6th.  A  machine  or  an  improvement 
may  be  new,  and  the  proper  subject  of  a  patent,  though  the 
parts  of  it  were  before  known  and  in  use.  The  combina- 
tion, therefore,  of  old  machines,  to  produce  a  new  and  use- 
ful result,  is  a  discovery  for  which  a  patent  may  be  granted. 

The  above  principles  would  apply  to  most  of  the  ques- 
tions that  had  been  discussed.  It  was  strongly  insisted 
upon,  by  the  defendant's  counsel,  that  this  patent  is  broader 
than  the  discovery  ;  the  evidence  proving  that,  in  relation 
to  the  hopi)er-boy,  for  the  using  of  which  this  suit  is 
brought,  the  plaintiff  can  pretend  to  no  discovery  beyond 
that  of  an  improvement  in  a  machine  known  and  used 
before  the  alleged  discovery  of  the  plaintiff.  This  argument 
proceeded  lipon  the  supposition  that  the  plaintiff  had  ob- 
tained a  patent  for  the  hopper-boy,  which  was  entirely  a 
mistake.  The  patent  was  ' '  for  an  improvement  in  the  art 
of  manufacturing  flour,''  by  means  of  a  hopper-boy  and 
four  other  machines  described  in  the  specification,  and  not 
for  either  of  the  machines  so  combined  and  used.  That 
the  plaintiff  is  the  original  discoverer  of  this  improvement, 
was  contested  by  no  person,  and,  therefore,  it  could  not, 
with  truth,  be  aUeged  that  the  patent  is  broader  than  the 
discovery,  or  that  the  plaintiff  could  not  support  an  action 
on  this  patent  against  any  person  who  should  use  the  whole 
discovery. 

But  could  he  recover  against  a  i)erson  who  had  made  or 
used  one  of  the  machines  which  in  part  constitutes  the  dis- 
covery ?  The  plaintiff  insisted  that  he  could,  because,  hav- 
ing a  right  to  the  whole,  he  is  necessarily  entitled  to  the 
I)arts  of  which  that  whole  is  composed.  Would  it  be  seri- 
ously contended  that  a  person  might  acquire  a  right  to  the 
exclusive  use  of  a  machine,  because  when  used  in  combina- 
tion with  others  a  new  and  useful  result  is  produced,  which 
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he  could  not  have  acquired  independent  of  that  combina- 
tion i  If  he  could,  then  if  A  were  proved  to  be  the  original 
inventor  of  the  hopper-boy,  B  of  the  elevator,  and  so  on  as 
to  the  other  machines,  and  either  had  obtained  patents  for 
their  respective  discoveries,  or  chose  to  abandon  them  to 
the  public,  the  plaintiff,  although  it  was  obvious  he  could 
not  have  obtained  separate  patents  for  those  machines, 
might  nevertheless  deprive  the  original  inventors,  in  the 
first  instance,  and  the  public,  in  the  latter,  of  their  acknowl- 
edged right  to  use  those  discoveries,  by  obtaining  a  patent 
for  an  improvement  consisting  in  a  combination  of  those 
machines  to  produce  a  new  result. 

The  court  further  charged  the  jury  that  it  was  not  quite 
clear  that  this  action  could  be  maintained,  although  it  was 
proved  beyond  all  controversy  that  the  plaintiff  was  the 
original  inventor  of  this  machine.  The  patent  was  the 
foundation  of  the  action,  and  the  gist  of  the  action  was  the 
violation  of  a  right  which  that  instrument  had  conferred. 
But  the  exclusive  right  of  the  hopper-boy  was  not  granted 
by  this  patent,  although  this  particular  machine  constitutes 
a  part  of  the  improvement  of  which  the  plaintiff  is  the  orig- 
inal inventor,  and  it  is  for  this  improvement,  and  this  only, 
that  the  grant  is  made.  If  the  grant,  then,  was  not  in  this 
particular  machine,  could  it  be  sufficient  for  the  plaintiff  to 
prove,  in  this  action,  that  he  was  the  original  inventor  of 
it? 

Again,  could  the  plaintiff  have  obtained  a  separate  pat- 
ent for  the  hopper-boy,  in  case  he  were  the  original  invent- 
or of  it,  without  first  swearing  or  affirming  that  he  was  the 
true  inventor  of  that  machine?  Certainly  not.  Has  the 
plaintiff  then  taken,  or  could  he  have  taken,  such  an  oath 
in  this  case  ?  Most  assuredly  he  could  not ;  because  the 
prescribed  form  of  the  oath  is,  that  he  is  the  inventor  of 
the  art,  machine,  or  manufacture  for  which  he  solicits  a 
patent.  But  since  the  patent  which  he  solicited  was  not 
for  the  hopx)er-boy,  but  for  an  improvement  in  the  manu- 
facture of  flour,  he  might,  with  safety,  have  taken  the  oath 
prescribed  by  law,  although  he  knew  at  the  time  that  he 
was  not  the  true  inventor  of  the  hopper-boy ;  and  thus  it 
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would  happen  that  he  could  indirectly  obtain  the  benefit  of 
a  patent-right  to  the  particular  machine,  which  he  could 
not  directly  have  obtained  without  doing  what,  it  must  be 
admitted,  in  this  case  he  had  not  done. 

But  this  was  not  all.  If  the  law  had  provided  for  fair 
and  original  discoverers  a  remedy  when  their  rights  are  in- 
vaded by  others,  it  had  likewise  provided  corresponding 
protection  to  others,  where  he  has  not  the  merit.  AVTiat 
judgment  could  the  District  Court  have  rendered  upon  a 
scire  facias  to  repeal  this  patent,  if  it  had  api)eared  that 
the  plaintiff  was  not  the  true  and  original  inventor  of  the 
hopper-boy  ?  Certainly  not  that  which  the  law  has  pre- 
scribed, namely,  the  repeal  of  the  patent ;  because  it  would 
be  monstrous  to  va^j^te  the  whole  patent,  for  an  invention 
of  which  the  patentee  was  the  acknowledged  inventor,  be- 
cause he  was  not  the  inventor  of  on©  of  the  constituent 
parts  of  the  invention,  for  which  no  grant  is  made.  But  the 
court  would  have  no  alternative  but  to  give  such  a  judg- 
ment, or,  in  effect,  to  dismiss  the  scire  facias  ;  and  if  the 
latter,  then  the  plaintiff  would  have  beneficially  the  exclu- 
sive right  to  a  machine  which  could  not  be  impeached  in 
the  way  prescribed  by  law,  although  it  should  be  demon- 
strated that  he  was  not  either  the  true  or  the  original  in- 
ventor of  it.  And  supposing  the  jury  should  be  of  opinion, 
and  so  find,  that  the  plaintiff  was  not  the  original  inventor 
of  this  machine,  wotdd  not  the  court  be  prevented  from  de- 
claring the  patent  void,  under  the  provisions  of  the  sixth 
section  of  the  law,  for  the  reason  assigned  why  the  District 
Court  could  not  render  judgment  upon  a  scire  faxAas  t  In- 
deed, it  might  well  be  doubted  whether  the  defence  now 
made  by  the  defendant  could  be  supported  at  all  in  this 
action,  (if  this  action  could  be  maintained,)  inasmuch  as  the 
defendant  cannot  allege,  in  the  words  of  the  sixth  section, 
tJiat  the  thing  secured  by  paieni  was  not  originally  discov- 
ered by  the  patentee,  since,  in  point  of  fact,  the  thing  pat- 
ented was  originally  discovered  by  the  patentee,  although 
the  hopper-boy  may  not  have  been  so  discovered.  But  if 
this  defence  could  not  be  made,  did  not  that  circumstance 
afford  a  strong  argument  against  this  action  ?    If  the  plain- 
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tiff  was  not  the  inventor  of  the  parts,  he  had  no  right  to 
complain  that  they  were  used  by  others,  if  not  in  a  way  to 
infringe  his  right  to  their  combined  effect.  If  he  was  the 
original  inventor  of  the  parts  which  constitute  the  whole 
discovery,  or  any  of  them,  he  might  have  obtained  a  sepa- 
rate patent  for  each  machine  of  which  he  was  the  original 
inventor. 

Upon  the  whole,  although  the  court  gave  no  positive 
opinion  upon  this  question,  they  stated  that  it  was  not  to 
be  concluded  that  this  action  could  be  supported,  even  if  it 
were  proved  that  the  plaintiff  was  the  original  inventor  of 
the  hopper-boy.  But  if  an  action  would  lie  upon  this  pat- 
ent for  violation  of  the  plaintiflPs  right  to  the  hopper-boy, 
stm  the  plaintiff  could  not  recover,  if  it  had  been  shown  to 
the  satisfaction  of  the  jury  that  he  was  not  the  original 
discoverer  of  that  machine. 

It  appeared,  by  the  testimony  of  the  defendant's  wit- 
nesses, that  Stauflfer's  hopper-boy  was  in  use  many  years 
before  the  alleged  discovery  of  the  plaintiff ;  that  the  two 
machines  differed  from  each  other  very  little  in  form,  in 
principle,  or  in  effect.  They  were  both  worked  by  the  same 
power  which  works  the  mill ;  and  they  both  stir,  mix,  cool, 
dry,  and  conduct  the  flour  to  the  bolting-chest.  Whether 
the  flights  and  sweepers  in  the  plaintiff's  hopper-boy  were 
preferable  to  the  slips  attached  to  the  under  part  of  the 
arm  in  Stauffer'  s,  or  whether,  upon  the  whole,  the  former  is 
a  more  "perteGt  agent  in  the  manufacture  of  flour  than  the 
latter,  were  questions  which  the  court  would  not  undertake 
to  decide  ;  because,  unless  the  plaintiff  was  the  original  in- 
ventor of  the  hopper-boy,  although  he  had  obtained  a  sep- 
arate patent  for  it,  he  could  not  recover  in  this  action,  how- 
ever useful  the  improvement  might  be  which  he  had  made 
in  that  machine.  If  the  plaintiff  had  obtained  a  patent  for 
his  hopper-boy,  it  would  have  been  void,  provided  the  jury 
should  be  of  opinion,  upon  the  evidence,  that  this  discovery 
did  not  extend  to  the  whole  machine,  but  merely  to  an  im- 
provement on  the  principle  of  an  old  one,  and  if  this  should 
be  their  opinion  in  the  present  case,  the  plaintiff  could  not 
recover. 
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It  had  been  contended,  by  the  plaintiffs  counsel,  that  the 
defendant,  having  offered  to  take  a  license  from  the  plain- 
tiff,  if  he  would  consent  to  reduce  the  price  of  it  to  forty 
dollars,  he  was  not  at  liberty  to  deny  that  the  plaintiff  is 
the  original  inventor  of  this  machine.  This  argument  had 
no  weight  in  it,  not  merely  because  the  offer  was  rejected 
by  the  plaintiff  s  agent,  and  was,  therefore,  as  if  it  had  not 
been  made,  but  because  the  law  prevents  the  plaintiff  from 
recovering,  if  it  appear  on  the  trial  that  he  was  not  the 
original  inventor.  If  the  offer  amounted  to  an  acknowledg- 
ment that  the  plaintiff  was  the  original  inventor,  (and 
further  it  could  not  go,)  this  might  be  used  as  evidence  of 
that  fact,  but  it  would  not  entitle  the  plaiutiff  to  a  verdict 
if  the  fact  proved  to  be  otherwise. 

The  plaintiffs  counsel  had  also  strongly  insisted  that, 
under  the  equity  of  the  tenth  section  of  the  law,  the  de- 
fence set  up  in  this  case  ought  not  to  be  allowed  after  three 
years  from  the  date  of  the  patent.  This  argument  might, 
perhaps,  with  some  propriety,  be  addressed  to  the  legisla- 
ture, but  was  improperly  urged  to  the  court.  The  law  had 
declared  that  in  an  action  of  this  kind  the  defendant  may 
plead  the  general  issue,  and  give  in  evidence  that  the  plain- 
tiff was  not  the  original  inventor  of  the  machine  for  which 
the  patent  was  granted.  The  legislature  has  not  thought 
proper  to  limit  this  defence  in  any  manner  ;  and  the  court 
could  not  do  it. 

But  what  seemed  to  be  conclusive  of  this  point  was,  that 
the  argument  would  tend  to  defeat  altogether  the  provision 
of  the  sixth  section,  which  authorizes  this  defence  to  be 
made  ;  for,  if  it  could  not  be  set  up  after  three  years  from 
the  date  of  the  x)atent,  it  would  be  in  the  power  of  the  pat- 
entee to  avoid  it  altogether,  by  forbearing  to  bring  suits 
until  after  the  expiration  of  that  period.  And  thus, 
although  the  law  has  carefully  provided  two  modes  of 
vacating  a  patent  improvidently  granted,  the  patentee, 
though  not  the  original  inventor,  and  however  surrepti- 
tiously  he  may  have  obtained  his  patent,  may  secure  his 
title  to  the  exclusive  use  of  another's  invention,  if  he  can 
for  three  years  avoid  an  inquiry  into  the  validity  of  his  title. 
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The  last  point  was,  that  Stauffer's  invention  was  aban- 
doned, and,  consequently,  might  be  appropriated  by  the 
plaintiff.  But  if  Stauflfer  was  the  original  inventor  of  the 
hopper-boy,  and  chose  not  to  take  a  patent  for  it,  it  became 
public  property  by  his  abandonment ;  nor  could  any  i)er8on 
obtain  a  patent  for  it,  because  no  other  person  would  be  the 
original  inventor. 

To  this  charge  the  plaintiflPs  counsel  excepted. 

February  26.  Mr.  C.  J.  Ingersoll^  for  the  plaintiffs 
premised,  that  this  patent  granted  an  exclusive  right  for 
fourteen  years  in  the  improvement  in  the  art,  by  means  of 
the  five  machines,  and  for  the  several  machines  ;  the  pecu- 
liar properties  of  each  in  its  practical  results,  and  the  im- 
provement of  the  art  by  the  combination  of  the  whole.  The 
proof  of  this  position  is,  that  the  defendant  uses  the  precise 
machine,  copied  by  the  plaintiffs  application,  and  offered 
to  pay  for  it ;  but  they  differed  in  price,  which  led  to  the 
contesting  the  originality  of  the  plaintiff  s  invention. 

1.  It  is  said,  in  the  charge  of  the  court  below,  that  the 
action  is  founded  on  the  patent,  which  contains  no  grant  of 
a  right  to  the  several  machines,  but  is  confined  to  the  im- 
provement in  the  art  by  means  of  those  machines.  The 
patent  is  to  be  made  out  in  the  manner  and  form  prescribed 
by  the  general  act.  What  are  the  manner  and  form  \  By 
reciting  the  allegations  and  suggestions  of  the  petition, 
giving  a  short  description  of  the  invention  or  discovery, 
and  thereupon  granting  an  exclusive  right  in  the  said  in- 
mention  or  discovery.  The  manner  and  form  of  these  letters 
patent  are  a  recital  of :  1st.  The  citizenship  of  the  patentee. 
2d.  The  allegations  and  suggestions  of  the  petition,  as  to 
both  the  improvement  and  the  machines  in  a  short  descrip- 
tion, referring  to  the  annexed  schedtde  for  one  more  full 
and  particular,  in  the  inventor' s  own  words.  3d.  That  he 
has  petitioned  agreeably  to  the  special  act  4th.  A  grant 
of  the  said  improvement.  The  description  must  be  short 
and  referential.  It  must  be  a  description.  By  the  first 
section  of  the  act  of  the  10th  of  April,  1790,  ch.  34,  it  was 
to  be  described  clearly,  truly,  and  fully  ;  perhaps,  because 


Feb.,  1818.]  EVANS  v.  EATON.  69 

Argument  of  counsel. 

the  board,  Gonstituted  by  that  law,  were  to  decide  whether 
they  deemed  the  discovery  or  inveiition  sufficiently  useful 
or  important  for  letters  patent.  The  patent,  by  express 
reference,  adopts  the  special  act  in  extenso.  The  connect- 
ing terms  which  and  said^  bind  the  whole  to  the  granting 
clause  ;  the  allegations  and  suggestions  recited  are  part  of 
the  grant ;  the  machines  are  the  means  of  every  end,  par- 
ticular as  well  as  general ;  nor  can  there  be  any  practical 
result  without  them.  To  confine  such  a  patent  to  one  gen- 
eral result  from  a  combination  of  the  whole  machines, 
nullifies  it.  It  is  never  so  in  practice,  and  would  operate 
infinite  injustice  in  other  cases.  2.  But  the  schedule  is 
I)art  of  the  patent  in  all  cases  ;  in  this  case  it  is  especially 
so.  By  the  act  of  1790,  ch.  34,  §  6,  the  patent  or  specificd- 
tions  are  prirna  facie  proof  of  everything  which  it  is  in- 
cumbent on  the  plaintiff  to  establish  ;  and  by  the  existing 
law,  the  specification  is  considered  as  explanatory  of  the 
terms  used  in  the  patent,  so  as  to  limit  or  enlarge  the  grant. 
Whittemore  tJ.  Cutter,  1  GaUis.  429.  But  it  is  said,  in  the 
grant,  that  the  schedule  annexed  is  made  part  of  the  pat- 
ent. It  is  made  so  by  the  public  agent,  to  avoid  trouble, 
litigation,  and  unnecessary  recitals.  The  petition,  sched- 
ule, and  description  are  all  referred  to,  and  incorporated 
with  the  patent.  What  does  the  law  mean  by  a  recital  of 
allegations  and  suggestions  ?  What  more  can  a  petitioner 
do  than  allege  and  suggest  ?  He  cannot  shape  or  prescribe 
the  manner  and  form  of  the  grant.  The  charge  denies  that 
the  schedule,  at  any  rate,  is  more  than  descriptive  of  the 
machines,  or  that  it  would  confer  any  right,  even  if  claimed 
in  the  patent.  But  if  no  right  would  be  conferred  by  inser- 
tion in  the  grant  itself,  what  becomes  of  the  argument 
which  ascribes  such  potency  to  the  grant  \  The  charge  says 
the  grant  can  only  be  for  the  discovery  as  recited  and  de- 
scribed in  the  patent  and  specification.  The  grant  is  not 
for  the  parts,  because  it  is  for  the  whole  ;  not  in  their  rudi- 
ments or  elements ;  not  for  wheels,  cogs,  or  weights,  nor 
for  wood,  iron,  or  leather  ;  but  for  the  peculiar  properties, 
the  new  and  useful  practical  results  from  each  machine,  and 
the  vast  improvements  from  their  combination  in  this  art. 
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The  charge  supposes  it  impossible  to  obtain  a  patent  for  a 
hopper-boy,  unless  the  plaintiff  could  swear  that  he  in- 
vented that  machine.  But  the  oath  is  not  a  material,  or  at 
least  not  an  indispensable,  prerequisite.  Whittemore 
i).  Cutter,  1  Gallis.  433.  3.  The  special  act  for  the  relief  of 
the  plaintiff  decides  him  to  be  the  inventor  of  the  machines 
and  improvements  for  which  he  has  obtained  a  patent.  By 
the  Constitution,  art.  1,  §  8,  Congress  have  power  to  pro- 
mote the  progress  of  science  and  the  useful  arts,  by  secur- 
ing for  limited  times,  to  authors  and  inventors,  the  exclu- 
sive right  to  their  respective  writings  and  discoveries.  This 
has  been  done  by  Congress  in  the  instance  of  the  plaintiff. 
The  special  act  is  an  absolute  grant  to  him,  binding  on  all 
the  community,  and  precluding  any  inquiry  into  the  orig- 
inality of  the  invention.  It  includes  a  monopoly  in  his  in- 
vention, discovery,  and  improvements  in  the  art,  and  in 
the  several  machines  discovered,  invented,  improved,  and 
applied  for  that  purpose.  The  patent  is  to  issue  on  a  sim- 
ple application  in  writing  by  the  plaintiff,  without  any  pre- 
requisites of  citizenship,  oath,  fee,  or  petition,  specification, 
and  description  to  be  filed.  The  act  of  1793,  ch.  166,  re- 
quires all  these,  and  then  grants  a  patent  for  invention  or 
discovery  ;  whereas  this  grant  is  for  that,  and  for  improve- 
Toents  in  the  art,  and  in  the  several  machines.  It  is  a  re- 
medial act,  and  should  receive  a  liberal  construction  to 
effectuate  the  intentions  of  the  legislature.  Whittemore 
V.  Cutter,  1  Gallis.  430.  The  patent  is  as  broad  as  the  law, 
if  the  grant  be  governed  by  the  recital.  Its  construction  is 
to  be  against  the  grantor,  and  according  to  the  intent ;  nor 
is  it  to  be  avoided  by  subtle  distinctions  ; — if  there  are  two 
interpretations,  the  sensible  one  is  to  be  adopted.  Jenk. 
Cent.  138  ;  Eystor  v.  Studd,  Plowd.  467  ;  The  United  States 
V,  Fisher,  2  Cranch,  386,  399.  4.  The  improved  hopper -boy 
of  the  plaintiff  is  the  only  new  and  useful  discovery  which 
was  in  evidence  in  the  case.  The  court  misconstrued  the 
law  in  their  charge  in  this  respect,  inasmuch  as  the  true 
construction  of  it  is  not  that  the  patentee  shall  be  the  first 
and  original  discoverer  of  a  patentable  thing,  but  "  the  true 
inventor"  of  such  a  thing  ;  that  such  a  thing  was  truly  dis- 
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covered  and  patented  without  knowledge  of  its  prior  use, 
or  public  employment,  or  existence  ;  more  e8i)ecially  where, 
as  in  the  present  instance,  the  controversy  is  not  between 
conflicting  patents,  but  between  the  true  i)atentee  of  a 
new  and  useful  patentable  thing,  and  a  person  defending 
himself  against  an  infringement  on  the  plea  of  its  prior  use 
by  third  persons  who  had  no  patent,  and  whose  discovery, 
even  if  proved,  was  of  a  thing  never  in  use  or  public  exist- 
ence, but  in  total  disuse.  The  statute  21  Jac.  1,  ch.  3,  §  6,  an. 
1623,  grants  the  monoi)oly  "  of  the  sole  working  or  making 
of  any  manner  of  new  manufactures,  within  this  realm,  to 
the  true  and  first  inventor  and  inventors  of  such  manufac- 
tures, which  others,  at  the  time  of  making  such  grant,  shall 
not  use,"  &c.  It  is  contended,  under  our  law,  that  the 
viility  is  to  be  ascertained  as  well  as  the  originality  ;  and 
that  this,  as  well  as  that,  is  partly  a  question  for  the  jury. 
The  thing  patentable  must  be  useful  as  well  as  new.  The 
us^vl  thing  patented  prevails  over  one  not  useful  nor  pat- 
ented, though  in  preoious  partial  existence.  This  is  not 
the  case  of  conflicting  patentees  ;  and  to  destroy  this  pat- 
ent, the  previous  use  must  appear,  there  being  no  pretence 
of  description  in  a  public  work.  The  title  of  the  act  is 
"  for  the  promotion  of  the  useful  arts."  The  first  section 
speaks  of  "  any  new  and  usrfvl  arts,"  not  Icnown  or  usedy 
&c.  The  sixth,  of  that  which  "  had  been  in  use^  or  de- 
scribed in  some  pvhlic  work,  anterior  to  the  supposed  dis- 
covery." What  degree  of  use  does  the  law  exact  ? — a  use 
known  or  described  in  a  public  work.  Not  merely  an  ex- 
perimental, or  essaying  ;  nor  a  clandestine,  nor  obscure  use. 
It  must  be  useful,  and  in  use — ^perhai)s  in  JcnA>wn^  if  not 
public  use ;  something  equivalent  to  filing  a  specification 
on  record.  Now,  here  utility  was  lost  sight  of  in  search  of 
novelty.  It  seemed  to  be  taken  for  granted  that  proving 
the  pre-existence  of  an  unpatented  hopper-boy  defeated  the 
plaintiff's  patent.  The  desuetude  of  the  rival  hopper-boy 
from  inutility  was  established.  The  question  was  betw^een 
a  new  and  useful  patented  machine,  and  an  useless  and  ob- 
solete one  never  patented ;  and  which,  not  being  useful^ 
never  could  be  patented.    But  that  the  patentee's  is  useful, 
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nobody  questions.  At  all  events,  the  question  of  fact, 
whether  in  use,  should  have  been  left  to  the  jury.  The  jury 
are  substituted  for  the  board  which,  under  the  first  law, 
was  to  decide  whether  the  supposed  invention  was  "  suffi- 
ciently useful  and  important"  for  a  patent.  The  court 
below  suppose  Staufler  to  have  given  his  discovery  to  the 
public.  But  it  fell  into  disuse  ;  there  was  nothing  to  give. 
Stauflfer  did  not  know  its  value ;  if  he  had  abandoned  a 
field  with  unknown  treasure  in  the  ground,  could  he  after- 
ward claim  the  treasure  ?  Grotius  de  J.  B. ,  ac.  PI.  3, 
ch.  20,  §  28.  6.  The  defendant's  testimony  of  the  use  of 
hopper-boys  in  mills  not  specified  in  his  notice  was  erro- 
neously admitted.  The  object  of  the  provision  in  the  sixth 
section  of  the  Patent  Law  of  1793,  ch.  156,  was  to  simplify 
the  proceedings,  and  to  enable  the  defendant  to  give  in  evi- 
dence under  his  notice  what  he  would  otherwise  be  obliged 
to  plead  specially.  The  sufficiency  of  the  notice  is,  there- 
fore, to  be  tested  by  the  rules  of  special  pleading,  which, 
though  technical,  are  founded  in  good  sense  and  natural 
justice,  and  are  intended  to  put  the  adverse  party  on  his 
guard  as  to  what  the  other  intends  to  rely  upon  in  his  de- 
fence. But  such  a  notice  as  this  could  not  answer  that 
purpose.  6.  The  plaintiff's  testimony  of  the  payment  for 
licenses  to  use  his  improved  hopper-boy  ought  not  to  have 
been  rejected.  It  ought  to  have  been  admitted  as  circum- 
stantial evidence  entitled  to  some  weight. 

Mr.  Hopkinson  and  Mr.  Sergeant^  contra. 

1.  The  admissibility  of  evidence  of  the  use  of  the  hopper- 
boys  anterior  to  the  plaintiff' s  alleged  invention,  in  mills 
not  specifically  mentioned  in  the  notice,  dejxends  upon  the 
construction  that  may  be  given  to  the  sixth  section  of  the 
act  of  the  21st  of  February,  1793,  ch.  156,  taken  in  connec- 
tion with  the  notice.  This  section  is  substituted  for  the 
sixth  section  of  the  act  of  the  10th  of  April,  1790,  ch.  34. 
The  office  of  the  section,  in  each  of  these  acts,  is  twofold : 
1st.  To  state  what  shall  constitute  a  defence.  2d.  To  state 
the  manner  in  which  the  defendant  may  avail  himself  of  it. 
And  whatever  difficulties  may  exist,  if  any  there  be,  in  the 
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constmction  of  the  section,  arise  from  the  combination  of 
this  twofold  object.  That  this  was  the  object  of  the  sec- 
tion is  perfectly  obvious.  The  general  issue  would  be  a 
denial  of  the  allegation  contemplated  by  the  fifth  section 
of  the  act  of  1793  and  the  fourth  of  the  act  of  1790.  If  the 
acts  had  stopi)ed  there,  it  is  manifest  that  the  defendant 
could  have  had  no  defence  but  what  was  legally  within  the 
scope  of  the  general  issue.  The  tenth  section  would  not 
have  availed  him,  because  the  limitation  of  time  and  the 
grounds  for  repealing  a  patent  upon  a  scire  facias  are  to- 
tally different  from  those  which  ought  to  constitute  a  de- 
fence to  the  action.  The  patent  may  be  opposed  in  an 
action  upon  the  ground  that  the  patentee  is  not  the  original 
inventor  ;  but  it  can  be  repealed  only  upon  the  ground  that 
he  is  not  the  true  inventor.  Fraud  (proof  that  it  was  sur- 
reptitiously obtained)  is  the  necessary  basis  in  the  one  case  ; 
but  error  and  mistake  are  equally  available  in  the  other. 
Neither  could  the  defendant  avail  himself  of  the  provisions 
in  the  prior  part  of  the  act ;  for  these  are  merely  directory, 
and  they  terminate  in  the  provision  made  by  the  fifth  sec- 
tion, which  would  have  been  conclusive.  The  sixth  sec- 
tion is,  therefore,  a  proviso  to  the  fifth.  The  sixth  section 
of  1790,  made  the  patent  prima  facie  evidence  only,  which 
would  have  ox)ened  the  inquiry  as  to  the  trtdh  of  the  in- 
vention. It  appears,  then,  that  the  object  of  the  proviso 
was,  in  the  first  place,  to  settle  what  should  constitute  a 
defence.  These  matters  would  not  have  been  within  the 
scope  of  the  general  issue,  by  the  rules  of  pleading.  They 
would  have  presented  the  subject  of  a  special  plea  in  bar. 
The  act,  therefore,  at  the  same  time  provides  that  they  may 
be  given  in  evidence  under  the  general  issue.  The  design, 
in  this  respect,  was  to  save  the  necessity  of  special  pleading 
on  the  one  hand,  and,  on  the  other,  to  give  a  reasonable 
notice.  Does  the  law  require  the  evidence  to  be  set  out  ? 
No ;  and  yet,  if  surprise  is  to  be  f  uUy  guarded  against, 
this  ought  certainly  to  be  stated,  in  order  that  the  plaintifjf 
may  prove  that  it  is  false,  or  proceeds  from  corrupt  wit- 
nesses, &c.  Is  it,  then,  necessary  that  all  the  particulars 
should  be  given — ^the  State,  county,  township,  town,  street. 
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square,  number  of  the  house  ?  The  law  does  not  require 
it.  What  certainty,  then,  is  required  in  the  notice  ?  The 
answer  is  obtained  by  ascertaining  the  use  and  intention  of 
the  section,  which  were  to  save  the  necessity  of  special 
pleading.  What,  then,  must  be  alleged  in  a  special  plea  f 
jSTot  the  evidence  or  facts,  but  the  matter  of  defence,  which 
may  be  that  the  plaintiflf  was  not  the  true  inventor,  but 
that  the  invention  was  before  his  supposed  discovery.  You 
must  state  what  is  the  ground  and  essence  of  the  d^ence, 
and  nothing  more, — all  else  is  surplusage :  e.g.,  that  the 
plaintiff  was  not  the  true  inventor  of  the  hopper-boy,  but 
the  same  was  in  use,  prior  to  his  supposed  discovery,  at 
the  mill  of  A.  Now,  its  being  in  use  at  the  mill  of  A  is  not 
of  the  essence  of  the  defence,  for  it  is  as  good  if  used  at  tTit 
mill  of  B  ;  the  essence  is,  that  it  was  used  before.  The  de- 
fendant then  would  be  entitled  to  lay  the  place  under  a 
videlicet,  and  of  course  would  not  be  obliged  to  prove  it, 
but  might  prove  any  other.  If,  then,  the  law  did  not  mean 
to  increase  the  difiBculty  of  the  defendant,  the  same  may 
not  be  done  in  a  notice.  Consider  the  inconveniences  of  a 
contrary  practice.  A  machine  has  been  used  in  a  foreign 
country ;  the  country,  town,  and  place  may  be  unJcnovm. 
Shall  I,  therefore,  be  deprived  of  the  benefit  of  my  invention  % 
Again,  it  is  known.  I  am  bound  to  give  thirty  days' 
notice  before  trial,  and  no  more.  Cut  bono  that  I  should 
mention  a  town  or  place  in  England  ?  The  intention  is, 
that  the  plaintiff  shall  come  prepared  to  prove  where  his 
invention  was  made,  and  not  to  disprove  the  defendant's 
evidence  ;  that  he  shall  have  notice  of  the  MtuZ  of  defence 
intended,  in  order  that  he  may  shajxe  his  case  accordingly. 
If  notice  is  given  that  the  defendant  will  give  in  evidence 
that  the  plaintiLfiP  s  machine  was  used  before  his  supposed 
discovery,  this  is  notice  of  special  matter  tending  to  prove 
that  it  was  not  invented  by  him.  The  law  does  not  require 
a  statement  or  description  of  the  special  matter,  but  notice 
that  special  matter  will  be  given  in  evidence  tending  to 
prove  certain  facts.  There  is  no  reciprocity  in  the  contrary 
rule.  The  declaration  is  general ;  it  does  not  specify  the 
date  of  the  invention,  the  place  of  the  invention,  nor  the 
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evidence  or  fdcts  by  which  the  originality  and  truth  of  the 
invention  are  to  be  proved.  Yet  these  are  all  extremely 
important  to  the  defendant,  to  enable  him  to  prepare  this 
defence.  As  to  the  breach,  it  is  equally  general.  It  does 
not  state  the  time^  except  as  a  mere  matter  of  form,  by 
which  the  plaintiff  is  not  bound.  It  does  not  state  the 
place^  except  by  the  very  liberal  description  necessary  for 
the  venue,  but  which  is  not  at  all  binding.  And,  finally, 
the  rule  contended  for  is  impracticable,  consistently  with 
the  purposes  of  justice ;  for  it  may,  without  any  fault  of 
the  defendant,  deprive  him  of  the  benefit  of  a  perfectly 
good  defence,  upon  a  mere  requisition  of  form  which  he 
cannot  possibly  comply  with.  The  notice  states  the  use  of 
the  hopper-boy  at  a  number  of  mills,  specially  described 
by  the  State,  county,  and  the  name  of  the  proprietor,  "  and 
at  sundry  other  places  in  the  said  State  of  Pennsylvania, 
the  State  of  Maryland,  and  elsewhere  in  the  United  States." 
It  is  not  alleged,  nor  could  it  be,  that  the  defendant  had  the 
knowledge  that  would  have  enabled  him  to  extend  tho 
specification.  Nor  is  it  alleged  that  he  could  have  acquired 
the  knowledge,  by  any  exertion  he  might  have  made ;  on 
the  contrary,  the  course  he  has  taken  is  indicative  of  per- 
fectly fair  intention.  The  exception  is,  that  the  defendant 
was  permitted  to  give  evidence  that  the  hopper-boy  "  had 
been  used  at  sundry  other  mills  in  Pennsylvania,"  precisely 
in  the  words  of  the  notice.  To  sustain  this  exception,  then, 
the  court  must  decide  that  this  cannot,  in  any  case^  be 
done.  But  if  it  cannot  be  shown  that  in  a  single  suppos- 
able  case  this  wonld  work  injustice,  and  defeat  the  law,  it 
is  sufficient.  Now,  it  is  very  clear  that  in  many  cases  this 
may  be  precisely  the  state  of.  the  party's  knowledge,  and 
all  he  can  obtain,  and  it  may  be  precisely  the  state  of  the 
evidence.  Suppose  a  witness  should  know  that  hopper-boys 
were  nsed  in  sundry  miUs,  but  not  their  precise  local  situa- 
tion, name  of  owner,  &c.  Or,  suppose  he  should  have  seen  a 
hopper-boy  that  bore  the  most  evident  marks  of  having  been 
used  in  a  mUl,  or  mills.  The  ^ect  of  such  evidence  is  quite 
another  question.  Its  competency  and  relevancy  are  for  the 
court ;  its  credibility  and  the  inferences  of  fact  that  are  to  be 
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made  from  it  are  for  the  jury.  The  same  snppoNition  would 
apply  to  its  having  been  described  in  a  public  work.  Is  it 
necessary  to  give  the  title  of  the  book,  name  of  the  author, 
and  number  of  the  edition  ?  This  may  be  impracticable. 
The  defendant  may  have  a  witness  who  has  seen  the  thing  in 
use  in  2i  foreign  country,  and  not  be  able  to  give  a  single  par- 
ticular ;  or  who  has  seen  it  described  in  a  foreign  work,  of 
which  he  can  give  no  further  account.  Such  evidence,  if 
credited^  would  be  entirely  conclusive ;  and  yet  he  could 
have  no  benefit  of  it,  because  he  had  not  done  what  was  im- 
possible. But  even  if  the  witness  knows  all  these  particu- 
lars, the  defendant  has  no  means  of  compelling  him  to  dis- 
close them  before  the  trial.  The  rules  of  pleading  aim  to 
establish  a  convenient  certainty  on  the  record,  by  giving  the 
party  notice  of  what  is  alleged,  and  furnishing  evidence  of 
what  has  been  decided.  In  many  instances,  they  fall  short 
of  this,  their  avowed  design  ;  in  none  do  they  go  beyond  it. 
For  the  purpose  of  preventing  surprise,  they  are  wholly  in- 
effectual ;  they  give  no  notice  of  particular  facts,  of  evi- 
dence, of  witnesses.  The  corrective  of  the  evil,  if  evil  there 
be,  is  to  be  found  in  the  exercise  of  the  general  sujDerin- 
tending  authority  of  the  court,  applied  to  cases  where  there 
may  reaUy  be  surprise  or  fraud.  So  in  this  case  ;  if  there 
really  had  been  surprise,  (fraud  is  out  of  the  question,)  the 
court  had  the  power  to  grant  a  new  trial.  This  power  is  an 
amply  sufficient  corrective,  and  its  existence  affords  a  de- 
cisive answer  to  the  argument  drawn  from  the  possible  in- 
justice that  may  be  done.  2.  The  exception  to  the  refusal 
to  admit  evidence  of  the  payment  for  the  use  of  licenses 
wiU  be  easily  disposed  of.  The  fact  to  be  established  on 
the  one  side,  and  disapproved  on  the  other,  was,  that  the 
hopper-boy  was  in  use  before  the  alleged  invention  or  dis- 
covery of  Evans.  The  evidence  offered  had  no  bearing 
whatever  upon  the  question  of  fact.  If  believed,  it  went  no 
farther  than  to  show  that  those  who  had  paid  thought  it 
best  to  pay, — a  decision  that  might  be  equally  prudent, 
whether  the  fact  was  or  was  not  as  alleged.  Such  testi- 
mony would  be  more  objectionable  than  the  opinion  of  the 
witness  ;  for  it  would  be  only  presumptive  proof  of  opinion, 
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without  the  possibility  of  examimng  its  grounds.  As 
opinion,  it  would  be  inadmissible  ;  as  evidence  of  opinion, 
it  would  still  be  more  objectionable.  3.  The  plaintiffs 
patent  can  only  be  considered  in  one  of  three  points  of  view  : 
1st.  As  a  patent  for  the  improvement  in  the  art  of  manu- 
facturing flour ;  that  is,  for  the  combination.  2d.  As  a 
patent  for  the  combination,  and  also  for  the  several  ma- 
chines ;  that  is,  a  joint  and  several  patent.  3d.  As  a  pat- 
ent simply  for  the  several  machines.  It  is  very  clear  that 
the  patent  itself  is  for  the  combination  only  ;  though  it  is 
equally  clear  that,  by  the  terms  of  the  law,  he  might  have 
obtained  a  patent  for  the  whole^  and  also  for  the  seoeraZ 
parts.  That  this  is  the  necessary  construction  of  the  pat- 
entj  is  plain  from  the  patent  itself,  taken  in  connection  with 
the  act  of  2l8t  of  January,  1808,  ch.  117.  The  act  author- 
izes a  patent  to  be  issued  for  his  iToprovemerds  in  the  art 
of  manufacturing  flour,  and  in  the  several  machines,  &c. 
The  matters  are  plainly  different.  They  are  the  subject  of 
distinct  patents,  to  be  obtained  in  the  "  manTher  andform^^ 
prescribed  by  the  act  of  1793,  ch.  166.  The  object  of  the 
special  act  was  to  put  Evans  upon  the  same  footing  as  if  his 
former  patent  had  not  been  issued  ;  but  it  did  not  mean  to 
dispense  with  any  of  the  requisites  of  the  general  law. 
With  the  general  requisite,  that  he  was  the  inventor,  it 
could  not  dispense  ;  the  Constitution  did  not  permit  it.  By 
the  general  law,  improveTnent  in  an  art  and  improvement 
in  a  machine  are  distinct  patentable  objects.  Tl^is  patent 
is  only  for  the  improvement  in  the  art  of  manufacturing 
flour,  and  the  recital  of  the  special  act  and  the  words 
"  which''  and  "  said  "  do  not  at  all  help  it.  It  is  true,  it 
is  an  improvement  operated  by  means  of  the  machines,  but 
not  exclusively.  The  result  may  be  secured  without  secur- 
ing the  means.  This  patent  was  granted  to  the  plaintiff, 
was  received  by  him,  and  must  be  presumed  to  be  accord- 
ing to  his  application  and  his  oath.  The  oath  is,  that  he 
is  the  true  inventor  of  the  "  improvements  above  specified," 
which  teriri  is  applied  in  the  specification,  as  in  the  patent, 
only  to  the  art.  But  it  is  said  the  specification  is  a  part  of 
the  patent,  and  limits  or  enlarges  it,  as  the  case  may  be. 
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Mr.  Justice  Story,  in  the  case  which  has  been  cited,  only- 
says  that  the  specification  may  control  the  generality  of  the 
patent.  Whittemore  t?.  Cutter,  1  Gallis.  437.  But  the 
specification  in  the  case  now  before  the  court  does  not 
claim  the  machines.  If  the  patent  was  for  a  combination, 
the  plaintiffs  action  was  gone ;  he  could  not  maintain  it 
against  a  person  using  one  of  the  machines.  If  the  patent 
was  for  the  combination  and  also  for  the  several  machines, 
that  is,  a  joint  and  several  patent,  then  the  patentee  might 
proceed  upon  it  as  the  one  or  the  other,  according  to  the 
nature  of  the  alleged  invasion.  If  he  proceed  upon  it  for  a 
breach  of  the  right  to  the  combination,  he  must  show  the 
originality  of  invention,  and  might  be  defeated  by  opix)8ite 
proof.  If  for  a  breach  of  the  right  to  any  one  of  the  ma- 
chines, he  might  be  defeated  by  showing  that  he  was  not 
the  original  inventor  of  the  machine.  So  if  it  be  consid- 
ered a  several  patent — ^that  is,  as  if  he  had  five  distinct 
patents.  But  in  no  conceivable  case  can  he  stand  upon  any 
but  one  of  these  three  grounds,  nor  claim  to  have  the  bene- 
fit of  a  larger,  or  even  of  a  different,  patent.  4.  From  this 
analysis,  which  is  necessary  to  prevent  confusion,  we  come 
to  inquire  into  the  nature  of  the  case  presented  to  the  court 
for  decision,  and  to  which  the  charge  was  to  be  applied, 
premising :  1st.  That  no  exception  can  be  taken  to  what 
the  court  did  not  give  in  charge  to  the  jury  ;  and,  2d.  That 
no  exception  can  be  taken  to  an  opinion,  however  errone- 
ous, that  had  no  bearing  upon  the  issue  to  be  decided  by 
the  jury.  It  is  apx)arent  from  the  record  that  the  action  of 
the  plaintiff  was  founded  upon  the  alleged  use,  by  the  de- 
fendant, of  a  machine  called  a  hopper-boy,  of  which  the 
plaintiff  claimed  to  be  the  inventor ;  that  the  evidence  on 
both  sides  applied  to  this  allegation,  and  to  this  alone, — ^the 
plaintiff  claiming  to  be  the  inventor,  and  the  defendant 
denying  it.  The  charge  of  the  court  noticed  the  several 
arguments  that  had  been  used  at  the  bar,  and  examined  the 
general  question  as  to  the  character  of  the  patent ;  upon 
which,  however,  as  it  had  not  been  discussed,  no  opinion 
was  given.  This  is  clear  ;  for  if  an  opinion  had  been  ex- 
pressed, it  must  have  been  that  the  action  was  not  main- 
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tainable.  Nothing  short  of  that  would  have  been  material. 
But  the  court  left  the  case  to  the  jury,  as  of  an  action  that 
this  was  maintainable,  and  instructed  them  as  to  the  princi- 
ples by  which  it  was  to  be  decided,  which  negatives  the 
conclusion  of  any  opinion  having  been  given  that  the  action 
was  not  maintainable.  If  the  defendant  had  required  the 
court  to  charge  that  the  action  was  not  maintainable,  and 
they  had  charged  that  it  was,  or  declined  to  charge  at  all, 
he  would  have  had  ground  of  exception.  But  the  plaintiff 
cannot  complain,  because  he  has  what  is  equivalent  to  a  de- 
cision in  his  favor.  5.  The  statute  of  James,  (21  Jac.  I. , 
c.  3,)  A.  D.  1623,  confined  monopolies  to  the  first  and  true 
inventors  of  manufactures  not  known  or  used  before.  One 
hundred  and  seventy  years  had  elapsed  when  our  act 
passed ;  commerce  and  the  arts  had  made  such  advances, 
such  facilities  had  been  created  for  the  diffusion  of  knowl- 
edge, that  everything  known  by  use,  or  described  in  books, 
might  be  considered  as  common  property.  It  would  have 
been  strange  to  adopt  a  different  principle.  The  act  of  Con- 
gress does  not.  It  is  a  mistake  to  suppose  there  is  in  this 
respect  any  difference  between  the  act  of  Congress  and  the 
act  of  Parliament.  One  says  ** useful"  inventions,  the 
other  "new  and  useful";  but  both  have  the  expression 
"  not  used  or  known  before."  A  patent  can  only  be  upon 
an  allegation  that  the  applicant  has  invented  something 
Tiew  and  usrful.  Its  noveUy  may  certainly  be  questioned  ; 
perhaps  its  ustfvZness.  But  where  the  defence  is  that  the 
thing  was  known  or  used  before,  is  it  necessary  to  prove 
the  usefulness  of  the  thing  so  known  or  used  1  The  act 
does  not  require  it ;  nor  is  there  any  good  reason  why  the 
patentee  should  be  permitted  to  controvert  it. 

Mr.  Harper^  in  reply ^  insisted  :  1.  That  the  court  below 
had  erred  in  admitting  testimony  of  the  use  of  the  plaintiff^  s 
machine  in  mills  not  specified  in  the  notice.  The  statute 
was  not  framed  with  a  view  to  the  benefit  of  the  defendant 
alone.  The  notice  to  be  given  is  not  that  vague,  indistinct, 
general  notice  which  is  set  up  on  the  other  side.  It  must 
be  an  effectual,  useful  notice, — such  a  notice  as  may  put  the 
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patentee  on  his  guard,  and  enable  Mm  to  see  what  are  the 
precise  grounds  of  defence.  It  must  be  more  sx>ecific  than 
a  mere  transcript  of  the  particular  class  of  grounds  of  de- 
fence, such  as  suppression  of  parts,  redundancy,  &c.  The 
circumstances  of  the  tiTne^  the  place  when  and  where  used, 
and  by  what  persons^  are  essentially  necessary,  in  order  to 
enable  the  patentee  to  meet  the  defence.  The  burden  of 
proof  is,  in  effect,  thrown  upon  the  patentee  ;  and  the  law 
intended  that  he  should  meet  it  fairly.  Such  a  notice  as 
that  given  in  this  case  would  not  be  good,  if  put  into  the 
form  of  a  special  plea.  The  degree  of  certainty  required  in  a 
plea,  in  a  statement  of  the  tiTrie  and  place,  when  and  where 
material  facts  have  happened,  is  one  of  the  most  diiScult 
questions  of  the  law  ;  but  these  circumstances  must  always 
be  laid,  and  must  be  proved  as  laid,  whenever  it  is  essential 
to  enable  the  other  ^vtj  to  maintain  his  case.  There  is  a 
distinction  between  the  matter  of  dtfence  and  the  evidence  by 
which  it  is  to  be  maintained.  A  notice  of  the  particulars  of 
the  evidence  is  not  required,  but  of  the  time  and  place  where 
the  former  use  of  the  machine  in  question  occurred.  Nor  is 
this  unreasonable  ;  for  it  is  highly  improbable  that  anybody 
would  be  able  to  testify  as  to  the  minute  particulars  of  an 
invention,  without  being  able  to  remember  in  what  work 
he  had  seen  it  described,  or  to  state  in  what  place  and  at 
what  time  he  had  seen  it  used.  2.  The  special  act  for  the 
plaintiff's  relief  is  a  distinct,  substantive,  indei)endent 
grant,  declaring  the  plaintiff  to  be  the  original  inventor,  and 
as  such  entitled  to  a  patent.  It  contains  no  reference  to 
the  general  Patent  Law,  nor  does  it  reserve  any  right  in 
others  to  contest  the  originality  of  his  invention.  The  de- 
fendant, therefore,  cannot  say  that  the  plaintiff  is  not  the 
inventor,  though  he  may  deny  that  he  has  violated  the 
plaintiff' s  rights  as  inventor.  Congress  is  not  confined  by 
the  Constitution  to  any  particular  mode  of  determining  the 
fact  who  are  inventors  or  authors.  It  is  true,  a  patent  or 
copyright  can  only  be  granted  to  an  inventor  or  author ; 
but  the  originality  of  the  invention  or  authorship  may  be 
determined  by  Congress  itself,  upon  such  testimony  as  it 
deems  sufficient ;  or  by  an  administrative  act,  by  the  deci- 
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sion  of  some  board  or  executive  oflScer ;  or,  lastly,  by  a 
judicial  investigation, — according  as  the  legislative  will  may 
prescribe  either  of  these  several  modes.  The  act  of  Parlia- 
ment, 16  Geo.  3,  for  the  relief  of  Watt  and  Boulton,  the  in- 
ventors of  the  improved  steam-engine,  and  extending  the 
term  of  their  patent  for  twenty-five  years,  contained  an  ex- 
press provision  that  every  objection  in  law  competent 
against  the  patent  should  be  competent  against  the  act,  '^  to 
all  intents  and  purposes,  except  so  far  as  relates  to  the 
term  tJiereby  granted.^^  Homblower  v.  Boulton,  8  T.  R. 
95-97  [1  Am.  &  Eng.  98].  The  act  of  Congress  for  the 
relief  of  Oliver  Evans  contains  no  such  provision.  The 
conclusion,  therefore,  is,  that  the  legislature  meant  to  quiet 
him  in  his  claim,  after  he  had  so  long  enjoyed  it,  and  in 
consideration  of  his  peculiar  merits,  and  of  his  former  pat- 
ent having  been  vacated  for  informality.  3.  The  court  be- 
low instructed  the  jury  that  the  patent  was  not  for  any  one 
machine,  but  for  the  combined  effect  of  the  whole  ;  though 
they  concluded  by  leaving  it  upon  the  prior  use,  still  the 
intimation  that  the  action  could  not  be  maintained,  even 
though  the  prior  use  of  it  was  not  proved,  did  not  leave  the 
fact  to  the  jury  free  from  bias.  Though  not  a  positive  di- 
rection to  the  jury  to  find  for  the  defendant,  it  had  the 
effect  of  a  nonsuit.  The  wishes  of  the  grantee  and  the  in- 
tention of  the  grantor,  both  extended  as  well  to  a  patent 
for  the  several  machines  as  to  a  patent  for  the  combined 
effect  of  the  whole.  The  word  "  improvement,"  though  in 
the  singular  number,  extends  not  only  to  the  plaintiff's  im- 
provement in  the  art  of  manufacturing  flour,  but  to  his  im- 
provement in  the  several  machines  by  means  of  which  the 
operations  of  the  art  are  conducted.  This  was  a  patent  for 
an  improtemervt  on  the  particular  machine  in  question,  and 
not  for  its  original  invention.  In  this  respect  it  is  like  that 
of  Watt  and  Boulton  for  their  improvement  on  the  steam- 
engine.  4.  The  prior  use,  which  is  to  defeat  a  patent, 
ought  to  be  a  public  use.  The  defence  here  set  up  under 
the  sixth  section  of  the  Patent  Law  of  1793,  ch.  156,  was, 
that  the  patentee  was  not  the  original  discoverer,  and  that 
the  thing  had  been  in  use,  &c.     But  how  else  could  it  be 
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shown  that  he  was  not  the  discoverer,  but  by  showing  that 
it  had  before  been  in  ptcblic  use  ?  A  mere  secret,  furtive 
use  would  not  disprove  the  fact  of  his  being  the  original 
discoverer.  If  this  were  so,  then  the  art  of  printing  and 
gunpowder  were  not  invented  in  Europe,  because  they  had 
been  before  used  in  a  sequestered  comer  of  the  globe  like 
China.  But  there  is  a  distinction  between  sl  first  discovery 
and  an  original  discovery.  The  art  of  printing  was  origi- 
nally discovered  in  Gtermany,  though  it  was  first  invented 
in  China.  So  the  plaintiff  would  not  cease  to  be  the  origi- 
nal inventor  of  the  hopper-boy,  even  if  it  had  been  proved 
that  another  similar  machine  had  been  before  privately  used 
in  a  single  mill.  It  ought,  therefore,  to  have  been  left  to 
the  jury  to  find  for  the  plaintiff,  if  they  believed  that  the 
use  was  a  secret  use. 

Marshall,  C*  J.,  delivered  the  opinion  of  the  court. 

In  this  case  exceptions  were  taken  in  the  Circuit  Court 
by  the  counsel  for  the  plaintiff  in  error. 

1st.  To  the  opinion  of  the  court  in  admitting  testimony 
offered  by  the  defendant  in  that  court. 

2d.  To  its  opinion  in  rejecting  testimony  offered  by  the 
plaintiff  in  that  court. 

3d.  To  the  charge  delivered  by  the  judge  to  the  jury. 

Under  the  sixth  section  of  the  act  for  the  promotion  of 
useful  arts,  and  to  repeal  the  act  heretofore  made  for  that 
purpose,  the  defendant  pleaded  the  general  issue,  and  gave 
notice  that  he  would  prove  at  the  trial  that  the  improved 
hopper-boy,  for  the  use  of  which,  without  license,  this  suit 
was  instituted,  had  been  used  previous  to  the  alleged  inven- 
tion of  the  said  Evans,  in  several  places,  (which  were  speci- 
fied in  the  notice,)  or  in  some  of  them,  "  and  also  at  sundry 
other  places  in  Pennsylvania,  Maryland,  and  elsewhere  in 
the  United  States."  Having  given  evidence  as  to  some  of 
the  places  specified  in  the  notice,  the  defendant  offered  evi- 
dence as  to  some  other  places  not  specified.  This  evidence 
was  objected  to  by  the  plaintiff,  but  admitted  by  the  court ; 
to  which  admission  the  plaintiff' s  counsel  excepted. 

The  sixth  section  of  the  act  appears  to  be  drawn  on  the 
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idea  that  the  defendant  wonld  not  be  at  liberty  to  contest 
fhe  validity  of  the  i)atent  on  the  general  issue.  It  therefore 
intends  to  reUeve  the  defendant  from  the  difficulties  of 
pleading,  when  it  allows  him  to  give  in  evidence  matter 
which  does  affect  the  i)atent.  But  the  notice  is  directed  for 
the  security  of  the  plaintiff,  and  to  protect  him  against  that 
surprise  to  which  he  might  be  exi)osed  from  an  unfair  use 
of  this  privilege.  Reasoning  merely  on  the  words  directing 
this  notice,  it  might  be  difficult  to  define,  with  absolute  pre- 
cision, what  it  ought  to  include,  and  what  it  might  omit. 
There  are,  however,  circumstances  in  the  act  which  may 
have  some  influence  on  this  j)oint.  It  has  been  already  ob- 
served, that  the  notice  is  submitted  for  a  special  plea  ;  it  is 
farther  to  be  observed,  that  it  is  a  substitute  to  which  the 
defendant  is  not  obliged  to  resort.  The  notice  is  to  be  given 
only  when  it  is  intended  to  offer  the  special  matter  in  evi- 
dence on  the  general  issue.  The  defendant  is  not  obliged 
to  pursue  this  course.  He  may  still  plead  specially,  and 
then  the  plea  is  the  only  notice  which  the  plaintiff  can 
claim.  If,  then,  the  defendant  may  give  in  evidence  on  a 
special  plea  the  prior  use  of  the  machine  at  places  not  speci- 
fied in  his  plea,  it  would  seem  to  follow  that  he  may  give  in 
evidence  its  use  at  places  not  specified  in  his  notice.  It  is 
not  believed  that  a  plea  would  be  defective,  which  did  not 
state  the  mills  in  which  the  machinery  alleged  to  be  previ- 
ously used  was  placed. 

But  there  is  still  another  view  of  this  subject  which  de- 
serves to  be  considered.  The  section  which  directs  this  no- 
tice, also  directs  that  if  the  special  matter  stated  in  the  sec- 
tion be  proved,  "judgment  shall  be  rendered  for  the  defend- 
ant with  costs,  and  the  patent  shall  be  declared  void."  The 
notice  might  be  intended  not  only  for  the  information  of  the 
plaintiff,  but  for  the  purpose  of  spreading  on  the  record  the 
cause  for  which  the  patent  was  avoided.  This  object  is  ac- 
complished by  a  notice  which  specifies  the  particular  matter 
to  be  proved.  The  ordinary  powers  of  the  court  are  suffi- 
cient to  prevent,  and  will,  undoubtedly,  be  so  exercised  as 
to  prevent,  the  patentee  from  being  injured  by  the  surprise. 

This  testimony  having  been  admitted,  the  plaintiff  offered 
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to  prove  that  the  i>eTSons  of  whose  prior  use  of  the  im- 
proved hopper-boy  the  defendant  had  given  testimony,  had 
I>aid  the  plaintiflE  for  license  to  use  his  improved  hopper- 
boy  in  their  mills  since  his  patent.  This  testimony  was  re- 
jected by  the  court,  on  the  motion  of  the  defendant,  and  to 
this  opinion  of  the  court,  also,  the  plaintiff  excepted. 

The  testimony  offered  by  the  plaintiff  was  entitled  to  very 
little  weight,  but  ought  not  to  have  been  absolutely  re- 
jected. Connected  with  other  testimony,  and  under  some 
circumstances,  even  the  opinion  of  a  party  may  be  worlii 
something.  It  is,  therefore,  in  such  a  case  as  this,  deemed 
more  safe  to  permit  it  to  go  to  the  jury,  subject  as  all  testi- 
mony is  to  the  animadversion  of  the  court,  than  entirely  to 
exclude  it. 

We  come  next  to  consider  the  charge  delivered  to  the  jury. 

The  errors  alleged  in  this  charge  may  be  considered  under 
two  heads : 

1st.  In  construing  the  patent  to  be  solely  for  the  general 
result  produced  by  the  combination  of  all  the  machinery, 
and  not  for  the  several  improved  machines,  as  well  as  for  the 
general  result. 

2d.  That  the  jury  must  find  for  the  defendant,  if  they 
should  be  of  opinion  that  the  hopper-boy  was  in  use  prior  to 
ths  invention  of  the  improvement  thereon  by  Oliver  Evans. 

The  construction  of  the  patent  must  certaialy  dex)end  on 
the  words  of  the  instrument.  But  where,  as  in  this  ca«e, 
the  words  are  ambiguous,  there  may  be  circumstances  which 
ought  to  have  great  influence  in  expounding  them.  The 
intention  of  the  parties,  if  that  intention  can  be  collected 
from  sources  which  the  principles  of  law  permit  us  to  ex- 
plore, are  entitled  to  great  consideration.  But  before  we 
proceed  to  this  investigation,  it  may  not  be  improper  to 
notice  the  extent  of  the  authority  under  which  this  grant 
was  issued. 

The  authority  of  the  executive  to  make  this  grant  is  de- 
rived from  the  general  Patent  Law,  and  from  the  act  for  the 
relief  of  Oliver  Evans.  On  the  general  Patent  Law  alone, 
a  doubt  might  well  arise,  whether  improvements  on  differ- 
ent machines  could  regularly  be  comprehended  in  the  same 
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patent,  so  as  to  give  a  right  to  the  exclusive  use  of  the  sev- 
eral machines  separately,  as  well  as  a  right  to  the  exclusive 
use  of  those  machines  in  combination.  And  if  such  a  pat- 
ent would  be  irregular,  it  would  certainly  furnish  an  argu- 
ment of  no  inconsiderable  weight  against  the  construction. 
But  the  "  act  for  the  relief  of  Oliver  Evans"  entirely  re- 
moves this  doubt.  That  act  authorizes  the  Secretary  of 
State  to  issue  a  patent,  granting  to  the  said  Oliver  Evans 
the  fuU  aad  exclusive  right  in  his  invention,  discovery,  and 
improvements  in  the  art  of  manufacturing  flour,  and  in  the 
several  machines  which  he  has  invented,  discovered,  im- 
proved, and  applied  to  that  purpose. 

Of  the  authority,  then,  to  make  this  patent  coextensive 
with  the  construction  for  which  the  plaintifPs  counsel  con- 
tends, there  can  be  no  doubt. 

The  next  object  of  inquiry  is  the  intention  of  the  parties, 
80  far  as  it  may  be  collected  from  sources  to  which  it  is  al- 
lowable to  resort. 

The  parties  are  the  government,  acting  by  its  agents,  and 
Oliver  Evans. 

The  intention  of  the  government  may  be  collected  from 
the  *^  act  for  the  relief  of  Oliver  Evans."  That  act  not  only 
confers  the  authority  to  issue  the  grant,  but  expresses  the 
intention  of  the  legislature  respecting  its  extent.  It  may 
fairly  be  inferred  from  it,  that  the  legislature  intended  the 
patent  to  include  both  the  general  result  and  the  particular 
improved  machines,  if  such  should  be  the  wish  of  the  ap- 
plicant. That  the  executive  officer  intended  to  make  the 
patent  coextensive  with  the  application  of  Oliver  Evans  and 
with  the  specisil  act,  is  to  be  inferred  from  the  reference  to 
both  in  the  patent  itself.  If,  therefore,  it  shall  be  satisfac- 
torily shown,  from  his  application,  to  have  been  the  inten- 
tion of  Oliver  Evans  to  obtain  a  patent  including  both  ob- 
jects, that  must  be  presumed  to  have  been  also  the  intention 
of  the  grantor. 

The  first  evidence  of  the  intention  of  Oliver  Evans  is  fur- 
nished by  the  act  for  his  relief.  The  fair  presumption  is, 
that  it  conforms  to  his  wishes ;  at  least,  that  it  does  not 
transcend  them. 


1 


76  EVANS  V.  EATON.  fSup.  Ct. 

Opinion  of  the  court 

The  second,  in  his  petition  to  the  Secretary  of  State, 
which  speaks  of  his  having  discovered  certain  useful  im- 
provements, and  prays  a  i)atent  for  them,  "  agreeably  to 
the  act  of  Congress  entitled  *  An  act  for  the  relief  of  Oliver 
Evans.'  "  This  application  is  for  a  patent  coextensive  with 
the  act. 

This  intention  is  further  manifested  by  his  specification. 
It  is  not  to  be  denied  that  a  part  of  this  specification  would 
indicate  an  intention  to  consider  the  combined  operation  of 
aU.  his  machinery  as  a  single  improvement,  for  which  he 
solicited  a  patent.  But  the  whole  taken  together  will  not 
admit  of  this  exposition.  The  several  machines  are  de- 
scribed with  that  distinctness  which  would  be  used  by  a 
I>erson  intending  to  obtain  a  patent  for  each.  In  his  num- 
ber 4,  which  contains  the  specification  of  the  drill,  he  asserts 
his  claim,  in  terms,  to  the  principles  and  to  all  the  machines 
he  had  specified,  and  adds,  "  They  may  all  be  united  and 
combined  in  one  flour-mill,  to  produce  my  improvement  in 
the  art  of  manufacturing  flour  complete,  or  they  may  be 
used  separately  for  any  of  the  purposes  specified  and  al- 
lotted to  them,  or  to  produce  my  improvement  in  part,  ac- 
cording to  the  circumstances  of  the  case.'' 

Being  entitled  by  law  to  a  patent  for  aU  and  each  of  his 
discoveries  ;  considering  himself,  as  he  avers  in  his  specifi- 
cation and  affirmation,  as  the  inventor  of  each  of  these  im- 
provements ;  understanding,  as  he  declares  he  did,  that 
they  might  be  used  together,  so  as  to  produce  his  improve- 
ment complete,  or  separately,  so  as  to  produce  it  in  part — 
nothing  can  be  more  improbable  than  that  Oliver  Evans  in- 
tended to  obtain  a  patent  solely  for  their  combined  opera- 
tion. His  affirmation,  which  is  annexed  to  his  specification, 
confirms  this  reasoning.  To  the  declaration  that  he  is  the 
inventor  of  these  improvements,  he  adds,  "  for  which  he 
solicits  a  patent." 

With  this  conviction  of  the  intention  with  which  it  was 
framed,  the  instrument  is  to  be  examined. 

.The  patent  begins  with  a  recital  that  Oliver  Evans  had 
alleged  himself  to  be  the  inventor  of  a  new  and  useful  im- 
provement in  the  art  of  manufacturing  flour,  &c.,  by  the 
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means  of  several  machines,  for  a  description  of  which  refer- 
ence is  made  to  his  si)ecification. 

It  will  not  be  denied  that^  if  the  allegation  of  Oliver 
Evans  was  necessarily  to  be  understood  as  conforming  to 
this  recital,  if  our  knowledge  of  it  was  to  be  derived  entire- 
ly from  this  source,  the  fair  construction  would  be,  that  his 
application  was  singly  for  the  exclusive  right  to  that  im- 
provement which  was  produced  by  the  combined  operation 
of  his  machinery.  But  in  construing  these  terms,  the  court 
is  not  confined  to  their  most  obvious  imj)ort.  The  allegation 
made  by  Oliver  Evans,  and  here  intended  to  be  recited,  is 
in  his  petition  to  the  Secretary  of  State.  That  petition  is 
embodied  in,  and  becomes  a  part  of,  the  patent.  It  explains 
itself,  and  controls  the  words  of  reference  to  it.  His  allega- 
tion is  not "  that  he  has  invented  a  new  and  useful  improve- 
ment," but  that  he  has  discovered  certain  useful  improve- 
ments. The  words  used  by  the  Department  of  State  in 
reciting  this  allegation  must,  then,  be  expounded  by  the 
allegation  itself,  which  is  made  a  part  of  the  patent. 

The  recital  proceeds,  "  which  has  not  been  known,"  &c. 
These  words  refer  clearly  to  the  improvement  first  mentioned 
and  alleged  in  the  petition  of  Oliver  Evans,  and  are  of  course 
to  be  controlled  in  like  manner,  with  the  antecedent  words, 
by  that  petition.  This  part  of  the  recital  is  concluded  by 
adding  that  Oliver  Evans  has  affirmed  that  he  does  verily 
believe  himself  to  be  the  true  inventor  or  discoverer  of  the 
said  improvement. 

But  the  affirmation  of  Oliver  Evans,  like  his  petition,  is 
embodied  in  the  grant,  and  must,  of  course,  expound  the 
recital  of  it.  That  affirmation  is,  that  he  does  verily  believe 
himself  to  be  the  true  and  original  inventor  of  the  improve- 
ments  contained  in  his  specification. 

In  every  instance,  then,  in  which  the  word  improvement 
is  used  in  the  singular  number  throughout  the  part  of  the 
recital  of  this  patent,  it  is  used  in  reference  to  a  paper  con- 
tained in  the  body  of  the  patent,  which  corrects  the  term 
and  shows  it  to  be  inaccurate. 

The  patent,  still  by  way  of  recital,  proceeds  to  add,  **  and 
agreeably  to  the  act  of  Congress  entitled  'An  act  for  the  re- 
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lief  of  Oliver  Evans,'  which  authorizes  the  Secretary  of  State 
to  secure  to  him,  by  patent,  the  exclusive  right  to  the  use  of 
such  improvement  in  the  art  of  manufacturing  flour  and 
meal,  and  in  the  several  machines  which  he  has  discovered, 
improved,  and  applied  to  that  purpose ;  he  has  paid  into  the 
Treasury,  Ac,  and  presented  a  i)etition  to  the  Secretary  of 
State,  signifying  a  desire  of  obtaining  an  exclusive  property 
in  the  said  improveTnent^  and  praying  that  a  patent  may  be 
granted  for  that  purpose." 

To  what  do  the  words  "  said  improvement"  relate  %  The 
answer  which  has  been  given  at  the  bar  is  entirely  correct : 
to  the  improvement  mentioned  in  the  statute  and  in  the  pe- 
tition,— ^to  both  of  which  direct  reference  is  made.  But  in 
the  statute,  and  in  the  petition,  the  word  used  is  "  im- 
proneToerds^'*  in  the  plural.  The  patent,  therefore,  obvi- 
ously affixed  to  the  word  improvement,  in  the  singular,  the 
same  sense  in  which  the  plural  is  employed,  both  in  the 
statute  and  in  the  petition.  We  are  compelled,  from  the 
whole  context,  so  to  construe  the  word  in  every  place  in 
which  it  is  used  in  the  recital,  because  it  is  constantly  em- 
ployed with  express  reference  to  the  act  of  Congress,  or  to 
some  document  embodied  in  the  patent,  in  each  of  which 
the  plural  is  used. 

When,  then,  the  words  "  said  improvement"  are  used  as 
a  term  of  grant,  they  refer  to  the  words  of  the  recital,  which 
have  been  already  noticed,  and  must  be  construed  in  the 
same  sense.  This  construction  is  rendered  the  more  neces- 
sary by  the  subsequent  words,  which  refer  for  a  description 
of  the  improvement  to  the  schedule.  It  also  derives  some 
weight  from  the  words  **  according  to  law,"  which  are  an- 
nexed to  the  words  of  grant.  These  words  can  refer  only 
to  the  general  Patent  Law,  and  to  the  ^'  act  for  the  relief  of 
Oliver  Evans."  These  acts,  taken  together,  seem  to  require 
that  the  patent  should  conform  to  the  specification,  affirma- 
tion, and  petition  of  the  applicant. 

It  would  seem  as  if  the  claim  of  Oliver  Evans  was  rested 
at  the  Circuit  Court,  on  the  principle  that  a  grant  for  an  im- 
provement, by  the  combined  operation  of  all  the  machinery, 
necessarily  included  a  right  to  the  distinct  operation  of  each 
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part,  inasmach  as  the  whole  comprehends  aJl  its  parts. 
After  very  properly  rejecting  this  idea,  the  judge  appears 
to  have  considered  the  Dei)artment  of  State  and  the  pat- 
entee as  having  proceeded  w^n  it  in  making  out  this  pat- 
ent He  supi)osed  the  intention  to  be  to  convey  the  exclu- 
sive right  in  the  parts,  as  well  as  in  the  whole,  by  a  grant 
of  the  whole  ;  but  as  the  means  used  are  in  law  incomi)e- 
tent  to  produce  the  effect,  he  construed  the  grant  according 
to  his  opinion  of  its  legal  operation. 

There  is  great  reason  in  this  view  of  the  case,  and  this 
court  has  not  discarded  it  without  hesitation.  But  as  the 
grant,  with  the  various  documents  which  form  a  part  of  it, 
would  be  contradictory  to  itself  ;  as  these  api>arent  contra- 
dictions are  all  reconciled  by  considering  the  word  **  im- 
provement''  to  be  in  the  plural  instead  of  the  singular  num- 
ber ;  as  it  is  apparent  that  this  construction  gives  to  the 
grant  its  full  effect^  and  that  the  opposite  construction  would 
essentially  defeat  it,  this  court  has,  after  much  considera- 
tion and  doubt,  determined  to  adopt  it  as  the  sound  expo- 
sition of  the  instrument. 

The  second  error  alleged  in  the  charge,  is  in  directing  the 
jury  to  find  for  the  defendant,  if  they  should  be  of  opinion 
that  the  hopper-boy  was  in  use  prior  to  the  improvement 
alleged  to  be  made  thereon  by  Oliver  Evans. 

This  part  of  the  charge  seems  to  be  founded  on  the  opinion 
that  if  the  patent  is  to  be  considered  as  a  grant  of  the  exclusive 
use  of  distinct  improvements,  it  is  a  grant  for  the  hopper- 
boy  itself,  and  not  for  an  improvement  on  the  hopper-boy. 

The  counsel  for  the  plaintiff  contends  that  this  part  of 
the  charge  is  erroneous,  because,  by  the  "  act  for  the  relief 
of  Oliver  Evans,'*  Congress  has  itself  decided  that  he  is  the 
inventor  of  the  machines  for  which  he  solicited  a  patent, 
and  has  not  left  that  point  open  to  judicial  inquiry. 

This  court  is  not  of  that  opinion.  Without  inquiring 
whether  Congress,  in  the  exercise  of  its  powers  "  to  secure 
for  limited  times,  to  authors  and  inventors,  the  exclusive 
right  to  their  respective  writings  and  discoveries,"  may 
decide  the  fact  that  an  individual  is  an  author  or  inventor, 
the  court  can  never  presume  Congress  to  have  decided  that 
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question  in  a  general  act,  the  words  of  which  do  not  render 
such  a  construction  unavoidable.  The  words  of  this  act  do 
not  require  this  construction.  They  do  not  grant  to  Oliver 
Evans  the  exclusive  right  to  use  certain  specified  machines, 
but  the  exclusive  right  to  use  his  invention,  discovery,  and 
improvements,  leaving  the  question  of  invention  or  improve- 
ment open  to  investigation  under  the  general  Patent  Law. 

The  plaintiff  has  also  contended  that  it  is  not  necessary 
for  the  patentee  to  show  himself  to  be  the  first  inventor  or 
discoverer  ; — that  the  law  is  satisfied  by  his  having  invented 
a  machine,  although  it  may  have  been  previously  discov- 
ered by  some  other  person. 

Without  a  critical  inquiry  into  the  accuracy  with  which 
the  term  invention  or  discovery  may  be  applied  to  any  other 
than  the  first  inventor,  the  court  considers  this  question  as 
completely  decided  by  the  sixth  section  of  the  general  Pat- 
ent Act.  That  declares  that  if  the  thing  was  not  origiTiaUy 
discovered  by  the  patentee,  but  had  been  in  use,  or  had 
been  described  in  some  pubUc  work,  anterior  to  the  supposed 
discovery  of  the  patentee,  judgment  shall  be  rendered  for 
the  defendant,  and  the  patent  declared  void. 

Admitting  the  words  ^^  originally  discovered  "  to  be  ex- 
plained or  limited  by  the  subsequent  words,  still  if  the 
thing  had  been  in  use,  or  had  been  described  in  a  public 
work,  anterior  to  the  supposed  discovery,  the  patent  is 
void.  It  may  be  that  the  patentee  had  no  knowledge  of 
this  previous  use  or  previous  description ;  still  his  patent 
is  void  ;  the  law  supposes  he  may  have  known  it ;  and  the 
charge  of  the  judge,  which  must  be  taken  as  applicable  to 
the  testimony,  goes  no  farther  than  the  law. 

The  real  inquiry  is,  does  the  patent  of  Oliver  Evans  com- 
prehend more  than  he  has  discovered?  If  it  is  for  the 
whole  hopper-boy,  the  jury  has  found  that  this  machine 
was  in  previous  use.  If  it  embraces  only  his  improvement, 
then  the  verdict  must  be  set  aside. 

The  difficulties  which  embarrass  this  inquiry  are  not  less 
than  those  which  were  involved  in  the  first  point.  Am- 
biguities are  still  to  be  explained,  and  contradictions  to  be 
reconciled. 
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The  patent  itself,  constmed  without  reference  to  the 
schedule  and  other  documents  to  which  it  refers,  and  which 
are  incorporated  in  it,  would  be  a  grant  of  a  single  improve- 
ment ;  but  construed  with  those  documents,  it  has  been  de- 
termined to  be  a  grant  of  the  several  improvements  which 
he  has  made  in  the  machines  enumerated  in  his  specifica- 
tion. But  the  grant  is  confined  to  improvements.  There 
is  no  expression  in  it  which  extends  to  the  whole  of  any  one 
of  the  machines  which  are  enumerated  in  his  specification 
or  petition.  The  difficulty  grows  out  of  the  complexity  and 
ambiguity  of  the  specification  and  i)etition.  His  schedule 
states  his  first  principle  to  be  the  operation  of  his  machinery 
on  the  meal  from  its  being  ground  until  it  is  bolted.  He 
adds,  "  this  principle  I  apply  by  various  machines,  which 
I  have  invented,  constructed,  and  adapted  to  the  purposes 
hereafter  specified." 

His  second  principle  is  the  application  of  the  power  that 
moves  the  mill  to  his  machinery. 

The  application  of  these  principles,  he  says,  to  manufac- 
turing flour,  is  what  he  claims  as  his  invention  or  improve- 
ment in  the  art. 

He  asserts  himself  to  be  the  inventor  of  the  machines,  and 
clauns  the  application  of  these  principles  to  the  improve- 
ment of  the  process  of  manufacturing  flour,  and  other  pur- 
poses, as  his  invention  and  improvement  in  the  art. 

The  schedule  next  proceeds  to  describe  the  different  ma- 
chines as  improved,  so  as  to  include  in  the  description  the 
whole  machine,  without  distinguishing  his  improvement 
from  the  machine  as  it  existed  previous  thereto ;  and  in 
his  fourth  number  he  says,  "  I  claim  the  exclusive  right  to 
the  principles,  and  to  all  the  machines  above  si)ecified,  and 
for  all  the  uses  and  purposes  specified,  as  not  having  been 
heretofore  known  or  used  before  I  discovered  them." 

If  the  opinion  of  the  court  were  to  be  formed  on  the 
schedule  alone,  it  would  be  difficult  to  deny  that  the  appli- 
cation of  Oliver  Evans  extended  to  all  the  machines  it  de- 
scribes. But  the  schedule  is  to  be  considered  in  connection 
with  the  other  documents  incorporated  in  the  patent. 

The  affirmation  which  is  annexed  to  it  avers  that  he  is 
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the  inventor,  not  of  the  machines,  but  of  the  improvements 
hereinabove  specified. 

In  his  petition,  he  states  himself  to  have  discovered  cer- 
tain useful  improvements  applicable  to  the  art  of  manufac- 
turing flour,  and  prays  a  patent  for  the  same,  that  is,  for 
his  improvements,  agreeably  to  the  act  of  Congress  entitled 
*^  An  act  for  the  relief  of  Oliver  Evans."  After  stating  the 
principles  as  in  his  schedule,  he  adds,  **  the  machinery  con- 
sists of  an  improved  elevator,  an  improved  conveyor,  an 
improved  hopper-boy,  an  improved  drill,  and  an  improved 
kiln-drier." 

Although,  in  his  specification,  he  claims  a  right  to  the 
whole  machine,  in  his  petition  he  only  asks  a  patent  for 
the  improvements  in  the  machine.  The  distinction  between 
a  machine  and  an  improvement  on  a  machine,  or  an  im- 
proved machine,  is  too  clear  for  them  to  be  confounded 
with  each  other. 

The  act  of  Congress,  agreeably  to  which  Evans  petitions 
for  a  patent,  authorizes  the  Secretary  of  State  to  issue  one 
for  his  improvements  in  the  art  of  manufacturing  fiour, 
"  and  in  the  several  machines  which  he  ha^  invented,  dis- 
covered, improved,  and  applied  to  that  purpose." 

In  conformity  with  this  act,  this  schedule,  and  this  peti- 
tion, the  Secretary  of  State  issues  his  patent,  which,  in  its 
terms,  embraces  only  improvements.  Taking  the  whole 
together,  the  court  is  of  opinion  that  the  patent  is  to  be 
construed  as  a  grant  of  the  general  result  of  the  whole 
machinery,  and  of  the  improvement  in  each  machine. 
Great  doubt  existed  whether  the  words  of  the  grant,  which 
are  expressed  to  be  for  an  improvement  or  improvemeTUs 
only,  should  be  understood  as  purporting  to  be  a  patent 
only  for  the  improvements,  or  should  be  so  far  controlled 
by  the  specification  and  petition  as  to  be  considered  as  a 
grant  for  the  machine  as  improved,  or,  in  the  words  of  the 
schedule  and  petition,  for  *  ^  an  improved  elevator,  an  im- 
proved conveyor,  an  improved  hopper-boy,  an  improved 
drill,  and  an  improved  kiln-drier."  The  majority  of  the 
court  came  at  length  to  the  opinion  that  there  is  no  sub- 
stantial difference,  as  they  are  used  in  this  grant,  whether 


I* 


Feb.,  1818.]  EVANS  v.  EATON.  83 

Opinioii  of  the  court. 

the  words  grant  a  patent  for  an  improvement  on  a  machine 
oi:  a  patent  for  an  improved  machine,  since  the  machine 
itself,  without  the  improvement,  would  not  be  an  improved 
machine.  Although  I  did  not  concur  in  this  opinion,  I  can 
perceive  no  inconvenience  from  the  construction. 

It  is,  then,  the  opinion  of  this  court  that  Oliver  Evans 
may  claim,  under  his  patent,  the  exclusive  use  of  his  in- 
ventions and  improvements  in  the  art  of  manufacturing 
flour  and  meal,  and  in  the  several  machines  which  he  has 
invented,  and  in  his  improvements  on  machines  previously 
discovered. 

In  all  cases  where  the  claim  is  for  an  improvement  on  a 
machine,  it  will  be  incumbent  on  him  to  show  the  extent  of 
his  improvement,  so  that  a  i)er8on  understanding  the  sub- 
ject may  comprehend  distinctly  in  what  it  consists. 

Some  doubts  have  been  entertained  resi)ecting  the  juris- 
diction of  the  courts  of  the  United  States,  as  both  the 
plaintiff  and  defendant  are  citizens  of  the  same  State.  The 
iifth  section  of  the  act  to  promote  the  progress  of  useful 
arts,  which  gives  to  every  patentee  a  right  to  sue  in  a  Cir- 
cuit Court  of  the  United  States,  in  case  his  right  be  vio- 
lated, is  repealed  by  the  third  section  of  the  act  of  1800, 
ch.  179,  (xxv.,)  which  gives  the  action  in  the  Circuit  Court 
of  the  United  States,  where  a  patent  is  granted  "  pursu- 
ant" to  that  act  or  to  the  act  for  the  promotion  of  useful 
arts.  This  patent,  it  has  been  said,  is  granted  not  in  pur- 
suance of  either  of  those  acts,  but  in  pursuance  of  the  act 
**  for  the  relief  of  Oliver  Evans."  But  this  court  is  of 
opinion  that  the  act  for  the  relief  of  Oliver  Evans  is  in- 
grafted on  the  general  act  for  the  promotion  of  useful  arts, 
and  that  the  patent  is  issued  in  pursuance  of  both.  The 
jurisdiction  of  the  court  is,  therefore,  sustained. 

As  the  charge  delivered  in  the  Circuit  Court  to  the  jury 
differs  in  some  respects  from  this  opinion,  the  judgment 
rendered  in  that  court  is  reversed  and  annulled,  and  the 
cause  remanded  to  the  Circuit  Court,  with  directions  to 
award  a  venire /acias  de  navoj  and  to  proceed  therein  ac- 
cording to  law. 

Judgment  ueversed. 
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JuDaMENT.  This  cause  came  on  to  be  heard  on  the  tran- 
script of  the  record  of  the  Circuit  Court  for  the  District  of 
Pennsylvania,  and  was  argued  by  counseL  On  considera- 
tion whereof,  this  court  is  of  opinion  that  there  is  error  in 
the  proceedings  of  -the  said  Circuit  Court,  in  this  :  that  the 
said  court  rejected  testimony  which  ought  to  have  been  ad- 
mitted ;  and,  also,  in  this  :  that,  in  the  charge  delivered  to 
the  jury,  the  opinion  is  expressed  that  the  patent  on  which 
this  suit  was  instituted  conveyed  to  Oliver  Evans  only  an 
exclusive  right  to  his  improvement  in  manufacturing  flour 
and  meal,  produced  by  the  general  combination  of  all  his 
machinery,  and  not  to  his  improvement  in  the  several  ma- 
chines applied  to  that  purpose ;  and,  also,  that  the  said 
Oliver  Evans  was  not  entitled  to  recover,  if  the  hopper-boy, 
in  his  declaration  mentioned,  had  been  in  use  previous  to 
his  alleged  discovery.  Therefore,  it  is  considered  by  this 
court  that  the  judgment  of  the  Circuit  Court  be  reversed 
and  annulled,  and  that  the  cause  be  remanded  to  the  said 
Circuit  Court,  with  directions  to  award  a  venire  /ados  de 
novo. 
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NOTE  ON  THE  PATENT  LAWS. 
(Appendix,     3  Wheaton,  655.) 

The  Patent  Acts  of  the  United  States  are,  in  a  great  degree, 
fonnded  on  the  principles  and  usages  which  have  grown  out  of  the 
English  statute  on  the  same  subject.  It  may  be  useful,  therefore, 
to  collect  together  the  cases  which  have  been  adjudged  in  England, 
with  a  view  to  illustrate  the  corresponding  prorisions  of  our  own 
laws  ;  and  then  bring  in  review  the  adjudications  of  the  courts  of 
the  United  States. 

By  the  statute  of  21  Jac.  I.,  ch.  3,  commonly  called  the  Statute 
of  Monopolies,  it  is  enacted,  (§  1,)  ''That  all  monopolies,  and  all 
commissions,  grants,  licenses,  charters,  and  letters  patent  hereto- 
fore made  or  granted,  or  hereafter  to  be  made  or  granted,  to  any 
person  or  persons,  bodies  politic  or  corporate  whatsoever,  of  or  for 
the  sole  buying,  selling,  making,  working,  or  using  of  any  thing 
within  this  realm,  or  the  dominion  of  Wales,  or  of  any  other  mo- 
nopolies, or  of  power,  liberty,  or  faculty  to  dispense  with  any  others, 
or  to  give  license  or  toleration  to  do,  use,  or  exercise  any  thing 
against  the  tenor  or  purport  of  any  law  or  statute,  or  to  give  or 
make  any  warrant  for  any  such  dispensation,  license,  or  toleration, 
to  be  had  or  made,  or  to  agree  or  compound  with  any  others  for 
any  penalty  or  forfeiture,  limited  by  any  statute,  or  of  any  grant  or 
promise  of  the  benefit,  profit,  or  commodity  of  any  forfeiture,  pen- 
alty, or  sum  of  money  that  is  or  shall  be  due  by  any  statute,  before 
judgment  thereupon  had ;  and  all  proclamations,  inhibitions, 
straints,  warrants  of  assistance,  and  all  other  matters  and  things 
whatsoever,  any  way  tending  to  the  instituting,  erecting,  strength- 
ening, furthering,  or  countenancing  the  same,  or  any  of  them,  are 
altogether  contrary  to  the  laws  of  the  realm,  and  so  are  and  shall 
be  utterly  void  and  of  none  effect,  and  in  nowise  to  be  put  in  use  or 
execution.''  The  sixth  section,  however,  provides:  "That  any 
declaration  before  mentioned  shall  not  extend  to  any  letters  patent, 
and  grants  of  privilege,  for  the  term  of  fourteen  years,  or  under, 
hereafter  to  be  made,  of  the  sole  working  or  making  of  any  mangier 
of  new  manufactures  within  this  realm,  to  the  true  and  first  in- 
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vmitar  and  inventors  of  such  manufactures ,  which  other s,  at  the  time 
of  making  such  letters  patent  and  grants,  shall  not  use,  bo  as  also 
they  be  not  contrary  to  the  law,  nor  mischievous  to  the  State,  by 
raising  prices  of  oommodities  at  home,  or  hurt  of  trade,  or  gener- 
ally inconvenient ;  the  said  fourteen  years  to  be  accounted  from 
the  date  of  the  first  letters  patent,  or  grant  of  such  privilege  here- 
after to  be  made,  but  that  the  same  shall  be  of  such  force  as  they 
ahould  be  if  this  act  had  never  been  made,  and  none  other/' 

It  is  under  this  last  section  that  patents  for  new  and  useful  in^ 
yentions  are  now  granted  in  England  ;  and  by  a  proviso,  or  con- 
dition, always  inserted  in  every  patent,  the  patentee  is  bound  par- 
ticularly to  describe  and  ascertain  the  nature  of  his  invention,  and 
in  what  manner  the  same  is  to  be  constructed  or  made,  by  an  in- 
strument in  writing,  under  his  hand  and  seal,  and  to  cause  the 
same  to  be  enrolled  in  the  Court  of  Chancery  within  a  specified 
time.  Harmer  v.  Playne,  11  East,  101  [1  Am.  &  Eng.  171]  ; 
Boulton  V.  Bull.  2  H.  Bl.  463  [1  Am.  &  Eng.  59]  ;  Homblower 
V.  Boulton,  8  T.  R.  95  [1  Am.  &  Eng.  98]  ;  2  BL  Com.  407, 
note  by  Christian  (7).  This  instrument  is  usually  termed  the  speci- 
fication of  the  invention,  and  all  such  instruments  are  preserved  in 
an  office  for  public  inspectiou. 

Upon  the  construction  of  the  British  Patent  Act,  taken  in  con- 
nection with  the  conditions  inserted  in  the  letters  patent,  a  great 
Tariety  of  decisions  have  been  made.  1.  As  the  statute  contains  no 
restriction  confining  the  grants  to  British  subjects,  it  is  every-day 
practice  to  grant  patents  to  foreigners,  and  no  such  patent  has  ever 
been  brought  into  judicial  doubt.  2.  A  patent  can  be  granted  only 
for  a  thing  neiP  ;  but  it  may  be  granted  to  the  first  inventor,  if  the 
invention  be  new  in  England,  though  the  thing  was  practised  be- 
yond sea  before  ,-  for  the  statute  speaks  of  new  manufactures  within 
this  realm  j  {^>  that  if  it  be  new  here,  it  is  within  the  statute,  and 
whether  learned  by  travel  or  study  is  the  same  thing.  Edgeberry 
V.  Stevens,  2  Salk.  447  fl  Am.  &  Eng.  8]  ;  Hawk,  P.  C,  b.  1,  ch. 
79,  and  see  Noy,  18^  18t3.  3.  The  language  of  the  statute  is  new 
manufacture  ;  but  the  terms  are  used  in  an  enlarged  sense,  as  equiva- 
lent to  new  device  or  contrivance,  and  apply  not  only  to  things  Diade, 
but  to  the  practice  of  making.  Under  things  made,  we  may  class, 
in  the  first  place,  new  compositions  of  things,  such  as  manufactures 
in  the  ordinary  sense  of  the  word  ;  secondly,  all  mechanical  inven- 
tions, whether  made  to  produce  old  or  new  effects ;  for  a  new  piece  of 


92  NOTE  ON  THE  PATENT  LAWS. 

The  BritiBh  Patent  Laws. 

mechanism  is  certainly  a  thing  made.  Under  the  practice  of  mak- 
ing, we  may  class  all  new  artificial  manners  of  operating  with  the 
hand^  or  with  instruments  in  common  nse^  new  processes  in  any 
art,  producing  effects  useful  to  the  public.  When  the  effect  pro- 
duced is  some  new  substance  or  composition^  it  would  seem  that 
the  privilege  of  the  sole  working  or  making  ought  to  be  for  such  new 
substance  or  composition,  without  regard  to  the  mechanism  or  pro- 
cess by  which  it  has  been  produced,  which,  though  perhaps  also 
new,  will  be  only  useful  as  producing  the  new  substance.  When 
the  effect  produced  is  no  new  substance  or  composition  of  things^ 
the  patent  can  only  be  for  the  mechanism,  if  new  mechanism  is 
used  ;  or  for  the  process,  if  it  be  a  new  method  of  operating  with 
or  without  old  mechanism,  by  which  the  effect  is  produced.  Per 
Eyeb,  Ch.  J.,  in  Boulton  v.  Bull,  2  H.  Bl.  463,  492  [1  Am.  ft 
Eng.  59],  and  Lawrence,  J.,  in  Homblower  v.  Boulton,  8  T.  R. 
95,  106  [1  Am.  &  Eng.  98].  A  patent,  therefore,  under  certain 
circumstances,  may  be  good  for  a  method  as  well  as  for  an  engine  or 
machine.  Ibid.,  and  8  T.  E.  96,  106 ;  Rex  v.  Cutler,  1  Starkie's 
N.  P.  R.  354  [1  Am.  &  Eng.  225].  4.  A  patent  cannot  be  for 
a  mere  principle,  properly  so  called  ;  that  is,  for  an  elementaiy 
truth.  But  the  word  principle  is  often  used  in  a  more  lax  sense,  to 
signify  constituent  parts,  peculiar  structure,  or  process ;  &nd  in 
specifications  it  is  generally  used  in  this  latter  sense  ;  and  in  this 
view,  it  may  well  be  the  subject  of  a  patent.  Hid.  5.  It  was 
formerly  considered  that  a  patent  could  not  be  for  an  improvement ; 
(3  Inst.  184 ;)  but  that  opinion  has  been  long  since  exploded,  and 
it  is  now  held  that  a  patent  may  well  be  for  a  new  improvement. 
Harmer  v.  Playne,  14  Ves,  130  [1  Am.  &  Eng.  166]  ;  £x  parte 
Fox,  1  Ves.  &  Beames,  67  [1  Am.  &  Eng.  185]  ;  Boulton  v.  Bull, 
2  n.  Bl.  463,  488  [1  Am.  and  Eng.  59]  ;  8  T.  R.  95  [1  Am.  and  Eng. 
98]  ;  Bull.  N.  P.  77  [1  Am.  &  Eng.  29].  6.  A  patent  must  be  of 
such  manufacture  or  process  as  no  other  did,  at  the  time  of  making 
the  letters  patent,  use  ;  for  though  it  were  newly  invented,  yet  if  any 
other  did  use  it  at  the  time  of  making  the  letters  patent,  or  grant 
of  the  privilege,  it  is  declared  void  by  the  act.  3  Inst.  184.  And 
in  a  very  recent  case  of  a  patent  for  a  new  mode  of  making  verdi- 
gris, one  of  the  objections  was  that  the  invention  was  in  public  sale 
by  the  patentee,  before  the  grant  of  the  patent ;  and  Gibbs,  Ch.  J.^ 
on  that  occasion  said  :  '^  With  respect  to  this  objection,  the  ques- 
tion is  somewhat  new.     Some  things  are  obvious  as  soon  as  they 
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are  made  public ;  of  others,  the  scientific  world  may  possess  itself 
by  analysis  ;  some  inventions  almost  baffle  discovery.  But  to  en- 
title a  man  to  a  patent,  the  invention  mast  be  new  to  the  world. 
The  public  sale  of  that  which  is  afterward  made  the  subject  of  a 
patent,  though  sold  by  the  inventor  only,  makes  the  patent  void. 
It  is  in  evidence  that  a  great  quantity  was  sold  in  the  course  of  four 
months,  before  the  patent  was  obtained.''  And  if  the  jury  were 
satisfied  of  that  fact,  his  lordship  added  *'  that  he  thought  the  pat* 
ent  void.''  Wood  v.  Zimmer,  1  Holt's  N.  P.  Eep.  68  [1  Am.  &  Eng. 
202].  7.  The  invention  must  not  only  be  new,  but  useful ;  for  if 
it  be  contrary  to  law,  or  mischievous,  or  hurtful  to  trade,  or  general- 
ly inconvenient,  it  is,  by  the  terms  of  the  statute,  void.  8  Inst. 
184.  8.  A  patent  can  legally  be  granted  only  to  the  first  and  true 
inventor  ;  for  such  are  the  descriptive  terms  of  the  statute.  3  Inst. 
184.  But  if  the  original  inventor  has  confined  the  invention  to  his 
closet,  and  the  public  be  not  acquainted  with  it,  a  second  inventor, 
who  makes  it  public,  is  entitled  to  a  patent.  Boulton  t;.  Bull, 
2  H.  Bl.  463.  [1  Am.  &  Eng.  69],  and  Dolland's  patent,  cited  2  H.  Bl. 
470,  487.  9.  The  patent  must  not  be  more  extensive  than  the  in- 
vention ;  therefore,  if  the  invention  consist  in  an  addition  or  im- 
provement only,  and  the  patent  is  for  the  whole  machine  or  manu- 
facture, it  is  void.  BuUer's  N.  P.  76  ;  Boulton  v.  BuU,  2  H.  Bl. 
463.  [1  Am.  &  Eng.  69],  and  cases  there  cited ;  The  King  v.  Else,  11 
East,  109  [  1  Am.  &  Eng.  40],  note  ;  Harmer  v.  Playne,  11  East,  101 ; 
S.  C.  14  Ves.  180  [1  Am.  &  Eng.  171].  Therefore,  where  a  patent  • 
was  for  the  exclusive  liberty  of  making  lace  composed  of  silk  and 
cotton  thread  mixed,  not  of  any  particular  mode  of  making  it,  and 
it  was  proved  that  silk  and  cotton  thread  were  before  mixed  on  the 
same  frame  for  lace,  in  some  mode  or  other,  though  not  like  the 
plaintifPs,  the  patent  was  held  void,  as  being  more  extensive  than 
the  invention.  The  King  v.  Else,  11  East,  109  [1  Am.  &  Eng.  40], 
note.  A  person  may  obtain  a  patent  for  a  machine,  consisting  of  an 
entirely  new  combination  of  parts,  although  the  parts  may  have  been 
separately  used  in  former  machines  ;  and  the  patent  may  correctly 
set  out  the  whole  as  the  invention  of  the  patentee.  But  if  a  com- 
bination of  a  certain  number  of  those  parts  have  previously  existed, 
up  to  a  certain  point,  in  former  machines,  the  patentee  merely  add- 
ing other  combinations,  the  patent  should  comprehend  such  im- 
provements only.  Bovill  v.  Moore,  2  Marshall's  E.  211  [1  Am.  &  . 
Eng.  268].     10.  If  a  person  has  invented  an  improvement  upon  an 
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existing  patented  machine^  he  la  entitled  to  a  patent  for  his  im* 
proyement ;  but  he  cannot  nse  the  original  machine  nntil  the  pat- 
ent for  it  has  expired.  Ex  parte  Fox,  1  Yes.  ft  Beames  K.  67  [1  Am. 
ft  Eng.  185].  11.  Although  the  specification  is  not  annexed  to  a 
patent  in  England,  and  the  patent  contains  a  concise  description 
only  of  the  invention,  yet  as  there  is  a  proriso  in  the  patent  requir- 
ing the  enrolment  of  a  specification  in  chancery,  within  a  specified 
time,  and  in  default  making  the  patent  void,  the  patent  is  always 
construed  in  connection  with  the  specification,  and  the  latter  is 
deemed  a  part  of  the  patent,  at  least  for  the  purpose  of  ascertaining 
the  nature  and  extent  of  the  invention  claimed  by  the  patentee. 
Boulton  V.  Bull,  2  H.  Bl.  463  [1  Am.  ft  Eng.  59]  ;  Homblower  v. 
Boulton,  8  T.  R.  95  [1  Am.  ft  Eng.  98].  12.  Care  should  betaken 
that  the  specification  comports  with  the  patent ;  for  otherwise  it 
will  not  sustain  the  grant.  For  where  a  patent  was  obtained  for  an 
improved  mode  of  lighting  cities,  it  was  held  by  Le  Blanc,  J., 
that  it  was  not  supported  by  a  specification^  describing  an  improved 
lamp.  The  patent  ought  to  have  been  for  an  improved  street  lamp. 
Lord  Cochrane  v.  Smethurst,  1  Starkie's  N.  P.  R.  205  [1  Am.  ft  Eng. 
228].  No  technical  words,  however,  are  necessary  to  explain  the 
subject  of  a  patent ;  but  the  court  will  construe  the  terms  of  the 
patent,  and  of  the  specification,  in  a  liberal  manner,  and  give  them 
such  a  meaning  as  best  comports  with  the  apparent  intention  of  the 
patentee.  Homblower  v.  Boulton,  8  T.  E.  95  [1  Am.  ft  Eng.  98]  ; 
Boulton  V.  Bull,  2  H.  Bl.  463  [1  Am.  ft  Eng.  69].  Therefore,  where 
the  patent  was  '*  for  a  method  of  lessening  the  consumption  of  steam 
and  fuel  in  fire-engines, '^  one  objection  was,  that  the  patent  was 
for  a  philosophical  principle  only,  neither  organized  nor  capable  of 
being  organized,  whereas  it  ought  to  have  been  for  a  formed 
machine ;  a  second  objection  was,  that  if  it  was  a  patent  for  a  formed 
]:Qachine,  it  was  for  the  whole  machine,  when  the  invention  was 
only  an  improvement  or  addition  to  an  existing  machine.  But  the 
Court  of  King's  Bench,  on  examining  the  specification,  were  of 
opinion  that  both  of  the  objections  were  unfounded,  although  the 
terms  of  the  specification  were  so  doubtful  and  obscure  as  to  have  pro- 
duced a  division  of  opinion  in  the  Court  of  Common  Pleas.  Hom- 
blower V.  Boulton,  8  T.  R.  95  [1  Am.  ft  Eng.  98]  ;  Boulton  v.  Bull, 
2  H.  Bl.  463  [1  Am.  ft  Eng.  59].  Both  of  these  cases  were  very  elab- 
orately discussed,  and  contain  more  learning  on  the  subject  of  pat- 
ents than  can  be  found  in  any  other  adjudication,  and  are,  there- 
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fore,  deserving  of  the  most  accnrate  attention  of  every  lawyer.  In 
both  of  them,  all  the  judges  agreed  that  a  mere  mistake  in  terms, 
or  in  the  correct  sense  of  words,  would  not  vitiate  a  patent,  if  the 
court  could  give  a  reasonable  construction  to  the  whole  specification* 
Mr.  Justice  Heath  said :  ^' When  a  mode  of  doing  a  thing  is  re- 
ferred to  something  permanent,  it  is  properly  termed  an  engine; 
when  to  something  fugitive,  a  method.'^  *'It  method  and  machin- 
ery  had  been  used  by  the  patentee  as  convertible  terms,  and  the 
same  consequences  would  result  from  both,  it  might  be  too  strong 
to  say  that  the  inventor  should  lose  the  benefit  of  his  patent  by  the 
misapplication  of  this  term/'  '^  Method  is  a  principle  reduced  to 
practice  ;  it  is,  in  the  present  instance,  the  general  application  of 
a  principle  to  an  old  machine.''  '^  A  patent  for  an  improvement  of 
a  machine,  and  a  patent  for  an  improved  machine,  are  in  substance 
the  satne.  The  specification  would  serve  for  both  patents ;  the  new 
organization  of  parts  is  the  same  in  both."  Mr.  Justice  Sooke  said  : 
''  A  newly-invented  method  conveys  to  my  understanding  the  idea 
of  a  new  mode  of  construction.  I  think  those  words  are  tanta- 
mount to  fire-engines  of  a  newly-invented  construction ;  at  least,  I 
think  they  will  bear  this  meaning,  if  they  do  not  necessarily  exclude 
every  other.  The  specification  diows  that  this  was  the  meaning  of 
the  words  as  used  by  the  patentee,  for  he  has  specified  a  new  and 
particular  mode  of  constructing  fire-engines.  It  seems,  therefore, 
but  reasonable,  that  if  be  sets  forth  his  improvement  intelligibly, 
his  specification  should  be  supported,  though  he  professes  only  to 
set  forth  the  principle."  Mr.  Justice  Bulleb  said  :  '*  The  method 
and  mode  of  doing  a  thing  are  the  same  ;  and  I  think  it  is  impossi- 
ble to  support  a  patent  for  a  method  only,  without  having  carried 
it  into  effect  and  produced  some  new  substance."  ^^When  the 
thing  is  done  or  produced,  then  it  becomes  the  manufacture  which 
is  the  proper  subject  of  a  patent."  The  remarks  of  Lord  Chief  Jus- 
tice Aybe  have  been  already  stated.  He,  however,  considered  the 
patent  not  to  be  for  a  fire-engine,  but  in  effect  for  a  manner  of 
working  afire-engine  so  as  to  lessen  the  consumption  of  steam  ;  and 
he  added  :  ''  The  specification  calls  a  method  of  lessening  the  con- 
Bomption  of  steam  in  fire-engines  Sk  principle,  which  it  is  not ;  the 
act  [of  Parliament]  calls  it  an  engine,  which,  perhaps,  also,  it  is 
not;  but  both  the  specification  and  statute  are  referable  to  the 
same  thing,  and  when  they  are  taken  with  their  correlative  are  per- 
fectly intelligible."    **  A  narrower  ground  was  taken  in  the  argu- 
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ment,  which  was  to  expoand  the  word  engine  in  the  body  of  this 
act,  [meaning  the  special  act  of  Parliament  for  this  patent,]  in  op- 
position to  the  title  of  it,  to  mean  a  method;  and  I  am  ready  to  say 
I  would  resort  to  that  ground,  if  necessary,  in  order  to  support  the 
patent,  ut  res  magis  vaUat  quam pereat,"  In  the  King's  Bench, 
Mr.  Justice  La  whence  obserred :  ''  Engine  and  method  mean  the 
same  thing,  and  may  be  the  subject  of  a  patent.  Method,  properly 
speaking,  is  only  placing  several  things,  and  performing  several  op- 
erations, in  the  most  convenient  order ;  but  it  may  signify  contri' 
vance,  or  device  ;  so  may  an  engine  ;  and,  therefore,  I  think  it  may 
answer  the  word  method.  So,  principle  may  mean  an  elementaiy 
truth  ;  but  it  may  also  mean  constituent  parts. ^'  13.  The  patent 
being  granted  upon  condition  that  the  invention  is  new  (at  least  in 
England)  and  useful,  and  also  that  the  patentee  shall  deliver  and 
enroll  in  chancery  a  specification  of  his  invention,  it  is  necessary  for 
the  patentee  to  establish,  by  proof,  when  his  invention  is  called  in 
question  in  a  suit,  that  he  has  complied  with  these,  conditions.  If, 
therefore,  the  novelty  or  effect  of  the  invention  be  disputed,  the 
patentee  must  show  in  what  his  invention  consists,  and  that  he 
produced  the  effect  proposed  by  the  patent  in  the  manner  specified. 
Slight  evidence  of  this,  on  his  part,  is  sufficient ;  and  it  is  then  in- 
cumbent on  the  defendant  to  falsify  the  specification.  Turner 
V.  Winter,  1  T.  B.  602  [1  Am.  &  Eng.  43].  14.  In  respect  to  speci- 
fications, (objections  to  which  form  the  most  common,  and,  indeed, 
usually  the  most  fatal,  defence  to  suits  for  infringements  of  patents,) 
several  rules  have  been  laid  down.  In  the  first  place,  a  man,  to 
entitle  himseU  to  the  benefit  of  a  patent  of  monopoly,  must  disclose 
his  secret,  and  specify  his  invention  in  such  a  way  that  others  of  the 
same  trade  who  are  artists  may  be  taughfc  to  do  the  thing  for  which 
the  patent  is  granted,  by  following  the  directions  of  the  specification, 
without  any  new  invention  or  addition  of  their  own.  Bex  t;.  Ark- 
wright.  Bull.  N.  P.  77  [1  Am.  &  Eng.  29].  In  the  second  place,  he 
must  so  describe  it  that  the  public  may,  after  the  expiration  of  the 
term,  have  the  use  of  the  invention  in  as  cheap  and  beneficial  a  way 
as  the  patentee  himself  uses  it ;  and,  therefore,  if  the  specification 
describe  many  parts  of  an  instrument,  or  machine,  and  the  patentee 
uses  only  a  few  of  them,  or  does  not  state  how  they  are  to  be  put 
together  or  used,  the  patent  is  void.  Bex  v.  Arkwright,  Bull.  N.  P. 
77  [1  Am.  &  Eng.  29] ;  Harmer  v.  Playne,  11  East,  101  [1  Am.  &  Eng. 
171].     So,  if  the  patentee  could  only  make  the  article  with  two  or 
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three  of  the  ingredients  specified^  and  he  has  inserted  others  which 
will  not  answer  the  purpose,  that  will  avoid  the  patent.  So,  if  he 
makes  the  article  with  cheaper  materials  than  those  which  he  has 
enumerated,  although  the  latter  will  answer  the  purpose,  the  patent 
is  void.  Turner  v.  Winter,  1 T.  R.  602  [1  Am.  &  Eng.  43].  In  the 
third  place,  if  the  specification  be,  in  any  part  of  it,  materially  false 
or  defective,  or  obscure  and  ambiguous,  or  give  directions  which 
tend  to  mislead  the  public,  the  patent  is  void.  Bex  v.  Arkwright, 
Bull.  N.  P.  77  [1  Am.  &  Eng.  29]  ;  Turner  v.  Winter,  1  T.  R  602 
[1  Am.  &  Eng.  48].  Therefore,  where,  in  a  patent  for  trusses  for 
ruptures,  the  patentee  omitted  what  was  very  material  for  temper- 
ing the  steel,  which  was  rubbing  it  with  tallow.  Lord  Mansfield 
held  the  patent,  for  want  of  it,  void.  Liardet  v,  Johnson,  Bull. 
N.  P.  76  [1  Am.  &  Eng.  22];  S.  C,  cited  1 T.  R.  602,  608,  per  BuL- 
LEB,  J.  So,  where  a  patent  was  for  a  new  mode  of  making  verdigris, 
and  the  specification  omitted  an  ingredient  (aqua-fortis)  which, 
though  not  necessary  to  the  composition  for  which  the  patent  was 
claimed,  was  a  more  expeditious  and  beneficial  mode  of  producing 
the  same  effects,  and  was  as  such  used  by  the  patentee.  Lord  Chief 
Justice  GiBBS  held  the  patent  void.  Wood  v.  Zimmer,  1  Holt's 
N.  P.  R.  58  [1  Am.  &  Eng.  202].  So,  if  the  specification  direct  an 
ingredient  to  be  used  which  will  not  answer  the  purpose,  or  is  never 
used  by  the  patentee,  the  patent  is  void.  Turner  v.  Winter,  1 T.  R. 
602  [1  Am.  &  Eng.  43].  So,  if  the  patentee  says,  in  his  speci- 
fication,  he  can  produce  three  things  by  one  process,  and  he  fails  in 
anyone,  the  patent  is  void.  Turner  v.  Winter,  1  T.  R.  602  [1  Am. 
&  Eng.  43].  So,  if  the  specification  direct  the  same  thing  to  be 
produced  several  ways,  or  by  several  different  ingredients,  and  any 
of  them  fail,  the  patent  is  void.  Turner  v.  Winter,  1  T.  R.  602 
[1  Am.  &  Eng.  43].  In  the  fourth  place,  if  the  invention  be  of  an 
improvement  only,  it  is  indispensable  that  the  patent  should  not  be 
more  broad  than  the  invention,  and  the  specification  should  be 
drawn  up  in  terms  which  do  not  include  anything  but  the  improve- 
ment. Boulton  V.  Bull,  2  H.  Bl.  463  [1  Am.  &  Eng.  59] ;  Bull.  N.  P. 
76  [1  Am.  &  Eng.  22];  Bovill  v.  Moore,  2  Marsh.  R.  211  [1  Am. 
&  Eng.  268].  And  in  the  specification  for  such  improvement,  it  is  es- 
sential to  point  out  precisely  what  is  new  and  what  is  old  ;  and  it  is 
not  sufficient  to  give  a  general  description  of  the  construction  of 
the  instrument,  without  such  distinction,  although  a  plate  be  an- 
nexed containing  detached  and  separate  representations  of  the  parts 
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in  which  the  improyement  consigts.  Therefore,  where  a  patent  was 
**  for  certain  improTements  in  the  making  of  umbrellas  and  para- 
sols/' and  the  specification  contained  a  minute  description  of  the 
construction  of  them,  partly  including  the  usual  mode  of  stitching 
the  silk,  and  also  certain  improvements  in  the  insertion  of  the 
stretches,  &a,  and  throughout  the  whole  specification  no  distinction 
was  made  between  what  was  new  and  what  was  old,  Lord  Ellek- 
BOBOUOH  said :  '^  The  patentee  ought,  in  his  specification,  to  in- 
form the  person  who  consults  it  what  is  new  and  what  is  old.  He 
should  say,  my  improyement  consists  in  this,  describing  it  by  words 
if  he  can,  or,  if  not,  by  reference  to  figures.  But  here  the  improye- 
ment is  neither  described  in  words  nor  figures,  and  it  would  not  be 
in  the  wit  of  man,  unless  he  were  previously  acquainted  with  the  con- 
struction of  the  instrument,  to  say  what  was  new  and  what  was  old. 
A  person  ought  to  be  warned  by  the  specification  against  the  use  of  a 
particular  invention.''  M'Farlane  v.  Price,  1  Starkie's  N.  P.  R. 
199  [1  Am.  &  Eng.  227] .  And  it  may  be  added,  also,  that  the  public 
have  a  right  to  purchase  the  improvement  by  itself,  and  not  to  be 
incumbered  with  other  things,  where  the  improvement  is  of  the  old 
machine.  But  where  the  patentee  obtained  a  patent  for  anew 
machine,  and  afterward  another  patent  for  improvements  in  the 
said  machine,  in  which  the  grant  of  the  former  was  recited,  it  was 
held,  that  a  specification  containing  a  full  description  of  the  wholo 
machine  so  improved,  but  not  distinguishing  the  new  improved 
parts,  or  referring  to  the  former  specification,  otherwise  than  as  the 
second  recited  the  first,  was  sufficient.  Lord  Ellskborough  on 
that  occasion  said  :  ^'  It  may  not  be  necessary,  indeed,  in  stating  a 
specification  of  a  patent  for  an  improvement,  to  state  precisely  all  the 
former  known  parts  of  the  machine,  and  then  to  apply  to  those  the 
improvement ;  but  on  many  occasions  it  may  be  sufficient  to  refer 
generally  to  them.  As,  in  the  instance  of  a  common  watch,  it  may 
be  sufficient  for  the  patentee  to  say,  take  a  common  watch,  and  add 
or  alter  such  and  such  parts,  describing  them."  Harmer  v.  Playne, 
11  East,  101  [1  Am.  &Eng.  171]  ;  S.  C.  14  Ves.  130  [1  Am.  &  Eng. 
166].  The  case,  also,  of  Bovill  v.  Moore,  already  cited,  (2  Marsh. 
R.  211)  [1  Am.  &  Eng.  268J  affords  very  important  instruction  on 
this  point.  In  the  fifth  place,  if  a  patentee  in  his  specification  sum 
up  the  principle  in  which  his  invention  consists,  if  this  principle  be 
not  new,  the  patent  cannot  be  supported,  although  it  appear  that 
the  application  of  the  principle,  as  described  in  the  specification,  be 
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new ;  for  the  patentee^  by  sacli  Bamming  up,  confines  himself  to  the 
benefit  only  of  the  principle  so  stated.  Bex  v.  Cutler,  1  Starkie's 
N.  P.  R.  354  [1  Am.  &  Eng.  225].  15.  If  a  patent  is  void,  the  pat- 
entee cannot  enforce  performance  of  a  coyenant  for  the  observance 
of  the  exclusive  right,  entered  into  by  the  covenantor  in  contem- 
plation of  the  patent  being  good.  Hayne  v.  Maltby,  3  T.  B.  438 
[1  Am.  &  Eng.  53] .  16.  The  right  of  a  patentee  is  assignable  at  law  ; 
and  upon  such  an  assignment  the  assignee  has  the  exclusive  right  to 
maintain  an  action  for  any  infringement  of  the  patent.  See  Boul- 
ton  V.  Bull,  2  H.  Bl.  463  [1  Am.  &  Eng.  59].  17.  Where  the  pat- 
entee has  assigned  his  patent^  in  an  action  by  the  assignee  against 
the  patentee,  for  an  infringement  of  the  patent,  the  latter  will  not 
be  permitted  to  aver  against  his  deed  that  the  invention  is  not  new. 
Oldham  v.  Langmead  [1  Am.  &  Eng.  53],  cited  3  T.  B.  439.  18. 
Where  the  patent  is  void,  from  any  of  the  causes  before  stated,  the 
party  sued  for  an  infringement  may,  under  the  general  issue,  avail 
himself  of  any  such  matter  in  his  defence.  19.  Or  the  patent  it- 
self may  be  repealed  by  a  scire  facias  by  the  King,  upon  the 
ground  of  fraud  or  false  suggestion.  The  mode  of  proceeding  on 
scire  facias  may  be  seen  in  2  Saunders's  Bep.  72,  Williams's  note. 

These  are  the  principal  doctrines  established  in  the  English 
courts,  upon  the  subject  of  patents  for  new  inventions.  In  re- 
spect to  the  adjudications  under  the  Patent  Laws  of  the  United 
States,  it  is  matter  of  regret  that  so  few  of  them  have  been  published ; 
but  the  following  are  the  leading  provisions  of  the  act,  and  the 
principles  which  have  been  recognized  as  applicable  to  it.  It  may 
be  convenient  to  follow  the  order  of  the  Patent  Act  itself,  and  to 
arrange  the  decisions  under  the  corresponding  heads  to  which  they 
properly  belong. 

The  first  Patent  Act  of  the  United  States  was  passed  in  the  year 
1790,  (act  of  the  10th  of  April,  1790,  ch.  34,)  and  was  repealed  by 
another  act  passed  in  the  year  1793  ;  (act  of  the  21st  of  February, 
1793,  ch.  11 ;)  and  this  last  act,  as  amended  by  the  act  of  1800, 
(act  of  the  17th  of  April,  1800,  ch.  25,)  constitutes  the  present 
general  Patent  Law  of  the  United  States.  1.  By  the  first  section  of 
the  act  of  1793,  any  citizen  who  has  invented  any  new  and  useful 
arty  maehiney  manufacture,  or  composition  of  matter,  or  any  new 
and  useful  improvements  therein,  not  known  or  used  before  the 
application,  may,  on  application  and  petition  to  the  Secretary  of 
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State^  obtain  a  patent  for  the  exclusive  right  and  liberty  of  making, 
constructing,  using,  and  vending  to  others  to  be  nsed  the  said  in- 
vention or  discovery,  upon  complying  with  the  regulations  of  the 
act ;  and  the  patent  is  required  to  recite  the  allegations  and  sugges- 
tions of  the  petition,  and  give  a  short  description  of  the  invention 
or  discovery.  The  letters  patent,  previous  to  their  being  issued,  are 
to  be  examined  by  the  Attomey-Oeneral,  and  are  by  him  to  be 
certified  to  be  conformable  to  law,  and  are  then  to  be  recorded  in 
the  office  of  the  Secretary  of  State.  The  act  of  1800,  ch.  25,  sees. 
1,  2,  extends  this  provision  to  aliens  who  have  resided  two  years  in 
the  United  States,  and  also  to  the  legal  representatives  and  devisees 
of  a  person  entitled  to  a  patent,  who  dies  before  it  is  obtained. 
The  original  inventor  of  a  machine,  who  has  reduced  his  invention 
first  into  practice,  is  entitled  to  2k  priority  of  the  patent-right ;  and 
a  subsequent  inventor,  although  an  original  inventor,  cannot  snstam 
his  claim,  although  he  has  obtained  the  first  patent ;  for  qui  prior 
est  in  tempore,  potior  est  in  jure.  Woodcock  v.  Parker,  1  Gullis. 
R.  438  ;  Odiome  v.  Winkley,  2  Gallis.  E.  51.  And,  therefore, 
every  subsequent  patentee^  although  an  original  inventor,  may  be 
defeated  of  his  patent-right,  upon  proof  of  such  prior  invention 
put  into  actual  use ;  (Bedford  v.  Hunt,  1  Mason's  R. ;)  for  then 
the  invention  cainnot  be  considered  as  new.  If  an  inventor  make 
a  gift  of  his  invention  to  the  public,  and  suffer  it  to  go  into  general 
use,  he  cannot  afterward  resume  the  invention  and  claim  an  ex- 
elusive  right  under  a  patent.  Whittemore  t;.  Gutter,  1  GaUis.  R. 
478.  By  useful  invention,  in  the  Patent  Act,  is  meant  an  inven- 
tion which  may  be  applied  to  a  beneficial  use  in  society,  in  contra- 
distinction to  an  invention  injurious  to  the  morals,  health,  or  good 
order  of  society,  or  frivolous  and  insignificant.  Bedford  v.  Hunt, 
1  Mason's  R. ;  Lowell  v.  Lewis,  1  Mason's  R.  It  is  not  necessary 
to  establish  that  it  is  in  all  cases  superior  to  the  modes  now  in  use 
for  the  same  purpose.  Ibid.  2.  By  the  second  section,  any  per- 
son who  shall  have  invented  an  improvement  shall  not  be  at  liberty 
to  use  the  original  discovery,  nor  shall  the  original  inventor  be  at 
liberty  to  use  the  improvement.  And  the  simply  changing  the 
form  or  the  proportions  of  any  machine,  or  composition  of  matter, 
in  any  degree,  shall  not  be  deemed  a  discovery.  See  Odiome 
V.  Winkley,  2  Oallis.  R  51.  If  the  inventor  of  an  improvement  ob- 
tain a  patent  for  the  whole  machine,  the  patent,  being  more 
extensive  than   the   invention,  is  void.     Woodcock  v.  Parker,   1 
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Gallig.  R.  439 ;  Whittemore  v.  Cutter,  1  Oallis.  H.  478 ;  Odiome 
V.  Winkley,  2  Gallia.  E.  51.  3.  By  the  third  section,  every  invent- 
or, before  he  can  obtain  a  patent,  is  required  to  swear  that  he  is 
the  true  inventor  or  discoverer  of  the  art,  machine,  or  improve- 
ment for  which  he  solicits  a  patent,  and  to  deliver  a  written  de- 
scription of  his  invention,  and  of  the  manner  of  using  or  process 
of  compounding  it,  in  such  full,  clear,  and  exact  terms  as  to  distin- 
guish the  same  from  all  other  things  before  known,  and  to  enable 
any  person  skilled  in  the  art  or  science  of  which  it  is  a  branch,  or 
with  which  it  is  most  clearly  connected,  to  make,  compound,  and 
use  the  same.  And  in  the  case  of  any  machine,  he  shall  fully  ex- 
plain the  principle,  and  the  several  modes  in  which  he  has  contem- 
plated the  application  of  that  principle,  or  character  by  which  it  may 
be  distinguished  from  other  inventions  ;  and  he  is  to  accompany  the 
whole  with  drawings  and  written  references,  where  the  nature  of 
the  case  admits  of  drawings;  or  with  specimens  of  the  ingredi- 
ents, and  of  the  composition  of  matter,  sufficient  in  quantity  for 
the  purpose  of  experiment,  where  the  invention  is  a  composition  of 
matter  ;  which  description,  signed  by  himself  and  attested  by  two 
witnesses,  is  to  be  filed  in  the  office  of  State ;  and  the  inventor  is, 
moreover,  to  deliver  a  model  of  his  machine,  if  the  Secretary  shall 
deem  it  necessary.  The  patentee  must  describe  in  his  specification, 
with  reasonable  certainty,  in  what  his  invention  consists  ;  otherwise 
it  will  be  void  for  ambiguity.  If  it  be  for  an  improvement  in  an 
existing  machine,  he  must,  in  his  specification,  distinguish  the  new 
from  the  old,  and  confine  his  patent  to  such  parts  only  as  are  new  ; 
for  if  both  are  mixed  up  together,  and  a  patent  is  taken  for  the 
whole,  it  is  void.  Lowell  v,  Lewis,  1  Mason's  R.  The  taking  of 
the  oath  is  directory  to  the  party  ;  but  if,  by  mistake,  the  oath  is 
not  taken  before  the  issuing  of  the  patent,  the  patent  is  not 
thereby  rendered  void.  Whittemore  v.  Cutter,  1  Oallis.  B.  429. 
4.  By  the  fourth  section,  patentees  may  assign  their  rights,  and, 
upon  the  assignment  being  recorded  in  the  office  of  State,  the 
assignee  shall  stand  in  the  place  of  the  original  inventor,  both  as 
to  right  and  responsibility,  and  so  the  assignees  of  assignees  in  any 
degree.  Where  the  patentee  has  assigned  an  undivided  moiety 
of  his  patent-right,  the  action  for  an  infringement  of  the  right 
should  be  in  the  joint  names  of  the  patentee  and  the  assignee. 
Whittemore  v.  Cutter,  1  Oallis.  R.  429.  But  an  assignee  of  the 
patent-right,  by  an  assignment  excepting  certain  places,  is  not  an 
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assignee  entitled  to  sue  within  the  act.  Tyler  v,  Tuel,  6  Cranch^ 
324.  5.  The  third  section  of  the  act  of  1800  (which  is  a  sub- 
stitute for  the  fifth  section  of  the  act  of  1793)  declares  that  any 
person  who,  without  the  written  consent  of  the  patentee,  ftc., 
shall  '^  make,  devise,  use,  or  sell"  (the  words  of  the  fifth  section 
of  the  act  of  1793  were  ^^make,  devise,  and  use  or  selP)  the  thing 
patented,  shall  forfeit  three  times  the  actual  damages  sustained  by 
the  patentee,  &c.,  to  be  recovered  by  an  action  on  the  case  in  tho 
Circuit  Court  of  the  United  States  having  jurisdiction  thereof. 
Upon  this  section,  it  has  been  held  that  the  making  of  a  patented 
machine,  j^^ /or  use,  and  with  a  design  to  use  it  for  profit,  in  viola- 
tion of  the  patent-right,  is,  of  itself,  a  breach  of  this  section,  for 
which  an  action  lies  ;  but  where  the  making  only,  without  a  user, 
is  proved,  nominal  damages  only  are  to  be  given  for  the  plaintiff. 
Whittemore  v.  Cutter,  1  Gallis.  E.  429,  478.  If  a  user  is  proved, 
the  measure  of  damages  is  the  value  of  the  use  during  the  time  of 
the  user.  Ibid.  But  the  act  gives  the  plaintiff  a  right  to  his 
actual  damages  only,  and  not  to  a  vindictive  recompense,  as  in 
other  cases  of  tort.  Ibid.  And  neither  the  price  of  nor  the  ex- 
pense of  making  a  patented  machine  is  a  proper  measure  of  dam- 
ages in  such  case.  Ibid.  The  sale  of  the  materials  of  a  patented 
machine  by  a  sheriff,  upon  an  execution  against  the  owners,  is  not 
a  sale  which  subjects  the  sheriff  to  an  action  under  the  third  section 
of  the  act  of  1800.  Sawin  v.  Guild,  1  Oallis.  B.  485.  In  an  ac- 
tion on  this  section,  the  jury  are  to  find  the  single  damages,  and 
the  court  are  to  treble  them.  Whittemore  t^.  Cutter,  1  Gallis.  R. 
479.  6.  The  sixth  section  authorizes  the  defendant  to  plead  the 
general  issue,  and  give  this  act  and  any  special  matter  in  evidence,  of 
which  notice  %n  writing  may  have  been  given  to  the  plaintiff  thirty 
days  before  trial,  tending  to  prove  (1)  that  the  specification  does  not 
contain  the  whole  truth  relative  to  the  discovery,  or  that  it  contains 
more  than  is  necessary  to  produce  the  described  effect,  which  conceal^ 
merit  or  addition  shall  fully  appear  to  have  been  for  the  purpose  of 
deceiving  the  public  ;  (2)  or  that  the  patented  thing  was  not  origi- 
nally discovered  by  the  patentee,  but  had  been  in  use,  or  had  beea 
described  in  some  public  work,  anterior  to  the  supposed  discovery 
of  the  patentee ;  (3)  or  that  he  had  surreptitiously  obtained  a  pat* 
ent  for  the  discovery  of  another  person, — ^in  either  of  which  cases, 
judgment  shall  be  rendered  for  the  defendant,  with  costs,  and  the 
patent  shall  be  declared  void.     Besides  the  points  decided  in  the 
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principal  case  in  the  text,  (Evans  v.  Eaton,)  the  following  are  de- 
serying  of  notice.  It  is  clear  that  this  section  does  not  inclnde  all 
the  matters  of  defence  which  the  defendant  may  be  legally  entitled 
to  make ;  as,  for  instance,  it  does  not  include  the  case  of  the  non- 
existence of  the  fact  of  infringement  in  any  shape,  the  case  of  an 
assignment  from  the  plaintiff,  or  a  written  license  or  purchase  from 
the  plaintiff,  or  that  the  patentee  is  an  alien  not  entitled  to  a  pat- 
ent, which  are  clearly  bars  to  the  action  npon  the  yery  terms  of  the 
act,  as  well  as  the  general  principles  of  law.  Whittemore  v.  Gutter, 
1  Gallis.  B.  429,  435.  So,  if  the  specification  do  not  describe  the 
invention  in  clear  and  exact  terms,  so  as  to  distinguish  it  from 
other  inventions,  but  be  so  ambiguous  and  obscure  that  it  cannot 
be  with  reasonable  certainty  ascertained  for  what  the  patent  is 
taken,  or  what  it  includes,  the  patent  is  void  for  ambiguity,  and 
the  fact  may  be  shown  in  his  defence  by  the  defendant.  Lowell 
V,  Lewis,  1  Mason^s  R  But  if  the  invention  is  definitely  described  in 
the  patent  and  specification  so  as  to  distinguish  it  from  other  inveti- 
iions  before  known,  the  patent  is  good,  although  it  does  not  describe 
the  invention  in  such  full,  clear,  and  exact  terms  that  a  person 
skilled  in  the  art  or  science  of  which  it  is  a  branch  could  construct 
or  make  the  thing,  unless  such  defective  description  or  concealment 
wets  with  intent  to  deceive  the  public.  Whittemore  v.  Gutter, 
1  Oallis.  B.  429  ;  Lowell  v.  Lewis,  1  Mason^s  B.  In  order  to  defeat 
a  patent,  it  is  not  necessary  to  prove  that  the  invention  has  pre- 
viously been  in  general  use,  and  generally  known  to  the  public.  It 
is  sufficient  if  it  has  been  previously  known  to  and  put  in  use  by 
other  persons,  however  limited  in  extent  the  use  or  the  knowledge 
of  the  invention  may  have  been.  Bedford  v.  Hunt,  1  Mason's  B. 
7.  The  seventh  section  applies  only  to  the  cases  of  patents  under 
State  authority,  before  the  Gonstitution  of  the  United  States.  8. 
The  eighth  section  applied  only  to  applications  then  pending  for 
patents  under  the  Patent  Act  of  1790.  9.  The  ninth  section  di- 
rects that  in  cases  of  interferinsc  applications  for  a  patent  for  the 
same  inveBtion,  the  eame  may  be  referred  to  arbitrators,  chosen  by 
the  applicants  and  the  Secretary  of  State,  whose  award  shall  be 
final,  ''  as  far  as  respects  the  granting  of  the  patent  '^ ;  and  if  either 
of  the  applicants  refuse  to  choose  an  arbitrator,  the  patent  shall 
issue  to  the  opposite  party.  It  has  been  held  that  such  an  award  is 
not  conclusive  in  any  other  respect  than  as  to  the  mere  issuing  of 
the  patent ;  and  that  it  decides  nothing  as  to  the  right  of  invention. 
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or  other  claims  of  either  party^  bnt  that  either  party  may  oonteet, 
in  a  suit  at  law^  the  ralidity  of  the  patent.  Steams  v.  Barrett, 
1  Mason's  B.  10.  The  tenth  section  provides  that  upon  oath  or  af- 
firmation being  made  before  the  district  judge  of  the  district  where 
the  patentee,  his  executors,  &c.,  reside,  that  any  patent  was  ob- 
tained "  surreptitiously  or  u^n  false  suggestion,"  (the  words  of  the 
act  of  1790  are  '^surreptitiously  by  or  upon  false  suggestion, '')  the 
district  judge  may,  if  the  matter  appear  sufficient,  at  any  time 
within  three  years  after  the  issuing  of  the  patent,  grant  a  rule  that 
the  patentee  show  cause  why  process  should  not  issue  against  him 
to  repeal  the  patent ;  and  if  sufficient  cause  be  not  shown,  the  rule 
shall  be  made  absolute,  and  the  judge  shall  order  process  to  be 
issued  against  such  patentee,  &c.,  with  costs  of  suit.  And  if  no 
sufficient  cause  shall  be  shown  to  the  contrary,  or  if  it  shall  appear 
that  the  patentee  was  not  the  true  inventor  or  discoverer,  judgment 
shall  be  rendered  by  the  court  for  the  repeal  of  the  patent ;  and  if 
the  plaintiff  fails  in  his  complaint,  the  defendant  shall  recover 
costs.  It  has  been  held  that  the  proceedings  upon  the  rule  to  show 
cause  are  summary  ;  and  that  when  it  is  made  absolute,  it  is  not 
that  the  patent  be  repealed,  but  only  that  process  issue  to  try  the 
validity  of  the  patent,  on  the  suggestion  stated  in  the  complaint. 
That  this  process  is  in  the  nature  of  a  scire  facias  at  the  common 
law,  to  repeal  patents,  and  the  issues  of  facts,  if  any,  are  to  be 
tried,  not  by  the  court,  but  by  a  jury ;  that  the  judgment  upon  this 
process  is  in  the  nature  of  a  judgment  on  a  scire  facias  at  common 
law,  upon  which  a  writ  of  error  lies,  as  in  other  cases,  to  the  Cir- 
cuit Court,  where  there  is  matter  of  error  apparent  on  the  record, 
by  bill  of  exceptions  or  otherwise.  That  the  patent  itself  is  slight 
hut  prima  facie  evidence,  in  favor  of  the  patentee,  that  it  is  his  in- 
vention ;  that  if  it  appear  that  he  is  but  a  joint  inventor,  and  he 
takes  out  the  patent  as  his  sole  invention,  it  is  an  obtaining  of  the 
patent  upon  false  suggestion  within  the  act.  Stearns  v,  Barrett, 
1  Mason's  B.  11.  The  remaining  sections  of  the  act  (11,  12)  contain 
no  matter  of  any  general  importance  ;  the  eleventh  being  directory 
only  as  to  the  fees  of  office,  and  the  twelfth  being  a  repealing  clause 
of  the  act  of  1790. 


Feb,,  1822.]  EVANS  v.  EATON.  106 

Syllabus. 


EVANS  v.  EATON. 

7  Wheat  856^52.    Feb.,  1822. 

[Bk.  5,  L.  ed.  472 ;  1  Robb.  886  ;  1  Whit  48.] 

Affinning  ibid,,  8  Wash.  448. 

Same  case,  8  Wheat.  454  [p.  16  ante]. 

Competency  of  witness.      Particular  ptxient  construed.     Improve- 
ment.    Description. 

1.  A  person  haying  an  interest  only  in  the  qnestion,  and  not  in  the 

event  of  the  snit^  is  a  competent  witness.  And  where  witness 
for  defendant  had  used  the  patented  improvement  claimed^  he 
was  held  competent^  although  matters  in  the  defence,  if  fonnd 
specially  for  defendant,  would  authorize  the  court  to  declare 
the  patent  void  (p.  156). 

2.  A  party  can  take  nothing  by  a  void  patent  (p.  157). 

3.  The  law  judges  a  party  incompetent  only  when  he  has  a  certain 

and  not  a  contingent  interest  (p.  158)  • 

4.  Depositions  taken  according  to  State  court  practice  not  admis- 

sible (p.  158). 

5.  Charge  to  jury  should  not  be  spread  in  extenso  on  the  record 

(p.  158). 

6.  The  sufficiency  of  the  description  of  the  invention  is  a  matter  of 

fact  for  the  jury  and  not  of  law  for  the  court  (p.  159), 

7.  Evans's  claim  construed  to  be  for  the  entire  machine  (p.  160). 

8.  Act  1793,  ch.  11,  reviewed  (§§  1,  2,  3  and  6)  (p.  160). 

9.  A  patentee  who  includes  in  his  patent,  as  part  of  his  invention, 

things  before  known  or  used,  cannot  recover,  as  his  patent  is 
broader  than  his  invention  (p.  161). 

10.  A  patent  for  an  improvement  must  be  limited  to  the  improve- 
ment (p.  161). 

11.  Identity  of  infringing  machine  is  a  question  of  fact  for  the 
jury  (p.  162). 

12.  A  patent  for  an  improvement  must  distinguish  in  full,  clear. 


106  EVANS  V.  EATON.  [Sup.  Ct. 

Statement  of  the  case. 

and  exact  terms  the  natnre  and  extent  of  the  improvement 
only  (p.  162). 

13.  Act  1793,  §  3.     "  Description"  reviewed  (p.  163). 

14.  Evans's  patent  construed  to  be  for  an  improvement,  and  de- 
fective for  not  specifying  it  (p.  165). 

Ekkor  to  the  Circuit  Court  of  Pennsylvania. 

This  is  the  same  case  which  was  formerly  before  this 
court,  and  is  reported  [ante]  vol.  3,  p.  454  ;  and  by  a  refer- 
ence to  that  report  the  form  of  the  patent,  the  nature  of  the 
action,  and  the  subsequent  proceedings  wiU  fully  appear. 
The  cause  was  now  again  brought  before  the  court  upon  a 
writ  of  error  to  the  judgment  of  the  Circuit  Court,  rendered 
upon  the  new  trial  had  in  pursuance  of  the  mandate  of  this 
court. 

Upon  the  new  trial,  several  exceptions  were  taken  by  the 
counsel  for  the  plaintiff,  Evans.  The  first  was  to  the  admis- 
sion of  one  Frederick  as  a  witness  for  the  defendant,  upon 
the  ground  of  his  interest  in  the  suit.  The  witness,  on  his 
examination  on  the  voir  dire^  denied  that  he  had  any  inter- 
est in  the  cause,  or  that  he  was  bound  to  contribute  to  the 
expenses  of  it.  He  said  that  he  had  not  a  hopper-boy  in 
his  mill  at  present,  it  being  then  in  court ;  that  it  was  in 
his  mill  about  three  weeks  ago,  when  he  gave  it  to  a  person 
to  bring  dovm  to  Philadelphia  ;  and  that  his  hopi)er-boy 
spreads  and  turns  the  meal,  cools  it  some,  dries  it,  and 
gathers  it  to  the  bolting-chest.  Upon  this  evidence,  the 
plaintiffs  counsel  contended  that  Frederick  was  not  a  com- 
petent witness.  But  the  objection  was  overruled  by  the 
court. 

Another  exception  was  to  the  refusal  of  the  court  to  al- 
low the  deposition  of  one  Shetter  to  be  read  in  evidence  by 
the  plaintiff,  which  had  been  taken  according  to  a  prevalent 
practice  of  the  State  courts,  instead  of  being  taken  pursuant 
to  the  provisions  of  the  act  of  Congress. 

But  the  principal  exceptions  were  to  the  charge  by  the 
Circuit  Court,  in  summing  up  the  cause  to  the  jury,  which 
it  is  deemed  necessary  here  to  insert  at  large. 
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Washington,  J.  This  is  an  action  for  an  infringement 
of  the  plaintiffs  patent,  which  the  plaintiff  alleges  to  be  : 

1.  For  the  whole  of  the  machine  employed  in  the  mann- 
factoie  of  flour,  caUed  the  hopper-boy. 

2.  For  an  improvement  on  the  hopper-boy. 

The  question  is,  is  the  plaintiff  entitled  to  recover  upon 
either  of  these  claims  ?  The  question  is  stated  thus  singly, 
because  the  defendant  admits  that  he  uses  the  very  hopper- 
boy  for  which  the  patent  is,  in  i>art,  granted,  and  justified 
himself  by  insisting : 

1st.  That  the  plaintiff  was  not  the  original  inventor  of, 
but  that  the  same  was  in  use  prior  to  the  plaintiff's  patent, 
the  hopper-boy  as  patented. 

2d.  That  his  patent  for  an  improvement  is  bad,  because 
the  nature  and  extent  of  the  improvement  is  not  stated  in 
his  specification  ;  and  if  it  had  been,  still  the  patent  com- 
prehends the  whole  machine,  and  is  therefore  too  broad. 

Ist.  The  first  is  a  mixed  question  of  fact  and  law.  In 
order  to  enable  you  to  decide  the  first,  it  will  be  well  to 
attend  to  the  description  which  the  plaintiff  has  given  to 
this  machine  in  his  specification,  a  model  of  which  is  be- 
fore you.  Its  parts  are :  (1.)  An  upright  round  shaft,  to 
revolve  on  a  pivot  in  the  floor.  (2.)  A  leader  or  upper  arm. 
(3.)  An  arm  set  with  small  inclining  boards,  called  flights 
and  sweepers.  (4. )  Cords  from  the  leader  to  the  arm,  to  turn 
it.  (6.)  A  weight  passing  over  a  pulley,  to  keep  the  arm 
tight  on  the  meal.  (6.)  A  log  at  the  top  of  the  shaft,  to 
turn  it,  which  is  operated  upon  by  the  water-power  of  the 
mill.  The  flights  are  so  arranged  as  to  track  the  one  below 
tha  other,  and  to  operate  like  ploughs,  and  at  every  revolu- 
tion of  the  machine  to  give  the  meal  two  turns  toward  the 
centre.  The  sweepers  are  to  receive  the  meal  from  the  eleva- 
tor, and  to  trail  it  round  the  circle  for  the  flights  to  gather 
it  to  the  centre,  ard  also  to  sweep  the  meal  into  the  bolt. 

The  use  of  this  machine  is  stated  to  be :  to  spread  any 
granulated  substance  over  a  floor,  to  stir  and  expose  it  to 
the  air,  to  dry  and  cool  it,  and  to  gather  it  to  the  bolt. 

The  next  inquiry  under  this  head  is,  when  was  this  dis- 
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covery  made  t  Joseph  Evans  has  sworn  that,  in  1783,  the 
plaintiff  informed  him  that  he  was  engaged  in  contriving  an 
improvement  in  the  manufactory  of  flour,  and  had  com- 
pleted  it  in  his  mind  some  time  in  July  of  that  year.  In 
1784,  he  constructed  a  rough  model  of  the  hopper-boy,  but, 
having  no  cords  from  the  extremities  of  the  leader  to  those 
of  the  arm,  it  was  necessary,  in  making  his  experiments,  to 
turn  round  the  arm  by  hand.  In  1785,  he  set  up  a  hopi)er- 
boy  in  his  mill,  resembling  the  model  in  court  and  the  ma- 
chine described  in  his  specification.  The  evidence  of  Mr. 
Anderson  strongly  supports  this  witness,  and,  indeed,  the 
discovery,  as  early  as  1784  or  1786,  is  scarcely  controverted 
by  the  defendant. 

The  defendant  insists  that  a  hopi)er-boy  similar  to  the 
plaintiff's  was  discovered  and  in  use  many  years  anterior 
even  to  the  year  1783,  and  relies  upon  the  testimony  of  the 
following  witnesses : 

Daniel  Stouffer,  who  deposes  that  he  first  saw  the  Stouffer 
hopper-boy  in  his  father's.  Christian  Stouffer' s,  mill,  in  the 
year  1774  ;  in  the  year  1775  or  1778,  he  erected  a  similar  one 
in  the  mill  of  his  brother  Henry,  and  another  in  Jacob 
Stouffer' s  mill,  in  1777,  1778,  or  1779. 

Philip  Frederick  swears  that  in  1778  he  saw  a  Stouffer 
hopper-boy  in  operation  in  Christian  Stouffer' s  mill,  and  in 
the  year  1783  he  saw  one  in  Jacob  Stouffer*  s  mill,  and  an- 
other in  U.  Charles's  mill,  and  that  it  was  always  called 
Stouffer*  s  machine. 

George  Roup  stated  that  in  1784  he  erected  one  of  these 
hopper-boys  in  the  mill  of  one  Braniwar,  and  that  in  1782 
Abraham  Stouffer  described  to  him  a  similar  machuie, 
which  his  father  used  in  his  mill. 

Christopher  Stouffer,  the  son  of  Christian,  has  sworn  that 
his  father,  having  enlarged  his  mill  in  the  year  1780,  erected 
a  new  hopper-boy  of  the  description  above  mentioned,  which 
is  still  in  use  in  the  same  mill,  now  owned  by  Peter  Stouffer. 

If  these  witnesses  are  believed  by  the  jury,  they  establish 
the  fact  asserted  by  the  defendant,  that  the  Stouffer  hopper- 
boy  was  in  use  prior  to  the  plaintiff's  discovery. 
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The  next  inquiry  is  into  the  parts,  operation,  and  nse  of 
the  Stoafler  hopper-boy.  This  consists  of  an  upright 
square  shaft,  which  passes  lightly  through  a  square  mortise 
in  an  arm,  underneath  which  are  fixed  &]ipa  of  wood,  called 
flights,  and  the  arm  is  turned  by  a  log  on  the  upper  end 
of  it,  which  is  moved  by  the  i)ower  which  moves  the 
mill. 

The  arm,  wfth  the  flights,  operates  as  it  toma  up3n  th3 
meal  placed  below  it,  and  its  use  is,  in  a  degree,  to  cool  th:) 
meal  and  to  conduct  it  to  the  bolt.  It  wiU  now  ba  propar 
to  compare  this  machine  with  the  plaintiff's.  They  agrej 
in  the  following  particulars :  They  each  consist  of  a  shaft, 
or  log,  to  turn  it  by  the  power  of  the  mill,  and  an  arm  with 
flights  on  the  under  side  of  it ;  they  each  operate  on  tha 
mill  below  the  arm,  to  cool,  dry,  and  conduct  it  to  the  bolt. 

In  what  do  they  differ  1  The  plaintiff  s  shaft  is  rounds 
and  consequently  could  not  turn  the  arm,  into  which  it  is 
loosely  inserted,  if  it  were  not  for  the  cords  which  connect 
the  extremities  of  the  arm  to  those  of  the  leader.  The 
shaft  of  the  Stouffer  hopper-boy  is  square^  and  therefore 
turns  the  arm  without  the  aid  of  a  leader  or  of  cords.  It 
has  neither  a  weight  nor  pulley,  nor  are  the  flights  arranged 
in  the  manner  the  plaintiff  s  are,  and  consequently  it  does 
not,  in  the  opinion  of  most  of  the  witnesses,  cool  or  prepare 
the  flour  for  packing  as  well  as  the  plaintiff's. 

The  question  of  law  now  arises,  which  is,  are  the  two  ma- 
chines, up  to  the  i)oint  where  the  difference  commences,  the 
same  in  principle,  so  as  to  invalidate  the  plaintiff' s  claim 
to  the  hopper-boy  as  the  original  inventor  of  it  1  I  take  the 
rule  to  be,  and  so  it  has  been  settled  in  this  and  in  other 
courts,  that  if  the  two  machines  be  substantially  the  same, 
and  operate  in  the  same  manner  to  produce  the  same  result, 
though  they  may  differ  in  form,  proportions,  and  utility, 
they  are  the  same  in  principle  ;  and  the  one  last  discovered 
has  no  other  merit  than  that  of  being  an  improved  imita- 
tion of  the  one  before  discovered  and  in  use,  for  which  no 
valid  patent  can  be  granted,  because  he  cannot  be  consid- 
ered as  the  original  inventor  of  the  machine.     If  the  alleged 
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inventor  of  a  machine,  wMcli  differs  from  another  previously 
patented  merely  in  form  and  proi)ortion,  but  not  in  princi- 
ple, is  not  entitled  to  a  patent  for  an  improvement,  which 
he  cannot  be  by  the  second  section  of  the  law,  he  certainly 
cannot,  in  a  like  case,  claim  a  patent  for  the  machine  itself. 

The  question  for  the  jury,  then,  is,  are  the  two  hopper- 
boys  substantially  the  same  in  principle  % — ^not  whether  the 
plaintiff's  hopper-boy  is  preferable  to  the  other.  Because 
if  that  superiority  amounts  to  an  iTn/provement^  he  is  en- 
titled to  a  patent  only  for  an  improvement,  and  not  for  the 
whole  machine.  In  the  latter  case,  the  patent  would  be  too 
broad,  and  therefore  void  when  the  patent  is  single. 

If  you  are  of  opinion  that  the  plaintiff  is  not  the  original 
inventor  of  the  hopper-boy,  he  cannot  obtain  a  verdict  on 
that  claim,  unless  his  is  an  excepted  case.  The  first,  second, 
third,  and  sixth  sections  of  the  general  Patent  Law  conclu- 
sively support  this  opinion.  But  the  judgmeni  of  the 
Supreme  Court  in  this  case,  (3  Wheat.  Rep.  519,  lante])  is 
relied  upon  by  the  plaintiff's  counsel  to  prove  that  this  is  an 
excepted  case  ;  insomuch  that  the  plaintiff  is  entitled  to  a 
verdict,  although  you  should  be  satisfied  that  he  is  not  the 
original  inventor  of  the  hopper-boy.  But  we  are  perfectly 
satisfied  that  the  interpretation  put  upon  the  last  clause  of 
the  judgment  by  the  plaintiff's  counsel  is  incorrect ;  and 
that  for  the  following  reasons  :  1.  The  question  of  priority 
of  invention  was  not  before  the  Supreme  Court,  and  it  is 
therefore  incredible  that  any  opinion,  much  less  a  judg- 
ment, would  have  been  given  upon  that  point.  The  error 
in  the  charge,  which  this  part  of  the  judgment  was  obvi- 
ously intended  to  correct,  is  stated  by  the  Chief  Justice  in 
the  following  words : 

"  The  second  error  alleged  in  the  charge,  is  in  directing 
the  jury  to  find  for  the  defendant,  if  they  should  be  of 
opinion  that  the  hopper-boy  was  in  use  prior  to  the  im- 
provement alleged  to  be  made  thereon  by  Oliver  Evans. 

**  This  part  of  the  charge  seems  to  be  founded  on  the 
opinion  that  if  the  patent  is  to  be  considered  as  a  grant  of 
the  exclusive  use  of  distinct  improvements,  it  is  a  grant  for 
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the  hopper-boy  itself,  and  not  for  an  improvement  on  the 
hopper-boy"  [Evans  v.  Eaton,  3  Wheat.].  Page  612 
[p.  79,  arUe], 

It  contradicts  what  is  stated  on  page  517,  [p.  83,  arUe^  ]  where 
it  is  said  that  the  plaintifTs  claim  is  to  the  machine  ^'  which 
he  hoB  invented^^  &c.  Now,  if  he  did  not  invent  the  hopper- 
boy,  he  has  no  claim  to  it ;  and  if  so,  could  the  court  mean  to 
say  that  he  was  nevertheless  entitled  to  recover  under  that 
claim  \  Such  a  decision  was  certainly  not  called  for  by  the 
terms  of  the  "  act  for  the  relief  of  Oliver  Evans,"  but  would 
seem  to  be  in  direct  violation  of  it.  The  act  directs  a  patent 
to  issue  to  Oliver  Evans,  not  for  his  hopper-hoy^  ele^aior^ 
&c.,  but "  for  his  invention,  discovery,  and  improvement  in 
the  art,  &c.,  and  on  the  several  machines  which  he  has  dis- 
covered, invented,  and  improved."  Now,  if  the  hopper-boy 
was  not  inventtd^  &c.,  by  O.  E.,  this  act,  without  which 
O.  E.  could  not  have  obtained  a  patent,  did  not  authorize 
the  Secretary  of  State  to  grant  him  one  for  that  machine  ; 
or  if  granted,  it  is  clear  that  it  was  improvidently  done.  If, 
indeed,  the  Supreme  Court  had  been  of  opinion  that  the 
fact  of  Oliver  Evans's  prior  invention  was  decided,  and 
could  constitutionally  have  been  decided,  by  Congress, 
there  might  have  been  more  difficulty  in  the  case  ;  but  the 
argument  of  counsel,  which  pressed  that  point  upon  the 
court,  was  distinctly  repudiated.  We  conceive  that  the 
meaning  of  that  part  of  the  opinion  is,  that  this  court  erred 
in  stating  to  the  jury  that  O.  Evans  was  not  entitled  to  re- 
cover if  the  hopper 'hoy  (that  is,  the  original  hopper-boy) 
had  been  in  use  prior  to  the  plaintiffs  alleged  discovery  of 
it ;  because  if  the  plaintifl  was  entitled  to  claim  an  im- 
pro^eTnent  on  the  hopi)er-boy,  which  this  court  had  denied, 
and  which  the  Supreme  Court  affirmed,  this  court  was 
clearly  wrong  in  saying  to  the  jury  that  the  plaintiff  could 
not  recover  for  his  improvement,  which,  in  effect,  was 
said.  Upon  the  whole,  then,  the  court  is  of  opinion  that 
O.  Evans  is  not  entitled  to  a  verdict  in  his  favor  as  the  in- 
ventor of  the  hopper-boy,  if  you  should  be  of  opinion  that 
another  hopper-boy,  substantially  the  same  as  his  in  princi- 
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pie,  as  before  explained,  up  to  the  i)oiiit  where  any  altera- 
tion  or  improvement  exists  in  his  hopi)er-boy,  was  invented 
and  in  use  prior  to  the  plaintiffs  invention  or  discovery, 
however  they  may  differ  in  mere  form,  proportions,  and 
utility. 

3d.  The  plaintiff's  next  claim  is  to  aa  improvement  on  a 
hopper-boy,  which  claim,  we  were  of  opinion,  in  another 
case,  has  received  the  sanction  of  the  Supreme  Court.  Hia 
counsel  contended  that  his  improvement  is :  (1.)  On  the 
original  method  of  supplying  the  bolt  by  manual  labor ; 
(2.)  On  his  own  hopper-boy  ;  and  (3.)  On  some  hopper-boy, 
invented  by  some  other  i)er8on.  Let  this  position  be 
analyzed. 

1.  It  is  said  to  be  an  improvement  on  the  original  method 
by  manual  labor.  But  it  is  obvious  that  if  this  be  the  in- 
vention, it  is  of  an  original  machine,  because  wherever  the 
Patent  Law  speaks  of  an  Improvement,  it  is  on  some  artj 
Trmchine,  or  manvfacture^  &c.,  and  not  on  manual  labor, 
which  was  applied  to  the  various  arts  long  before  the  inven- 
tion of  machinery  to  supply  its  place. 

2.  An  improvement  on  his  own  discovery. 

But  where  is  the  evidence  of  such  invention  1  It  is  true 
that  Joseph  Evans  has  stated  that  the  plaintiff  constructed, 
in  1784,  a  rude  model  of  a  hopper-boy  ;  but  it  was  no  sub- 
stitute for  manual  labor,  because,  without  the  cords  or  lead- 
ing lines,  the  arm  could  not  move,  and  it  was  therefore 
turned  by  hand.  It  was,  in  fact,  in  an  incomplete  state ; 
in  progress  to  its  completion,  but  not  given  out,  or  prepared 
to  be  given  out,  to  the  world  as  a  machine,  before  1786, 
when  the  cords  to  turn  the  arm  were  added. 

3.  An  improvement  on  a  former  machine. 

This  is  a  fair  subject  for  a  patent ;  and  the  plaintiff  has 
laid  before  you  strong  evidence  to  prove  that  this  hopi)er- 
boy  13  a  more  useful  machine  than  the  one  which  is  alleged 
to  have  been  previously  discovered  and  in  use.  If,  then, 
you  are  satisfied  of  this  fact,  the  i)oint  of  law  which  has 
been  raised  by  the  defendsmt's  counsel  remains  to  be  con- 
sidered, which  is  that  the  plaintiff's  patent  for  an  improve- 
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ment  is  void,  because  the  nature  and  extent  of  his  improve- 
ments are  not  stated  in  his  specification. 

The  patent  is  for  an  improved  hopper-boy,  as  described 
in  the  specification,  which  is  referred  to  and  made  part  of 
the  patent.  Now,  does  the  specification  express  in  what 
this  improvement  consists  1  It  states  all  and  each  of  the 
parts  of  the  entire  machine,  its  nse  and  mode  of  operating, 
and  claims  as  his  invention  the  machine,  the  peculiar  prop- 
erties or  principles  of  it,  namely,  the  spreading,  turning, 
and  gathering  the  meal,  and  the  rising  and  lowering  of  its 
arm  by  its  motion  to  accommodate  itself  to  the  meal  under 
it.  But  does  this  description  designate  the  improvement, 
or  in  what  it  consists  ?  Where  shall  we  find  the  original 
hopi)er-boy  described,  eith^  as  to  its  construction,  opera- 
tion, or  use,  or  by  reference  to  anything  by  which  a  knowl- 
edge of  it  may  be  obtained  ?  Where  are  the  improvements 
on  such  original  stated  ?  The  undoubted  truth  is,  that  the 
specification  communicates  no  information  whatever  upon 
any  of  these  parts.  This  being  so,  the  law,  as  to  ordinary 
cases,  is  clear  that  the  plaintiff  cannot  recover  for  an  im- 
provement. The  first  section  of  the  general  Patent  Law 
speaks  of  an  improvement  as  an  inverUion,  and  directs  the 
patent  to  issue  for  this  said  invention.  The  third  section 
requires  the  applicant  to  swear  or  afGirm  that  he  believes 
himself  to  be  the  true  inventor  of  the  art,  machine,  or  im- 
provement for  which  he  asks  a  patent ;  and,  further,  that 
he  shall  deliver  a  written  description  of  his  invention,  in 
such  full,  clear,  and  exact  terms  that  any  person  acquainted 
with  the  art  may  know  how  to  construct  and  use  the  same, 
&c.  That  it  is  necessary  to  the  validity  of  a  patent  that 
the  specification  should  describe  in  what  the  improvement 
consists,  is  decided  by  Mr.  Justice  Story,  in  the  cases  re- 
ferred to  in  the  appendix  to  3  Wheat.  Rep.,  and  in  the  case 
of  Bombon  t.  Bule,  Bovill  v.  Moore  [1  Am.  &  Eng.  231], 
M'Farlane  «.  Price  [1  Am.  &  Eng.  227],  Harmer  v.  Playne 
[1  Am.  &  Eng.  171],  and  perhaps  some  others.  What  are 
the  reasons  ujyon  which  this  doctrine  is  founded  ?  They 
are  to  guard  the  public  against  an  unintentional  infringe- 
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ment  of  the  patent  during  its  continuance,  and  to  enable  an 
artist  to  make  the  improvement,  by  a  reference  to  some 
known  and  certain  authority,  to  be  found  among  the  records 
of  the  Secretary  of  State,  after  the  patent  has  run  out.  But 
it  is  contended,  by  the  plaintiff's  counsel,  that  the  law 
would  be  unreasonable  to  require,  and  that  it  does  not  re- 
quire, this  to  be  done,  unless  the  improvement  is  upon  a 
patented  machine,  a  description  of  which  can  be  obtained 
by  a  reference  to  the  records  of  the  Secretary  of  State's 
office ;  that  it  might  often  "be  impossible  for  the  patentee 
to  discover,  and,  consequently,  to  describe,  the  parts  of  a 
machine  in  use,  i)erhaps,  only  in  some  obscure  part  of  the 
world.  The  answer  to  this  is,  that  an  improvement  neces- 
sarily implies  an  original,  and  unless  the  patentee  is  ac- 
quainted with  the  original  which  he  supposes  he  has  im* 
proved,  he  must  talk  idly  when  he  calls  his  invention  an 
improvement. 

If  he  knows  nothi^g  of  an  original,  then  his  invention  is 
an  original,  or  nothing  ;  and  the  subsequent  appearance  of 
an  original,  to  defeat  his  patent,  is  one  of  the  risks  which 
every  patentee  is  exposed  to  under  our  law. 

As  to  the  supposed  distinction  between  an  improvement 
on  a  machine  patented  and  one  not  so,  there  is  nothing  in 
it.  In  both  cases  the  improvement  must  be  described,  but 
with  this  difference :  liiat  in  the  former  case  it  may  be  suffi- 
cient to  refer  to  the  patent  and  specification  for  a  descrip- 
tion of  the  original  machine,  and  then  to  state  in  what  the 
improvements,  or  such  original,  consists ;  whereas  in  the 
latter  case  it  would  be  necessary  to  describe  the  original 
machine,  and  also  the  improvement.  The  reason  for  this 
distinction  is  too  obvious  to  need  explanation. 

If  the  general  law  upon  this  subject  has  been  correctly 
stated,  the  next  question  is,  is  this  an  excepted  case  t  It 
is  contended  by  the  plaintiff  that  it  is  so.  First,  in  virtue 
of  the  act  for  the  relief  of  O.  E.  ;  and,  second,  by  the  deci- 
sion of  the  Supreme  Court. 

1.  Under  the  private  act,  that  declares  that  the  patent  is 
to  be  granted  in  the  manner  and  form  prescribed  by  the 
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general  Patent  Law.  What  constitutes  the  manner  and 
form  in  which  a  patent  is  granted  by  the  law  ?  The  obvious 
answer  is,  the  petition — ^the  patent,  with  the  signature  of 
the  President  and  the  seal  of  the  United  States  affixed  to 
it — ^the  oath  or  affirmation,  the  specification,  or  description 
of  the  invention,  as  required  by  the  third  section,  the  draw- 
ings and  models,  if  required.  Will  it  be  contended  that  a 
patent  would  be  granted  in  the  mann^er  and  form  pre- 
scribed by  this  law,  if  there  were  no  description  whatever 
of  the  invention  ?  And  if  it  would  not,  which  is  taken  for 
granted,  where  is  the  difference  between  the  total  absence 
of  a  specification,  and  one  which  has  no  reference  at  all  to 
the  invention  for  which  the  patent  is  granted  ? 

This  is  not  the  case  of  an  imperfect  or  obscure  description, 
but  of  one  which  relates  exclusively  to  the  whole  machine, 
whereas  the  invention  for  which  the  patent  is  granted  is 
for  an  improvement. 

2.  The  opinion  of  the  Supreme  Court,  which  states  "  that 
it  will  be  incumbent  on  the  plaintiff,  where  he  claims  for  an 
improvement,  to  show  the  extent  of  his  improvement,  so 
that  a  person  understanding  the  subject  may  comprehend 
distinctly  in  what  it  consists."  3  Wheat.  Rep.  618  [ante]. 
But  how  is  it  to  be  shown  ?  The  court  has  not  pointed  out 
the  manner,  and  we  therefore  think  the  only  fair  implica- 
tion is,  that  it  must  be  shown  as  the  statute  of  the  United 
States  and  the  general  principles  of  law  require  ;  that  is,  by 
the  Intent  and  specification.  If  it  may  be  shown  by  parol 
evidence  to  the  jury,  as  the  plaintiff's  counsel  contend  it 
may,  then  it  may  be  fairly  asked,  cui  bonoj  which  sort  of  a 
showing  would  then  be,  so  far  as  it  would  be  productive 
of  any  useful  purpose  ?  As  to  the  defendant,  the  evidence 
comes  too  late  to  save  him  from  the  consequence  of  an  error 
innocently  committed.  As  to  the  public  at  large,  with  a 
view  to  caution  during  the  continuance  of  the  patent,  and 
to  information  of  the  nature  of  the  improvement  after  its 
termination,  the  evidence  given  in  this  case  must  be  evanes- 
cent and  totally  useless. 

We  feel  perfectly  convinced  that  the  meaning  of  the  Su- 
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preme  Court,  as  to  this  patent,  is  again  misunderstood  by 
the  plaintiflPs  counsel,  not  only  for  the  reasons  above  men- 
tioned, but  because  the  extent  and  constrTiction  of  the 
plaintiflf  s  patent,  and  not  the  validity  of  it,  in  relation  to 
any  one  of  the  machines,  were  the  questions  before  that 
court,  and  none  others  (in  reference  to  the  charge)  were 
argued  at  the  bar,  or  reasoned  upon  by  the  Chief  Justice  in 
delivering  the  opinion. 

Upon  the  whole,  we  are  of  opinion  that  the  plaintiff  is  not 
entitled  to  a  verdict  for  the  alleged  infringement  of  his  pat- 
ent for  an  improvement  of  the  hopper-boy. 

Whereupon  a  verdict  and  judgment  thereon  were  ren- 
dered for  the  defendant  in  the  Circuit  Court,  and  the  cause 
was  again  brought  by  writ  of  error  to  this  court. 

Mr.  C.  J.  IngersoU^^  for  the  plaintiffs  premised  a  review 
of  Evans's  inventions  and  improvements  as  in  proof  in  the 
cause,  originating  in  1783,  and  perfected,  as  regards  the 
hopper-boy,  in  1786 ;  the  grants  from  the  legislatures  of 
Delaware,  Maryland,  and  Pennsylvania,  in  1787 ;  the  first 
patent  of  the  plaintiff  under  the  Federal  government,  in  1790, 
and  the  second  in  1808,  by  virtue  of  the  special  act  of  Con- 
gress for  the  relief  of  Oliver  Evans.  The  great  utility  of 
those  improvements  was  now  universally  acknowledged, 
while  the  patentee  was  deprived  of  all  their  advantages.  It 
was  a  singular  misfortune  for  him,  among  others,  to  be  under 
the  necessity  of  bringing  his  patent  a  second  time  before 
this  court  for  revision,  in  the  same  case,  in  which  much  of 
the  matter  in  dispute  was  the  construction  of  the  opinion 
formerly  pronounced,  reversing  that  of  the  Circuit  Court  of 
Pennsylvania,  which  that  court  had  occasion  to  review. 
It  was  the  earnest  hoi)e  of  the  plaintiff  that  a  full  and  final 
decision  would  now  take  place,  so  as  to  put  the  subject  at 
rest. 

With  respect  to  the  matters  of  evidence,  he  contended  : 

*  Some  part  of  his  argument  is  applicable  to  the  points  of  evidence  in  the 
subsequent  case  of  Evans  «.  Hettich. 
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(1.)  That  David  Aby  was  incompetent  as  a  witness,  because 
lie  was  sned  in  pari  delicto^  and  of  course  disposed  to  va- 
cate the  patent  he  had  himself  infringed.  Interest  in  such 
a  question  is  equivalent  to  interest  in  the  cause.  Perhaps 
even  the  verdict  might  be  given  in  evidence,  under  the 
sixth  section  of  the  act  of  1793,  ch.  11,  which  enjoins  it  on 
the  court  to  declare  the  patent  void  in  the  event  of  a  verdict 
for  the  defendant.  The  plaintiff  s  answer  to  this  objection 
is,  that  as  the  patent  is  for  several  machines  and  improve- 
ments, the  court  could  not  annul  such  a  patent  but  on  the 
foundation  of  a  verdict  against  aU  the  claims.  But  why 
not  ?  Why  not  declare  it  void  pro  tarda  t  Every  princi- 
ple applicable  to  common  cases  applies  to  this.  Nay,  it  is 
even  more  necessary,  in  so  complicated  a  monopoly,  to 
guard  the  public  against  imposition  or  vexation,  by  de- 
mands founded  on  any  part  of  it,  tried  and  abrogated. 
(2.)  It  was  objected  to  David  Aby,  as  a  witness,  that  he  and 
six  others,  including  the  defendants  in  these  cases,  as  was 
ascertained  on  his  voir  dire^  combined  to  defeat  the  suits, 
and  for  that  purpose  contributed  a  common  purse  to  bear 
the  expenses  of  defending  them.  If  any  surplus  remained, 
it  was  to  be  returned  by  the  witness,  who  acted  as  treas- 
urer ;  if  any  deficiency,  it  was  to  be  raised  by  further  levies 
from  the  contributors.  This  was  breaking  down  all  distinc- 
tion between  bias  and  interest.  It  amounted,  perhaps,  to 
maintenance.  [French  v.  Blackhouse]  5  Burr.  2730  ;  PhiU. 
Ev.,  ch.  5,  page  49.  (3.)  David  Aby  was  suffered  to  prove 
the  existence  of  the  Stouffer  original  hopper-boy,  when  the 
notice  was  that  evidence  would  be  given  of  the  existence  of 
the  improved  hopper-boy.  The  notice  is  in  [Evans  v.  Eaton] 
3  Wheat.  Rep.  470.  By  this,  a  complete  surprise  was  in- 
flicted on  the  plaintiff.  The  defendant' s  position  was,  that 
for  this  purpose  he  waived  the  notice  of  special  matter  and 
gave  the  evidence,  under  the  general  issue,  as  proof  of  non- 
user.  But  as  the  notice  is  equivalent  to  a  special  plea,  was 
it  comi)etent  to  the  defendant,  after  putting  it  in,  to  aban- 
don it  on  the  trial  ?  There  no  doubt  are  cases  when  the  de- 
fendant might  avail  himself  of  the  general  issue.     3  Wheat. 
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Hep.,  App.  27  [ante],  Bnt  this  was  a  case  of  special  matter, 
tending  to  prove  that  the  specification  does  not  contain  the 
whole  truth,  or  that  the  thing  was  not  originally  discoyered 
by  the  patentee.  The  decisive  proof  of  this  position  is, 
that  the  defendant  was  allowed  to  use  the  same  evidenC'e  to 
show  that  the  plaintiff  was  not  original  with  his  hopper- 
boy,  which  he  used  to  show  that  the  defendant  did  not  use 
the  hopper-boy.  It  was  an  evasion  of  the  wholesome  pro- 
visions of  the  sixth  section  of  the  act  of  1793,  (act  of  1793, 
ch.  11,  §  6 ;  [ibid.]  3  Wheat.  Rep.  504  [arUei)  calculated 
to  destroy  a  patent  by  means  which  a  patentee  never  could 
possibly  controvert.  It  was  an  aggravation  of  these  objec- 
tions, that  the  court  charged  the  jury  that  after  a  witness 
was  ruled  by  the  court  to  be  competent,  the  jury  could  not 
disqualify  him  on  the  ground  of  discredit,  but  must  believe 
him,  unless  otherwise  contradicted.  By  this  course  of  pro- 
ceeding, the  defendants  were  their  own  witnesses,  and  the 
plaintiff  was  not  allowed  to  discredit  them.  (4.)  The  court 
should  have  suffered  the  plaintiff  to  prove  that  the  son  of 
one  of  the  Stouffers,  and  the  executors  of  another,  pur- 
chased Evans's  improvements.  On  the  former  occasion, 
similar  evidence  was  sanctioned  as  to  the  Stouffers  them- 
selves, the  alleged  originators  of  the  hopper-boy.  [Ibid.] 
3  Wheat.  Rep.  496,  606  [ante].  And  why  not  the  acknowl- 
edgments of  their  descendants  and  legal  representatives) 
It  was  treated  before  as  evidence  of  opinion.  If  so,  why 
not  the  opinion  of  one  generation  as  well  as  another  ?  But 
it  was  more  than  opinion.  It  was  traditionary  history  of 
the  invention  and  improvements.  (6.)  The  court  should 
have  suffered  the  defendant' s  witness,  Philip  Frederick,  to 
be  asked  whether  Daniel  Stouffer  was  subject  to  fits  of 
mental  derangement.  Stouffer  was  the  defendant's  prin- 
cipal witness ;  and  that  was  a  most  material  circumstance 
in  his  faculty  to  bear  credible  testimony  as  to  remote  periods 
and  obscure  circumstances.  Besides,  the  witness,  Philip 
Frederick,  if  he  had  denied  the  fact,  might  have  been  con- 
tradicted by  other  testimony ;  in  which  resi)ect  it  was  a 
very  important  inquiry  to  be  made  of  him,  with  a  view  to 
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Frederick's  credit.  (6.)  The  deposition  of  Michael  Pomer 
was  overruled,  after  that  of  John  Shetter  had  been  received, 
under  precisely  the  same  circumstances.  Neither  of  them 
was  taken  according  to  the  act  of  Congress,  which  is  incon- 
venient and  unfair  in  its  operation.  Bules  for  depositions 
were  entered  by  both  parties.  Both  parties  took  dei^si- 
tions  under  these  rules.  When  the  defendant  offered  to 
read  Shetter's  deposition,  no  objection  was  made,  and  it 
was  laid  before  the  jury.  But  when  the  plaintiff  offered  to 
read  Fomer's,  taken  in  the  same  manner  and  under  the 
same  rules,  it  was  objected  to  and  overruled.  The  clerk 
testified  that  for  twenty  years  the  practice  had  been  to  take 
depositions  by  rule,  on  notice,  instead  of  taking  them  under 
the  act  of  Congress,  which  requires  no  notice  where  the 
witness  lives  more  than  one  hundred  miles  from  the  place 
of  trial.  There  was,  therefore,  evidence  of  mutual  consent 
and  understanding  between  the  parties,  deducible  both 
from  the  invariable  practice  and  from  the  rules  entered  and 
acted  on  in  these  cases.  Yet  the  court  rejected  the  plain- 
tiff* s  proof,  and  suffered  the  defendants'  to  remain  as  re- 
ceived, in  force.  Thus,  the  plaintiff  was  most  unexpectedly 
deprived  of  some  of  his  most  material  testimony,  while  the 
defendants  themselves  were  their  own  witnesses. 

The  main  matter  in  dispute  was  on  the  court's  construc- 
tion of  the  word  improvemeni  which  it  imputed  to  the  pat- 
ent. This  radical  difficulty  escaped  notice  when  these  cases 
were  before  discussed  in  the  Circuit  and  Supreme  Courts. 
1.  It  was  a  misapprehension  to  supjyose  that  the  word  exists 
at  all  in  tJie  patent  or  specification  in  connection  with  the 
hopper-boy.  The  patent  is  for  improvements  in  the  art  of 
manufacturing  flour,  and  for  certain  other  machines,  one  of 
which  is  denominated  an  improved  hopi)er-boy.  But  the 
distinction  is  obvious  between  something  patented  as  an 
improvement  of  a  hopper-boy,  and  something  patented  as 
an  improved  hopper-boy.  The  latter  was  so  called  as  sub- 
stituting mere  machinery  for  manual  labor.  It  might  be  so 
called  as  a  caveat  against  unknown  but  possibly  existing 
originals,  which,  in  the  strong  illustration  of  the  court, 
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would  avail  a  defendant  if  he  could  prove  their  existence 
in  the  mountains  of  China.  It  might  be  so  called  as  mean- 
ing nothing  more  than  amelioration  of  the  inventor's  own 
original  essays.  Evans' s  hopper-boy  was  a  great  and  most 
beneficial  improvement,  which  he  called  an  improved 
hopper-boy.  But  it  had  no  original.  Even  the  bolt-filler 
ascribed  to  Stoufler,  alleged  to  be  of  earlier  origin,  was  as 
different  in  principle  as  it  was  inferior  in  practice  to  the 
plaintiff's  machine. 

2.  It  was  a  second  error  of  the  court,  to  take  it  for 
granted  that  the  improved  hopper-boy  was  not  so  described 
in  the  specification  as  to  distinguish  it  from  all  things 
before  known  or  used,  and  to  enable  a  person  skilled  in  the 
art  to  make  it.  It  is  so  described.  [Here  the  counsel  went 
into  a  specification  of  the  peculiar  structure  and  properties 
of  the  hopper-boy.]  No  one  skilled  in  the  art  could  mis- 
apprehend this  description,  or  be  misled  by  it.  The  error 
of  the  court  was  in  condescending  to  consider  itself  skilled 
in  the  art  of  which  this  is  a  branch.  The  law  does  not  re- 
quire of  patentees  to  describe  new  and  old,  but  merely  to 
distinguish  new  from  old.  Otherwise  a  patent  would  be 
more  complex  and  voluminous  than  a  Welsh  pedigree. 
Take  a  boat,  for  instance  ;  must  every  species,  from  the  ark 
downward,  be  described?  The  peculiar  properties  of  the 
improved  hopper-boy  are  perfectly  explained.  It  is  not  a 
mere,  change  of  form  and  proportions,  but  a  combination  of 
well-known  materials,  on  new  principles,  essentially  set 
forth  in  the  specification,  so  as  to  prevent  all  interfering 
claims  during  the  exclusive  term,  and  to  impart  the  rights 
to  the  public  afterward.  The  authorities  were  misunder- 
stood by  the  court  in  this  respect.  They  all  require,  to  be 
sure,  a  discrimination,  when  the  subject-matter  is  an  im- 
provement. But  they  require  only  an  essential  improve- 
ment ;  not  a  recapitulation  of  the  particulars  of  both  the 
old  rudiments  and  the  new  combinations,  in  detail,  distin- 
guishing them  in  terms. 

3.  This,  however,  was  a  question  of  fact  to  have  been  sub- 
mitted to  the  jury,  instead  of  being,  as  it  was,  exclusively 
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assumed  and  determined  by  the  court.  How  can  a  court 
decide  whether  a  person  skiUed  in  the  art  could  understand 
a  description  and  copy  a  machine?  The  cases  are  uni- 
formly so.  [Boulton  V.  Bull]  8  T.  R.  95  [1  Am.  &  Eng. 
59] ;  [Harmer  v.  Playne]  11  East's  Rep.  101  [1  Am.  &  Eng. 
171] ;  [BoviU  v  Moore]  2  Marsh.  Rep.  211  [1  Am.  &  Eng. 
268]  ;  [M'Parlane'D.  Price]  Starkie's  N.  P.  Rep.  199  [1  Am. 
&  Eng.  227] ;  [HiU  v.  Thompson]  3  Meriv.  622  [1  Am.  &  Eng. 
299];  [Woodcock  v.  Parker]  1  Gallis.  438;  [Odiome 
V.  Winkley]  2  Gallis.  51 ;  1  Mass.  182,  452 ;  [Evans 
V,  Eaton]  3  Wheat.  Rep.  513,  App.  17  [ante].  In  all  these 
cases,  the  court  left  this  inquiry  as  a  fact  to  the  jury.  In- 
deed, the  sixth  section  of  the  act  of  1793,  ch.  11,  treats  it 
not  only  as  a  matter  of  fact,  but  of  fraud.  It  must  appear 
that  the  specification  is  untrue,  either  deficient  or  redun- 
dant, in  order  to  deceive  the  public.  It  is  matter  of  conceal- 
ment.   Can  the  court  infer  this  scienter  t 

4.  Indeed,  it  may  well  be  doubted  whether  any  discrim- 
ination is  necessary  where,  as  in  this  case,  there  is  but  one 
patent  in  existence.  The' second  section  of  the  law  speaks 
of  the  case  of  a  prior  patented  machine.  The  court  would 
have  the  third  section  to  be  substantive,  without  association 
with  the  second  and  sixth.  But  how  can  a  patentee  de- 
scribe what  he  never  saw?  If  not  before  patented,  how 
could  he  see  or  know?  If  he  knew,  but  concealed  his 
knowledge,  is  it  not  matter  of  fraud  ?  The  cases,  when  ex- 
amined, will  be  found  to  have  most  of  them  referred  their 
reasoning  to  the  point  of  conflicting  patents.  Such  is  the 
fact  in  Harmer  t>.  Playne,  BoyUl  ^?.  Moore,  and  Lowell 
V.  Lewis.  Which  explanation  is  all-important  to  a  correct 
understanding  of  those  cases. 

5.  The  special  act  of  Congress  for  the  relief  of  Oliver 
Evans  vouchsafes  him  from  aU  technical  obstacles.  His 
improvements  by  that  time  were  universally  acluiowledged. 
Congress  did  not  mean  to  forestall  the  ascertainment  of 
their  originality^  which  any  citizen  might  try,  if  he  chose, 
nor  their  utility.  But  the  relieving  act  dispenses  with 
specification,  oath,  fee,  and  all  the  other  prerequisites  of 
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common  cased.  It  was  not  designed  merely  to  prolong  the 
term  of  monopoly,  but  to  relieve  it  from  vexatious  and 
frivolous  embarrassments.  Accordingly,  it  uses  the  term 
improvements^  in  addition  to  the  terms  applied  to  such  sub- 
jects by  the  act  of  1793  ;  and  confers  on  Oliver  Evans  an 
exclusive  right  in  his  discoveries,  machines,  and  improve- 
ments, in  general  and  specifically.  The  obvious  design  of 
this  act  of  grace  was  to  relieve  the  grantee  from  all  the 
formalities  to  which  patentees  in  common  are  subjected, 
leaving  the  question  of  priority  or  originality  alone  open  to 
inquiry  by  the  country. 

6.  But  even  this  inquiry  was  not  competent  to  these  de- 
fendants, who  are  citizens  of  Pennsylvania.  The  act  of 
Assembly  of  that  Commonwealth,  in  1786,  confers  on  Evans 
the  exclusive  right  in  his  hopi)er-boy,  and  inflicts  penalties 
on  all  infractors  of  it.  To  this  act,  the  defendants  directly 
acceded  and  contributed  by  their  representatives  ;  and  it  is 
a  well-settled  principle  that  they  are  bound  by  their  legis- 
lation. [Conway  v.  Gray]  10  East's  Rep.  536 ;  [Consequa 
V.  Fanning]  3  John.  Ch.  Rep.  598.  Nor  is  this  position  at 
all  affected  by  the  seventh  section  of  the  act  of  1793,  ch.  11. 

Mr.  Sergeant^  coriira, 

A  patent  is  intended  to  secure  to  an  inventor  the  exclu- 
sive right  for  a  limited  time  to  his  invention.  At  the  ex- 
piration of  the  i)eriod,  the  thing  thus  secured  is  to  become 
public  property,  which  any  one  is  at  liberty  to  use.  In  the 
meantime,  every  one  is  to  abstain  from  using  the  thing  pat- 
ented, at  the  peril  of  a  severe  responsibility  in  damages. 
The  provisions  of  the  Patent  Law  have  a  view  to  these  sev- 
eral objects,  all  of  which  are  to  be  promoted  as  far  as  pos- 
sible, and  reconciled  with  each  other,  the  public  security 
and  the  benefit  being  protected,  as  well  as  the  interests  of 
the  inventor.  He  is  to  enjoy  the  fruits  of  his  ingenuity 
upon  terms  and  conditions  which  are  compatible  with  the 
safety,  the  peace,  and  the  interests  of  other  citizens. 

A  patent,  therefore,  in  the  first  place,  can  only  be  for  an 
original  invention.    It  is  of  no  importance  that  a  man 
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really  believes  himself  to  be  the  inventor,  or  is  the  true  in- 
ventor, having  made  the  discovery  himself,  without  even 
the  knowledge  that  the  thing  he  supposes  himself  to  have 
invented  was  known  or  used  before,  or  described  in  some 
public  work.  However  honest  he  may  be,  he  has  not 
merit,  as  resi)ects  the  rest  of  the  community,  in  discovering 
what  was.  already  known  and  open  to  common  use,  nor  will 
he  be  allowed  to  appropriate  the  thing  to  himself  because 
he  has  made  a  mistake.  The  trtUh  of  his  invention,  though 
not  an  original  one,  will  protect  him  against  a  summary 
proceeding  to  set  aside  his  x>&tent  under  the  tenth  section 
of  the  act  of  1793,  ch.  11 ;  but  it  will  not  avail  him  to  en- 
force his  claim  in  an  action  against  an  individual.  The 
want  of  originality,  proved  by  showing  that  the  thing  was 
used  or  known  before,  or  described  in  some  public  work,  is, 
in  every  case,  a  valid  and  conclusive  defence. 

Again,  an  invention  may  be  of  a  machine,  or  of  an  im- 
provement  on  a  machine,  of  something  that  was  entirely 
unknown  before,  or  of  an  addition  to,  or  alteration  in,  what 
was  previously  known,  so  as  to  make  it  more  useful.  Each 
of  these  is  a  patentable  object ;  but  the  i)atent,  as  to  both, 
is  to  be  for  the  invention  only,  and  the  laws  that  govern  it, 
thus  understood,  will  be  found  to  be  exactly  the  same. 
Novelty  is  an  essential  part  of  the  merit,  and  it  is  only 
what  is  neii>  that  is  to  be  secured  by  the  patent.  A  mistake 
is  just  as  fatal  to  the  patentee  in  the  one  case  as  in  another ; 
and  if  he  should  really  believe  himself  to  have  invented  an 
improvement,  when,  in  truth,  it  was  known,  used,  or  de- 
scribed before,  he  could  not  give  legal  effect  to  his  patent. 
There  is,  however,  one  peculiarity  in  the  case  of  patents  for 
improvements.  Improvement  being  a  relative  term,  pre- 
8upiK)ses  the  existence  of  something  to  which  it  refers, 
known  to  the  inventor  at  the  time  of  making  the  supposed 
improvement.  If  he  does  not  know  of  it,  he  cannot  know 
he  has  improved  upon  it ;  and  if  he  does  know  of  it,  he  can 
readily  describe  the  improvement  he  has  made — that  is,  his 
own  invention.  A  man  who  has  never  heard  of  a  time- 
keeper, might  suppose  himself  the  inventor  of  one  ;  but  it 


124  EVAXS  V,  EATON.  [Sup.  Ct. 

Argument  of  counsel. 

is  impossible  to  conceive  that  a  man  who  has  never  hear  J 
of  such  a  thing  should  believe  himself  to  be  the  inventor  of 
an  improvement  upon  the  time-keeper. 

A  patent  for  an  entire  machine  covers  the  whole  ;  a  pat- 
ent for  an  improvement,  on  the  contrary,  covers  only  the 
improvement,  and  necessarily  supposes  there  are  parts 
which  are  not  patented.  It  is  the  line  between  these  and 
the  parts  which  are  patented  that  defines  the  respective  pre- 
tensions of  the  patentee  and  the  public ;  and  unless  that 
line  be  somehow  marked,  it  is  impossible  to  say  where  the 
one  terminates  and  the  other  begins.  Confusion,  uncer- 
tainty, extortion,  fraud,  and  litigation  would  be  the  inevi- 
table consequence. 

It  is  the  business  and  duty  of  the  inventor,  then,  at  the 
time  of  applying  for  his  patent,  and  before  he  can  receive  a 
patent,  to  deliver  a  '^  written  description  of  his  invention^ 
and  of  the  manner  of  using  or  process  of  compounding  the 
same,  in  such  full,  clear,  and  exact  terms  as  to  distinguish 
the  same  from  all  other  things  hqfare  JcTiown^  and  to  en- 
able  any  person  skilled  in  the  art  or  science  of  which  it  is 
a  branchy  or  with  which  it  is  most  nearly  connected^  to 
make^  compound^  and  use  the  saiae^^  &c.  Section  3.  This 
specification  is  to  remain  in  the  office  of  the  Secretary  of 
State,  and  a  copy  of  it  is  everywhere  made  evidence.  The 
design  of  this  provision  is  manifest :  it  is  to  secure  to  the 
public  the  use  of  the  invention,  after  the  expiration  of  the 
period  for  which  the  patent  is  granted,  and  to  enable  indi- 
viduals, in  the  meantime,  to  know  what  it  is  that  is  in- 
tended to  be  secured,  so  that  they  may  avoid  interference, 
or,  if  they  think  proper,  dispute  the  claim  of  originality. 
For  both  these  purposes,  it  was  necessary  that  there  should 
be  authentic  and  recorded  evidence,  accessible  to  all,  and 
remaining  unchangeable  and  unchanged.  Without  a  speci- 
fication, the  patent  would  be  void.  A  specification  which 
does  not  comply  with  the  requirements  of  the  act  of  Con- 
gress is,  to  all  legal  intents,  no  specification,  and  the  patent 
would  be  equally  void,  as  if  there  were  literally  no  specifi- 
cation. 


Feb.,  1822.]  EVANS  f.  EATON.  125 

Argument  of  counsel. 

In  the  present  case,  the  patent  is  to  be  regarded  eithei 
(1)  as  a  patent  for  the  whole  machine,  or  (2)  as  a  patent  for 
an  improvement  on  an  old  and  known  machine.  The  utmost 
that  can  be  contended  is,  that  the  patentee  has  an  election 
to  consider  it  as  the  one  or  the  other ;  and  that  is  a  very- 
liberal  concession,  inasmuch  as  it  is  founded  upon  the  am- 
biguity of  his  own  specification,  from  which,  generally,  a 
man  ought  not  to  be  permitted  to  derive  an  advantage.  But 
it  is  clear  that  it  cannot  be  a  patent  for  both.  That  would 
be  a  legal  absurdity,  involving  a  plain  contradiction  in 
terms. 

1.  As  a  patent  for  the  whole  machine,  including  the 
plaintiffs  alleged  improvement,  it  is  void,  because  the  plain- 
tiff was  not  the  original  inventor  of  the  machine.  The  fact 
that  a  hopper-boy,  known  by  the  name  of  an  S.  or  Stouffer 
hopper-boy,  having  aU  the  essential  parts  of  the  plaintiff's 
machine,  and  applied  to  the  same  uses  and  purposes, 
(whether  more  or  less  perfectly  is  not  material  to  inquire,) 
existed,  and  was  in  use  before  the  date  of  the  plaintiff's 
earliest  alleged  discovery,  has  twice  been  proved  to  the  sat- 
isfaction of  intelligent  juries  in  each  of  these  cases,  and  is 
now  to  be  taken  for  granted  as  conclusively  established. 
At  the  former  trial,  the  learned  judge  who  presided  (Mr. 
Justice  Washington)  instructed  the  jury,  if  they  should 
be  of  opinion  that  Oliver  Evans  was  not  the  original  in- 
ventor, to  find  for  the  defendant ;  which  they  did  accord- 
ingly, being  fully  satisfied  of  the  fact.  Upon  error  to  this 
court,  the  judgment  was  reversed,  on  the  ground  that  the 
patent  was  not  for  the  machine,  but  for  an  improvement, 
the  phrase  ^^  improved  hopper-boy"  being,  after  much  hesi- 
tation, deemed  equivalent  to  '^  improvement"  on  a  hopper- 
boy.  But  the  opinion  of  the  court  distinctly  admits  what, 
indeed,  cannot  be  questioned,  that  if,  as  respects  the 
hopper-boy,  the  patent  had  been  for  the  whole  machine, 
the  direction  of  the  learned  judge  would  have  been  right. 

In  giving  to  the  plaintiff  the  benefit  of  the  alternative, 
the  case  was  put  in  the  most  favorable  view  for  him.  He 
might  claim  ajs  inventor  of  the  whole  machine,  or  he  might 
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claim  as  inventor  of  the  improvement ;  bnt,  under  this  pat- 
ent, he  could  not  claim  for  both  ;  and  in  claiming  for  either, 
he  must,  of  course,  abide  by  the  settled  principles  of  law 
applicable  to  the  construction  of  the  i)atent  thus  adopted. 
Each  must  be  taken  singly.  The  two  could  be  confounded, 
so  as  to  entitle  him  ux)on  the  one  to  the  benefit  of  principles 
belonging  to  the  other.  If  the  patent  be  for  the  whole 
machine,  it  is  void  if  he  is  not  the  original  inventor  ;  and 
that  he  is  not,  has  been  fully  established. 

It  is  intimated,  however,  and  will  probably  be  insisted 
upon  hereafter,  that,  admitting  the  S.  or  Stouffer  hopper- 
boy  to  have  been  previously  known  and  used,  the  two 
machines  are  so  entirely  different  that  Mr.  Evans  might 
well  be  entitled  to  a  patent  for  the  whole.  As  a  question 
of  fact,  that  has  been  decided  by  the  verdict  of  the  jury ; 
and  the  identity  of  the  machine  must  now  be  taken  for 
granted,  unless  the  jury  were  led  to  the  conclusion  by  an 
erroneous  charge  from  the  court.  What  constitutes  iden- 
tity, and  what  diversity,  is  frequently  a  question  of  great 
difficulty.  It  was  the  right  and  the  duty  of  the  judge  to 
inform  the  jury  what  were  the  principles  to  guide  their  de- 
liberations in  deciding  it,  and  this  he  has  done  with  admir- 
able clearness,  and  in  conformity  with  the  best  authority 
upon  this  abstruse  part  of  the  law.  "Where  a  si)ecifio 
machine  already  exists,"  (says  Mr.  Justice  Story,)  '^  pro- 
ducing certain  effects,  if  a  mere  addition  is  made  to  such 
machine,  to  produce  the  same  effects  in  a  better  manner,  a 
patent  cannot  be  taken  for  the  whole  machine,  but  for  an 
improvement  only."  Whittemore  v.  Cutter,  1  GalUs.  430. 
And  the  same  learned  judge  says  :  "  The  material  question, 
therefore,  is  not  whether  the  same  elements  of  motion,  or 
the  same  component  parts,  are  used,  but  whether  the  given 
effect  is  produced  substantially  by  the  same  mode  of  opera- 
tion, and  the  same  combination  of  powers,  in  both  ma- 
chines." Odiome  v.  Winkley,  2  Gallis.  54.  The  identity 
here  is  perfectly  apparent  upon  the  description,  and  still 
more  so  upon  inspection  of  the  models.  The  object  of  both 
is  the  same— to  dispense  with  manual  labor,  and  supply  the 
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hopper ;  to  supply  it  gradually,  in  small,  suooessive,  regu- 
lar x)ortions,  by  means  of  the  power  that  moves  the  mill— 
substituting  mechanical  contrivances  tor  human  agency. 
The  e;ff^ect  is  the  same  —to  turn,  stir,  and  cool  the  flour,  and 
thus  prepare  it  for  bolting  before  it  is  delivered.  The  con- 
struction  of  the  machines,  as  to  the  ^^  mode  of  ox)eration" 
and  ^^  the  combination  of  i>owers,''  is  the  same.  In  both 
there  is  an  upright  shaft,  with  a  cog,  turned  by  the  ix)wer 
that  moves  the  null ;  an  arm  resting  lightly  on  the  meal, 
and  turned  by  the  upright  shaft ;  something  on  the  under 
part  of  the  arm,  whether  flights  or  sweepers,  to  gather  in 
the  meal  to  the  hopper.  So  far  they  are  the  same.  Now 
for  the  differences.  The  plaintiff's  machine  has  a  round 
shaft  instead  of  a  square  one  ;  it  has  leading  lines,  which 
aie  necessary  in  consequence  of  the  shaft  being  round,  and 
a  weight  to  balance  the  arm.  These  may  all  be  improve- 
ments, but  they  are  only  improvements^  and  do  not  make  a 
different  machhie  The  name  itself  bespeaks  identity  ;  the 
old  machine  was  called  a  bolt  filler,  or  hopper-boy,  and  the 
plaintiff's  is  called  "  an  improved  hopper-boy." 

But  if  the  machines  be  so  entirely  different  as  to  entitle 
the  plaintiff  to  a  patent  for  the  whole,  though  the  S.  hopi)er- 
boy  was  previously  known  and  used,  then  it  would  neces- 
sarily follow  that,  even  if  the  plaintiff  were  the  original  in- 
ventor of  the  improved  machine,  and  that  was  the  first  in- 
vention, yet  any  one  might,  with  impunity,  make  and  use 
such  a  machine  as  the  S.  hopper  boy ,  that  is  to  say,  by 
stripping  off  some  oX  the  parts,  he  might  entitle  himself  to 
use  the  residue.  This  is  a  proposition  too  monstrous  to  be 
maintained.  If  it  be  sound,  it  decides  this  case  without 
any  regard  to  the  question  of  the  original  invention,  for  the 
defendant  Eaton  used  only  the  S  hopper  boy. 

A  sure  test,  however,  of  the  identity,  is  to  consider  what 
parts  are  indispensable  to  both  ma-chines.  They  are,  the 
upright  shaft  with  a  cog  in  it^  the  arm,  and  the  sweeps. 
With  these,  the  machine  wiU  work ;  without  them,  it  will 
not.  These  'psuis  are  r  ommon  to  both  machines.  What  is 
it  that  the  plaintiff  has  added  i    What  is  not  indispensable, 
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but  perhaps  better.  This  is  exactly  the  definition  of  an  im- 
provement. Can  he,  in  his  improved  machine,  dispense 
with  any  one  of  the  parts  that  belong  to  the  old  machine  ? 
The  answer  is  clear :  he  cannot.  Can  we  dispense  with  any 
of  his  additions  ?  Yes,  with  all  of  them.  The  machine  is 
complete — ^an  efficient  agent  for  its  purpose — without  them  ; 
the  evidence  even  leaves  it  doubtful  whether,  apart  from 
the  elevator,  it  is  not  the  better  of  the  two.  It  is  certainly 
in  use,  and  is  the  very  machine  for  the  use  of  which  Mr. 
Eaton  is  sued.  There  can  be  no  serious  doubt  that,  if  the 
plaintiff  has  any  claim,  it  is  only  for  an  improvement. 

2.  As  a  patent  for  an  improvement,  it  is  void,  because  the 
specification  does  not  show  in  what  the  improvement  con- 
sists, or,  in  other  words,  what  it  is  that  the  plaintiff  claims 
as  his  invention — "  the  nature  and  extent  of  the  improve- 
ment are  not  stated  in  his  specification."  This  was  the 
precise  ground  of  the  decision  below. 

The  counsel  for  the  plaintiff  who  opened  the  argument 
was  understood  to  concede  that,  if  the  patent  be  for  an  im- 
provement, and  there  be  nothing  in  the  circumstances  of 
this  particular  case  to  make  it  an  exception  from  the  gen- 
eral rule,  the  law  was  correctly  laid  down.  And  certainly 
there  can  be  no  doubt  of  this,  whether  we  consider  the 
spirit  and  terms  of  the  act  of  Congress,  the  decisions  in 
England,  or  the  adjudged  cases  in  the  United  States. 

The  current  authority  of  every  sort  is  uniform  to  establish 
that  the  invention,  to  be  patented,  must  be  described  in 
such  full  and  exact  terms  as  to  ^^  distinguish  the  same  from 
all  things  before  known."  The  second  section  of  the  act 
has  no  relation  to  this  question.  That  provides  for  the  case 
where  one  man  has  a  patent  for  a  machine,  and  another  for 
an  improvement,  declaring  that  the  one  shall  not  be  at  lib- 
erty to  use  the  invention  of  the  other,  and  thus  precisely 
limiting  their  respective  rights.  Does  it  follow  that,  if  a 
machine  has  not  been  patented,  he  who  improves  upon  it 
has  a  right  to  appropriate  the  whole  to  himself,  and  with- 
draw what  was  before  public  proi)erty  from  the  public  use  ? 
— ^that  no  one  can  afterward  make  use  of  the  old  and  known 
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machine,  without  the  license  of  the  patentee  ?  The  section 
was  made  with  a  different  view,  and  leaves  what  is  not  pro- 
vided for  upon  the  same  footing  on  which  it  before  stood. 
What  was  common  property,  remains  so ;  the  patentee  of 
the  improvement  is  at  liberty  to  rise  it,  because  it  is  com- 
mon, and  the  legislation  was  necessary  to  enable  him  ;  but 
he  is  not  allowed  to  appropriate  it  to  himself,  to  the  exclu- 
sion of  others,  any  more  than  to  appropriate  the  invention 
of  a  prior  patentee.  The  sixth  section,  which  makes  it  a 
good  defence  that  the  patentee  has  stated  more  or  less  than 
the  truth  in  his  specification,  "  for  the  purpose  of  deceiving 
the  public,"  has  no  relation  to  the  question.  There  is  no 
allegation  here  that  the  machine  wiU  not  produce  the  de- 
scribed effect,  or  that  more  or  less  has  been  stated  for  the 
purpose  of  deceiving  or  misleading  the  public.  Nor  is  this, 
the  court  will  recollect,  a  summary  proceeding  to  set  aside 
the  patent  under  the  tenth  section. 

But  the  question,  and  the  only  question,  is,  whether,  in 
an  action  by  a  patentee  against  a  person  charged  with  in- 
fringing his  patent,  it  is  not  necessary  for  the  plaintiff  to 
show  in  what  his  invention  consists.  In  the  former  argu- 
ment of  this  case,  this  court  have  laid  it  down  expressly 
that  "  in  all  cases  where  his  claim  is  for  an  improvement, 
it  will  be  incumbent  on  him  to  show  the  extent  of  his  im- 
provemeTd^  so  thai  a  person  understanding  the  subject 
TTtay  comprehend  distinctly  in  what  it  consists. ' '  3  Wheat. 
Rep.  518  \ante\  How  is  this  to  be  shown  ?  The  answer  is 
obvious :  it  is  to  be  shown  from  the  specification.  That 
such  was  the  meaning  of  the  court,  is  evident  from  their 
adopting  almost  the  very  words  of  the  act  of  Congress  which 
are  employed  to  describe  the  office  of  the  specification,  "  so 
that  a  person  understanding,"  &c.  That  nothing  else  could 
be  their  meaning,  is  evident ;  for  such,  it  cannot  be  denied, 
is  the  clear  design  of  the  act  of  Congress,  and  such  is  the 
established  law  as  collected  from  authoritative  decisions. 
The  patent  must  not  be  more  extensive  than  the  invention  ; 
therefore,  if  the  invention  consists  of  an  addition  or  im- 
provement only,  and  the  patent  is  for  the  whole  machine  or 
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manufacture,  it  is  void.  BulL  N.  P.  76  ;  Boulton  ^,  Bull, 
H.  Bl.  Rep.  463  [1  Am.  &  Eng.  59].  In  England,  the  specifi- 
cation  is  not  annexed  to  the  patent,  but  is  enrolled  in  Chan- 
€ery.  Yet,  the  specification  is  a  part  of  the  patent,  for  the 
purpose  of  ascertaining  the  nature  and  extent  of  the  alleged 
invention.  Boulton  ??.  BuU  ;  Homblower  v.  Boulton,  3  Term 
Rep.  95  [1  Am.  &  Eng.  .98]. 

In  this  country,  it  is  filed  in  the  Department  of  State. 
An  authenticated  copy  of  it  is  always  annexed  to  the  pat- 
ent, and  forms  a  part  of  the  patent,  absolutely  essential, 
because  the  patent,  properly  so  called,  in  fact  gives  no  de- 
scription, referring  for  th^t  to  the  specification.  The  estab- 
lished formula  used  in  all  patents,  and  to  be  found  in  the 
present  patent,  is,  '^the  said  improvement,  a  description 
whereof  is  given  in  the  words  of  the  said  Oliver  Evans  him- 
self, in  the  schedule  hereto  annexed,  and  is  made  a  part 
of  these  presents. ^^  Now,  what  should  the  patent  compre- 
hend ?  Where  the  combination  of  a  certain  number  of  the 
parts  has  existed,  up  to  a  certain  point,  in  former  machines, 
the  patentee  merely  adding  other  combinations,  the  patent 
should  comprehend  such  improvements  only.  Bovill 
v.  Moore,  2  Marsh.  Rep.  211  [1  Am.  &  Eng.  268].  And  the 
cases  that  have  been  already  referred  to  clearly  decide  that, 
if  the  invention  be  of  an  improvement  only,  it  is  indispen- 
sable that  the  patent  should  not  be  broader  than  the  inven- 
tion ;  and  the  specification  should  he  dravm  up  in  terms 
that  do  not  include  anything  hut  the  improvement.  It  is 
essential  to  ix)int  out  what  is  new  and  what  is  old,  so  as  to 
show  precisely  the  extent  of  the  alleged  improvement. 
"  The  patentee  ought,  in  his  specification,  to  inform  the 
person  who  consults  it  what  is  new  and  what  is  old.  He 
should  say,  ray  improvement  consists  in  this,  describing  it 
by  words,  if  he  can,  or,  if  not,  by  reference  to  figures." 
But  here  the  improvement  is  neither  described  in  words  nor 
figures  ;  and  it  would  not  be  in  the  wit  of  man,  unless  he 
were  previously  acquainted  with  the  construction  of  the  in- 
strument, to  say  what  was  old  and  what  was  new.  A  per- 
son ought  to  be  warned  by  the  specification  against  the  use 
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of  a  particular  invention.  Per  Lord  Ellenborough  : 
M^Farlane  v.  Price,  1  Starkie's  Rep.  199  [1  Am.  &  Eng. 
227].  It  need  not  be  denied  that  this  description  might  be 
sufficiently  given  by  reference,  as  to  some  other  patented 
machine,  or  to  some  well-known  machine  in  familiar  use. 
For  instance,  to  use  the  illustration  employed  by  Lord  Ellen- 
borough,  if  we  should  say,  take  a  common  watch,  and  add 
or  alter  such  and  such  parts,  describing  them.  AU  that  is 
contended,  and  that  is  f  uUy  supported  by  authority  and  by 
reason  of  the  case,  is,  that  the  specification  must,  in  some 
way  or  other,  distinguish  the  new  from  the  old,  the  im- 
provement from  what  was  known  before,  so  as  to  show 
what  the  patented  invention  is,  or  else  the  patent  is  broader 
than  the  invention,  and  void.  The  decided  cases  in  the 
United  States  are  to  the  same  effect.  H  the  inventor  of  an 
improvement  obtain  a  patent  for  the  whole  machine,  the 
patent,  being  more  extensive  than  the  invention,  is  void. 
Woodworth  v,  Parker,  1  G^aUis.  Rep.  439  ;  Whittemore 
V.  Cutter,  1  Gallis.  Rep.  429  ;  Odiome  v.  Winkley,  2  Gallis. 
Rep.  51. 

The  cases  are  brought  together,  well  digested,  and  the 
principles  stated,  in  the  Api)endix  to  3  Wheat.  Rep.  13 
[ante]. 

How  else  can  the  extent  of  the  improvement  be  shown  ? 
Shall  it  be  by  evidence  at  the  trial  ?  Then  the  design  of 
the  act  would  be  entirely  defeated,  and  the  specification 
useless.  The  argument  of  the  court  below  upon  this  point 
is  i)erfectly  conclusive.  To  say  that  the  patent  may  be  for 
the  whole  machine,  and  the  claim  for  as  much  as  the  plam- 
tiff  can  prove  to  be  original,  or  rather  the  defendant  cannot 
disprove,  is  to  make  the  right  depend,  not  upon  the  patent, 
nor  even  upon  the  fact  of  originality,  but  upon  the  evidence 
the  i>arty  may  have  it  in  his  power  to  produce,  and  his  in- 
telligence and  skill  in  applying  it.  The  right,  instead  of 
being  uniform  everywhere,  might  be  one  thing  in  one  State, 
and  another  in  another.  In  different  courts  of  the  same 
State,  it  might  be  different.  And  even  in  the  same  court, 
at  different  times,  as  the  particular  evidence  happened  to 
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Vary,  it  would  be  more  or  less  extensive.  The  patent  would, 
in  effect,  be  nothing  but  an  outline,  large  enough,  of  course, 
to  be  filled  up  as  occasion  might  serve.  This  is  an  ab- 
surdity, and,  what  is  worse,  a  great  temptation  to  fraud. 
Besides,  under  this  supposition,  how  is  any  man  to  inform 
himself  what  it  is  that  is  patented,  so  that  he  may  avoid 
the  danger  of  the  infringement  ?  It  is  too  late,  at  the  time 
of  trial,  to  answer  any  good  purpose  to  the  defendant.  And 
how  are  the  public  to  be  informed  at  the  expiration  of  the 
time,  or  how  is  a  person  of  skill  to  be  able  to  make  the  im- 
provement ?  In  short,  of  what  use  is  the  specification,  un- 
less it  be  to  define,  with  precision,  the  extent  and  nature  of 
the  improvement  1  The  act  of  Congress  emphatically  refers 
to  the  specification,  and  to  that  alone,  as  furnishing  every- 
thing, without  extrinsic  aid  ;  and  so  it  must  do.  If  it  be 
broader  than  the  invention,  the  patent  is  void. 

But  it  is  objected  here  that  this  was  a  question  for  the 
jury,  and  not  for  the  court.  Whether  the  specification  is 
broader  than  the  invention  may,  perhaps,  in  some  cases,  be  a 
question  of  fact,  or  a  mixed  question  of  fact  and  of  law,  the 
construction  of  the  written  instrument  of  specification  being 
for  the  court,  and  the  other  evidence  in  the  case  for  the 
jury.  But  if  it  be  "  incumbent  upon  the  plaintiff  to  show 
the  extent  and  nature  of  his  improvement,"  and  that  is  to 
be  shown  from  the  specification,  then  it  is  plainly  incum- 
bent upon  him  to  show  from  the  specification,  where  he 
claims  for  an  improvement,  that  he  has  described  an  im- 
provement, as  distinguished  from  a  known  machine.  And 
that,  it  is  submitted,  being  exclusively  a  question  arising 
upon  the  face  of  the  instrument,  is  a  question  for  the  court. 
Let  us  examine  the  specification.  Is  there  anything  in  it 
which  even  professes  to  describe  an  improvement,  as  dis- 
tinguished from  a  machine  known  or  used  before  ?  Does  it 
not  plainly,  and  in  terms,  include  the  whole  machine? 
That  is  evidently  a  question  of  law  upon  the  face  of  the  in- 
strument, and  it  may  be  confidently  pronounced  that  it 
does  include  the  whole,  and  that  no  man  can  so  read  the 
specification  as  to  ascertain  which  parts  are  claimed  by  the 
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plaintiff  and  which  are  not,  or  that  there  are  any  part9 
which  are  not  claimed  by  him.  Bnt  it  is  dae  to  the  court 
farther  to  say  that  the  charge  in  this  respect  must,  as  in  all 
other  cases,  be  understood  with  reference  to  the  allegations 
and  to  the  evidence.  If  there  had  been  an  attempt  to  prove, 
or  even  an  assertion,  the  most  distant  intimation,  that  men 
of  skill  in  mechanics,  bringing  to  the  study  of  this  most 
difficult  specification  the  aid  of  peculiar  knowledge,  could 
discern  in  it  a  line  between  new  and  old,  or  any  defined 
limits  of  improvement,  that  would  doubtless  have  been  fit 
to  be  heard  ;  and  whatever  matter  proi)er  for  the  considera- 
tion of  a  jury  might  have  arisen,  would  have  been  submitted 
to  the  jury.  But  no  such  evidence  was  offered  ;  the  record 
shows  it.  No  such  suggestion  even  was  made  ;  it  was  not 
pretended ;  the  charge  shows  it ;  for  the  part  excepted  to 
was  itself  a  reply  by  the  court  to  an  argument  of  the  plain- 
tiff's  counsel,  which  admitted  that  the  sx)ecification  did  not 
show  in  what  the  improvement  consisted,  by  contending 
for  the  extravagant  position  that  it  was  comx)etent  to  show 
by  evidence  at  the  trial,  which  is  in  effect  to  say,  that  the 
plaintiff  was  entitled  to  whatever  the  defendant  had  noj 
disproved. 

It  has  been  said,  however,  and  to  our  very  great  surprise, 
that  the  court  below  erred  in  dealing  with  this  patent  as  a 
patent  for  an  improvement ;  that  it  is  not  for  an  improve- 
ment, but  for  an  improved  hopper-hoy.  When  this  case- 
was  formerly  before  the  Circuit  Court,  that  court  dealt  with 
the  patent  as  a  patent  for  a  hopper-boy,  and  not  for  an  im- 
provement. Upon  error  to  this  court,  one  error  principally 
relied  upon  was,  that  the  court  below  had  thus  construed  it 
to  be  a  patent  for  the  machine.  [Evans  «.  Eaton]  3  Wheat. 
Rep.  486,  502  [ante].  And  it  was  contended  that  an  "  im- 
proved hopper-boy,"  and  an  "  improvement  on  a  hopper- 
boy,"  were  one  and  the  same.  '*  This,"  says  one  of  the 
counsel,  "  was  a  patent  for  an  impronement  on  the  particu- 
lar machine  in  question,  and  not  for  its  original  invention." 
And  of  that  opinion  were  the  court,  after  much  deliberation. 
3  Wheat.  Rep.  517  \amte\.    And  can  it  now  be  contended, 
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in  the  same  court  and  by  the  same  jyarty,  that  this  is  not  to 
be  dealt  with  as  a  patent  for  an  improvement  ?  But  the 
truth  is,  it  has  been  treated  ia  this  case  as  a  patent  for  both 
the  machine  and  the  improvement,  so  as  to  give  the  plain- 
tiff the  full  benefit  of  either  contruction.  The  real  aim  of 
the  argument  is  to  maintain  that  a  patent  for  the  whole 
may  be  expounded  as  a  patent  for  each  of  the  parts,  and 
legally  covering  as  many  as  the  patentee  may  be  able  to 
prove  he  has  invented ;  that  it  may  be  a  patent  in  words 
for  one  thing,  and  in  law  for  another  ;  that  it  may  have  a 
sort  of  elastic  ambiguity,  capable  of  contraction,  if  not  of 
expansion,  so  as  to  adapt  itself  to  whatever  it  may  be  found 
convenient  at  any  given  time  to  embra<5e.  This  is  against 
all  settled  principles  ;  it  is  against  good  policy  ;  and  it  is 
against  the  words  and  the  spirit  of  the  act  of  Congress. 

Such  being  unquestionably  the  established  law  upon  the 
subject  of  patents  in  general,  it  remains  only  to  inquire 
whether  the  case  of  Oliver  Evans  is,  on  any  account,  an  ex- 
ception. And  it  is  insisted  here  that  the  special  act  for  his 
relief  makes  it  an  exception.  The  history  of  that  act  is 
sufficient  to  show  that  its  only  object  was  to  authorize  a  new 
patent  to  be  issued,  by  reason  of  the  first  having  been  de- 
clared void  for  irregularity  of  form,  attributable  to  the 
officers  of  the  government.  This  gave  an  equitable  title  to 
relief.  The  appropriate  relief  was  an  extension  of  the  time, 
so  that  the  inventor  might  enjoy  the  privileges  of  a  patent 
for  the  same  time  that  he  would  have  enjoyed  them  if  the 
irregularity  had  not  occurred — that  is  to  say,  the  same 
privileges.  This  was  sufficiently  liberal,  for  the  first  patent 
had  actually  expired  before  the  new  one  was  granted.  The 
new  patent,  too,  was  made  retrospective,  and  gave  to  Oliver 
Evans  an  exclusive  right  for  twenty-eight  years,  double  the 
usual  period ;  yet  it  was  contended  formerly  that  this 
speciBl  act,  liberal  as  it  confessedly  was,  went  the  further 
length  of  dispensing  altogether  with  the  necessity  of  prov- 
ing he  was  the  inventor,  and  even  precluded  all  right  to 
question  the  invention,  which  was  in  effect  to  say  that  the 
exclusive  privilege  was  secured  to  him,  whether  he  was  the 
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inventor  or  not.  That  was  overruled  by  this  court,  upon 
the  plainest  grounds.  3  Wheat.  Rep.  513  [arUe],  And  the 
whole  scope  of  the  opinion  then  delivered  distinctly  estab- 
lishes that,  except  the  extension  of  time  and  the  union  of 
different  inventions  in  the  same  patent,  which  otherwise 
perhaps  could  not  be  regularly  joined,  the  patent  to  be 
issued  was  to  be,  in  all  respects,  conformable  to  the  general 
law  and  subject  to  the  same  regulations  as  other  patents. 
Such  was  the  interpretation  of  the  plaintiflf  himself  ;  he  ap- 
plied in  the  usual  manner  by  petition,  with  a  specification 
and  oath.  Such  was  the  interpretation  of  the  officers  of 
the  government ;  the  patent  underwent  the  usual  examina- 
tion, and  is  in  the  usual  form.  Such  is  at  this  moment  the 
interpretation ;  for  it  is  upon  the  adoption  of  the  general 
law  by  reference  that  the  jurisdiction  of  the  Federal  courts, 
in  cases  growing  out  of  this  patent,  entirely  rests.  H  that 
law  be  not  applicable,  this  court  has  no  power  to  adjudicate 
the  cause.  It  is  needless  to  pursue  this  further,  being 
already  decided  by  the  former  decision  of  this  court.  For 
the  terms  and  conditions  upon  which  the  patent  was  to  be 
granted — ^the  jurisdiction  to  attach  to  it,  the  rules  to  govern 
it — ^the  si)ecial  act  makes  no  provision,  but  by  reference  to 
the  existing  laws  ;  and  but  for  this  reference,  we  could  not 
advance  a  single  step  in  the  inquiry. 

All  that  has  been  said  of  the  act  of  the  Legislature  of 
Pennsylvania,  passed  in  the  year  1787,  may  be  disix)sed  of 
in  a  single  word.  What  its  provisions  were,  does  not  ap- 
pear ;  and  if  it  did,  the  right  they  conferred,  whatever  it 
may  have  been,  was  surrendered  by  accepting  a  patent 
under  the  law  of  the  United  States.  The  seventh  section 
of  the  act  of  Congress  is  express. 

In  conclusion,  then,  it  is  confidently  submitted  that  the 
patent  of  Oliver  Evans  must  be  considered  as  a  patent  either 
for  the  machine  or  for  the  improvement. 

That  if  it  be  for  the  machine,  it  is  void ;  because  it  is 
fully  proved  that  he  was  not  the  original  inventor,  but  the 
machine  was  known  and  used  before. 

That  if  it  be  for  an  improvement,  it  is  void  ;  because  it  is 
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broader  than  his  invention,  and  does  not  specify  in  what 
his  improvement  consists,  so  as  to  distinguish  it  from  what 
was  known  and  used  before. 

The  learned  counsel  also  argued  the  points  of  evidence  in 
this  and  the  next  following  case,  (Evans  v.  Hettich,)  but, 
as  they  are  so  fully  noticed  in  the  opinion  of  the  court,  it 
is  not  thought  necessary  to  report  that  part  of  his  argu- 
ment. 

3fr.  Harper^  in  reply ^  observed  that,  in  the  opinion  of 
the  Circuit  Court,  two  propositions  were  distinctly  affirmed  : 
(1.)  That  Evans's  patent  of  the  hopper-boy  was  a  patent  for 
an  improvement,  and  not  for  an  original  invention  or  dis- 
covery. (2.)  That,  being  for  an  improvement,  it  was  void, 
because  the  specification  did  not  in  terms  distinguish  the 
improvements  from  the  original  machine,  called  the  Stouflfer 
hopper-boy.  Both  these  propositions  were  indispensable 
for  supporting  the  judgment  below.  He  denied  them  both, 
and  should  endeavor  to  show  that  they  were  equally  void 
of  foundation.  If  he  could  succeed  in  overthrowing  either, 
the  judgment  of  the  Circuit  Court  must  be  reversed,  and 
the  patent-right  of  the  plaintiff  supported  ;  but  he  believed, 
and  should  endeavor  to  show,  that  both  were  wholly  un- 
founded. 

And,  first,  is  the  patent  of  Oliver  Evans  a  patent  for  an 
improvement,  or  for  an  original  invention  \  The  decisions 
of  the  Circuit  Court  maintained  the  former.  He  should 
endeavor  to  demonstrate  the  latter. 

In  the  outset  of  this  investigation,  it  would  be  proper  to 
remark  that  the  specification  makes  part  of  the  patent ;  and 
he  had  the  authority  of  this  court,  in  the  former  decision 
in  this  case,  (3  Wheat.  Rep.  607  \a7de\)  for  saying  that,  in 
order  to  ascertain  what  Oliver  Evans  obtained  by  his  pat- 
ent, one  of  the  proper  points  of  inquiry  was,  what  did  he 
ask  for  ? — ^what  was  it  his  wish  and  intention  to  obtain  ? 
This  question  may  be  satisfactorily  answered  by  referring 
to  that  part  of  his  specification  which  relates  to  the  hopper- 
boy.     This  specification  is  printed  at  length  in  a  note  to  8 
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Wheat.  Rep. ,  and  the  part  of  it  now  in  question  is  found 
at  page  468.  The  description  of  the  machine  is  very  full, 
minute,  and  clear,  and  it  concludes  with  this  declaration : 
'^  I  claim  as  my  invention  the  peculiar  properties  or  prin- 
ciples which  this  machine  possesses,  namely,  the  spreading, 
turning,  and  gathering  the  meal  at  one  operation,  and  the 
using  and  lowering  its  arms  by  its  motion,  to  accommodate 
itself  to  any  quantity  of  meal  it  has  to  operate  on." 

This  was  what  he  claimed  as  his  invention.  For  this  he 
asked  a  patent.  Not  for  the  machine  which  he  had  thus 
improved,  but  for  the  principle  on  which  it  was  made  to 
operate.  He  has  not  very  accurately  expressed  himself,  or 
distinguished  between  the  object  to  be  obtained  and  the 
mode  of  proceeding  for  its  attainment ;  between  the  end 
and  the  means ;  the  result  and  the  modus  operandi  by 
which  it  is  produced.  But  still  his  meaning  is  obvious. 
The  object,  the  end  to  be  obtained,  the  result,  was  the 
"  spreading,  turning,  and  gathering  the  meal  at  one  oi)era- 
tion."  The  principle  of  the  machine,  the  modus  operandi 
by  which  the  object  was  to  be  accomplished  in  a  new  and 
better  way,  was  the  power  of  the  machine  to  raise  and  lower 
its  arms  by  its  own  motion,  so  as  to  a<?.commodate  itself  to 
any  greater  or  less  quantity  of  flour  on  which  it  may  have 
to  operate.  This,  then,  is  his  invention  or  discovery  which 
he  claims  as  his  own,  and  for  which  he  demands  a  patent. 
His  demand  is  complied  with.  He  gets  what  he  asked. 
This  is  what  the  grantors  intended  to  give  him  ;  and  I  ap- 
peal again  to  the  former  decision  for  the  doctrine  that,  in 
order  to  ascertain  what  is  given,  we  must  look  to  the  re- 
quest of  the  receiver  and  the  intention  of  the  giver. 

It  is,  then,  a  patent  for  the  peculiar  principle  of  his  ma- 
chine, for  its  new  mode  of  operating,  that  Oliver  Evans  asked 
for  and  received.  That  a  new  modus  operandi^  by  a  new 
combination  of  old  intruments  or  machines  so  as  to  produce 
either  a  new  effect  or  an  old  effect  in  a  new  way,  is  the  proper 
subject-matter  of  a  patent,  appears  from  numerous  author- 
ities, and  may  be  considered  as  a  settled  principle  of  the 
Patent  Law.    It  was  on  this  principle  that  Watt' s  patent 
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for  his  improvements  on  the  steam-engine,  which  made  so 
much  noise  in  Westminster  Hall  and  produced  such  impor- 
tant effects,  was  finally  supported  and  established. 

The  English  law  of  patents,  though  different  from  ours 
in  its  origin,  was  probably  the  same  in  its  principles.  In- 
deed, our  act  of  Congress  was  a  mere  enactment  of  the  prin- 
ciples and  system  which  the  English  courts  had  established. 
That  system  grew  out  of  the  ancient  prerogative  of  the 
crown  in  England  to  grant  monopolieaH  This  power,  long 
and  often  most  oppressively  exercised,  was  abolished  in  the 
early  part  of  James  the  First' s  reign,  by  an  act  of  Parlia- 
ment, which  was  one  of  the  earliest  fruits  of  the  increase  of 
knowledge,  the  progress  of  correct  ideas,  and  the  improve- 
ment in  the  condition  of  society,  which,  at  that  time,  had 
begun  to  appear.  But,  for  the  encouragement  of  industry 
and  ingenuity,  a  proviso  was  introduced  into  the  statute, 
that  the  King  might  still  grant  a  monopoly  * '  of  any  manner 
of  new  manufactures' '  to  the  first  inventors,  for  any  term 
not  exceeding  fourteen  years.  See  the  case  of  Homblower 
V.  Boulton,  8  T.  K.  105  [1  Am.  &  Eng.  98] ;  the  opinion  of 
Mr.  Justice  Lawrence.  Upon  this  short  proviso,  this 
apparently  scanty  foundation,  the  whole  structure  of  the 
English  Patent  Law  was  raised  by  the  English  government 
and  courts.  The  system  which  they  thus  established  was 
adopted  by  our  act  of  Congress.  This  system  required  a 
specification.  Nothing  is  said  of  it  by  the  statute  ;  but  the 
government  required  it,  by  an  express  clause,  of  every  pat- 
ent. The  principle  on  which  it  was  required  was  this  :  The 
statute  conferred  a  benefit  on  the  inventor,  by  giving  him  a 
monopoly  of  his  invention  for  a  limited  time.  For  this 
benefit  conferred  on  the  patentee  by  the  community,  it  was 
thought  just  that  he  should  make  a  return.  That  return 
consisted  in  the  knowledge  and  free  use  of  his  invention, 
which,  by  his  specification,  he  should  enable  the  community 
to  obtain  after  the  expiration  of  his  monopoly.  This  prin- 
ciple enables  us  not  only  to  understand  the  origin  and  ob- 
ject of  the  specification,  but  also  its  nature  and  character, 
as  its  object  was  to  put  the  public  in  possession  of  the  in- 
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vention,  after  the  monoix)ly  had  ceased,  so  as  to  enable  all 
persons  to  use  it  beneficially  ;  it  was  indispensable  that  the 
invention  should  be  so  fuUy  and  clearly  explained  as  to 
enable  persons  skilled  in  the  same  art  to  make  and  use  it. 
This  was  all  that  was  to  be  effected  by  the  specification,  and 
consequently  all  that  it  was  required  to  contain.  The  very 
same  certainty  of  description  which  would  enable  persons 
skilled  in  the  art  to  make  and  use  the  invention,  after  the 
monopoly  should  expire,  would  enable  them  to  avoid  mak- 
ing and  using  it,  so  as  to  subject  themselves  to  penalties  or 
loss,  during  the  continuance  of  the  monopoly. 

In  the  same  manner,  it  was  established  that  improvements 
in  old  machines  or  processes  might  be  combined  as  '  ^  new 
manufactures,"  and  become  the  subject  of  patents.  This 
principle  was  also  incorporated  into  our  act  of  Congress,  in 
express  terms.  And  here  the  same  rule  was  adopted  vrtth 
resi)ect  to  the  specification.  The  ^*  new  manufacture," 
whether  it  consisted  in  a  machine  or  process  entirely  new, 
or  in  the  improvement  of  an  old  one,  was  to  be  described 
with  such  certainty  as  to  enable  i)ersons  skilled  in  the  art 
to  make  and  use  the  invention,  after  the  monoix)ly  should 
expire,  and  to  avoid  it  while  the  monopoly  should  exist. 
The  principle  and  object  were  the  same  in  both  cases,  and 
the  same  rule  was  adopted  in  both,  by  our  act  of  Congress, 
as  well  as  by  the  English  decisions. 

We  shaU  now  be  able  to  perceive  the  application  of  the 
case  of  Watt's  patent  (8  T.  K.  96  [1  Am.  &  Eng.  98] )  to  the 
IX)int  under  consideration,  which,  let  it  be  considered,  is  to 
ascertain  how  far  the  discovery  of  a  new  inodus  operandi^ 
so  as  to  produce  a  new  effect,  or  an  old  one  in  a  new  way, 
is  the  proi)er  subject  of  a  patent,  as  a  useful  invention,  and 
not  as  an  improvement. 

The  expansive  power  of  steam  had  been  many  years  be- 
fore discovered  by  the  Marquis  of  Winchester,  who  applied 
it,  though  very  imperfectly,  to  various  mechanical  purposes. 
Among  the  rest,  he  employed  it  to  put  machines  in  motion, 
by  communicating  to  them  the  movement  which  the  steam 
was  made  to  produce  in  beams  and  levers.     Thus  was  laid 
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the  foundation  of  that  wonderful  invention,  the  steam- 
engine.  Various  machines  of  this  kind,  more  or  less  per- 
fect, were,  from  time  to  time,  brought  into  use ;  and  at 
length  Newcomen  made  a  steam-engine,  which  was  long 
considered  as  having  attained  the  utmost  point  of  perfec- 
tion. It  consisted  of  a  cylinder,  or  large  tube  of  iron,  made 
perfectly  smooth  and  uniform  within,  and  completely  closed 
at  the  bottom,  but  open  at  the  top.  Inside  of  this  cylinder 
was  placed,  horizontally,  a  thick,  strong  plate  of  iron,  so 
fitted  at  the  edges  to  the  inner  surface  of  the  cylinder  as  to 
be  air-tight,  and  yet  to  play  easily  up  and  down.  Into  the 
centre  of  this  plate  was  fitted  a  strong  upright  stem  of  iron, 
of  the  length  req  uired ;  and  the  stem  and  plate  together 
made  what  is  called  the  piston.  The  upper  end  of  the 
piston  stem  was  fastened  by  a  joint  to  a  horizontal  beam, 
which  was  made  fast  by  a  joint,  near  the  centre  or  at  the 
farthest  end,  so  as  to  allow  its  near  end  to  play  up  and 
down  with  the  piston  to  which  it  was  attached.  At  the 
bottom  of  the  cylinder,  under  the  piston,  was  introduced  a 
pipe,  or  tube,  leading  from  the  boiler  where  the  steam  was 
generated  into  the  cylinder,  and  furnished  with  a  valve. 
When  this  valve  was  opened,  it  let  the  steam  through  the 
pipe  into  the  lower  part  of  the  cylinder  under  the  piston, 
which  was  thus  raised  up  by  the  explosive  power  of  the 
steam,  and  raised  with  it  the  end  of  the  horizontal  beam  to 
which  it  was  attached.  When  the  piston,  and  with  it  the 
beam,  had  been  raised  as  high  as  was  intended,  the  valve  in 
the  steam  pipe  was  shut  by  the  motion  of  the  machine,  and 
at  the  same  moment  a  valve  wbs  opened  by  the  same  means 
in  a  pipe  which  connected  the  cylinder  with  a  vessel  of  cold 
water.  A  quantity  of  this  water  was  then  introduced  into 
the  cylinder  under  the  piston,  where  it  condensed  the  steam 
more  or  less  completely  and  created  a  vacuum  more  or  less 
perfect,  in  consequence  of  which  the  piston  was  pressed 
down  by  the  weight  of  the  atmospheric  air  resting  upon  it, 
and  carried  down  with  it  the  end  of  the  horizontal  beam  to 
which  it  was  attached.  When  it  had  subsided  as  low  as 
was  desired,  it  opened  the  steam  valve,  and  let  in  the  steam 
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under  the  piston,  which,  was  raised  as  before,  and  again 
pressed  down  by  the  weight  of  the  air,  on  the  steam  being 
again  condensed  by  the  introduction  of  cold  water.  This 
operation  went  on  continually,  and  thus  an  ascending  and 
descending  motion  was  produced,  which  was  communicated 
by  the  horizontal  beam  to  the  whole  machinery. 

The  defect  of  this  engine  at  length  began  to  be  observed. 
It  consisted  in  the  cooling  of  the  cylinder  by  the  cold  water 
let  in  to  condense  the  steam.  The  cylinder  being  thus  ren- 
dered colder  than  steam,  a  considerable  portion  of  the  steam 
introduced  was  condensed  by  this  coldness  while  the  piston 
was  rising,  and  was  thus  destroyed  before  it  had  done  its 
office.  This  rendered  a  greater  generation  of  steam  neces- 
sary, and  of  course  a  greater  consumption  of  fuel.  The 
steam,  too,  was  not  suddenly  or  perfectly  condensed,  so  as 
to  let  the  piston  descend  with  sufficient  rapidity  or  force, 
by  which  the  power  and  effect  of  the  machine  were  dimin- 
ished. The  water,  also,  into  which  the  steam  had  been 
converted  by  condensation,  remained  in  the  bottom  of  the 
cylinder,  and  further  imx)eded  the  descent  of  the  piston. 
"Hiese  defects  were  seriously  felt  in  a  country  where  fuel 
was  dear,  and  became  continually  more  and  more  so.  At 
length  they  threatened  to  render  the  engine  entirely  useless, 
by  creating  a  greater  exi)ense  in  fuel  than  could  be  compen- 
sated by  the  labor-saving  ix)wer  of  the  machine. 

Then  Watt  arose,  who,  after  long  reflection  and  many  ex- 
])eriments,  conceived  the  happy  idea  of  condensing  the 
steam  in  a  vessel  different  from  that  in  which  it  was  to  i)er- 
form  its  office.  This  he  effected  by  connecting  with  the 
machine  another  vessel  called  a  connector,  which  was  con- 
nected with  the  cylinder  by  a  pipe  with  a  valve  in  it.  This 
valve  being  opened  by  the  motion  of  the  machine,  at  the 
same  moment  when  the  piston  had  ascended  to  its  greatest 
height,  the  steam  rushed  through  it  into  the  conductor, 
where  it  met  a  stream  of  cold  water,  introduced  by  the 
same  means  which  had  been  before  employed  for  letting  it 
into  the  cylinder.  This  cold  water  condensed  it  as  fast  as 
it  came  in  ;  and  a  pump  was  also  contrived,  to  work  by  the 
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motion  of  the  machine,  and  drew  out  of  the  conductor  all 
the  steam  that  remained  uncondensed  and  all  the  water  pro- 
duced by  the  condensation.  Thus  a  most  perfect  vacuum 
was  created  in  the  condenser,  and  consequently  in  the  cyl- 
inder connected  with  it ;  the  piston  descended  with  free- 
dom, rapidity,  and  force ;  and  the  cylinder,  not  being 
touched  or  affected  by  the  cold  water,  retained  a  heat 
equal  to  that  of  steam  ;  so  that  no  portion  of  the  steam  in- 
troduced into  it  was  condensed  too  soon. 

This  was  the  great  improvement,  but  others  were  em- 
ployed to  increase  its  effect.  The  cylinder  was  surrounded 
by  a  case  the  best  calculated  to  retain  heat,  and  the  space 
between  this  case  and  the  cylinder  was  kept  f uU  of  steam 
or  boiling  water.  Thus  the  cylinder  was  kept  in  the  hot- 
test possible  state — ^the  state  best  adapted  to  the  preserva- 
tion of  the  steam  while  performing  its  office  ;  and  as  steam 
thus  preserved  was  found  to  be  more  effectual  than  atmos- 
pheric air  in  bringing  down  the  piston,  the  top  of  the  cyl- 
inder was  closed,  and  steam  was  introduced  above  the  piston 
as  well  as  below  it.  This  stream  was  conducted  into  the 
condenser,  and  there  condensed  and  pumped  out,  in  the 
same  manner  with  that  introduced  below ;  and  thus  the 
piston,  being  alternately  pressed  up  and  down  by  the  elastic 
power  of  steam,  in  its  most  efficacious  condition  gave  a 
most  powerful,  steady,  and  uniform  motion  to  the  engine. 
Oily  substances  were  employed,  instead  of  water,  in  keep- 
ing the  vessels  air  tight ;  especially  the  top  of  the  cylinder, 
where  the  steam  of  the  piston  played  through  it.  Thus  the 
machine  was  rendered  as  i)erfect  as  it  seems  capable  of 
becoming. 

Now,  in  what  does  this  machine  differ  from  the  steam- 
engine  of  Newcomen,  which  was  in  use  before  ?  Both  had 
a  boiler  to  produce  the  steam,  and  a  cylinder  to  receive  it. 
The  piston  was  the  same  in  both,  and  connected  in  the  same 
manner  with  the  horizontal  beam,  for  the  purpose  of  com- 
municating the  motion  to  the  rest  of  the  machinery.  In 
both,  the  piston  was  raised  by  the  expansive  power  of  the 
steam  ;  this  steam,  after  its  office  had  been  perf onned,  was 
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condensed  by  cold  water,  so  as  to  create  a  vacunm  in  the 
cylinder,  and  permit  the  piston  to  descend ;  and  in  both, 
pipes  and  valves  of  the  same  construction  were  used,  for 
introducing  alternately  the  steam  and  the  cold  water.  In 
what,  then,  did  they  differ  ?  Merely  in  a  new  modus  oper- 
andi^  by  which,  with  the  addition  of  another  vessel,  the 
cold  water  was  prevented  from  cooling  the  cylinder,  while 
it  conducted  the  steam  ;  and  the  steam  was  made  to  operate 
in  forcing  the  piston  down  as  well  as  in  forcing  it  up.  In 
this  new  rnodus  operandi^  produced  by  a  different  arrange- 
ment and  construction  of  the  old  machines,  with  the  addi- 
tion of  one  new  vessel,  to  receive  and  condense  the  steam, 
consisted  the  great  invention  of  Watt ;  for  which  he  ob- 
tained his  patent,  avowedly  as  for  a  new  invention,  or,  in 
the  language  of  the  British  statute,  a  "  new  manufacture," 
and  not  for  an  improvement.  His  specification  is  inserted 
at  length  in  8  T.  E.  96,  note  (a),  where  it  wiU  appear  that 
he  speaks  of  his  discovery  as  a  new  invention,  and  not  as 
an  improvement,  and  never  once  mentions  or  alludes  to  the 
old  machine. 

In  what  did  this  new  discovery  consist  ?  I  answer,  with 
the  two  judges  of  the  Common  Pleas  in  England  who  were 
in  favor  of  this  patent,  and  one  of  whom  was  Lord  Chief 
Justice  Eyre,  (Boulton  v.  Bull,  2  H.  Bl.  463  [1  Am.  &  Eng. 
69],)  and  with  the  four  judges  of  the  King's  Bench,  who 
were  unanimous  on  the  point,  (8  T.  R.  96  [1  Am.  &Eng.  98],) 
that  it  consisted  in  the  new  principle  on  which  the  steam 
was  condensed,  and  which  was  carried  into  effect  by  a  new 
combination  of  the  old  machinery,  with  the  addition  of  one 
new  instrument. 

The  word  *'  principle,"  as  used  in  relation  to  this  subject, 
is  not  taken  in  its  general  philosophical  sense,  where  it 
means  a  law  of  motion  or  a  property  of  matter ;  but  in 
what  may  be  termed  its  mechanical  sense,  in  which  it  signi- 
fies a  method  of  doing  a  thing,  or  of  effecting  a  purpose — in 
other  words,  a  modus  operandi. 

It  is  therefore  established  by  this  solemn  and  elaborate 
decision  of  six  English  judges  against  two,  after  repeated 
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argaments  and  great  consideration,  that  a  new  principle,  or 
moduB  operandi^  carried  into  practical  and  useful  effect  by 
the  use  of  new  instruments,  or  by  a  new  combination  of  old 
ones,  with  or  without  the  addition  of  one  or  moi*e  new  ones, 
is  an  original  invention  for  which  a  patent  may  be  sup- 
ported, without  reference  to  any  former  invention  or  ma- 
chine, for  performing  the  same  or  a  similar  operation.  This 
may  be  taken  as  a  maxim  which  the  cases  referred  to  will 
be  found  fully  to  supix)rt. 

Let  us  now  apply  this  maxim  to  the  patent  of  Oliver 
Evans.  We  shaD.  soon  see  that,  according  to  the  doctrine 
thus  established,  his  discovery  was  not  a  mere  ''  improve- 
ment," as  the  court  below  pronounced  it  to  be,  but  an  orig- 
inal invention. 

The  learned  counsel  here  produced  two  models,  one  of 
Evans's  hopper-boy  and  one  of  Stoufler's,  and  explained 
minutely  the  difference  between  their  principles,  or  ToodtLS 
operaTidi^  which  consisted  in  this :  that  in  Stouflfer's 
hopper-boy,  the  arms,  through  a  square  mortise  in  which 
the  square  upright  post  was  made  to  pass,  were  carried 
round  by  means  of  the  upright  post  pressing  wpon  the  sides 
of  the  square  mortise,  which  renders  it  impossible  for  the 
arms  to  rise  and  fall  of  themselves,  as  the  meal  under  them 
might  increase  or  diminish ;  while  in  the  hopper-boy  of 
Evans,  the  upright  post  is  round,  and  it  passes  loosely 
through  a  round  hole  in  the  arms,  which  are  carried  round 
by  two  pieces  of  timber  of  the  proper  length,  called  leaders, 
which  are  inserted  firmly  into  the  upper  part  of  the  post, 
and  attached  at  their  ends  by  lines,  or  small  cords,  to  the 
corresponding  ends  of  the  arms.  These  lines  and  leaders, 
being  put  in  motion  by  the  upright  post,  trail  round  the 
arms,  which  at  the  same  time  play  loosely  on  the  post,  and 
rise  and  fall  of  themselves,  as  the  meal  under  them  increases 
or  diminishes  in  quantity.  And  to  make  them  press  more 
lightly  on  the  meal,  and  rise  and  fall  with  more  facility,  as 
occasion  may  require,  a  weight  a  little  lighter  than  them- 
selves is  attached  to  them  by  a  cord  which  passes  over  a 
pulley  in  the  upper  part  of  the  post.    This  weight  nearly 
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balances  the  arms,  and  enables  them  to  play  np  and  down 
much  more  easily  and  eflfectually. 

The  counsel  abo  produced  a  drawing  of  Evans's  machine, 
from  the  Patent  OflSce,  to  show  that  his  model  was  correct, 
and  referred  to  the  facts  of  the  evidence  in  the  record,  where 
the  machine  of  Stouffer  is  described,  and  its  properties  and 
defects  explained. 

He  then  proceeded  to  remark  that  the  machine  of  Evans 
was  obviously  constructed  upon  a  new  principle  ;  that  the 
Toodus  operandi  was  entirely  new.  The  great  object  of 
both  machines  was  to  conduct  the  meal  into  the  bolting- 
chest,  and  to  stir,  turn,  dry,  and  cool  it  on  its  way  thither. 
The  essential  agents  in  this  oi)eration  were  the  arms,  which 
if  they  remained  stationary  on  the  post,  as  they  must  of 
necessity  do  in  Stouffer' s  machine,  could  not  possibly  per- 
form this  operation  to  advantage.  They  might  sink  down 
on  the  meal,  as  its  quantity  decreased,  but  could  not  pos- 
sibly rise  when  it  was  increased  ;  consequently,  when  new 
meal  was  placed  on  the  floor,  the  machine  must  be  stopped, 
and  the  arms  lifted  up.  Hence,  its  motion  was  unequal, 
and  its  operation  necessarily  very  irregular  and  imperfect. 
It  also  required  a  hand  constantly  or  frequently  to  be 
present,  and  thus  increased  the  expense. 

Thus,  the  condensation  of  the  steam  within  the  cylinder 
itself,  in  Newcomen's  steam-engine,  cooled  the  cylinder 
improi)erly,  wasted  steam,  made  more  fuel  necessary,  and 
rendered  the  oi)eration  of  the  machine  imperfect  and  too 
expensive.     Here  the  similarity  of  imperfection  is  complete. 

Evans  removed  the  imperfection  of  the  hopper-boy,  not 
by  merely  adding  to  its  parts,  but  by  introducing  a  totally 
new  principle  and  modus  operandL  He  detached  the  arms 
from  the  upright  post  entirely,  and  carried  them  round  by 
means  of  the  leaders  and  lines  which  have  been  described, 
leaving  them  to  play  freely  up  and  down  on  the  i)ost,  so  as 
to  accommodate  themselves  to  the  decreasing  or  increasing 
quantity  of  meal  under  them  ;  and  their  movement  up  and 
down  he  facilitated,  regulated,  and  rendered  perfect  by 
means  of  the  weight  and  pulley.     The  inodus  operandi  of 
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the  two  ina<3hmes  consisted  in  the  manner  of  carrying  round 
the  arms.  This  was  the  principle  of  both  machines.  That 
of  Evans  was  new,  and  infinitely  superior. 

So  Watt  remedied  the  defects  of  Newcomen's  steam- 
en/a:ine,  by  condensing  the  steam  in  a  different  vessel  from 
the  cylinder,  and  increased  the  effect  by  introducing  the 
steam  above  the  piston  as  well  as  below  it.  This  was  a  new 
principle  ;  and  here  again  the  resemblance  between  the  two 
cases  is  complete. 

It  being,  then,  clear  that  Evans  had  made  a  new  inven- 
tion as  to  the  hopper-boy,  and  not  merely  what  the  law  on 
this  subject  calls  an  improvement,  and  the  cases  showing 
that  such  an  invention  is  the  subject-matter  of  a  patent  for 
an  original  invention,  it  follows  that  he  might  have  obtained 
a  patent  for  his  invention  as  an  original  invention,  and  not 
merely  as  an  improvement.  This  leads  to  the  inquiry,  for 
what  was  this  patent  granted  ?  Was  it  for  an  original  in- 
vention of  his  own,  or  for  an  improvement  on  Stouffer's 
invention  ? 

We  have  the  authority  of  this  court,  in  its  former  decision 
in  this  case,  ( [Evans  v.  Eaton]  3  Wheat.  Rep.  454  [arUe]^) 
for  saying,  that  when  we  inquire  what  was  granted,  it  is 
proi)er,  in  the  first  place,  to  ascertain  what  the  grantee 
wished  to  obtain,  and,  next,  what  the  grantor  had  the  in- 
tention and  the  power  to  give.  What  Evans  wished  to 
obtain,  is  fully  and  most  explicitly  stated  in  the  concluding 
sentence  of  his  si)ecification.  Ibid,  468,  note  [aTite].  After 
describing  most  fully  and  clearly  the  structure,  principle, 
and  operation  of  his  hopper-boy,  he  concludes  thus :  "  I 
claim  as  my  invention  the  peculiar  properties  which  this 
machine  possesses,  namely,  the  spreading,  turning,  and 
gathering  the  meal  at  one  operation,  and  the  rising  and 
lowering  its  arms  by  the  motion^  to  acccmvmodate  itself 
to  any  quantity  of  meal  it  has  to  operate  on^  Here  it  is 
manifest  that  he  describes  the  effect  intended  to  be  pro- 
duced, which  was  the  same  in  both  machines,  namely,  the 
spreading,  turning,  and  gathering  the  meal  at  one  opera- 
tion ;  and  his  modus  operandi  for  producing  this  effect, 
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which  was  entirely  new,  namely,  the  rising  and  lowering  of 
the  arms  of  the  machine  by  its  own  motion,  so  as  to  accom- 
modate itself  to  the  increasing  or  diminishing  quantity  of 
meal.  For  this  moduB  operandi^  this  property  or  principle, 
he  claims  a  patent. 

It  is  equally  clear  that  the  grantor  of  the  patent  intended 
to  give  what  he  thus  asked  for ;  that  is,  a  patent  for  this 
new  principle.  This  appears  from  the  special  act  of  Con- 
gress, on  which  the  patent  is  founded,  and  to  which  it  re- 
fers ;  from  the  terms  of  the  patent  itself ;  and  from  the 
specification,  which  is  expressly  incorporated  into  it  as  one 
of  its  constituent  parts. 

As  a  further  illustration  of  this  position,  the  most  cele- 
brated aud  important  invention  of  modem  times  may  be 
referred  to — ^an  invention  which  was  destined  to  produce 
more  important  effects  than  any  other  single  effort  of  the 
human  mind.  He  alluded  to  the  steamboat — that  sublime 
conception,  which  had  conferred  so  much  glory  on  its 
author  and  his  country.  What  was  a  steamboat  but  a  new 
combination  of  these  well-known  machines,  a  boat,  a  steam- 
engine,  and  a  flutter- wheel — ^machines  most  familiar  to  all 
who  knew  anything  of  such  subjects.  But  they  were  so 
combined  as  to  produce  a  new  and  most  surprising  effect, 
by  a  new  modus  operaTidi.  This  method  consisted  in 
attaching  a  steam-engine  and  two  flutter- wheels  to  a  boat 
of  proper  dimensions  and  strength,  and  arranging  them  in 
such  a  manner  that  the  flutter- wheels  were  set  in  motion  by 
the  steam-engine,  and  struck  against  the  water,  instead  of 
being  struck  by  it,  as  they  are  in  a  common  saw-mill.  Thus 
striking  against  the  water,  they  act  as  oars,  or  rather  as 
paddles,  and  propel  the  boat  forward.  Now,  what  was 
there  new  in  this  machine  ?  Not  the  instruments,  but  the 
manner  of  combining  them,  and  their  manner  of  operating 
produced  by  this  combination  ;  and  yet  no  one  has  denied 
to  the  author  of  this  beautiful  and  sublime  idea  the  merit 
of  an  original  invention,  or  called  in  question  his  patent,  as 
a  patent  for  an  original  invention.  He,  however,  merely 
combined  old  machines,  changing  their  forms  and  propor- 
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tions  80  as  to  suit  his  new  purpose.  Evans  not  only  com- 
bined old  machines,  but  added  new  and  essential  parts,  and 
by  means  of  both  produced  a  Tiiodus  operandi  altogether 
new  and  highly  useful.  Upon  what  ground,  then,  can  it  be 
said  that  he  is  not  an  original  inventor,  when  Watt  was 
solemnly  adjudged  and  Fulton  unanimously  allowed  to  be 
so? 

I  therefore  contend  that  Evans  was  an  original  inventor, 
and  not  an  improver  merely  ;  and  that  his  patent  is  for  an 
original  invention,  and  not  for  an  improvement.  If  so,  the 
decision  of  the  Circuit  Court  in  these  two  cases  (the  present 
case,  and  the  subsequent  case  of  Evans  v.  Hettich  must  be 
reversed,  and  the  patent  of  my  client  is  established. 

But  if  it  be  not  a  patent  for  an  original  invention,  but 
merely  for  an  improvement,  the  decision  below  was  erro- 
neous, in  declaring  that  the  specification  is  defective.  This 
defect  consists,  according  to  the  decision  below,  in  the 
omission  to  state  particularly  in  what  the  improvement  con- 
sists, and  to  distinguish  it  in  terms  from  the  pre-existent 
machine. 

Here  a  very  familiar  maxim  is  applicable  :  quod  nemiTiem 
ad  vana  aut  ad  impossibilia  lex  cogiL  The  law  requires 
nobody  to  do  that  which  would  be  useless  if  done,  or  it  is 
impossible  to  do.  And  cut  bono  make  this  discrimination  ? 
how  can  it  be  made  ?  and  by  what  provision  of  the  law  is  it 
required  ?  On  the  answer  to  these  three  questions  the  case 
must  depend.  If  it  can  be  shown  that  such  a  discrimina- 
tion would  be  useless  if  made,  or  is  impracticable,  and  that 
it  is  not  expressly  or  positively  required  by  the  act  of  Con- 
gress, it  will  follow  that  the  judgment  below  must  be  re- 
versed. 

And  (1.)  cut  bono  make  the  discrimination  ?  What  good 
would  it  or  could  it  do  to  anybody  ?  In  order  to  answer 
these  questions,  we  must  revert  again  to  the  object  and 
uses  of  the  specification. 

The  Patent  Law  confers  a  benefit  on  the  discoverer  of  any 
artful  invention,  which  consists  in  a  monopoly  of  his  inven- 
tion for  a  limits  time.    The  consideration  which  it  re- 


Feb.,  1822.]  EVANS  v.  EATON.  149 

Argument  of  counael. 

quires  Mm  to  pay  for  this  benefit  is  to  put  the  public  in 
possession  of  his  invention,  so  as  to  enable  all  to  use  it  after 
this  monopoly  shaU  expire,  and  all  to  avoid  involving  them- 
selves in  controversies  and  difficulties,  by  inadvertently  in- 
flinging  it,  while  it  continues.  Hence  the  necessity  of  a 
sx>ecification  ;  and  here  we  find  its  uses,  its  extent,  and  its 
limitations.  The  British  statute  said  nothing  of  a  specifica- 
tion ;  but  it  was  introduced  by  the  executive  government 
as  a  condition  of  every  patent,  and  its  character,  objects, 
and  properties  have  been  accurately  settled  by  judicial  de- 
cisions in  England.  Prom  those  decisions  it  was  borrowed 
by  our  act  of  Congress,  and  incorporated  into  its  positive 
enactments.  In  both  systems,  its  objects  and  uses,  and 
consequently  its  nature  and  properties,  are  the  same.  Its 
object  and  all  is  to  enable  the  public  to  enjoy  the  invention, 
beneficially  and  fully,  after  the  monopoly  shall  have  ex- 
pired, and  to  avoid  interference  with  it  while  it  shall  con- 
tinue. Now,  what  is  necessary  for  attaining  this  object  ? 
Certainly  nothing  more  than  this :  that  the  invention 
should  be  so  described  in  the  specification  by  writing,  and, 
where  the  nature  of  the  subject  will  permit,  by  drawings 
and  models,  so  that  any  one  competently  skilled  in  the  art 
or  science  to  which  it  relates  may  be  enabled  to  understand, 
make,  and  use  it.  This  is  what  the  English  decisions  have 
established  as  the  necessary  properties  of  the  si)ecification, 
and  what  our  statute  expressly  and  in  terms  requires. 

Now,  it  is  obvious  that,  in  the  case  of  an  improvement, 
the  principle  is  exactly  the  same  as  in  that  of  an  original  in- 
vention. The  invention,  that  is,  the  thing  in  its  improved 
state,  must  be  accurately  and  fully  described — ^by  writing 
always,  and  by  drawings  and  models  where  the  nature  of 
the  case  will  permit.  When  this  is  done,  it  is  manifest  that 
any  one  who  can  understand  the  improved  thing,  so  as  to 
make  and  use  it,  may,  in  every  possible  case,  distinguish 
the  improvement  from  any  and  every  original  or  antecedent 
thing  of  the  same  sort.  Take  these  two  hopper-boys  as  an 
example,  and  inspect  the  models  which  I  hold  in  my  hands. 
Cannot  any  man  who  has  sufficient  mechanical  skill  to 
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make  a  hopper-boy,  and  understand  its  use,  see  at  one 
glance  in  what  these  two  machines  differ  from  each  other  ? 
Does  not  the  court  see  it?  Cannot  any  such  mechanic, 
therefore,  make  and  use  the  hopper-boy  of  Stouflfer,  if  he 
should  think  proper,  and  avoid  aU  interference  with  the 
improvement  of  Evans  ?  It  cannot  be  doubted  that  he  may. 
And  so  may  a  person  sufficiently  skilled  in  the  art  or  science 
to  which  an  improvement  relates,  in  every  possible  case. 
When  he  has  the  improvement,  or  the  improved  thing  suffi- 
ciently described,  as  the  hopper-boy  of  Evans  is  admitted 
to  be,  and  is  informed  of  any  pre-existing  machine  or  thing 
of  the  same  general  nature  which  he  wishes  to  make,  sell, 
or  use,  he  can  look  at  that  thing,  compare  it  with  the  im- 
proved machine  or  with  the  description,  drawings,  and 
models  in  the  Patent  Office,  see  the  difference,  and  make 
and  use  the  original  or  old  one,  without  the  least  danger  of 
interfering  with  the  improvement.  Where,  then,  is  the  use 
of  describing  the  original  or  the  old  invention  in  the  speci- 
fication of  the  improvement,  and  of  discriminating  in  terms 
between  them?  It  is  manifest  that  such  a  description 
would  be  perfectly  useless  and  vain,  and  neminem  ad  vana 
lex  cogit. 

2.  But  admitting  that  it  might  be  of  some  use,  would  it 
be  possible  ?  This  is  the  next  head  of  inquiry  ;  and  I  con- 
tend that  it  would  not. 

And  here  let  it  be  remembered  that  this  doctrine  of  dis- 
crimination is  not  confined  to  such  inventions  as  are  ex- 
press or  avowed  improvements  on  particular  inventions.  It 
extends  necessarily  to  all  inventions  which  improve  any- 
thing that  existed  before.  In  the  present  case,  there  hap- 
pened, so  far  at  least  as  is  now  known,  to  be  but  one 
hopi)er-boy,  that  of  Stouffer,  in  use  before  Evans's.  But 
suppose  there  had  been  twenty,  of  as  many  different  kinds : 
would  they  not  all  have  been  original  with  respect  to 
Evans's,  or  antecedent  to  it?  Undoubtedly;  and  everj'- 
man,  notwithstanding  Evans's  patent,  would  have  had  a 
right  to  use  them  aU,  or  any  of  them.  What  reason  or 
principle  could  require  the  description  of  one  in  the  specifi- 
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cation  of  Evans,  which  would  not  equally  apply  to  all? 
There  certainly  is  none.  Let  us  take  the  example  of  a  pat- 
ent for  an  improved  stove,  for  increasing  the  heat,  or  for 
any  other  object.  How  many  millions  of  stoves,  of  what 
an  endless  variety  of  constructions,  are  used  in  the  world. 
Must  the  patentee  of  this  improved  stove,  or  of  this  im- 
provement on  stoves,  describe  them  all  in  his  specification, 
and  point  out  in  terms  the  difference  between  each  of  them 
and  his  invention  1  It  is  manifest  that  he  must,  according 
to  the  doctrine  of  the  Circuit  Court ;  and  it  is  equally  mani- 
fest that  he  could  not  possibly  do  it.  His  specification 
would  constitute  a  library  of  itself,  which  no  man  would  or 
could  read,  and  which  the  Patent  CJffice  could  hardly  con- 
tain. So,  also,  improved  chimneys,  improved  carriages, 
and  all  the  multitude  of  other  improvements,  real  or  imag- 
inary, on  things  in  general  use,  for  which  patents  are  ob- 
tained, having  pre-existent  things  of  the  name  nature,  and 
used  for  the  same  general  purpose,  must  be  described  in 
each  specification  ;  which,  if  it  were  possible  to  write  it,  as 
it  would  very  seldom  be,  would  be  far  too  voluminous  to 
be  imderstood  or  read. 

Thus,  it  is  manifest  that  the  discrimination  contended  for 
would  be  impossible  as  well  as  useless,  in  relation  to  im- 
provements on  unpatented  machines.  Where,  indeed,  a 
machine  is  already  patented,  it  is  very  easy  to  describe  it 
in  the  specification  of  the  improvement,  and  point  out  all 
the  particulars  in  which  they  differ  from  each  other.  The 
original  specification  is  in  the  Patent  Ofiice,  and  may  be 
referred  to ;  the  drawings  and  models  are  there,  and  may 
be  seen.  Here  the  rule  requiring  a  discrimination  in  terms 
between  the  original  invention  and  the  improvement  would 
not  be  unreasonable,  and  it  might  be  useful,  by  tending  to 
prevent  disputes  between  the  different  patentees.  The  mis- 
take of  which  we  complain  has  probably  arisen  from  not 
discriminating  between  improvements  on  patented  and  un- 
patented inventions.  In  the  latter,  the  discrimination  is 
manifestly  impossible  as  well  as  useless.  In  the  former,  it 
would  be  easy,  and  might  be  of  some  use.    It  might  be  proper 
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to  require  it  in  one  case,  whether  the  law  positively  enjoins 
it  or  not.  To  require  it  in  the  other,  would  be  to  make  the  law 
require  what  is  both  useless  and  impossible.  This  can  never 
be  done  by  the  construction  merely  of  a  statute,  which 
must  always  be  reasonable.  But  it  may  be  said  that  the 
statute  positively  enjoins  it.  If  so,  we  must  submit. 
When  the  legislature  has  clearly  expressed  its  will,  the 
court  have  no  duty  but  to  obey.  This  brings  us  to  the 
question,  what  has  the  legislature  enjoined  on  this  subject  ? 
3.  All  that  can  be  supposed  to  relate  to  it  is  contained  in 
the  second  and  third  sections.  The  second  speaks  of  im- 
provements ;  the  third  of  specifications.  It  points  out  the 
object  of  the  specification,  and  directs  what  shall  be  done 
for  its  attainment.  The  object  is  to  put  the  public  in  com- 
plete possession  of  the  invention,  whether  an  improvement 
or  an  original  discovery,  so  that  interference  with  it  may 
be  avoided  while  the  patent  continues,  and  its  benefits  may 
be  fully  enjoyed  by  the  public  after  the  patent  expires.  To 
this  end,  it  enjoins  that  the  applicant  ^'  shall  deliver  a  writ- 
ten description  of  his  invention,  and  of  the  manner  of  using 
or  process  of  compounding  the  same,  in  such  full,  clear,  and 
exact  terms  as  to  distinguish  the  same  from  all  other  things 
before  known,  and  to  enable  any  person  skilled  in  the  art 
or  science  of  which  it  is  a  branch,  or  with  which  it  is  most 
nearly  connected,  to  make,  compound,  and  use  the  same." 
This  is  the  directory  part.  The  thing  is  to  be  described 
''  so  as  to  distinguish  it  from  aU  other  things  before  known. ' ' 
How  distinguish  it  ?  By  describing  aU  the  things  before 
known,  and  pointing  out  in  terms  in  what  it  differs  from 
them  all  ?  Certainly  not ;  but  by  giving  a  description  of 
it  so  complete  and  accurate  as  "to  enable  any  person 
skilled  in  the  art,  &c.,  to  make,  compound,  and  use  the 
same."  Is  the  discrimination  contended  for,  but  not  men- 
tioned in  the  statute,  necessary  for  this  purpose  i  By  no 
means.  Any  person  skilled  in  the  art  or  science,  in  order 
to  make,  compound,  and  use  the  new  invention,  has  but  to 
look  to  the  description  of  the  invention  itself.  He  need  not 
know  how  nearly  it  resembles  or  how  widely  it  differs  from 
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any  other  thing  before  known.  With  these  he  has  no  con- 
cern. And  if,  on  the  other  hand,  he  wishes  to  use  nothing 
before  used  and  known,  and  to  avoid  interfering  with  the 
patented  invention  or  improvement,  he  has  only  to  compare 
the  thing  which  he  so  wishes  to  make  or  use  with  the  de- 
scription of  the  patented  invention  or  improvement  con- 
tained in  the  specification,  and  he  will  immediately  see 
wherein  they  differ,  and  be  enabled  to  avoid  the  latter 
while  he  uses  the  former. 

This  section  (the  third)  further  directs,  with  a  view  to 
the  same  objects,  that  the  applicant,  the  inventor,  '^  in  case 
of  any  machine,"  shall  ^^  fully  explain  the  principle,  and 
the  several  modes  in  which  he  has  contemplated  the  appli- 
cation of  that  principle,  or  character  by  which  it  may  be 
distinguished  from  other  inventions."  Here,  as  in  the  rest 
of  the  section,  nothing  is  said  about  improvements,  as  dis- 
tinguished from  original  discoveries.  They  are  all  treated 
equally  as  "  inventions,"  and  are  placed  precisely  on  the 
same  ground.  They  are  all  to  be  so  described  as  that  they 
may  be  distinguished  in  their  principles  and  modus  oper- 
andiy  as  well  as  in  their  construction  and  composition,  from 
other  inventions ;  and  this  is  to  be  effected  by  means  not 
of  a  formal  discrimination  in  terms  between  them  and  any 
other  thing  or  things  of  the  same  general  nature,  but  of  a 
fuU  and  accurate  verbal  description,  aided  by  drawings, 
models,  and  specimens,  where  the  matter  is  of  such  a  nature 
as  to  admit  their  use.  In  all  this,  nothing  is  said  or  hinted 
about  '*  improvements,"  as  contradistinguished  from  ''  orig- 
inal discoveries."  All  are  treated  alike  as  ^'  inventions," 
and  the  same  means  of  enabling  all  concerned  to  distin- 
guish them  from  things  before  used  or  known  are  provided 
in  relation  to  both. 

In  fact,  what  is  an  "  improvement"  but  a  new  invention  ? 
Every  thing  that  is  made  better  is  improved,  and  every 
thing  that  makes  another  better,  or  does  it  in  a  better  way, 
is  an  improvement.  If  it  be  new,  it  is  an  invention  so  far 
as  it  goes.  The  greater  the  improvement,  the  greater  is  the 
invention  ;  and  any  improvement  differs  from  any  other,  or 
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from  an  original  discovery,  if  there  be  any  such  thing,  not 
in  nature,  but  in  degree.  They  may  be  greater  inventions 
or  less,  more  or  less  ingenious,  or  more  or  less  useful ;  but 
as  far  as  they  are,  so  they  are  all  inventions,  and  are  treated 
precisely  alike  by  this  portion  of  the  Patent  Law,  which, 
I  again  repeat,  makes  no  mention  and  gives  no  hint  of  a  , 
discrimination  in  the  specification  of  an  improvement,  be- 
tween the  improvement,  or  the  thing  as  improved,  and  the 
original  thing  on  which  the  improvement  is  made.  Treat- 
ing them  all  alike  as  ''  inventions,"  it  requires,  with  respect 
to  all,  that  they  shall  be  so  described  as  clearly  to  distin- 
guish them,  that  is,  as  to  enable  all  concerned  to  distin- 
guish them,  from  all  other  things  of  the  same  nature  before 
in  use  or  known.  To  construe  the  statute  so  as  to  make  it 
require  a  description  not  only  of  the  new  invention,  but  of 
all  things  of  the  same  general  nature  before  known,  and  a 
discrimination  in  terms  between  them,  would  be  as  un- 
reasonable in  the  case  of  an  improvement  as  of  an  original 
discovery,  and  would  be  perfectly  unreasonable  in  either. 
It  would  make  the  statute  do  that  which  its  terms  do  not 
indicate,  and  which  the  law  can  never  be  presumed  to  in- 
tend. It  would  make  it  require  what  it  is  not  only  impos- 
sible in  a  great  variety  of  cases  to  do,  but  what,  if  done, 
would  in  every  case  be  wholly  useless  and  vain.  This  it 
cannot  be  so  construed  as  to  require  ;  for  neminem  ad  varia 
aut  ad  impossihiUa  lex  cogit. 

The  counsel  then  adverted  to  the  second  section,  where  it 
was  supposed,  he  said,  that  something  might  be  found  to 
support  this  doctrine  of  discrimination.  That  section  spoke 
particularly  of  improvements,  as  to  which  the  third  was 
wholly  silent.  It  said  nothing  whatever  of  the  specifica- 
tion, its  objects  or  motive.  It  made  two  provisions,  both 
useful  as  declarations  of  the  law,  to  put  persons  on  their 
guard  and  prevent  mistakes,  but  both  undoubtedly  law, 
without  any  such  declaration.  The  first  was,  that  the  dis- 
coverer and  patentee  of  an  improvement  in  anything  before 
patented  should  not  be  entitled  to  make,  use,  or  vend  the 
original ;  nor  the  inventor  and  patentee  of  the  original  to 
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make,  use,  or  vend  the  improvement.  Here  again  they 
were  both  considered  as  inventors,  and  both  put  on  the 
same  footing.  It  was  declared,  for  general  information, 
and  to  prevent  doubts  and  mistakes,  that  one  should  not 
be  entitled  to  the  invention  of  the  other  ;  but  nothing  was 
said  about  the  manner  of  distinguishing  these  invention3 
one  from  the  other.  That  was  left  to  the  third  section, 
where  it  was  done  without  the  least  mention  or  hint  of  the 
formal  discrimination  in  terms  contended  for  in  the  judg- 
ment below.  It  was  manifest  that  this  discrimination  could 
derive  no  countenance  from  this  branch  of  the  second  sec- 
tion. It  obviously  could  derive  none  from  the  other  branch, 
which,  merely  for  giving  information  to  the  public  and  pre- 
venting mistakes,  declared  "  that  simply  changing  the  form 
or  proportions  of  any  machine  or  composition  of  matter,  in 
any  degree,  shall  not  be  deemed  a  discovery."  This  merely 
amounts  to  saying,  what  would  clearly  have  been  the  con- 
struction of  the  law  without  any  such  declaration,  that  to 
constitute  a  patentable  discovery,  either  original  or  by  im- 
provement, there  must  be  a  new  principle  or  modus  oper- 
andi^ and  not  merely  a  change  of  form  or  proportion.  If 
the  change  of  form  or  proportion  should  be  such  as  to  pro- 
duce a  new  principle  or  modus  operandi^  then  it  would  be 
a  discovery  or  invention,  whether  it  amounts  to  an  original 
or  an  improvement  only ;  and  here  again  improvements 
were  treated  as  inventions,  equally  with  original  discov- 
eries, the  distinction  between  them  being  not  in  nature,  but 
merely  in  degree. 

But  the  point  under  consideration  has  been  expressly 
settled  by  the  former  decision  in  this  case  ;  the  same  objec- 
tion for  want  of  this  discrimiiiation  was  made  in  the  court 
below,  on  the  first  trial,  and  the  same  doctrine  on  the  sub- 
ject expressly  laid  down  by  the  Circuit  Court.  This  doc- 
trine formed  one  of  the  grounds  of  objection,  distinctly 
stated  in  the  argument  of  the  former  case  in  this  court,  and 
was  distinctly  noticed  by  the  court ;  and  with  this  part  of 
the  opinion  below,  and  the  objection  to  it,  distinctly  in 
view,  this  court  decided  this  patent  on  this  same  specifica- 
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tion  to  be  valid,  notwithstanding  its  want  of  a  discrimination 
in  terms  between  the  improvement  and  the  original  inven- 
tion, which  was  an  express  decision  on  this  point  in  favor 
of  the  plaintiflE  in  error.  He  referred  to  various  parts  of  the 
report  of  the  former  case  of  Evans  v.  Eaton  (3  Wheat.  Rep. 
464  [p.  16,  arUe])  to  support  these  positions  ;  remarking,  that 
although  the  court  certainly  was  not  bound  absolutely  by 
its  own  decisions,  and  ought  to  overrule  them  when  satisfied 
of  their  incorrectness,  yet  they  were  the  great  landmarks  of 
the  law,  and  ought  not  to  be  overturned  or  shaken  without 
the  strongest  and  clearest  reasons. 

The  learned  counsel  also  cited  the  authorities  cited  in  the 
margin,  as  to  the  objection  to  the  charge  of  the  court  below, 
upon  the  ground  that  it  had  invaded  the  proper  province 
of  the  jury,  in  respect  to  the  sufficiency  of  the  specification, 
and  to  the  nature  of  the  patentee's  invention  as  an  improve- 
ment or  an  original  discovery.  [Boulton  v.  Bull]  12  H.  Bl. 
478,  484,  497  [1  Am.  &  Eng.  69,  97] ;  [Homblower  v.  Boul- 
ton]  8  T.  R.  99,  101,  103  [1  Am.  &  Eng.  98] ;  [Whittemore 
V.  Cutter]  1  Gallis.  481 ;  [Lowell  v.  Lewis]  1  Mason,  189, 
191. 

Mr.  Justice  Story  delivered  the  opinion  of  the  court. 

This  is  the  same  case  which  was  formerly  before  this 
court,  and  is  reported  in  3  Wheat.  Rep.  454,  and  by  a  refer- 
ence to  that  report  the  form  of  the  patent,  the  nature  of  the 
action,  and  the  subsequent  proceedings  will  fully  appear. 
The  cause  now  comes  before  us  upon  a  writ  of  error  to  the 
judgment  of  the  Circuit  Court,  rendered  upon  the  new  trial 
had  in  pursuance  of  the  mandate  of  this  court. 

Upon  the  new  trial,  [Evans  v.  Eaton,  3  Wash.  443,]  sev- 
eral exceptions  were  taken  by  the  counsel  for  the  plaintiff. 
The  first  was  to  the  admission  of  a  Mr.  Frederick  as  a  wit- 
ness for  the  defendant.  It  is  to  be  observed,  that  the  sole 
controversy  between  the  parties  at  the  new  trial  was, 
whether  the  plaintiff  was  entitled  to  recover  for  an  alleged 
breach  of  his  patent  by  the  defendant  in  using  the  improved 
hopper-boy.     Frederick,   in  his  examination  on  the  voir 
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dire^  denied  that  he  had  any  interest  in  the  cause,  or  that 
he  was  bonnd  to  contribute  to  the  expenses  of  it.  He  said 
he  had  not  a  hopper-boy  in  his  mill  at  present,  it  being  then 
in  court ;  that  it  was  in  his  mill  about  three  weeks  ago, 
when  he  gave  it  to  a  person  to  bring  down  to  Philadelphia  ; 
and  that  his  hopi)er-boy  spreads  and  turns  the  meal,  cools 
it  some,  dries  it,  and  gathers  it  to  the  bolting-chest.  Upon 
this  evidence,  the  plaintiflPs  counsel  contended  that  Fred- 
erick was  not  a  competent  witness,  but  the  objection  was 
overruled  by  the  court.  It  does  not  appear  from  this  ex- 
amination whether  the  hopper-boy  used  by  Frederick  was 
that  improved  by  the  plaintiff  or  not ;  but,  assuming  it  was, 
we  are  of  opinion  that  the  witness  was  rightly  admitted. 
It  is  i)erf  ectly  clear  that  a  person  having  an  interest  only  in 
the  question,  and  not  in  the  event  of  the  suit,  is  a  com- 
petent witness ;  and,  in  general,  the  liability  of  a  witness 
to  a  like  action,  or  his  standing  in  the  same  predicament 
with  the  party  sued,  if  the  verdict  cannot  be  given  in  evi- 
dence  for  or  against  him,  is  an  interest  in  the  question,  and 
does  not  exclude  him.  If  nothing  had  been  in  controversy 
in  this  case  as  to  the  validity  of  the  patent  itself,  and  the 
general  issue  only  had  been  pleaded,  the  present  objection 
would  have  fallen  within  the  general  rule.  But  the  special 
notice  in  this  case  asserts  matter  which,  if  true,  and  found 
specially  by  the  jury,  might  authorize  the  court  to  adjudge 
the  patent  void,  and  it  is  supposed  that  this  constitutes 
such  an  interest  in  Frederick  in  the  event  of  the  cause  tnat 
he  is  thereby  rendered  incompetent.  But,  in  this  respect, 
Frederick  stands  in  the  same  situation  as  every  other  person 
in  the  community.  If  the  patent  is  declared  void,  the  in- 
vention may  be  used  by  the  whole  community,  and  all  per- 
sons may  be  said  to  have  an  interest  in  making  it  public 
property.  But  this  results  from  a  general  principle  of  law, 
that  a  party  can  take  nothing  by  a  void  patent ;  and  so  far 
as  such  an  interest  goes,  we  think  it  is  to  the  credit  and 
not  to  the  competency  of  the  witness.  It  is  clear  that  the 
verdict  in  this  case,  if  given  for  Evans,  would  not  be  evi- 
dence in  a  suit  against  Frederick,  but  Frederick  would  be 
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entitled  to  contest  every  step  in  the  canse,  in  the  same 
manner  as  if  no  such  suit  had  existed.  Non  constat  that 
Frederick  himself  will  ever  be  sued  by  the  pMntiflf,  or  that, 
if  sued,  any  recovery  can  be  had  against  him,  even  if  the 
plaintiffs  patent  should  not  be  avoided  in  this  suit.  It 
therefore  rests  in  remote  contingencies  whether  Frederick 
will,  under  any  circumstances,  have  an  interest  in  the  event 
of  this  suit,  and  the  law  adjudges  the  party  incompetent 
only  when  he  has  a  certain,  and  not  a  contingent,  interest. 
It  has  been  the  inclination  of  courts  of  law,  in  modem  times, 
generally,  to  lean  against  exceptions  to  testimony.  This  is 
a  case  which  may  be  considered  somewhat  anomalous  ;  and 
we  think  it  safest  to  admit  the  testimony,  leaving  its  cred- 
ibility to  the  jury. 

Another  exception  was  to  the  refusal  of  the  court  to  allow 
a  deposition  to  be  read  by  the  plaintiff,  which  had  been 
taken  according  to  a  prevalent  practice  of  the  State  courts. 
It  is  not  pretended  that  the  deposition  was  admissible 
according  to  the  positive  rules  of  law,  or  the  rules  of  the 
Circuit  Court ;  and  it  is  not  now  produced,  so  that  we  can 
see  w^hat  were  the  circumstances  under  which  it  was  taken. 
No  practice,  however  convenient,  can  give  validity  to  depo- 
sitions which  are  not  taken  according  to  law,  or  the  rules  of 
the  Circuit  Court,  unless  the  parties  expressly  waive  the 
objection,  or,  by  previous  consent,  agree  to  have  them  taken 
and  made  evidence.  This  objection,  therefore,  may  at  once 
be  dismissed. 

The  principal  arguments,  however,  at  the  bar,  have  been 
urged  against  the  charge  given  by  the  Circuit  Court  in 
summing  up  the  charge  to  the  jury.  The  charge  is  spread 
in  extenso  upon  the  record,  a  practice  which  is  unnecessary 
and  inconvenient,  and  may  give  rise  to  minute  criticisms 
and  observations  upon  points  incidentally  introduced  for 
purposes  of  argument  or  illustration,  and  by  no  means 
essential  to  the  merits  of  the  cause.  In  causes  of  this 
nature,  we  think  the  substance  only  of  the  charge  is  to  be 
examined  ;  and  if  it  appears,  upon  the  whole,  that  the  law 
was  justly  expounded  to  the  jury,  general  expressions, 
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which  may  need  and  would  receive  qualification  if  they 
were  the  direct  point  in  judgment,  are  to  be  understood  in 
such  restricted  sense. 

It  has  been  already  stated  that  the  whole  controversy  at 
the  trial  turned  Jipon  the  use  of  the  plaintiflPs  hopper-boy  ; 
and  no  other  of  the  inventions  included  in  this  patent  was 
asserted  or  supposed  to  be  pirated  by  the  defendant. 

The  plaintiff,  with  a  view  to  the  maintenance  of  his  suit, 
contended  that  his  patent,  so  far  as  respected  the  hopper- 
boy,  had  a  double  aspect :  1.  That  it  was  to  be  as  a  patent 
for  the  whole  of  the  improved  hopper-boy,  that  is,  of  the 
whole  machine,  as  his  own  invention.  2.  That  if  not  sus- 
ceptible of  this  construction,  it  was  for  an  improvement 
upon  the  hopper-boy,  and  he  was  entitled  to  recover  against 
the  defendant  for  using  his  improvement.  The  defendant 
admitted  that  he  used  the  improved  hopper-boy,  and  put 
his  defence  upon  two  grounds :  1.  That  if  the  patent  was 
for  the  whole  machine,  that  is,  the  improved  hopper-boy, 
the  plaintiff  was  not  the  inventor  of  the  improved  hopper- 
boy  so  patented.  2.  That  if  the  patent  was  for  an  improve- 
ment only  upon  the  hopper-boy,  the  specification  did  not 
describe  the  nature  and  extent  of  the  improvement ;  and  if 
it  did,  stiU  the  patent  comprehended  the  whole  machine, 
and  was  broader  than  the  invention.  To  the  examination  of 
these  points,  and  summing  up  the  evidence,  the  attention 
of  the  Circuit  Court  was  exclusively  directed ;  and  the 
question  is,  whether  the  charge,  in  resi)ect  to  the  matters 
of  law  involved  in  these  points,  was  erroneous,  to  the  injury 
of  the  plaintiff. 

We  will  consider  the  i)oints  in  the  same  order  in  which 
they  were  reviewed  by  the  Circuit  Court.  Was  the  patent 
of  the  plaintiff,  so  far  as  respects  his  improved  hopper-boy, 
a  patent  for  the  whole  machine,  as  his  own  invention  ?  It 
is  not  disputed  that  the  specification  does  contain  a  good 
and  sufficient  description  of  the  improved  hopper-boy,  and 
of  the  manner  of  constructing  it ;  and  if  there  had  been  any 
dispute  on  this  subject,  it  would  have  been  matter  of  fact 
for  the  jury,  and  not  of  law  for  the  decision  of  the  court. 
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The  plaintiff,  in  his  specification,  after  describing  his 
hopper-boy,  its  structure  and  use,  sums  up  his  invention  as 
follows  :  **  I  claim  as  my  invention  the  j)eculiar  properties 
or  principles  which  this  machine  possesses,  in  the  spread- 
ing, turning,  and  gathering  the  meal  at  one  operation,  and 
the  raising  and  lowering  of  its  arms  by  its  motion,  to  ac- 
commodate itself  to  any  quantity  of  meal  it  has  to  operate 
upon."  From  this  manner  of  stating  his  invention,  with- 
out any  other  qualification,  it  is  apparent  that  it  is  just 
such  a  claim  as  would  be  made  use  of  by  the  plaintiff,  if 
the  whole  machine  was  substantially,  in  its  structure  and 
combinations,  new.  The  plaintiff  does  not  state  it  to  be  a 
specific  improvement  upon  an  existing  machine,  confining 
his  claim  to  that  improvement,  but  as  an  invention  substan- 
tially original.  In  short,  he  claims  the  machine  as  substan- 
tially new  in  its  properties  and  principles,  that  is  to  say,  in 
the  modus  operandi.  If  this  be  true,  and  this  has  been 
the  construction  strongly  and  earnestly  pressed  upon  this 
court  by  the  plaintiff's  counsel,  in  the  argument  at  the 
present  term,  what  are  the  legal  principles  that  flow  from 
this  doctrine  ?  The  Patent  Act  of  the  2l8t  of  February, 
1793,  ch.  11,  upon  which  the  validity  of  our  patents  gener- 
ally depends,  authorizes  a  patent  to  the  inventor,  for  Ms 
invention  or  improvement  in  any  new  and  useful  art,  ma- 
chine, manufacture,  or  composition  of  matter  not  known  or 
used  before  the  application.  It  also  gives  to  any  inventor 
of  an  improvement  in  the  principle  of  any  machine,  or  in 
the  process  of  any  comi)osition  of  matter  which  has  been 
patented",  an  exclusive  right  to  a  patent  for  his  improve- 
ment ;  but  he  is  not  to  be  at  liberty  to  use  the  original  dis- 
covery, nor  is  the  first  inventor  at  liberty  to  use  the  im- 
provement. It  also  declares  that  simply  changing  the  form 
or  the  proportion  of  any  machine  or  composition  of  matter, 
in  any  degree,  shaU  not  be  deemed  a  discovery.  It  further 
provides  that,  on  any  trial  for  a  violation  of  the  patent,  the 
party  may  give  in  evidence,  having  given  due  notice  there- 
of, any  special  matter  tending  to  prove  that  the  plaintiff's 
specification  does  not  contain  the  whole  truth  relative  to 
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his  discovery,  or  contains  more  than  is  necessary  to  produce 
the  effect,  (where  the  addition  or  concealment  shall  appear 
to  have  been  to  deceive  the  public,)  or  that  the  thing 
secured  by  the  patent  was  not  originally  discovered  by  the 
patentee,  but  had  been  in  use,  or  had  been  described  in 
some  public  work,  anterior  to  the  supposed  discovery  of 
the  patentee,  or  that  he  had  surreptitiously  obtained  a  j)er- 
son's  invention  ;  and  provides  that  in  either  of  these  cases 
judgment  shall  be  rendered  for  the  plaintiff,  with  costs, 
and  the  patent  shall  be  declared  void.  It  further  requires 
that  every  inventor,  before  he  can  receive  a  patent,  shall 
swear  or  affirm  to  the  truth  of  his  invention,  ^'  and  shall 
deUver  a  written  description  of  his  invention,  and  of  the 
mann^  of  using  or  process  of  compounding  the  same,  in 
such  full,  clear,  and  exact  terms  as  to  distinguish  the  same 
from  all  things  before  known,  and  to  enable  any  person 
sliilled  in  the  art  or  science  of  which  it  is  a  branch,  or  with 
which  it  is  most  nearly  connected,  to  make,  compound,  and 
use  the  same ;  and  in  the  case  of  any  machine,  he  shall 
fully  explain  the  several  modes  in  which  he  has  contem- 
plated the  application  of  the  principle  or  character  by 
which  it  may  be  distinguished  from  other  inventions." 

Prom  this  enumeration  of  the  provisions  of  the  act,  it  is 
clear  that  the  party  cannot  entitle  himself  to  a  patent  for 
more  than  his  own  invention ;  and  if  his  patent  includes 
things  before  known,  or  before  in  use,  as  his  invention,  he 
is  not  entitled  to  recover,  for  his  patent  is  broader  than  his 
invention.  If,  therefore,  the  patent  be  for  the  whole  of  a 
machine,  the  party  can  maintain  a  title  to  it  only  by  estab- 
lishing that  it  is  substantially  new  in  its  structure  and 
mode  of  operartion.  If  the  same  combinations  existed 
before  in  machines  of  the  same  nature,  up  to  a  certain 
point,  and  the  party's  invention  consists  in  adding  some 
new  machinery,  or  some  improved  mode  of  oi)eration,  to 
the  old,  the  patent  should  be  limited  to  such  improvement ; 
for  if  it  includes  the  whole  machinery,  it  includes  more 
than  his  invention,  and  therefore  cannot  be  supported. 
This  is  the  view  of  the  law  on  this  point  which  was  taken 
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by  the  Circuit  Court.  That  court  went  into  a  full  exami- 
nation of  the  testimony,  and  also  of  the  structure  of  Evans's 
hopper-boy  and  Stouffer's  hopper-boy,  and  left  it  to  the 
jury  to  decide,  whether,  up  to  a  certain  point,  the  two  ma- 
chines were  or  were  not  the  same  in  principle.  If  they 
were  the  same  in  principle,  and  merely  differed  in  form  and 
proi)ortion,  then  it  was  declared  that  the  plaintiff  was  not 
entitled  to  recover  ;  or,  to  use  the  language  of  the  court,  if 
the  jury  were  of  opinion  that  the  plaintiff  was  not  the  in- 
ventor of  the  hopper-boy,  he  was  not  entitled  to  recover, 
unless  his  was  a  case  excepted  from  the  general  operation 
of  the  act.  We  perceive  no  reason  to  be  dissatisfied  with 
this  part  of  the  charge  ;  it  left  the  fact  open  for  the  jury, 
and  instructed  them  correctly  as  to  the  law.  And  the  ver- 
dict of  the  jury  negatived  the  right  of  the  plaintiff  as  the 
inventor  of  the  whole  machine.  The  next  inquiry  before 
the  Circuit  Court  was,  whether  the  plaintiff's  case  was  ex- 
cepted from  the  general  operation  of  the  act.  Upon  that, 
it  is  unnecessary  to  say  more  than  that  the  point  was  ex- 
pressly decided  by  this  court  in  the  negative,  upon  the 
former  writ  of  error.  And  we  think  the  opinion  of  this 
court,  delivered  on  that  occasion,  is  correctly  understood 
and  expounded  by  the  Circuit  Court.  It  could  never  have 
been  intended  by  this  court  to  declare,  in  direct  opposition 
to  the  very  terms  of  the  Patent  Act,  that  a  party  was  en- 
titled to  recover,  although  he  should  be  proved  not  to  have 
been  the  inventor  of  the  machine  patented ;  or  that  he 
should  be  entitled  to  recover,  notwithstanding  the  machine 
patented  was  in  use  prior  to  his  alleged  discovery.  There 
is  undoubtedly  a  slight  error  in  drawing  up  the  judgment 
of  the  court  upon  the  former  writ  of  error  ;  but  it  is  imme- 
diately  corrected  by  an  attentive  perusal  of  the  opinion 
itself.  And  we  do  not  think  that  it  can  be  better  stated  or 
explained  than  in  the  manner  in  which  the  Circuit  Court 
has  expounded  it. 

We  are,  then,  led  to  the  examination  of  the  other  point 
of  view  in  which  the  plaintiff's  counsel  have  attempted  to 
maintain  this  patent :  that  is,  by  co^idering  it  not  as  a 
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patent  for  the  whole  of  the  machine  or  improved  hopi)er- 
boy,  but  as  an  improvement  of  the  hopper-boy.  Considered 
under  this  asi)ect,  the  point  presents  itself  which  was 
urged  by  the  defendant's  counsel,  namely,  that  if  it  be  a 
patent  for  an  improvement,  it  is  void,  because  the  nature 
and  extent  of  the  improvement  are  not  stated  in  the  specifi- 
cation. The  Circuit  Court  went  into  an  elaborate  examina- 
tion of  the  law  applicable  to  this  point,  and  into  a  construc- 
tion of  the  terms  of  the  patent  itself,  and  came  to  the  con- 
clusion that  no  distinct  improvement  was  specified  in  the 
patent ;  that  such  specification  was  necessary  in  a  patent 
for  an  improvement,  and  that  for  this  defect  the  plaintiff 
was  not  entitled  to  recover,  supposing  his  patent  to  be  for 
an  improvement  only  of  an  existing  machine.  It  may  be 
justly  doubted  whether  this  point  at  aU  arises  in  the  cause  ; 
for  the  very  terms  of  the  patent,  as  they  have  been  already 
considered,  and  as  they  have  been  construed  at  the  bar  by 
the  plaintiffs  counsel,  at  the  present  argument,  seem 
almost  conclusively  to  establish  that  the  patent  is  for  the 
whole  machine,  that  is,  for  the  whole  of  the  improved 
hopper-boy,  and  not  for  a  mere  improvement  upon  the  old 
hopper-boy.  But,  waiving  this  point,  can  the  doctrine 
asserted  at  the  bar  be  maintained,  that  no  specification  of 
an  improvement  is  necessary  in  the  patent ;  and  that  it  is 
sufficient,  if  it  be  made  out  and  shown  at  the  trial,  or  may 
be  established  by  comparing  the  machine  specified  in  the 
jjatent  with  former  machines  in  use?  That  there  is  no 
specification  of  any  distinct  improvement  in  the  present 
patent,  is  not  denied  ;  that  the  patent  is  good  without  it, 
is  the  subject  of  inquiry.  Let  this  be  decided  by  reference 
to  the  Patent  Act. 

The  third  section  of  the  Patent  Act  requires,  as  has  been 
already  stated,  that  the  party  '*  shall  deliver  a  written  de- 
scription of  his  invention  in  such  fuU,  clear,  and  exact 
terms  as  to  distinguish  the  same  from  all  other  things 
before  known,  and  to  enable  any  i)erson  skilled  in  the  art 
or  science,  &c.,  &c.,  to  make,  comi)ound,  and  use  the  same." 
The  si)ecification,  then,  has  two  objects :  one  is  to  make 
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known  the  manner  of  constrocting  the  machine,  (if  the  in- 
vention is  of  a  machine,)  so  as  to  enable  artisans  to  make 
and  use  it,  and  thus  to  give  the  public  the  benefit  of  the 
discovery  after  the  expiration  of  the  patent.  It  is  not  pre- 
tended that  the  plaintiff's  patent  is  not  in  this  respect  sufli- 
ciently  exact  and  minute  in  the  description.  But  whether 
it  be  so  or  not,  is  not  material  to  the  present  inquiry.  The 
other  object  of  the  specification  is,  to  put  the  public  in  pos- 
session of  what  the  party  claims  as  his  own  invention,  so  as  to 
ascertain  if  he  claim  anything  that  is  in  conmion  use,  or  is 
already  known,  and  to  guard  against  prejudice  or  injury 
from  the  use  of  an  invention  which  the  party  may  other- 
wise innocently  suppose  not  to  be  patented.  It  is,  there- 
fore, for  the  purpose  of  warning  an  innocent  purchaser,  or 
other  person  using  a  machine,  of  his  infringement  of  the 
patent,  and  at  the  same  time  of  taking  from  the  inventor 
the  means  of  practising  upon  the  credulity  or  the  fears  of 
other  persons,  by  pretending  that  his  invention  is  more  than 
what  it  really  is,  or  different  from  its  ostensible  objects, 
that  the  patentee  is  required  to  distinguish  his  invention  in 
his  specification.  Nothing  can  be  more  direct  than  the  very 
words  of  the  act.  The  si)ecification  must  describe  the  in- 
vention "  in  such  full,  clear,  and  distinct  terms  as  to  dis- 
tinguish the  same  from  all  other  things  htfore  Jcnown.^^ 
How  can  that  be  a  sufficient  specification  of  an  improve- 
ment in  a  machine  which  does  not  distinguish  what  the 
improvement  is,  nor  state  in  what  it  consists,  nor  how  far 
the  invention  extends — ^which  describes  the  machine  f uUy 
and  accurately  as  a  whole,  mixing  up  the  new  and  old,  but 
does  not  in  the  slightest  degree  explain  what  is  the  nature 
or  limit  of  the  improvement  which  the  party  claims  as  his 
own  1  It  seems  to  us  j)erfectly  clear  that  such  a  specifica- 
tion is  indispensable.  We  do  not  say  that  the  party  is 
bound  to  describe  the  old  machine,  but  we  are  of  opinion 
that  he  ought  to  describe  what  his  own  improvement  is, 
and  to  limit  his  patent  to  such  improvement.  For  another 
purpose,  indeed,  with  the  view  of  enabling  artisans  to  con- 
struct the  machine,  it  may  become  necessary  for  him  to 
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state  so  much  of  the  old  machine  as  will  make  his  specifi- 
cation of  the  structure  intelligible.  But  the  law  is  suffi- 
ciently complied  with  in  relation  to  the  other  i)oint,  by 
distinguishing,  in  full,  clear,  and  exact  terms,  the  nature 
and  extent  of  his  improvement  only. 

We  do  not  consider  that  the  opinion  of  the  Circuit  Court 
differs,  in  any  material  resi)ect,  from  this  exposition  of  the 
Patent  Act  on  this  point ;  and  if  the  plaintiff's  patent  is  to 
be  considered  as  a  patent  for  an  improvement  upon  an  ex- 
isting hopper-boy,  it  is  defective  in  not  specifying  that  im- 
provement, and  therefore  the  plaintiff  ought  not  to  recover. 

Upon  the  whole,  it  is  the  opinion  of  the  majority  of  the 
court  that  the  judgment  of  the  Circuit  Court  ought  to  be 

Affirmed  with  costs. 

Mr.  Justice  Livingston  dissented.  At  this  late  period, 
when  the  patentee  is  in  his  grave,  and  his  patent  has  ex- 
pired a  natural  death,  we  are  called  on  to  say  whether  his 
patent  ever  had  a  legal  existence,  and  it  may  seem  not  very 
important  to  the  representatives  of  the  patentee  what  may 
be  the  decision  of  this  court.  But,  understanding  that 
many  other  actions  are  pending  for  a  violation  of  this  part 
of  the  patent-right,  and  that  infractions  have  taken  place 
for  which  actions  may  yet  be  commenced,  and  believing 
that  the  decision  we  are  about  to  make  will  have  a  very  ex- 
tensive, if  not  a  disastrous,  bearing  on  many  other  patents 
for  improvements,  and  will,  in  fact,  amount  to  a  repeal  of 
many  of  them,  I  have  thought  proper  to  assign  my  reasons 
for  dissenting  from  the  opinion  just  delivered. 

In  doing  this,  my  remarks  will  be  confined  principally  to 
the  charge  of  the  court,  so  far  as  it  applies  to  the  claim  of 
Evans  for  an  improvement  on  a  hopper-boy. 

I  was  much  struck  with  the  argument  of  the  plaintiff's 
counsel  in  favor  of  the  patent  being  for  an  original  inven- 
tion, and  not  for  an  improvement ;  nor  would  it,  in  my 
opinion,  be  a  forced  construction  to  regard  it  as  a  patent 
for  a  combination  of  machines  to  produce  certain  results, 
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and  not  for  any  of  the  machines,  nor  the  different  parts  of 
which  the  whole  is  composed. 

But  considering  it'a^i  a  patent  for  an  improvement  on 
a  hopper-boy,  in  which  light  it  had  been  regarded  as  well 
by  the  Circuit  as  by  this  court,  when  this  cause  was  here 
before,  I  proceeded  to  examine  the  charge,  so  far  as  it  re- 
lates to  this  part  of  the  subject. 

The  court,  after  stating  in  what  particulars  the  plaintiff's 
counsel  contended  that  his  improvement  consists,  which  is 
unnecessary  to  repeat  here,  proceeds  : 

^'The  plaintiff  has  laid  before  you  strong  evidence  to 
prove  that  his  hopper-boy  is  a  more  useful  machine  than 
the  one  which  is  alleged  to  have  been  previously  discovered 
and  in  use.  If,  then,  you  are  satisfied  of  this  fact,  the 
point  of  law  which  has  been  raised  by  the  defendant's 
counsel  remains  to  be  considered,  which  is,  that  the  plain- 
tiff's  patent  for  an  improvement  is  voidy  because  the  nature 
and  extent  of  Ms  improvement  is  not  stated  in  the  specifi- 
cation, 

"  The  patent  is  for  an  improved  hopper-boy,  as  described 
in  the  specification,  which  is  referred  to  and  made  part  of 
the  patent.  How  does  the  specification  express  in  what  his 
improvement  consists  ?  It  states  all  and  each  of  the  parts 
of  the  entire  machine,  its  use  and  mode  of  operating  ;  and 
claims  as  his  invention  the  peculiar  properties  or  principles 
of  the  machine,  namely,  the  spreading,  turning,  and  gather- 
ing the  meal,  and  the  raising  and  lowering  of  its  arms  by 
its  motion,  to  accommodate  itself  to  the  meal  under  it. 
But  does  this  description  designate  the  improvement,  or  in 
what  it  consists  ?  Where  shall  we  find  the  original  hopper- 
hoy  described^  either  as  to  its  construction,  oj)eration,  or 
use,  or  by  reference  to  anything  by  which  a  knowledge  of 
it  may  be  obtained  ?  Where  are  the  improvements  on  such 
originals  stated  ?  The  undoubted  truth  is,  that  the  specifi- 
cation communicates  no  information  whatever  upon  any  of 
these  points."  And  after  some  farther  reasoning  on  the 
subject,  and  showing  that  the  plaintiff's  case  is  not  excepted 
from  the  general  rule  of  law  by  the  act  which  was  passed 
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for  his  relief,  the  court  declares  that  for  this  imperfection 
or  omission  in  the  specification  the  "  plaintiff  is  not  entitled 
to  recover  for  an  alleged  infringement  of  his  patent  for  the 
improvement  on  the  hopper-boy."  This  was  equivalent  to 
saying  that  for  this  defect  in  the  specification  the  patent  for 
the  improved  hopper-boy  was  void,  and,  of  course,  that  no 
action  at  aU,  whatever  might  be  the  state  of  the  evidence, 
could  be  maintained  for  the  use  of  it.  It  left  nothing,  as  it 
regarded  the  improved  hopper-boy,  for  the  jury  to  decide. 
Such  is  the  charge,  and  it  is  delivered  in  terms  too  plain  to 
be  misunderstood. 

The  objections  to  it  are  now  to  be  considered.  In  doing 
this,  it  will  be  shown : 

1st.  That  the  specification  is  not  defective,  and  that 
although  it  does  not  discriminate  in  what  particulars  the 
machine  in  question  does  differ  from  other  hopper-boys  in 
use,  yet  if,  from  the  whole  of  the  description  taken  together, 
the  machine  is  specified  so  minutely  and  so  accurately  as  to 
be  directly  and  easily  distinguished  from  aU  other  hopper- 
boys  antecedently  known,  everything  has  been  done  which 
the  law  requires,  and  the  patent  is  good. 

2d.  That  if  the  specification  be  vicious  in  the  points  men- 
tioned, the  patent  ought  not  to  be  considered  as  absolutely 
void  ;  but  it  is  enough,  and  the  public  interest  is  sufficiently 
guarded,  if  care  be  taken  that  it  shaU  not  be  extended  to 
create  a  monopoly  in  any  other  machine,  which  may  or  may 
not  be  mentioned  in  the  patent,  which  was  previously  known 
or  in  use .     And — 

3d.  That  if  a  patent  must  be  set  aside  for  such  defect  in 
the  specification,  it  should  be  left  to  the  jury,  on  the  evi- 
dence before  them,  to  decide  whether  the  improvement  pat- 
ented be  not  set  forth  with  aU  necessary  precision, 

1.  I  have  said  the  specification  is  not  defective. 

In  determining  this  question,  it  would  seem  but  natural 
and  just  that  the  validity  of  a  patent  granted  under  a  par- 
ticular act  of  Congress  should  be  tested  by  the  terms  there 
used,  and  by  the  decisions  of  our  own  courts,  so  far  as  they 
are  of  authority,  and  that  we  should  be  extremely  cautious 


168  EVANS  V.  EATON.  [Sup.  Ct. 

Dissentiag  opinion. 

in  adopting  the  rules  which  have  been  introduced  into  other 
countries,  and  under  laws  not  in  every  respect  like  our  own, 
however  respectable  the  tribunals  may  be  which  may  have 
prescribed  those  rules ;  and  this  the  more  especially  as 
most  of  the  decisions  in  England,  which  are  generally  cited, 
and  seem  to  have  been  implicitly  followed  in  this  country, 
are  of  a  date  long  subsequent  to  the  revolution,  and  many 
of  them  posterior  to  the  passage  of  the  Patent  Laws  in  this 
country,  and  which  could  not  therefore  have  been  in  the 
contemplation  of  Congress  at  the  time.  Besides,  there  is 
somewhat  of  hardship  in  constantly  applying  to  a  patentee 
in  this  country  adjudications  made  on  a  British  act  of  Par- 
liament very  unlike  our  own,  and  with  w^hich  decisions  he 
has  no  means  of  becoming  acquainted  until  long  after  a 
knowledge  of  them  can  be  of  any  service.  Already  have 
we  eictended  to  patents  for  improvements  on  old  machines 
several  recent  decisions  in  England,  although  it  was  long 
doubted  in  that  country,  and  as  late  as  the  year  1776, 
whether  by  the  act  of  the  21  James  I. ,  ch.  3,  there  could  be 
a  patent  for  an  addition  only.  When  the  English  courts 
decided  in  favor  of  such  patents,  they  also  made  rules  for 
their  construction  as  cases  arose,  there  being  no  direct  pro- 
visions in  the  statute  on  the  subject.  As  we  have  provided 
by  law,  not  only  for  the  security  of  inventions  entirely  new, 
but  also  for  the  protection  of  those  who  may  discover  any 
new  and  useful  improvement  on  any  art,  machine,  &c.,  not 
known  or  used  before,  and  have  prescribed  the  terms  on 
which  patents  under  it  may  be  obtained,  it  would  seem,  if 
all  those  terms  are  complied  with,  and  the  invention  be 
really  new  and  useful,  that  no  court  can  have  a  right  to  add 
any  other  terms,  or  to  require  of  a  patentee  anything  more 
than  what  the  law  has  enjoined  on  him.  Let  us  now  try 
the  patent  before  us  by  this  rtile.  The  act  of  the  21st  Feb- 
ruary, 1793,  ch.  11,  after  stating  in  what  cases  letteiis  patent 
for  inventions  may  issue,  and  how  they  are  to  be  obtained, 
requires,  inter  alia^  that  the  inventor,  before  he  receives 
his  patent,  shall  take  a  certain  oath,  and  shall  deliver  a 
written  description  of  his  invention,  and  of  the  manner  of 
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using  the  same,  in  such  full,  clear,  and  exact  terms  as  to 
distinguish  the  same  from  all  other  things  htfore  Jcnown^ 
and  to  enable  any  person  skilled  in  the  art  or  science  of 
which  it  is  a  branchy  or  witJi  which  it  is  most  nearly  con- 
nected^ to  make  and  use  the  same.  And  in  the  case  of  a 
machine,  he  shall  fully  explain  the  principle,  and  the  sev- 
eral modes  in  which  he  has  contemplated  the  application  of 
that  principle,  or  character  by  which  it  may  be  distin- 
guished  from  oliher  inventions  ;  and  he  is  to  accompany  the 
whole  with  drawings  and  written  references,  where  the 
nature  of  the  case  admits  of  it,  and  a  model  of  his  ma- 
chine, if  required  by  the  Secretary  of  State,  is  also  to  be 
delivered. 

In  the  present  case,  the  patent  is-f  or  an  improved  hopper- 
boy,  a  particular  description  of  which,  and  it.s  uses,  will  be 
found  in  3  Wheat.  Rep.  466.  It  is  not  pretended  that  this 
machine,  if  made  in  conformity  with  the  description  given 
by  Mr.  Evans,  could  not,  in  fact,  be  distinguished  from 
everything  else  before  known,  when  brought  into  compari- 
son with  it,  nor  that  a  skilful  person,  from  its  description, 
would  not  be  able  to  make  one  like  it ;  which  would  seem 
to  satisfy  every  requisition  of  the  law.  But  the  defendant' s 
counsel  say  this  is  not  enough.  It  should,  not  only  in  its 
organization  and  aggregate  be  different  from  everything 
else,  but  every  respect  in  which  it  differs  in  its  construction 
or  oi)eration  from  other  machines  should  be  minutely  stated 
in  the  specification  ;  or,  in  other  words,  that  other  machines 
heretofore  used  for  similar  purposes  should  be  either  de- 
scribed or  referred  to  therein,  and  the  differences  between 
the  patented  machines  and  those  in  former  use  be  carefully 
designated. 

The  answer  to  this  is,  that  the  law  does  not  require  it — 
that  it  is  impracticable,  and  would  be  of  no  use. 

We  have  seen  already  that  the  law  prescribes  no  precise 
form  of  specification,  which  would  have  been  impracticable, 
and  imposes  no  obligation  to  describe,  in  any  particular 
mode,  the  machine  in  question.  Not  a  word  is  said  as  to 
showing  in  what  particulars  the  improvement  patented 
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differs  from  all  other  machines  for  the  same  purpose  then 
in  use.  If,  on  the  whole  description  taken  together,  the 
machine  of  the  plaintiff  can  be  distinguished  from  other 
machines,  when  compared  with  his,  the  words  and  the  ob- 
ject of  the  law  are  satisfied.  The  law  appears  to  have  noth- 
ing else  in  view,  in  requiring  a  specification,  than  the  in- 
struction of  the  public ;  that  is,  to  guard  them  against  a 
violation  of  the  patented  improvement,  and  to  enable  them, 
when  the  letters  patent  expire,  from  the  si)ecification  filed, 
to  make  a  machine  similar  to  the  one  which  had  been  pat- 
ented. The  only  inquiry,  therefore,  ought  to  be,  whether 
this  obvious  intention  of  the  legislature  has  been  answered 
by  the  particular  specification  which  may  be  the  subject  of 
litigation  ;  and  if  enough  appears,  either  to  prevent  a  per- 
son from  encroaching  on  the  right  of  the  patentee,  or  to 
enable  a  skilful  person  to  make  a  machine  which  shall  not 
only  resemble  the  one  patented,  but  produce  the  like  effect, 
more  ought  not  to  be  required.  Whether  these  ends  be 
attained  by  a  particular  description  of  every  part  of  the 
improved  machine,  or  by  describing  in  what  respect  it 
differs  from  other  machines,  can  make  no  difference.  The 
information  to  the  public  is  as  valuable  and  intelligible,  if 
not  more  so,  in  the  former  case  than  in  the  latter.  If  it  be, 
taken  altogether,  an  improved  machine,  for  the  purpose  of 
producing  certain  results,  and  so  described  that  it  may  be 
distinguished  from  other  machines,  and  that  others  may  be 
made  on  the  same  model,  it  is  a  literal  compliance  with  all 
that  the  law  requires.  If  the  different  parts  of  the  machine, 
and  their  combination  or  connection,  be  accurately  described 
or  intelligibly  set  forth,  why  should  it  not  be  supported, 
although  no  reference  be  made  to  other  machines  dissimilar 
in  their  construction,  and  which,  although  applied  for  the 
same  purpose,  are  inferior  in  the  beneficial  results  produced 
by  them  ?  To  the  objection,  that  it  does  not  precisely  ap- 
pear in  what  the  patent  hopper-boy  differs  from  those  ante- 
cedently in  use,  the  answer  is,  and  it  ought  to  be  conclu- 
sive, that  the  patentee  does  not  mean  to  abridge  or  restrain 
the  public  from  using  those  or  any  other  machines,  so  that 
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they  differ  from  the  one  described  by  him  ;  and  that  any 
mechanic,  on  having  his  specification  before  him,  can  avoid 
an  interference  with  his  invention.  To  confine  our  exami- 
nation to  the  only  hopper-boy  which  was  produced  on  this 
trial,  and  which  was  called  Stouffer's  hopper-boy,  and  of 
which  a  model  has  been  exhibited  to  the  court,  together 
with  a  model  of  Evans's  improved  hopi)er-boy,  can  a  doubt 
be  entertained  for  an  instant  that  they  are  very  dissimilar, 
and  that  any  mechanic  would  not,  in  a  moment,  point  out 
the  distinctions  between  them,  either  from  the  specification 
or  the  model — or  that  he  would  not  be  able  to  make  a 
Stouffer  hopi)er-boy,  or  the  improved  hopper-boy  of  Evans, 
as  he  might  be  directed  ;  and  in  like  manner  he  would  be 
able,  when  brought  together,  to  discriminate  between  any 
other  hopi)er-boy  and  that  of  Evans,  provided  they  were 
different,  so  that  those  who  were  desirous  of  having  a 
hopj)er-boy,  on  an  old  construction,  and  of  not  interfering 
with  the  rights  of  Mr.  Evans,  would  labor  under  no  diffi- 
culty whatever  ?  But  inasmuch  as  Evans  himself  has  not 
discriminated  or  exhibited  in  his  specification  all  the  points 
of  difference  between  his  and  other  hopper-boys,  it  is  sup- 
posed that  his  patent  is  for  some  hopper-boy  already  in 
use,  as  well  as  for  his  improvement  thereon.  The  very 
terms  of  his  specification  precluded  every  supposition  of 
that  kind.  If  there  were  a  thousand  of  those  machines,  on 
different  constructions,  in  use  before  the  date  of  his  patent, 
he  leaves  to  the  public  the  undisturbed  enjoyment  of  them. 
He  meddles  not,  nor  does  he  pretend  to  interfere  with  any 
of  them,  until  they  make  or  use  one  constructed,  in  all  its 
parts,  upon  his  model.  That  form,  and  that  form  alone, 
he  claims  as  his  invention  or  improvement.  It  would  not 
have  been  difficult,  even  from  British  authorities,  to  show 
that  this  specification  was  sufficient ;  but  I  prefer  recurring 
to  our  own  law  as  the  only  proper  criterion  of  the  validity 
or  invalidity  of  the  specification  in  question.  My  opinion 
is,  that  it  has  all  the  certainty  which  is  required  by 
law. 
Such  a  specification  as  is  required  by  the  Circuit  Court, 
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is  not  only  not  prescribed  by  law,  but,  to  me,  it  appears  to 
be  one  extremely  difficult,  if  not  impracticable, 

If  the  inventor  of  an  improved  hopper-boy  is  to  discrim- 
inate, in  his  specification,  between  his  improvements  and 
any  particular  hopper-boy  which  may  be  produced  on  the 
trial,  and  is  to  be  nonsuited  for  not  having  done  so,  how- 
ever correct  and  distinguishing  it  may  be  in  every  other  re- 
spect, he  must  do  the  like  as  to  all  other  hopper-boys  ;  and 
if  he  must  describe  any,  he  must  describe  all  others  with 
which  he  may  be  acquainted  ;  and,  after  all,  some  one  may 
be  introduced  at  the  trial,  of  which  he  had  never  heard,  or 
which  he  had  never  seen,  and  inasmuch  as  he  had  not  stated 
in  what  respects  it  was  improved  by  his  machine,  although 
this  would  immediately  be  seen  on  inspection,  he  must  not 
only  fail  of  recovering  damages  for  a  manifest  violation  of 
his  right,  but  must  have  his  patent  declared  void  by  the 
court,  without  a  trial  by  jury,  and  be  deprived  of  the  fruits 
of  a  most  valuable  improvement,  not  because  he  was  not 
the  honafide  inventor — not  because  he  had  not  described 
his  improvement  with  sufficient  certainty,  according  to  the 
act  of  Congress — ^but  because  something  more  was  required 
of  him,  of  which  he  had  no  means  of  information.  The 
only  hopper-boy  which  made  its  appearance  on  this  trial, 
except  the  plaintiffs,  was  that  known  by  the  name  of  the 
Stouffer  hopper-boy ;  but  7i/m  constat  that  there  may  not 
have  been  a  hundred  different  kinds  in  use,  and  some  en- 
tirely unknown  to  the  plaintiff.  If  he  could  have  described 
thelh  all,  which  would  not  have  been  an  easy  task,  and 
stated  in  what  particulars  his  hopper-boy  differed  from 
them  all,  his  specification  would  have  extended  to  an  im- 
moderate length,  and,  after  aU,  have  been  less  intelligible 
and  satisfactory  than  a  fuU  description,  such  as  is  given 
here,  of  aU  the  parts  of  which  his  consisted,  and  of  the 
manner  in  which  they  are  put  together.  There  may  be 
cases  in  which  an  improvement  may  be  so  simple  as  to  de- 
scribe it  at  once  by  reference  to  the  thing  or  machine  im- 
proved, as  in  the  case  of  an  improvement  of  this  kind  on  a 
common  watch.    But  even  in  the  case  of  a  watch,  if  the 
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improvement  pervades  the  .whole  machine,  it  wonld  be  a 
compliance  with  the  terms  of  the  law,  if  the  patentee  de- 
scribed every  part  of  his  improved  watch,  with  its  principle, 
without  discriminating  particularly  in  what  respect  his 
different  wheels,  &c.,  varied  from  all  other  watches  then  in 
use.  Many  patents  have  been  obtained  for  improvements 
on  stoves,  locks,  &c.  ;  but  has  it  ever  been  required  of  the 
patentee,  in  such  cases,  not  only  to  describe  in  what  manner 
his  stove  or  lock  is  constructed,  and  the  benefits  resulting 
from  such  construction,  but  to  point  out  every  particular  in 
which  they  differ  from  those  already  in  use  ?  This,  to  say 
the  least,  would  be  a  work  of  great  labor,  and  of  little  or 
no  use  to  the  public,  who  would  be  at  liberty  to  use  a  stove 
or  lock  of  any  construction  not  interfering  with  the  one 
described  in  the  specification  of  the  patentee. 

A  few  observations  will  show  that  such  a  description  as 
the  defendant' s  counsel  contend  for  would  be  of  no  greater 
use  than  the  one  which  Mr.  Evans  has  adopted.  After  all 
the  pains  to  discriminate  had  been  taken,  the  question 
would  still  recur,  how  is  the  improved  hopper-boy  to  be  con- 
structed \  And  if,  from  the  specification,  that  could  not  be 
ascertained,  then,  and  then  only,  ought  it  to  be  pronounced 
defective.  But  if,  from  the  description,  the  improved  hop- 
per-boy could  be  made  by  a  skilful  mechanic,  then  the 
public  is  informed,  not  only  of  what  has  been  patented,  but 
of  what  stiU  remains  common  as  before,  and  if  an  action  be 
brought  for  a  violation  of  the  patented  right,  and  it  should 
appear  that  the  hopper-boy  used  is  not  of  such  construction, 
the  plaintiff  must  fail  in  his  suit.  It  cannot  be  said,  with 
any  justice,  that  if  the  discrimination  be  not  made,  the  pat- 
ent includes  not  only  the  improvement,  but  the  old  machine 
on  which  the  improvement  is  ingrafted.  The  old  machine 
still  remains  public  property  ;  may  be  used  by  every  one  ; 
nor -can  any  i)erson  be  considered  as  infringing  on  the  pat- 
ent-right until  he  adds  to  the  machine  already  in  use  the 
improvements  of  the  patentee,  or,  in  other  words,  until  he 
makes  a  machine  resembling,  in  all  its  parts,  the  one  which 
is  described  in  the  specification. 
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2.  But  if  the  specificatioii  be  defective  in  the  points  which 
have  been  mentioned,  is  the  patent  therefore  necessarily  void  t 
This  is  a  question  of  vital  importance  to  every  patentee. 

I  am  a  ware  that  it  has  been  said  in  England  that  the  pat- 
ent must  not  be  more  extensive  than  the  invention  ;  there- 
fore, if  the  invention  consists  in  an  improvement  only,  and 
the  patent  is  for  the  whole  machine,  it  is  void.  But  I  am 
not  aware  that  it  has  ever  been  decided  there,  that  when  a 
patent  is  for  an  ''  improved  machine,"  and  is  taken  out 
onlj/  for  the  machine  thtis  improved,  and  not  for  the  ma- 
chine as  before  used,  that  such  patent  is  void.  But  what- 
ever may  have  been  some  of  the  late  decisions  in  that 
country,  I  prefer,  and  think  it  the  better  course,  to  consider 
this  question  also  under  our  own  act,  which,  in  this  respect, 
is  diflferent  from  the  English  statute,  and  wiU  therefore 
afford  us  more  light  and  be  a  safer  guide  than  either  that 
statute  or  the  judgment  on  it.  In  what  part,  then,  of  our 
act,  may  it  be  asked,  is  an  authority  given  to  the  Federal 
courts  to  declare  a  patent  void  for  a  defective  specification, 
however  innocently  made,  and  which  in  its  consequences 
can  injure  no  one  i  I  state  the  question  in  this  way,  not 
because  I  think  it  necessary  to  show  that  if  injurious  conse- 
quences might  flow  from  an  imperfect  specification,  a  patent 
must  necessarily  be  declared  void,  But  because  I  think  it 
must  be  admitted  that  there  is  no  evidence  whatever  in  this 
cause  to  induce  any  one  to  believe  that  Mr.  Evans  either 
intended  to  take  or  that  he  did  receive  a  patent  for  any- 
thing beyond  his  invention,  which  was  the  hopper-boy  in 
the  improved  condition  in  which  he  describes  it.  To  de- 
clare a  patent  for  a  highly-useful  improvement  absolutely 
void,  merely  for  a  defective  specification,  if  this  be  one,  is  a 
very  high  penalty,  and  should  not  be  lightly  inflicted,  un- 
less rendered  absolutely  necessary  by  law ;  the  more  espe- 
cially as,  without  recurring  to  so  harsh  a  measure,  a  court 
and  jury  will  always  be  able  to  confine  a  remedy  on  the 
patent  to  violations  of  the  improvement  actually  secured, 
and  if  the  patentee  should  be  so  foolish  or  ill-advised  as  to 
attempt  to  bring  within  its  reach  the  machine  in  its  unim- 
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proved  state,  or  any  other  machine  before  common,  he 
would  do  it,  not  only  with  no  prospect  of  success,  but  with 
the  certainty  of  a  defeat,  attended  with  a  very  heavy  ex- 
I)ense.  As  long,  therefore,  as  he  could  maintain  no  action 
but  for  his  improvement,  it  is  not  perceived  why  he  should 
be  visited  with  so  heavy  a  denunciation  as  the  forfeiture  of 
his  improvement,  merely  because,  by  some  construction  of 
his  specification,  which  might  after  all  be  a  mistaken  one, 
he  had  included  in  his  invention  something  of  ever  so 
trifling  a  nature  which  was  already  known.  But  if  such  be 
the  law,  and  such  the  frail  tenure  on  which  these  rights  are 
held,  however  hard  it  may  apply  in  particular  cases,  it 
must  have  its  course.  But  I  cannot  think  it  our  duty,  or 
that  we  have  any  right,  to  pronounce  a  patent  void  on  this 
account ;  but  that  this  imi)ortant  office  is  exclusively  con- 
fided to  a  jury.  Whether  we  have  this  right  or  not,  will 
now  be  examined.  If  such  summary  authority  were  in- 
tended to  have  b^n  conferred  on  the  Federal  courts,  the 
Patent  Law  ought  to  have  been,  and  would  have  been,  ex- 
plicit. This  is  so  far  from  being  the  case,  that  in  the  Pat- 
ent Law,  a  provision,  but  of  a  different  kind,  is  inserted  on 
this  very  subject,  which  is  not  the  case  in  the  statute  of 
James.  It  was  foreseen  that  it  must  sometimes  happen, 
either  from  the  imperfection  of  language  or  the  ignorance 
of  a  x)atentee,  that  defective  si)ecifications  would  be  made  ; 
it  was  also  foreseen  that  an  imperfect  specification  might 
be  made  from  design,  and  with  a  view  of  deceiving  the  pub- 
lic. We  accordingly  find  it  provided,  by  law,  that  among 
other  matters  which  the  defendant  may  rely  on  in  an  action 
for  infringing  a  patent-right,  is,  "that  the  specification 
filed  does  not  contain  the  whole  truth  relative  to  his  dis- 
covery, or  that  it  contains  more  than  is  necessary  to  produce 
the  described  effect,  which  concealment  or  addition  must 
/ullj/  appear  to  have  been  made  for  the  purpose  of  deceiv- 
ing  the  public."  If  judgment  is  rendered  for  the  defend- 
ant on  this  ground,  the  patent  is  to  be  declared  void.  This 
section  applies  as  well  to  patents  for  an  improvement  on  an 
existing  machine  as  for  an  invention  entirely  new,  and  waa 
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intended  to  protect  the  patent  in  either  case  against  an 
avoidance  for  an  imperfect  and  innocent  specification  of  the 
invention  patented.  If,  therefore,  the  defect  which  is 
alleged  really  exist  in  the  specification  of  the  patented  im- 
provement, the  court  is  not  authorized,  on  its  mere  inspec- 
tion, to  declare  it  imperfect,  and  the  patent  on  that  account 
void.  Both  questions  are  clearly  questions  of  fact,  and  are 
so  treated  by  the  legislature.  The  party  has  a  right  to  in- 
sist with  the  jury,  not  only  that  his  specification  is  perfect, 
but  that,  if  it  be  otherwise,  no  deception  was  intended  on 
the  public ;  sud  on  either  ground  they  may  find  a  verdict  in 
his  favor.  So  if,  on  the  allegation  that  the  thing  secured  by 
patent  was  not  originally  discovered  by  the  patentee,  a  ver- 
dict passes  against  the  plaintiff,  he  loses  his  patent.  In 
like  manner,  in  this  case,  if  it  had  appeared  that  the  ^'  im- 
proved hopper-boy,"  which  was  the  thing  secured  by  pat- 
ent, had  not  been  originally  discovered  by  Mr.  Evans,  and 
a  verdict  had  passed  against  him  on  tljat  ground,  there 
would  have  been  an  end  of  his  patent.  Prom  the  tenth  sec- 
tion, also,  an  argument  may  be  drawn  against  the  right  of 
a  court  to  declare  a  patent  void,  on  mere  inspection,  for 
redundancy  or  deficiency  in  a  si)ecification.  This  section 
provides  a  mode  of  proceeding  before  the  District  Court, 
where  there  may  be  reason  to  believe  a  patent  was  obtained 
surreptitiously,  or  upon  false  suggestions  ;  and  if,  on  such 
proceeding,  it  shall  api)ear  that  the  patentee  was  not  the 
true  inventor^  judgment  shall  be  rendered  by  such  court  for 
a  repeal  of  the  patent.  This  is  the  only  case  in  which  a 
power  is  conferred  on  a  court  to  vacate  a  patent  without 
the  intervention  of  a  jury.  If  a  proceeding  of  this  kind  had 
been  instituted  before  the  proper  tribunal  against  Mr. 
Evans,  the  court  would  have  examined  witnesses,  and  have 
formed  its  opinion  on  their  testimony  ;  and  it  is  not  clear 
that  even  in  this  case  a  jury  might  not  have  been  called  in. 
This  section  has  been  taken  notice  of,  to  show  that  it  could 
never  have  been  the  intention  of  the  legislature  that  a  pat- 
ent should  be  avoided,  on  any  account  whatever,  on  the 
opinion  of  the  court  alone,  without  some  examination  other 
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than  that  of  the  specification,  whatever  might  be  its  excess 
or  poverty  of  description.  If  it  had  been  intended  to  vest 
so  important  a  power  in  the  court,  it  would  not  have  been 
left  to  mere  implication,  but  would  have  been  conferred  in 
terms  admitting  of  no  doubt.  My  opinion,  therefore,  on 
this  part  of  the  charge  is,  that  the  court  erred  in  taking 
upon  itself  to  pronounce  the  patent  void,  even  if  the  si)ecifi- 
cation  had  been  defective  or  imperfect  in  not  particularly 
describing  what  the  improvements  of  the  patentee  were, 
this  being  a  power  expressly  delegated  to  a  jury,  who, 
under  all  the  circumstances  of  the  case,  are  to  decide  both 
questions  of  fact ;  that  is,  whether  the  specification  be  defi- 
cient or  superfluous,  and  the  irdentixm  with  which  it  was 
made  so.  I  rei)eat  once  more,  that  whatever  may  have  been 
the  decisions  in  England,  which  are  not  admitted  to  be  con- 
trary to  the  view  which  has  here  been  taken  of  the  subject, 
they  are  not  of  authority,  and  are  upon  an  act  so  very 
different  in  its  structure  from  our  own  as  to  afford  little  or 
no  useful  information  iipon  the  subject.  One  great  and 
important  difference  in  the  two  laws  is,  that  the  statute  of 
James  I.  has  not  prescribed  a  mode  in  which  a  patent  for  a 
vicious  specification  is  to  be  set  aside.  The  patent  is 
granted  on  condition  that  a  specification  be  enrolled. 

I  give  no  opinion  on  the  questions  which  arise  from  the 
admission  of  certain  witnesses  who  were  supposed  to  be  dis- 
qualified on  the  score  of  being  interested  ;  for  if  the  patent 
for  the  hopper-boy  be  void  for  a  defect  in  its  specification, 
and  that  question  is  not  to  be  referred  to  the  jury,  and  such 
I  understand  to  be  the  opinion  of  four  of  the  judges,  it  is 
very  unimportant  whether  any  error  was  committed  in  this 
respect  by  the  court  before  which  the  cause  was  tried,  as  a 
verdict  must  ever  be  rendered  against  the  representatives  of 
the  jyatentee  on  this  ground,  whatever  may  be  the  state  of 
the  evidence. 

Mr.  Justice  Johnson  and  Mr.  Justice  Duvall  also  dis- 
sented. 

Judgment  affirmed  with  costs. 
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7  Wheat  458-470.    Feb.,  1822. 

[Bk.  5,  L.  ed.  496  ;  1  Robb.  417 ;  1  Whit  104.] 
AfDrming  ibid.,  8  Wash.  408. 

Competency  of  witness.     Taking  depositions. 

1.  Where  witness  was  sued  for  infringement  of  plaintiff's  patent- 

right  in  another  cause^  held  that  it  did  not  render  him  incom- 
petent (p.  194). 

2.  Where  witness  was  asked  as  to  the  identity  of  defendant's  machine 

with  plaintiff's  model  in  courts  held  that  it  was  not  included 
in  the  class  of  cases  of  which  notice  was  necessary  under  Act 
1793^  §  6^  and  was  perfectly  proper  under  the  general  issue 
(p.  194). 

3.  Questions  put  to  witness  as  to  acts  among  strangers^  held  prop- 

erly overruled  (p.  195). 

4.  Deposition  introduced  with  the  acquiescence  and  consent  of 

plaintiff,  cannot  afterward  be  objected  to  (p.  195). 

5.  If  witness  is  sane  at  the  time  of  giving  his  testimony,  the  fact 

that  he  is  subject  to  fits  of  derangement  is  no  objection  either 
to  his  competency  or  credibility  (p.  195). 

[Citations  in  the  opinion  of  the  Court :} 

(1)  Evans  v.  Eaton  [p.  105,  arUe\,    Pp.  198,  194. 

Error  to  the  Circuit  Court  of  Pennsylvania. 

This  was  an  action  for  the  infringement  of  the  same  pat- 
ent as  in  the  preceding  case  of  Evans  v,  Eaton,  and  was 
argued  by  the  same  counsel.  The  points  involved  will  be 
found  to  be  fully  discussed  in  the  argument  of  that  case,  to 
which  the  learned  reader  is  referred.  The  following  is  the 
charge  delivered  to  the  jury  in  the  court  below,  which  it  is 
thought  necessary  here  to  insert. 
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After  stating  the  evidence  on  both  sides,  Mr.  Justice 
Washington  proceeded  as  follows  : 

The  facts  intended  to  be  proved  by  the  evidence  given  in 
this  cause  may  be  arranged  under  the  following  heads : 
(1.)  Such  as  respect  the  value  of  the  plaintiJBPs  hopper-boy. 
(2.)  The  time  of  its  discovery.  (3.)  The  kind  of  machine 
used  by  the  defendant.  (4.)  The  time  of  its  discovery  and 
use. 

1st.  As  to  the  first,  the  court  has  no  observations  to 
make,  except  that  if  you  should  find  a  verdict  for  the 
plaintiff,  you  will  give  the  actual  damages  which  the  plain- 
tiff has  sustained  by  reason  of  the  defendant's  use  of  his 
invention,  which  the  court  will  treble. 

2d.  The  evidence  applicable  to  this  head,  if  believed  by 
the  jury,  proves  that,  in  1783,  Oliver  Evans  commenced  his 
investigation  of  the  subject  of  an  improvement  in  the  manu- 
facture of  flour ;  and  in  the  summer  of  the  same  year  he 
declared  that  he  had  accomplished  it.  In  1784,  he  made  a 
model  of  his  hopper-boy,  which  had  no  cords,  weight,  or 
pulley  ;  and  consequently  the  lower  arm  was,  for  the  sake 
of  the  experiment,  turned  by  the  hand.  In  1785,  it  was  in 
operation  in  a  miU,  in  as  perfect  a  state  as  it  now  is. 

3d.  If  the  witness  who  was  called  to  prove  the  kind  of 
machine  used  by  the  defendant  is  believed  by  the  jury,  it 
consists  of  an  upright  square  shaft,  with  a  cog  that  turns 
it,  and  which  is  moved  by  the  water-power  of  the  mill. 
This  shaft  is  inserted  into  a  square  mortise,  in  an  arm  or 
board  somewhat  resembling  an  S,  with  strips  of  wood  fixed 
on  its  under  side,  and  so  arranged  as  to  turn  the  meal  below 
it,  cool,  dry,  and  conduct  it  to  the  bolting-chest.  This  arm 
slips,  with  ease,  up  and  down  the  shaft,  and  must  be  raised 
by  hand,  and  kept  suspended  until  the  meal  is  put  under 
it.  It  has  no  upper  arm,  puUey,  weight,  or  leading  lines  ; 
and  the  strips  below  the  arm  are  like  the  rake,  as  it  is 
called,  in  the  plaintiff's  hopper-boy.  This  machine  has 
acquired  the  name  of  the  S,  or  the  Stouffer  hopper-boy. 

4th.  The  witnesses  examined  to  prove  the  originality  and 
use  of  the  defendant's  hopper-boy,  if  believed  by  the  jury, 
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date  it  as  early  as  about  the  year  1766  ;  and  its  erection  and 
actual  use  in  mills,  in  1775  and  1778  ;  and  progressively  to 
later  periods.  Objections  have  been  made,  on  both  sides, 
to  the  credit  of  some  of  the  witnesses  who  have  been  exam- 
ined, not  on  the  ground  of  want  of  veracity  or  of  character, 
but  of  interest,  short  of  that  which  can  affect  their  compe- 
tency. These  objections  have  been  pressed  so  far  beyond 
their  just  limits  bs  to  require  from  the  court  an  explanation 
of  their  real  value.  Where  the  evidence  of  witnesses 
opposed  by  other  witnesses  is  relied  ui)on,  by  either  side, 
to  prove  a  particular  fact,  the  jury  must  necessarily  weigh 
their  credit,  in  order  to  satisfy  their  own  minds  on  which 
side  the  truth  is  most  likely  to  be ;  and,  in  making  this 
inquiry,  every  circumstance  which  can  affect  the  veracity 
of  the  witnesses,  whether  it  concerns  their  moral  character, 
or  whether  it  arises  from  some  interest  which  they  may 
have  in  the  question,  or  from  feelings  favorable  to  one  or 
the  other  of  the  parties,  should  be  taken  into  the  calcula- 
tion. But  if  the  fact  in  controversy  may  exist  without  a 
violation  of  probability,  and  the  proof  is  by  witnesses  ex- 
clusively on  that  side,  there  is  nothing  to  put  into  the 
opposite  scale  against  which  to  weigh  the  credit  of  those 
witnesses  ;  and  if  the  objection  to  their  credit  be  worth  any- 
thing, it  must  be  to  the  full  extent  of  rejecting  their  testi- 
mony altogether,  or  else  it  is  worth  nothing.  The  jury 
cannot  compromise  the  matter,  or  halt  between  two  opin- 
ions,— they  must  decide  that  the  fact  is  so,  or  is  not  so ; 
and  if  the  latter  be  cause  of  objection  to  the  credit  of  the 
witnesses,  it  would  amount  to  the  confounding  of  the  ques- 
tions of  competency  and  credibility ;  for  the  effect  would 
be  the  same,  whether  the  court  refused  to  permit  the  wit- 
nesses to  testify  on  the  ground  of  incompetency,  or  the  jury 
should  reject  their  testimony,  when  given,  on  that  of  want 
of  credibility.  I  have  thought  it  proper  to  submit  these 
general  observations  to  the  consideration  of  the  jury. 

We  come  now  to  the  question  of  law  which  arises  out  of 
these  facts,  which  is  :  **  What  are  the  things  in  which  the 
plaintiff  alleges,  and  has  proved,  he  has  an  exclusive  prop- 
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erty,  which  he  asserts  the  defendant  has  used,  and  which 
the  defendant  denies  ?" 

The  first  claim  is  for  an  improved  hopper-boy,  which  the 
plaintifE  insists  is  granted  by  his  patent,  which  has  received 
the  sanction  of  the  Supreme  Court,  and  which  the  defend- 
ant acknowledges.  This  being,  tiien,  conceded  ground,  the 
court  will  proceed  to  examine  it ;  and  the  inquiry  will  be, 
whether  the  plaintiff  is  entitled  to  a  verdict  for  an  infringe- 
ment of  his  patent  for  his  improved  hopper-boy.  The  ob- 
jection relied  upon  by  the  defendant  is,  that  the  plaintiff 
has  not  set  forth  in  his  specification  what  are  the  improve- 
ments of  which  he  claims  to  be  the  inventor  so  that  a  person 
skilled  in  the  art  might  comprehend  distinctly  in  what  they 
consist.  This  objection,  in  point  of  fact,  is  fully  supported. 
Neither  the  specification  nor  any  other  document  connected 
with  the  patent  states,  or  even  alludes  to,  any  specific  im- 
provement in  the  hopi)er-boy.  Taking  this  as  true,  how 
stands  the  law  ?  The  third  section  of  the  Patent  Law  de- 
clares that  '*  before  an  inventor  can  receive  a  patent  he 
shall  deliver  a  written  description  of  his  invention^  in  such 
full,  clear,  and  exact  terms  as  to  distinguish  the  same  from 
all  other  things  before  known,  and  to  enable  a  x>^rson 
skilled  in  the  art,  &c.,  of  which  it  is  a  branch,  &c.,  to  make 
and  use  the  same." 

What,  then,  is  the  plaintiff's  invention,  as  asserted  by 
his  counsel,  conceded  by  the  defendant,  and  sanctioned  by 
the  Supreme  Court  in  the  case  of  Evans  v,  Eaton  ?  The 
answer  is,  an  improvement  of  the  hopper-boy,  or  an  im- 
proved hopper-boy,  which  that  court  has  decided  to  be  sub- 
stantially the  same.  If  this  be  so,  then  the  above  section 
of  the  law  has  declared  that  he  must  specify  this  improve- 
ment in  full,  clear,  and  exact  terms.  If  he  has  not  done  so, 
he  has  no  valid  patent  on  which  he  can  recover. 

The  English  decisions  correspond  with  the  injunctions  of 
our  law.  Boulton  v.  BuU  [1  Am.  &  Eng.  59],  Bovill 
V.  Moore  [1  Am.  &  Eng.  268],  iTFarlane  t).  Price  [1  Am. 
&  Eng.  227],  Harmer  v.  Playne  [1  Am.  &  Eng.  171].  See 
3  Wheat.  Rep.,  App.  21  [ante].    The  American  decisions, 
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60  far  as  we  have  any  repc»rts  of  them,  inaintain  the  same 
doctrine.  Mr.  Justice  Story,  in  the  case  of  Lowell  ^.  Lewis 
[1  Mason,  182],  lays  it  down  "  that  if  the  patent  be  for  an 
improvement  in  an  existing  machine,  the  patentee  must,  in 
his  specification,  distinguii^h  the  new  from  the  old,  and  con- 
fine his  patent  to  such  parts  only  as  are  new  ;  for  if  both 
are  mixed  together,  and  a  patent  taken  for  the  whole,  it  is 
void."     What  is  the  reason  for  all  this  % 

In  the  first  place,  it  is  to  enable  the  public  to  enjoy  the 
full  benefit  of  the  discovery,  when  the  patentee's  monopoly 
is  expired,  by  having  it  so  described  on  record  that  any 
person  skilled  in  the  art  of  which  the  invention  is  a  branch 
may  be  able  to  construct  it.  The  next  reason  is,  to  put 
every  citizen  upon  his  guard,  that  he  may  not,  through 
ignorance,  violate  the  law  by  infringing  the  rights  of  the 
patentee,  and  subjecting  himself  to  the  consequences  of 
litigation.  The  inventor  of  the  original  machine,  if  he  has 
obtained  a  patent  for  it,  and  all  persons  claiming  under 
him,  may  lawfully  enjoy  all  the  benefits  of  that  discovery, 
notwithstanding  the  improvement  made  upon  it  by  a  subse- 
quent discoverer.  If  he  has  not  chosen  to  ask  for  a  mo- 
nopoly, but  abandoned  it  to  the  public,  then  it  becomes  pub- 
lic property,  and  any  person  has  a  right  to  use  it.  The  in- 
ventor of  an  improvement  may  also  obtain  a  patent  for  his 
discovery,  which  cannot  legally  be  invaded  by  the  inventor 
of  the  original  machine  or  by  any  other  person.  These 
righte  of  each  are  secured  by  law,  and  there  is  no  incom- 
patibility  between  them.  But  if  a  man,  wishing  to  use  the 
original  discovery,  and  honestly  disposed  to  avoid  an  in- 
fraction of  the  improver's  right,  is  unable  to  discover,  from 
any  certain  and  known  standard,  where  the  original  inven- 
tion ends  and  the  improvement  commences,  how  is  it  possible 
for  him  to  exercise  his  own  acknowledged  right,  freed  from 
the  danger  of  invading  that  of  another  ?  And  to  what  acts 
of  oppression  might  not  this  lead  %  Might  not  the  patentee 
of  this  mysterious  improvement  obtain  from  the  ignorant, 
the  timid,  and  even  the  prudent  members  of  society,  who 
wish  to  use  only  the  original  discovery,  the  price  he  chooses 
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to  ask  for  a  license  to  use  his  improvement,  and  in  this  way 
compel  them  to  purchase  it,  rather  than  incur  expenses  and 
inconveniences  far  greater  than  the  sum  demanded?  If 
this  may  happen,  then  the  improver  enjoys,  in  a  degree, 
the  benefit  of  a  discoverer,  both  of  the  original  machine  and 
also  of  the  improvement.  In  short,  the  patentee  of  the  im- 
provement may,  to  a  certain  extent,  keep  men  at  arm's 
length  as  to  the  use  of  the  original  invention,  or  make  them 
pay  for  it,  in  derogation  of  the  rights  of  the  inventor  of  the 
original  machine.  If  the  law,  as  applicable  to  cases  in 
general,  be  rightly  laid  down,  the  next  inquiry  is,  is  the 
present  an  excepted  case  ?  The  plaintiflTs  counsel  have  not 
directly  asserted  it  to  be  so  ;  but  they  have  referred,  with 
some  emphasis,  to  what  is  said  by  the  Supreme  Court  in 
the  case  of  Evans  v.  Eaton.  3  Wheat.  Rep.  518  [ante]. 
The  expressions  are,  "  In  all  cases  where  the  plaintiffs 
claim  is  for  an  improvement  on  a  machine,  it  will  be  incum- 
bent on  him  to  show  the  extent  of  his  improvement,  so  that 
a  person  understanding  the  subject  may  comprehend  dis- 
tinctly in  what  it  consists." 

This  decision  does  not  state  in  what  way  the  extent  of 
the  plaintiffs  improvement  is  to  be  proved  ;  nor  did  the 
case  require  that  the  Supreme  Court  should  be  more  ex- 
plicit. The  obvious  conclusion  is  that  the  court  left  that 
matter  undecided,  and  meant  that  the  extent  of  the  plain- 
tiff 8  improvement  should  be  shown  according  to  rules  of 
law.  A  contrary  construction  would  be  most  unfair  and 
unwarranted. 

Is  it  possible  to  believe  that  if  the  Supreme  Court  in- 
tended t/O  decide  contrary  to  the  provisions  of  the  third  sec- 
tion of  the  Patent  Law,  and  of  the  English  and  American 
decisions,  that  this  was  a  case  without  the  influence  of  that 
law  and  those  decisions,  that  such  intention  would  have 
been  expressed  in  such  general  terms  ?  This  cannot  be  ad- 
mitted ;  neither  can  the  private  act  for  the  relief  of  Oliver 
Evans  warrant  the  argument  that  this  case  is  freed  from  the 
restrictions  contained  in  the  third  section  of  the  Patent 
Law,  because,  except  as  to  the  extent  of  the  grant,  it  refers 
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to,  and  the  Supreme  Court  in  the  before-mentioned  case 
considers  it  as  within,  the  provisions  of  that  law. 

Is  it  likely  that  the  Supreme  Court  could  have  meant  that 
the  plaintiff  might  cure  the  defects  of  his  specification  by 
pToving  to  the  jury  in  what  his  improvement  consisted  ? 
If  so,  then,  as  to  the  present  defendant,  such  an  explanation 
would  be  unavailing  to  save  him  from  the  consequences  of 
an  ert'or  against  which  the  sagacity  of  man  could  not  have 
guarded  Mm.  He  has  sinned  already,  if  he  has  invaded 
the  plaintiffs  right,  and  it  is  too  late  to  convince  him  of  his 
error,  if  he  must  be  a  victim  of  it  for  the  want  of  that  light 
which  is  now  shed  upon  the  act  long  after  his  supposed 
transgression.  But  of  what  avail  would  that  explanation 
be  after  the  expiration  of  the  plaintiffs  monopoly  ?  The 
parol  evidence  given  in  a  court  of  justice  being  seldom 
recollected  with  accuracy,  it  affords  the  most  unsafe  notice 
of  facts,  particularly  when  they  respect  matters  of  art,  that 
can  well  be  supposed.  What  man,  who  wishes  not  to  in- 
vade the  plaintiffs  patent,  would  venture  to  erect  a  hopi)er- 
boy  merely  upon  the  information  which  he  could  gather 
from  this  trial?  He  could  obtain  none  upon  which  he 
could  safely  rely  ;  nor  could  any  artist,  after  the  expiration 
of  the  plaintiffs  right,  be  enabled  from  such  a  source  to 
know  how  to  construct  the  improved  hopper-boy.  But 
even  if  the  extent  of  the  improvement  could  be  proved  in 
this  way,  the  plaintiff  has  not  attempted  to  prove  it,  and, 
what  is  more,  his  counsel,  though  repeatedly  called  upon 
to  point  it  out,  have  not  been  able  to  do  it. 

Can  the  jury,  without  evidence,  and  without  the  aid  of 
the  plaintiff  or  his  counsel,  say  in  what  those  improvements 
consist  ?  If  they  had  never  seen  another  hopper-boy,  sup- 
posed to  be  the  original,  this  would  be  impossible.  If,  hav- 
ing seen  the  Stouffer  hopper-boy,  they  can  do  so  by  com- 
paring with  it  the  plaintiffs  improved  hopper-boy,  then  the 
consequence  seems  almost  to  be  inevitable  that  the  Stouffer 
hopper-boy  is  the  original  one—the  point  which,  under  the 
next  head,  is  denied  by  the  plaintiff.  But  if  the  specifica- 
tion had  stated  in  what  the  plaintiffs  improvement  con- 
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sisted,  still  he  is  not  entitled  to  a  verdict  for  a  violation  of 
his  patent,  unless  he  has  proved,  to  your  satisfaction,  that 
the  defendant  has  infringed  it. 

Upon  the  whole,  then,  this  patent,  so  far  as  it  is  for  an  im- 
provement, cannot  be  supported  ;  .and,  as  to  any  claim  found- 
ed on  this  right,  the  plaintiff  is  not  entitled  to  your  ver- 
dict. 

2.  The  plaintiff  contends  that  he  is  the  original  inventor, 
not  only  of  the  improved  hopi)er-boy,  but  of  the  whole 
machine ;  that  his  patent  grants  him  the  exclusive  right 
for  both  ;  and  that  this  claim  has  received  the  sanction  of 
the  Supreme  Court.  Whether,  in  point  of  fact,  he  is  the 
original  inventor  of  the  hopi)er-boy,  will  be  attended  to 
hereafter.  Neither  shall  I  stop  to  inquire  whether  the 
plaintiff's  patent  grants  him  the  right,  because,  if  the 
Supreme  Court  has  sanctioned  the  claim,  that  is  law  to  this 
court.  The  i)art  of  the  decision  of  that  court  relied  upon 
by  the  plaintiff's  counsel  is  found  in  3  Wheat.  Rep.  517, 
where  the  Chief  Justice  says  :  ^'  The  opinion  of  the  court, 
then,  is,  that  Oliver  Evans  may  claim  under  his  patent  the 
exclusive  use  of  his  inventions  and  improvements  in  the  art 
of  manufacturing  flour  and  meal,  and  in  the  several  ma- 
chines which  he  has  invented,  and  in  his  improvements  on 
machines  previously  discovered." 

It  would  seem  almost  impossible  to  misunderstand  this 
positive  declaration  of  the  court.  It  appears  to  be  the  re- 
sult of  the  previous  reasoning.  It  states  that  the  plaintiff 
may  claim  :  (1.)  The  exclusive  use  of  improvements  and  in- 
ventions in  the  art  of  manufacturing  flour.  (2.)  In  the 
several  Tnachiries  which  he  has  invented.  (3.)  In  his  im- 
proveTnenis  on  machines  previously  discovered.  As  to  the 
first,  there  is  no  dispute  in  the  cause.  The  third  has  been 
already  disposed  of,  and  the  second  will  now  be  examined. 
It  is  contended,  by  the  defendant's  counsel,  that  this  is  not 
the  correct  construction  of  the  above  sentence  of  the  court, 
because  it  is  inconsistent  with  the  pretensions  of  the  plain- 
tiff's counsel,  and  with  the  argument  of  the  Chief  Justice, 
throughout  the  opinion,  which  led  to  the  above  conclusion. 
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This  supposed  inconsisteucy  may,  ia  the  opinion  of  this 
court,  be  explained  by  the  following  observations  : 

The  exceptions  taken  to  the  charge  of  this  court,  in  the 
case  of  Evans  r>.  Eaton,  were,  first,  that  Oliver  Evans' s  pat- 
ent was  only  for  the  combined  eifect  of  all  the  machines 
mentioned  in  his  patent,  and,  second,  in  directing  the  jury 
to  find  for  the  defendant,  if  they  should  be  of  opinion  that 
the  hopper-boy  was  in  use  prior  to  the  improvement  alleged 
to  be  made  by  Oliver  Evans.  These  were  the  only  ques- 
tions presented  to  the  view  of  the  Supreme  Court,  upon 
which  it  was  deemed  proper  by  that  court  to  give  an  opinion. 
The  reasoning  of  the  Chief  Justice,  therefore,  is  intended 
to  prove  and  correct  these  errors  in  the  charge,  by  showing 
that  Oliver  Evans  was  entitled,  by  his  patent  and  the 
accompanying  documents,  not  only  to  the  general  combina- 
tion of  the  different  machines,  but  to  an  vm/provement  on 
the  hopper-boy,  one  of  the  machines  used  in  combination. 
If  he  had  a  right  to  an  improvement  on  the  hopper-boy, 
then  this  court  was  clearly  wrong  in  directing  the  jury  to 
find  a  verdict  for  the  defendant,  if  they  should  be  of  opinion 
that  the  hopper  boy  was  in  use  prior  to  the  plaintiff's  im- 
provement, because  it  was  unimportant  who  was  the  orig- 
inal discoverer  of  the  hopi)er-boy,  provided  the  plaintiff 
had  a  patent  for  an  improved  hopper-boy,  and  the  defend- 
ant used  that  improvement,  and  the  charge  precluded  that 
inquiry.  But  while  the  Chief  Justice  aims  to  prove  that 
Oliver  Evans  was  entitled  to  this  double  claim,  he  does  not 
exclude  any  other  claim.  There  is  an  expression  relied 
upon,  by  the  defendant's  counsel,  as  having  this  appear- 
ance ;  but  it  is  more  likely  that  the  word  relied  on  is  a 
typographical  error,  than  that  the  court  should  both  deny 
and  affirm  the  plaintiff's  right  as  an  original  inventor  of  the 
hopper-boy.  When  the  court  came  to  state  definitely  what 
were  the  plaintiff's  claims  under  this  patent,  the  whole  are 
distinctly  stated.  The  act  for  the  relief  of  Oliver  Evans 
authorizes  a  grant  to  him  of  his  improvement  in  the  art  of 
manufacturing  flour,  and  in  the  several  machines  .which  he 
has  invented,  and  in  his  improvement,  &c.     The  court  says 
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that  '^  the  application  is  few  a  patent  coextensive  with  the 
act,"  &c.     3  Wheat.  Rep.  608  [ante]. 

If,  then,  in  this  enumeration  of  the  plaintiffs  rights 
nnder  the  patent,  those  to  the  machines  had  been  omitted, 
it  might  have  been  supposed  that  it  was  not  recognized  by 
that  court,  and  it  is,  consequently,  introduced  iu  order  to 
prevent  a  conclusion  against  its  vaUdity,  although  it  had 
not  been  brought  into  view  in  the  previous  argument,  be- 
cause a  matter  not  in  dispute.  This  course  of  reasoning  is,  we 
think,  strongly  fortified  by  what  the  court  says,  page  618, 
[p.  83,  €mt€y]  "  In  all  cases  where  his  claim  is  for  an  improve- 
ment^ ' '  &c.  Now,  if  his  claim  was  confined  to  an  improvement 
produced  by  the  combined  operation  of  all  the  machines, 
and  if  an  improvement  in  the  separate  machines,  why 
should  the  court  have  stated  hypothetically  that  which  was 
to  be  proved  in  case  the  plaintiff  claims  for  an  improve- 
ment? The  sentence  following  immediately  that  which 
was  relied  on  by  the  defendant's  counsel  seems  to  explain 
it,  and  to  fortify  the  construction  which  we  have  given  to 
it.  Ui)on  the  whole,  we  are  of  opinion  that  the  question 
who  is  the  original  inventor  of  the  hopper-boy  is  left  open 
by  the  Supreme  Court.,  and  is  now  to  be  decided  by  the 
jury.  If,  then,  the  jury  should  be  opinion,  upon  the  evi- 
dence, that  the  hopi)er-boy  which  the  defendant  uses  was 
invented  and  was  in  use  prior  to  the  discovery  of  Oliver 
Evans,  then  your  verdict  ought  to  be  for  the  defendant. 
But  to  this  construction  there  are  objections  made  which  it 
is  proper  to  notice. 

1.  It  is  contended  that  the  judgment  of  the  Supreme 
Court  in  Evans  t.  Eaton,  (3  Wheat.  Rep.  619  \ante\^)  where 
it  is  said  that  there  is  error  in  the  proceedings  below,  in 
this,  that  in  the  charge  the  opinion  is  expressed  * '  that 
Oliver  Evans  was  Hot  entitled  to  recover  if  the  hopper-boy 
in  his  declaration  mentioned  had  been  in  use  previous  to 
his  alleged  discovery, ' '  entitles  the  plaintiff  to  a  verdict, 
although  the  jury  should  be  of  opinion  that  he  is  not  the 
original  inventor  of  the  hopper-boy.  That  the  court  did 
not  mean  this,  is  most  obvious,  from  what  is  said  on  page  617, 
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[p.  83,  ante,"]  that  Oliver  Evans  may  claim  tiie  exclusive  use 
in  the  several  machines  which  he  has  invented.  Could  the 
Supreme  Court  intend  to  say,  immediately  after,  that  he  is 
entitled  to  a  verdict  for  a  machine  which  he  has  not  in- 
vented i  Can  it  be  supposed  that  the  court  meant  to  ride 
over  the  third  section  of  the  Patent  Law,  and  set  up  a 
different  rule  to  govern  this  case,  without  having  stated  the 
reasons  for  so  extraordinary  a  distinction  ?  This  is  alto- 
gether inadmissible.  It  is  also  worthy  of  remark,  that  the 
words  "  in  his  declaration  mentioned,"  in  the  judgment  of 
the  Supreme  Court,  are  not  in  the  charge  of  the  Circuit 
Court,  as  stated  by  the  Chief  Justice  ;  and  it  is  the  insertion 
of  those  words  in  the  judgment  which  produces  all  the  diffi- 
culty. Leave  them  out,  and  then  the  judgment  is  consist- 
ent with  the  whole  reasoning  of  the  Chief  Justice,  which 
condemned  the  charge  of  the  Circuit  Court,  because  it  pre- 
cluded Oliver  Evans  from  obtaining  a  verdict  for  his  im- 
provement^ if  he  was  not  the  original  inventor  of  the  ele- 
mentary parts  of  this  machine.  Retain  them,  and  it  follows 
that  if  Oliver  Evans  was  proved  not  to  be  the  inventor  of 
the  hopi)er-boy  in  his  declaration  mentioned,  still  the  de- 
fendant was  not  entitled  to  a  verdict.  This  would  be  in 
such  direct  opposition  to  the  sixth  section  of  the  Patent 
Law,  that  we  cannot  suppose  this  was  the  meaning  of  the 
Supreme  Court. 

2.  The  next  objection  to  the  construction  is,  that  the  act 
of  the  Legislature  of  Pennsylvania,  of  1787,  conveyed  to 
Oliver  Evans  the  original  hopper-boy,  and,  consequentiy, 
the  existence  and  use  of  the  Stoufler  hopi)er-boy,  at  a  jyeriod 
prior  to  the  plaintiflTs  discovery,  cannot  now  be  urged  to 
invalidate  his  patent.  It  is  by  no  means  to  be  admitted 
that  the  act  operates  to  make  such  a  transfer.  But  if  it 
did,  still  the  plaintiff  cannot  recover,  if  he  appears  not  to 
be  the  first  or  original  discoverer  of  the  hopper-boy.  His 
claim  is  not  derivative  either  from  the  State  or  from  an 
individual.  His  suit  is  founded  on  his  patent,  and  unless 
he  was  himself  the  original  inventor  of  the  hopper-boy,  he 
cannot  recover. 
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3.  Another  oojection  stated  by  the  plaintiff's  counsel  is, 
that  the  Stoufler  hopper-boy,  although  the  jury  should 
believe  it  was  in  use  in  many  mills  before  the  plaintiff's 
discovery,  had  fallen  into  disuse,  and  therefore  cannot  be 
urged  to  invalidate  the  plaintiff's  right  of  recovery.  The 
answer  to  this  is,  that,  whether  it  fell  into  disuse  or  not,  if 
it  was  used  before  the  plaintiff's  discovery,  the  plaintiff 
could  not  obtain  a  patent  for  it,  so  as  to  exclude  the  defend- 
ant from  using  it,  if  he  chose  to  do  so. 

4.  The  last  objection  is,  that  the  use  of  the  Stouffer  ma- 
chine cannot  affect  the  plaintiff' s  patent,  unless  it  was  pub- 
lic. Whether  that  hopper-boy  was  in  public  use  or  not,  the 
jury  will  judge  from  the  evidence.  It  was  erected  and  used 
in  four  or  five  mills,  if  the  defendant's  witnesses  are  be- 
lieved. But  this  argument  has  no  foundation  in  the  act  of 
Congress,  which  does  not  speak  of  public  use.  It  is  ma- 
terial whether  the  patentee  had  notice  of  the  prior  invention 
or  not.  If  it  was  in  actual  use,  in  any  part  of  the  world, 
however  unlikely  or  impossible  that  the  fact  could  come  to 
the  knowledge  of  the  patentee,  his  patent  for  the  same 
machine  cannot  be  supported. 

A  verdict  was  rendered  for  the  defendant,  and,  exceptions 
being  taken  to  the  above  charge,  the  cause  was  brought  by 
a  writ  of  error  before  this  court, 

Mr.  Justice  Story  delivered  the  opinion  of  the  court. 

This  case  is  an  action  for  an  infringement  of  the  same 
,  patent  as  in  Evans  v.  Eaton,  [ante,]  and  many  of  the  re- 
marks in  that  case  are  applicable  to  this  ;  and  therefore  the 
opinion  now  delivered  will  refer  to  such  points  only  as  are 
not  completely  disposed  of  by  the  opinion  already  deliv- 
ered. The  evidence  in  this  case  does  not  establish  that  the 
defendant  used  the  plaintiff's  improved  hopper-boy ;  but 
the  hopper-boy  used  by  the  defendant  is  asserted  to  be 
Stouffer' s  hopper-boy.  At  the  new  trial,  a  Mr.  Aby  was 
offered  as  a  witness  by  the  defendant,  to  prove  the  nature 
and  character  of  the  hopper-boy  used  by  the  defendant. 
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The  plaintiff  objected  to  his  testimony  as  incompetent,  be- 
cause he  was  sued  by  the  plaintiff  for  an  infringement 
of  his  patent-right,  under  circumstances  similar  to  those 
alleged  in  proof  against  the  defendant.  The  court  overruled 
the  objection,  and  the  witness  was  then  sworn  on  the  tmr 
dire  as  to  his  interest  in  the  suit ;  but,  upon  a  full  exami- 
nation, it  did  not  appear  that  he  was  really  interested,  and 
the  court  therefore  permitted  him  to  be  sworn  in  chief. 
The  plaintiff  took  an  exception  to  this  decision  of  the  court. 
The  objection  to  the  competency  of  Aby,  so  far  as  he  has 
an  interest  from  being  sued,  cannot  be  distinguished,  in 
principle,  from  that  already  overruled  in  the  case  of  Evans 
t.  Eaton  [7  Wheat.  356,  p.  105,  ante].  There  is  this  ad- 
ditional circumstance  in  tMs  case,  that  Aby  was  not  called 
as  a  general  witness,  but  to  establish  a  single  fact,  namely, 
the  nature  of  the  hopper-boy  used  by  the  defendant.  The 
other  objection,  upon  his  answers  on  the  voir  dire^  is  dis- 
posed of  by  the  single  remark  that  he  purged  himself  of 
any  real  interest  in  the  event  of  the  suit.  A  question  was 
asked  of  this  witness,  on  his  examination  in  chief,  whether 
the  hopper-boy  in  the  defendant's  mill  was  like  the  model 
exhibited  in  court  of  the  plaintiff's  patented  hopper-boy. 
The  plaintiff  objected  to  the  question,  because  such  testimony 
could  not  be  given  in  this  case,  for  want  of  notice  thereof. 
But  the  objection  was  overruled  by  the  court,  and,  in  our 
judgment,  with  perfect  correctness.  No  notice  was  neces- 
sary to  authorize  the  inquiry  ;  and  if  the  plaintiff  meant  to 
rely  on  the  notice  required  by  the  sixth  section  of  the 
Patent  Act  in  certain  cases,  it  is  only  necessary  to  say  that 
this  was  not  within  the  provision  of  that  class  of  cases. 
The  question  was  perfectly  proper  under  the  general  issue. 
Similar  objections  were  taken  to  other  witnesses,  but  it  is 
unnecessary  to  remark  on  them. 

An  inquiry  was  proposed  by  the  plaintiff  to  one  of  the 
witnesses,  whether  one  Peter  Stouffer  had  paid  the  plaintiff 
for  a  license  for  his  mill,  but  the  court  refused  to  allow  the 
question  to  be  asked  ;  and  we  see  no  reason  why  it  should 
have  been  allowed,  for  it  merely  referred  to  an  act  among 
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strangers,  which  ought  not  to  prejudice  the  defendant.  A 
similar  question  was  proposed  to  be  asked  of  the  same  wit- 
ness, whether  the  executors  of  Jacob  Stouffer  had  paid  the 
plaintiff  for  a  license  for  the  mill  of  Jacob.  The  court  over- 
ruled the  question  ;  and,  for  the  same  reason,  it  was  rightly 
overruled. 

The  deposition  of  one  John  Shetter  was  read  in  evidence 
by  the  defendant,  without  opposition,  and  afterward  the 
plaintiff  moved  to  have  the  same  rejected,  because  not  taken 
according  to  the  rules  of  the  court ;  but  the  court  refused 
to  reject  it,  and,  in  our  judgment,  rightly,  because  it  having 
been  once  introduced  with  the  acquiescence  and  consent  of 
the  plaintiff,  he  could  not  afterward  avail  himself  of  the 
objection. 

The  plaintiff  then  proposed  to  ask  a  question  of  a  witness, 
whether  Daniel  Stouffer  was  subject  to  fits  of  derangement, 
and  whether  the  witness  had  said  so  ;  but  the  court  over- 
ruled the  question.  It  does  not  appear  distinctly  in  the 
record  that  Daniel  Stouffer  was  a  witness  in  the  cause  ;  but 
if  he  was  so,  the  question  was  properly  overruled,  because 
a  i)erson  being  subject  to  fits  of  derangement  is  no  objection 
either  to  his  comi)etency  or  credibility,  if  he  is  sane  at  the 
time  of  giving  his  testimony. 

The  next  objection  of  the  plaintiff's  counsel  is  to  the 
charge  of  the  court,  in  summing  up  the  cause  to  the  jury  ; 
but  the  points  on  which  that  charge  materially  depends 
have  been  so  fully  discussed  in  the  opinion  just  delivered  in 
Evans  v.  Eaton,  that  it  is  unnecessary  to  examine  them  at 
large. 

Upon  the  whole,  it  is  the  opinion  of  the  majority  of  the 
court  that  the  judgment  ought  to  be 

Affirmed  with  costs. 
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9  Wheat  IMM-6U.    Feb.,  1884. 

[Bk.  6,  L.  ed.  170 ;  1  Robb.  488  ;  1  Whit.  115.] 

Record.    Proceedings  to  repeal  patent.     Scire  facias. 

1.  Where  a  special  jurisdiction  is  given  to  a  court,  all  the  prelim- 

inary proceedings  required  to  found  that  jurisdiction  should 
appear  of  record,  as  they  constitute  an  essential  part  of  the 
case  (p.  200). 

2.  Where  a  rule  is  the  sole  foundation  of  a  suit,  the  record  must 

not  only  show  that  it  was  granted,  but  it  must  appear  by  the 
proceedings  that  it  was  rightfully  granted  (p.  201). 

3.  Under  Act  1793,  §  10,  proceedings  to  repeal  a  patent  require  a 

record  of  the  preliminary  proceedings  under  the  rule  to  show 
cause  and  a  process  in  the  nature  of  a  scire  facias  to  issue  to 
repeal  the  patent,  if  upon  a  future  trial  the  same  should  be 
found  invalid  (p.  201). 

This  cause  was  argued  by  Mr.  Haines  *  in  support  of  the 
rule,  and  by  Mr.  Mnmett  f  against  it. 

Mr.  Justice  Stoey  delivered  the  opinion  of  the  court. 

The  district  judge  of  the  Southern  District  of  New  York, 
under  the  tenth  section  of  the  Patent  Act  of  the  21st  of 
February,  1793,  ch.  11,  granted  a  rule  upon  Charles  Wood 
and  Gilbert  Brundage,  at  the  instance  and  complaint  of 
Jethro  Wood,  to  show  cause  why  process  should  not  issue 
against  them  to  repeal  a  patent  granted  to  them  for  a  cer- 
tain invention  in  due  form  of  law  ;  and,  upon  hearing  the 
parties,  no- sufficient  cause  being,  in  his  judgment,  shown 

*  He  cited  Steams  9.  Barrett,  1  Mason's  Rep.  158 ;  [The  King  v.  Dean  of 
Trinity  Chapel]  8  Mod.  28 ;  [Groenwelt  «.  Burwell]  1  Salk.  144. 

t  He  cited  1  U.  8.  Law  Journal,  88 ;  En}  parts  O'Reily,  1  Ves.  jun.  112 ; 
Be  parte  Fox,  1  Yes.  &  Beames,  67  [1  Am.  &  Eng.  185]  ;  Jefferson's  Case, 
2  Saund.  15. 
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to  the  contrary,  he,  on  the  2d  day  of  Jnly,  1823,  passed  an 
order  that  the  said  role  be  made  absolute,  and  that  the  said 
patent  be  rex)ealed,  and  that  process  issue  to  repeal  the  said 
patent,  and  for  the  costs  of  the  complainant.  The  pat- 
entees, by  their  counsel,  moved  the  court  to  direct  a  record 
to  be  made  of  the  whole  proceedings,  and  that  process,  in 
the  nature  of  a  scire  facias ,  should  be  issued,  to  try  the 
validity  of  the  patent.  The  court  denied  the  motion,  upon 
the  ground  that  these  were  summary  proceedings,  and  that 
the  patent  was  repealed  de  facto  by  making  the  rule  abso- 
lute, and  that  the  process  to  be  issued  was  not  in  the  nature 
of  a  scire  facias  to  try  the  validity  of  the  patent,  but 
merely  process  repealing  the  patent. 

A  motion  was  made,  on  a  former  day  of  this  term,  in 
behalf  of  the  patentees,  for  a  rule  upon  the  district  judge 
to  show  cause  why  a  mandamus  should  not  issue  from  this 
court,  directing  him  to  make  a  record  of  the  proceedings  in 
the  cause,  and  to  issue  a  scire  fa^us  for  the  purpose  of 
trying  the  validity  of  the  patent.  The  rule  having  been 
granted,  and  due  service  had,  the  case  has  since  been  argued 
by  counsel  for  and  against  the  rule  ;  and  the  opinion  of  this 
court  is  now  to  be  delivered. 

Two  objections  have  been  urged  at  the  bar  against  the 
making  this  rule  absolute.  The  first  is,  that  these  proceed- 
ings, being  summary,  are  not  properly  matters  of  record. 
The  second,  that  this  is  not  a  case  in  which,  by  law,  a  scire 
famas^  or  process  in  the  nature  of  a  scire  facias^  can  be 
awarded  to  try  the  validity  of  the  patent. 

Both  of  these  objections  are  founded  upon  the  provisions 
of  the  tenth  section  of  the  patent  act,  and  must  be  decided 
by  a  careful  examination  of  those  provisions.  The  words 
are,  **  That  upon  oath  or  affirmation  being  made  before  the 
judge  of  the  District  Court  where  the  patentee,  his  execu- 
tors, &c.,  reside,  that  any  patent  which  shall  be  issued  in 
pursuance  of  this  act  was  obtained  surreptitiously,  or  upon 
false  suggestion,  aiid  motion  made  to  the  said  court  within 
three  years  after  issuing  the  said  patent,  but  not  afterward, 
it  shall  and  may  be  lawful  for  the  judge  of  the  said  District 


200  Ex  parte  WOOD  A  BRUNDAGE.  [Sup.  Ct. 

Opinion  of  the  court 

Court,  if  the  matter  alleged  shall  appear  to  him  to  be  suffi- 
cient, to  grant  a  rule  that  the  patentee,  or  his  executor,  &c., 
show  cause  why  process  should  not  issue  against  him  to 
repeal  such  patent ;  and  if  sufficient  cause  shall  not  be 
shown  to  the  contrary,  the  rule  shall  be  made  absolute ; 
and  thereupon  the  judge  shall  order  process  to  be  issued 
against  such  patentee,  or  his  executors,  &c.,  with  costs  of 
suit  And  in  case  no  sufficient  cause  shall  be  shown  to  the 
contrary,  or  if  it  shall  appear  that  the  patentee  was  not  the 
true  inventor  or  discoverer,  judgment  shall  be  rendered  by 
such  court  for  the  repeal  of  the  said  patent.  And  if  the 
party  at  whose  complaint  the  process  issueld  shall  have 
judgment  given  against  him,  he  shall  pay  all  such  costs  as 
the  defendant  shall  be  put  to  in  defending  the  suit,  to  be 
taxed  by  the  court  and  recovered  in  due  course  of  law." 

Upon  the  slightest  inspection  of  this  section,  it  will  be  at 
once  perceived  that,  however  summary  the  proceedings 
may  be,  they  are  of  vast  importance  to  the  parties,  and  in- 
volve the  whole  right  and  interest  of  the  patentee.  The 
jurisdiction  given  to  the  court  is  not  general  and  unlimited, 
but  is  confined  to  cases  where  the  patent  was  obtained  sur- 
reptitiously, or  upon  false  suggestions,  where  the  patentee 
resides  within  the  district,  and  where  the  application  is 
made  within  three  years  after  the  issuing  of  the  patent.  It 
is,  therefore,  certainly  necessary  that  all  these  facts,  which 
are  indispensable  to  found  the  jurisdiction,  should  be  stated 
in  the  motion  and  accompanying  affidavits ;  and  without 
them  the  court  cannot  be  justified  in  awarding  the  rule.  It 
follows,  of  course,  that  in  any  record  that  is  to  be  made  of 
the  proceedings  they  constitute  the  preliminary  part,  and 
ought  not  be  omitted.  In  the  present  case  they  have  been 
wholly  omitted,  and  the  record  is,  in  this  respect,  incom- 
plete and  inaccurate. 

But  it  is  said  that,  technically  speaking,  these  proceed- 
ings are  not  matters  of  record.  They  are  certainly  proceed- 
ings of  a  court  of  record,  for  such  are  all  the  courts  of  the 
United  States,  in  virtue  of  their  organization,  both  upon 
principles  of  the  common  law  and  the  express  intendment 
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of  Congress.  In  general,  the  interlocntory  proceedings  in 
suits  are  not  entered  of  record,  as  they  are  deemed  merely 
collateral  incidents.  Bnt  where  a  si)ecial  jurisdiction  is 
given  to  a  court,  as  in  the  present  instance,  it  appears  to  us 
that,  in  conformity  to  the  course  of  decisions  in  this  court 
upon  the  subject  of  jurisdiction,  aU  the  preliminary  pro- 
ceedings required  to  found  that  jurisdiction  should  appear 
of  record,  as  they  constitute  an  essential  part  of  the  case. 
In  general,  motions  and  rules  made  in  the  course  of  suita 
over  which  the  court  has  an  acknowledged  jurisdiction  are 
not  entered  of  record.  But  where  a  rule  is  the  sole  f  oimdar- 
tion  of  the  suit,  and  the  first  step  in  its  progress,  that  rule 
can  only  be  granted  under  special  circximstances  preseribed 
by  law.  It  is  not  suflBicient  to  show  that  the  rule  itself;  was 
granted,  but  it  must  also  api)ear  by  the  proceedings  that  it 
was  rightfully  granted. 

But  the  more  material  question  is,  whether  the  proceed- 
ings, so  far  as  the  rights  of  the  patentees  ^re  concerned, 
terminated  with  the  rule  being  made  absolute,  so  that  ipso 
facto  the  patent  was  rei)ealed,  and  the  process  to  be  issued 
was  only  process  to  enforce  or  deciire  the  repeal ;  or 
whether  the  process  was  in  the  nature  of  a  sdre  facias  at 
common  law  to  repeal  the  patent,  if,  upon  a  future  trial, 
the  same  should  be  found  invalid* 

This  question  must  be  decided  by  the  terms  of  the  section 
in  controversy ;  but,  in  the  interpretation  of  those  terms, 
if  their  meaning  is  somewhat  equivocal,  that  construction 
ought  certainly  to  be  adopted  which,  not  departing  from 
the  sense,  is  most  congenial  to  our  institutions,  and  is  most 
convenient  in  the  administration  of  public  justice.  The 
securing  to  inventors  of  an  exclusive  right  to  their  inven- 
tions was  deemed  of  so  much  importance,  as  a  means  of 
promoting  the  progress  of  science  and  the  useful  arts,  that 
the  Constitution  has  expressly  delegated  to  Congress  the 
power  to  secure  such  rights  to  them  for  a  limited  period. 
The  inventor  has,  during  this  period,  a  property  in  his  in- 
ventions— ^a  property  which  is  often  of  very  great  value, 
and  of  which  the  law  intended  to  give  him  the  absolute 
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enjoyment  and  possession.  In  suits  at  common  law,  where 
the  value  in  controversy  exceeds  twenty  dollars,  the  Con- 
stitution has  secured  to  the  citizens  a  trial  by  jury.  In 
cases  of  equity  and  admiralty  jurisdiction,  they  have  the 
security  of  a  regular  and  settled  course  of  proceedings, 
where  the  rules  of  evidence  and  the  principles  of  decision 
are  well  established.  And  in  all  these  cases,  there  is  the 
farther  benefit,  conferred  by  our  laws,  of  revising  the  judg- 
ments of  the  inferior  courts  by  the  exercise  of  api)ellate 
jurisdiction.  It  is  not  lightly  to  be  presumed,  therefore, 
that  Congress,  in  a  class  of  cases  placed  peculiarly  within 
its  patronage  and  protection,  involving  some  of  the  dearest 
and  most  valuable  rights  which  society  acknowledges  and 
the  Constitution  itself  means  to  favor,  would  institute  a 
new  and  summary  process,  which  should  finally  adjudge 
upon  those  rights  without  a  trial  by  jury,  without  a  right 
of  appeal,  and  without  any  of  those  guards  with  which,  in 
equity  suits,  it  has  fenced  round  the  general  administration 
of  justice.  The  Patent  Acts  have  given  to  the  patentee  a 
right  to  sue  at  common  law  for  damages  for  any  violation 
of  his  invention,  and  have  given  him  a  farther  right  to  claim 
the  interference  of  a  court  of  equity,  by  way  of  injunction, 
to  protect  the  enjoyment  of  his  patent.  It  would  be  some- 
what surprising  if,  after  such  anxious  legislation,  there 
should  exist  in  the  act  a  clause  which,  in  a  summary 
manner,  enables  any  person  to  rei)eal  his  patent,  and  thus 
sweep  away  his  exclusive  property,  without  interposing 
any  guards  by  way  of  appeal,  or  any  regular  proceedings 
by  which  the  validity  of  titles,  in  ordinary  cases,  is  exam- 
ined and  contested. 

With  these  considerations  in  view,  let  the  tenth  section 
of  the  act  be  examined.  Its  object  is  to  provide  some  means 
to  repeal  patents  which  have  been  obtained  surreptitiously, 
or  upon  false  suggestions — ^the  very  cases  for  which  a  scire 
facias  issues  at  the  common  law.  As  the  patents  are  not 
enrolled  in  the  records  of  any  court,  but  among  the  rolls  of 
the  Department  of  State,  it  was  necessary  to  give  some 
directions  as  to  the  correct  time  and  manner  of  instituting 
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proceedings  to  rei)eal  them.  It  accordingly  directs  that  the 
district  judge  may,  upon  proper  evidence,  under  oath  and 
motion  made  to  the  court,  in  his  discretion,  "  grant  a  rule 
that  the  patentee,  &c.,  show  cause  why  process  should  not 
issue  against  him  to  repeal  such  patent ;  and  if  sufficient 
cause  shall  not  be  shown  to  the  contrary,  the  rule  shall  be 
made  absolute,  and  thereupon  the  judge  shall  order  process 
to  be  issued  against  such  patentee,  &c.,  with  cost^  of  suit." 
It  is  obvious,  from  the  language  of  this  clause,  that  the  rule 
is  a  rule  not  to  repeal  the  patent,  if  it  is  made  absolute,  but 
a  rule  for  process  to  issue  to  repeal  the  patent.  It  is  not, 
then,  the  rule,  but  the  process  contemplated  by  the  act, 
that  repeals  the  patent.  It  is  not  a  mere  form,  but  it  is  of 
the  essence  of  the  proceedings,  without  which  the  rule  has 
no  efficacy.  Is  the  process  to  be  issued  a  process  which  per 
se  repeals  the  patent,  or  are  the  words  "  to  repeal  such  pat- 
ent'' to  be  construed  as  merely  descriptive  of  the  nature  of 
the  process,  and  of  the  effect  of  it,  if  judgment  shaU  be 
finally  pronounced  in  support  of  it  ?  In  other  words,  is  it 
a  process  in  the  nature  of  an  execution,  or  a  judicial  proc- 
ess in  the  nature  of  a  scire  facias^  calling  for  further  pro- 
ceedings ?  If  the  words  of  the  section  had  stopped  at  the 
clause  already  referred  to,  it  would,  perhaps,  have  been 
difficult  to  find  a  sufficient  explanation  of  the  legislative 
will  to  have  led  the  court  to  the  conclusion  that  judicial 
process,  in  the  nature  of  a  scire  facias^  was  certainly  in- 
tended ;  there  would  have  been  some  reason  for  hesitation  ; 
but  even  then  an  interpretation  against  such  process  would 
not  have  been  without  serious  embarrassments.  It  could 
not  be  arrived  at  without  leaving  much  of  questionable 
reasoning  behind.  But  the  section  does  not  stop  here.  It 
goes  on  to  make  further  provisions,  which,  if  the  process 
absolutely  repealed  the  patent,  could  have  no  operation  and 
no  intelligible  meaning.  On  the  other  hand,  if  the  process 
was  to  be  in  the  nature  of  a  scire  fadxts^  all  the  words  are 
sensible  and  operative,  and  describe  the  proper  progress 
and  proceedings  upon  such  a  writ.  The  clause  is  in  these 
words  :  *^  And  in  case  no  sufficient  cause  shall  be  shown  to 
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the  contrary,  or  if  it  shall  appear  that  the  patentee  was  not 
the  true  inventor  or  discoverer,  judgment  shall  be  rendered 
by  such  court  for  the  rei)eal  of  the  patent."  These  words 
follow  after  the  clause  awarding  the  process,  and,  of  course, 
suppose  the  process  already  issued.  The  party  is  supposed 
to  be  called  upon  to  show  cause,  which  is  precisely  what  a 
scire  facias  requires  in  its  official  mandate  ;  and  if  no  suffi- 
cient cause  is  shown  to  the  contrary,  or  if  it  shall  appear 
that  the  patentee  was  not  the  true  inventor  or  discoverer, 
then  the  patent  is  to  be  repealed.  If  the  process  is  merely 
to  repeal  the  patent,  and  not  to  institute  a  trial,  how  can 
the  party  show  cause  ? — how  can  it  judicially  appear  that 
the  patentee  is  not  the  inventor  ?  These  provisions  are  in- 
telligible in  a  scire facia^^  for  that  authorizes  subsequent 
inquiry  into  the  law  and  the  facts.  But,  farther,  "  judg- 
ment''  is  to  be  rendered.  Now,  it  is  not  necessary  to  lay 
any  particular  stress  on  this  word,  as  a  known  juridical 
phrase,  expressive  of  the  final  decision  of  the  court ;  but  if 
the  making  the  rule  absolute  repealed  the  patent,  and  the 
process  is  merely  an  execution,  how  could  any  subsequent 
judgment  be  rendered  in  the  case  %  It  would  be  contrary 
to  all  analogy,  to  all  rules  of  judicial  interpretation,  to  sup- 
pose that  judgment  is  to  succeed,  and  not  to  precede,  the 
writ  of  execution.  The  clause  goes  on  :  "  And  if  the  party 
at  whose  complaint  the  process  issued  shall  have  judgment 
against  him,  he  shall  pay  all  such  costs  as  the  defendant 
shall  be  put  to  in  defending  the  suit,  to  be  taxed  by  the 
court  and  recovered  in  due  course  of  law."  The  language 
is  here  still  more  distinct  and  persuasive.  It  imports,  in  a 
clear  manner,  that  some  proceedings  were  to  be  had  after 
the  process  issued,  by  which  the  case  might  be  farther  in- 
vestigated ;  and  if,  upon  such  investigation,  judgment 
should  be  against  the  complainant,  the  patentee  should  re- 
cover his  costs.  The  language  is,  that  the  party  at  whose 
complaint  the  process  issued^  not  the  rule  isisued,  shall 
have  judgment  against  him.  Upon  what  % — ^the  rule  \  Cer- 
tainly not ;  but  upon  the  ^oc^**  issued.    He  shall  pay  the 
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costs  to  which  the  defendant  is  put  in  defending  the  suit. 
What  suit  is  here  intended !  We  think  it  is  clear  that  it 
means  the  suit  upon  uae  process,  that  is,  upon  the  scire 
facias;  for  the  proceedings  upon  the  rule  are  not,  in  a 
technical  or  in  any  accurate  sense,  a  suit.  The  costs  of  de- 
fending the  suit  are  to  be  paid.  But  how  can  any  costs 
arise  from  a  defence  ux)on  a  process  which  is  final  and  abso- 
lute ?  It  apx>ears  to  the  court,  that  to  give  the  construction 
contended  for  by  the  counsel  against  the  rule  would  be  to 
reject  the  plain  and  obvious  purport  of  the  whole  of  the 
last  clauses  of  the  section,  and  make  them  a  perfect  nullity. 
In  the  other  view,  they  have  the  entire  effect,  and  are  as 
reasonable  and  just  in  themselves  as  they  are  promotive  of 
the  security  of  vested  rights  and  proi)erty. 

Nor  does  the  occurrence  of  the  words  "  costs  of  suit,"  in 
the  preceding  jjart  of  the  section,  where  it  is  said  that  **  the 
process  shall  be  issued,  &c.,  with  costs  of  suit,"  in  the 
slightest  degree  impugn  this  interpretation.  The  true 
meaning  of  these  words,  in  this  connection,  is  not  that  costs 
of  suit  already  incurred  shall  be  paid  and  collected,  but 
that  the  process  shall  be  to  show  cause  why  the  patent 
shall  not  be  repealed,  and  costs  of  suit  given  to  the  com- 
plainant. In  this  view,  it  fortifies  the  construction  already 
asserted  by  the  court.  That  this  is  the  true  exi)osition  of 
the  words,  is  made  apparent  by  examining  the  fifth  section 
of  the  Patent  Act  of  1790,  ch.  34,  which  is  exactly  similar 
in  terms  to  the  tenth  section  of  the  present  act,  except  that 
it  omits,  in  this  place,  the  words  "  costs  of  suit."  These 
words,  therefore,  were  not  intended  to  change,  and  cannot 
be  admitted  to  change,  the  natural  meaning  of  other  parts 
of  the  section.  And  if  the  other  words  used  in  this  connec- 
tion are  descriptive  of  the  nature  of  the  process,  these  words 
are  merely  explanatory  of  the  legislative  intent,  that  the 
costs  of  the  suit  should  follow  upon  the  final  judgment  in 
favor  of  the  complainant.  Without  this  provision,  as  the 
other  clause  giving  costs  applies  to  the  patentee  only,  the 
complainant,  although  he  should  prevail  in  the  suit,  would 
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not  be  entitled  to  any  costs.  This  was  a  real  defect  in  the 
first  act,  and  is  cored  by  the  Insertion  of  the  words  under 
consideration. 

Nor  are  there  any  public  mischiefs  which  will  result  from 
the  view  which  the  court  takes  of  this  section.  On  the 
contrary,  it  will  subserve  the  purposes  of  general  justice. 
If  a  patent  has  been  fraudulently  obtained,  or  upon  false 
suggestions,  it  may  be  repealed  within  three  years,  if  a  jury 
upon  a  trial  shall  be  satisfied  of  the  fact.  If  such  a  rei>eal 
be  not  had,  still  the  public  have  a  perfect  security.  They 
may  violate  the  patent  with  impunity,  and,  if  sued  for  the 
violation,  any  person  may  show  the  same  facts  in  his  de- 
fence, and  they  will  constitute  a  complete  bar  to  the  suit, 
by  the  express  provisions  of  the  sixth  section  of  the  Patent 
Act.  Here,  also,  the  trial  will  be  ordinarily  by  a  jury,  and 
if  the  verdict  is  found  upon  such  facts  in  favor  of  the  de- 
fendant, the  law  expressly  declares  that  "  judgment  shall 
be  rendered  for  the  defendant,  with  costs,  and  the  patent 
shall  be  declared  void."  Many  patents  under  this  section 
have  already,  in  such  suits,  been  adjudged  void ;  so  that 
the  danger  of  extensive  imposition  or  injury  is  wholly 
chimerical.  On  the  other  hand,  if,  by  any  accident  or  mis- 
take, the  patentee  should  neglect  to  appear  to  oppose  the 
rule,  upon  the  argument  on  the  other  side,  he  may  be 
remediless.  But,  upon  the  exposition  of  the  statute  adopted 
by  the  court,  he  will  still  be  entitled  to  appear  to  the 
scire  fadas^  and  have  a  more  deliberate  opportunity  to 
defend  his  right. 

Upon  the  whole,  it  is  the  opinion  of  the  court  that  the 
rule  ought  to  be  made  absolute,  and  fhat  a  peremptory- 
mandamus  issue  to  the  judge  of  the  District  Court,  direct- 
ing him  to  enter  upon  record  the  proceedings  in  this  cause 
antecedent  to  the  granting  of  the  rule,  and  upon  which  it 
was  founded  ;  that  he  award  a  process,  in  the  nature  of  a 
scire  facias^  to  the  patentees,  to  show  cause  why  the  pat- 
ent should  not  be  repealed,  with  costs  of  suit ;  that  upon 
such  process  being  returned,  duly  executed,  he  proceed  to 
try  the  same  cause,  upon  the  pleadings  filed  by  the  parties 
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and  the  issue  joined  thereon  ;  and  that  if  the  issue  so  joined 
be  an  issue  of  faot,  then  the  trial  thereof  to  be  by  a  jury  ; 
if  an  issue  of  law,  then  by  the  court,  as  in  other  cases. 

Mandamus  aocoedinoly. 

Judgment.  Upon  the  hearing  of  this  cause,  upon  the 
rule  to  show  cause  heretofore  awarded  by  this  court,  and 
on  consideration  of  the  arguments  of  counsel  for  and 
against  making  the  same  rule  absolute,  it  is  ordered  and 
adjudged  by  the  court  that  the  same  rule  be,  and  hereby 
is,  made  absolute.  And  it  is  further  ordered  by  the  court 
that  a  peremptory  mandamus  issue  to  the  district  judge  of 
the  Southern  District  of  New  York,  commanding  him  to 
enter  upon  record  the  proceedings  in  this  cause,  antecedent 
to  the  granting  by  him  of  the  rule  to  show  cause  why  proc- 
ess should  not  issue  to  repeal  the  i>atent  in  the  proceedings 
mentioned,  and  upon  which  the  said  rule  was  founded ; 
that  the  said  judge  do  award  a  process  in  the  nature  of  a 
scire  facias  to  the  patentees,  to  show  cause  why  the  said 
I>atent  should  not  be  repealed,  with  costs  of  suit ;  that 
upon  the  return  of  such  process,  as  duly  served,  the  said 
judge  do  proceed  to  try  the  cause,  upon  the  pleadings  filed 
by  the  parties  and  the  issue  joined  thereon  ;  and  that  if  the 
issue  be  an  issue  of  fact,  the  trial  thereof  be  by  a  jury  ;  if 
an  issue  of  law,  then  by  the  court,  as  in  other  cases. 

Note: 

3.  Act  1790,  §  5 ;  Act  1793,  §  10}  Act  1836,  §  16  ;  Act  1870, 

§  58  ;  B.  S.,  §  4918. 
See  Bourne  v.  Goodyear,  9  Wall.  811. 
Mowry  v.  Whitney,  14  WaU.  434. 
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KEPLINGER  v.  DE  YOUNG. 

10  WhMt.  858-S67,    F^.,  182ft. 

[Bk.  6,  L.  ed.  841 ;  1  Kobb.  408 ;  1  Whit.  129.] 

Contract.    Infringement. 

L  A  contract  with  a  party  to  purchase  all  the  articles  made  by  him 
upon  an  infringing  machine  does  not  render  the  purchaser  an 
infringer,  unless  the  contract  was  colorable  only  (Act  1800, 
§  3)  (p.  209). 

Eruob  to  the  Circuit  Court  of  Maryland. 

This  cause  was  argued  by  3fr.  Waster  and  Jfr.  Sergeant 
for  the  plairUiffj  and  by  the  AUomey-Oeneral  for  the 
dtfendant. 

Mr.  Justice  Washington  delivered  the  opinion  of  the 
court. 

This  was  a  suit  commenced  by  the  plaintiff,  Replinger, 
in  the  Fourth  Circuit  for  the  District  of  Maryland,  against 
the  defendant,  for  the  violation  of  the  plaintifTs  patent- 
right,  secured  to  him  according  to  law,  in  a  certain  new  and 
useful  improvement,  to  wit,  a  machine  for  making  watch- 
chains,  &c.  The  third  count  in  the  declaration,  upon  which 
alone  this  cause  has  been  argued,  is  in  the  usual  form, 
charging  the  defendant  with  having  unlawfully  used  the 
said  improvement,  without  the  consent  of  the  plaintiff  first 
had  and  obtained  in  writing.  The  defendant  pleaded  the 
general  issue,  and  gave  notice  to  the  plaintiff  that  he  should 
deny  that  the  exclusive  right  of  using  the  improvement 
mentioned  in  the  declaration  was  vested  in  the  plaintiff,  or 
that  he  was  the  original  and  first  inventor  of  the  said  im- 
provement, and  thaft  he  should  give  evidence  to  establish 
those  facts. 
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At  the  trial,  the  plaintiff  read  in  evidence  the  letters  i)at- 
ent,  duly  granted,  bearing  date  the  4th  of  May,  1820,  and 
proved  that  he  was  the  true  and  original  inventor  of  the 
machine  si)ecified  in  the  patent,  and  that  the  defendant, 
together  with  John  Hatch  and  John  C.  Kirkner,  did  nse 
the  said  machine  in  the  making  of  watch-chains  from  steel, 
from  the  4th  of  May  till  some  time  in  the  month  of  Decem- 
ber, 1820. 

The  defendant,  in  order  to  prove  that  any  concern  or  con- 
nection which  he  had  with  the  said  Hatch  &  Kirkner,  in 
the  making  of  watch-chains  by  means  of  the  said  machine, 
was  merely  as  a  purchaser  of  watch-chains  from  them  under 
the  following  contract,  produced  and  gave  the  same  in  evi- 
dence. The  agreement  referred  to,  bearing  date  the  3d  of 
May,  1820,  is  between  M.  De  Young,  and  J.  Hatch,  and 
J.  Kirkner,  and  witnesses  :  "  That  the  said  Hatch  &  Kirk- 
ner do  hereby  engage  and  obligate  themselves  to  manufac- 
ture and  deUver  to  M.  De  Young,  or  at  his  store  in  said 
city,  not  less  than  three  gross,  but  as  many  as  five  gross, 
of  wire  watch-chains,  agreeably  to  a  sample  to  be  dejKxsited 
with  T.  Barly,  (if  practicable  to  manufacture  so  many,)  in 
each  week,  from  the  date  hereof,  for  the  term  of  six  months, 
one  half  of  which  number  to  be  with  turned  slides,  and  the 
other  half  wire  slides  ;  the  whole  number  to  be  four  strands, 
if  the  said  De  Young  so  choose  ;  but  he  is  to  have  the  priv- 
ilege of  directing  the  description  to  be  furnished,  that  is  to 
say,  what  number  of  four,  five,  six,  or  eight  strands, — the 
prices  of  which  to  be  as  follows  :  four  strands,  two  dollars 
per  dozen  ;  six  strands,  two  dollars  sixty-six  cents  and  two 
thirds  i)er  dozen,  and  eight  strands  at  the  rate  of  three 
dollars  thirty- three  cents  per  dozen  ;  said  Hatch  &  Kirkner 
to  devote  their  whole  time  and  attention  to  said  manufac- 
ture, and  neither  to  sell,  barter,  nor  dispose  of,  in  any 
manner,  or  way,  or  means  whatever,  of  any  goods  of  the 
description  hereinbefore  described,  or  which  may,  in  any 
manner  or  way  whatsoever,  interfere  with  the  exclusive 
privilege  hereinbefore  granted,  but  will  faithfully  manufac- 
ture for  said  De  Young,  and  none  other,  as  far  as  five  gross 
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of  chains  per  week,  if  practicable,  and  not  less  than  three 
gross  per  week,  at  the  prices  hereinbefore  stipulated,  and 
payable  as  follows :  one  half  in  cash  at  the  end  of  every 
week,  for  the  total  number  delivered  within  the  week,  and 
the  other  half  in  said  De  Young' s  promissory  note,  payable 
at  sixty  days  from  the  date  thereof.  And  the  said  De 
Young,  on  his  part,  doth  hereby  promise  to  receive  from 
the  said  Hatch  &  Kirkner  such  quantity  of  watch-chains, 
answering  the  description  of  the  sample,  as  it  may  be  in 
their  power  to  manufacture,  not  exceeding  five  gross  per 
week,  reserving  to  himself  the  privilege  of  directing  what 
proportion  thereof  shall  be  four,  six,  or  eight  strands,  and 
pay  for  the  same  weekly  in  the  following  manner,  namely  : 
the  one  half  amount  of  the  week' s  delivery  in  cash,  the 
other  half  in  a  note  at  sixty  days,  the  same  to  be  settled  for 
weekly,  in  manner  aforesaid,  if  required." 

The  defendant  also  gave  evidence  to  prove  that  all  the 
connection  he  ever  had  with  the  said  Hatch  &  Kirkner, 
relative  to  watch-chains  made  by  them,  with  the  said  ma- 
chine or  othervrise,  was  merely  as  a  purchaser  of  such 
chains  from  them,  under  and  in  pursuance  of  the  said  con- 
tract. 

The  plaintiff  then  proved  that,  at  the  time  of  making  the 
said  contract,  the  defendant  was  fuUy  apprised  of  the  ex- 
istence of  the  machine  described  and  specified  in  the  patent, 
and  of  its  prior  and  original  invention  by  the  plaintiff,  and 
of  the  intention  of  the  plaintiff  to  obtain  the  said  patent ; 
and  that  the  said  contract  was  made  with  a  view  to  the 
employment  by  the  said  Hatch  &  Kirkner,  in  the  manufac- 
ture of  watch-chains,  of  a  machine  precisely  similar  to  that 
invented  by  the  plaintiff,  after  the  plaintiff  should  have 
obtained  his  patent ;  and  that  a  machine  precisely  similar 
to  that  invented  by  the  plaintiff  was  employed  by  the  said 
Hatch  &  Kirkner,  in  the  manufacture  of  watch-chains  by 
them  undei>  the  said  contract,  and  with  the  knowledge  and 
consent  of  the  defendant  during  the  whole  period  aforesaid, 
he  and  they  having  received  notice,  on  the  5th  of  May, 
1820,  of  the  plaintiff's  patent ;  and  that  the-  watch-chains 
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SO  manufactured  by  Hatch  &  Eirkner,  during  the  whole  of 
the  said  period,  were  delivered  by  them  to  the  defendant, 
and  by  him  received,  under  and  in  conformity  with  the  Baid 
contract. 

Upon  this  evidence,  the  court,  at  the  request  of  the  de- 
fendant s  counsel,  inslxucted  the  jury  that  the  plaintiff  was 
not  entitled  to  a  verdict  on  the  first  and  second  counts  in 
his  declaration,  because  the  acts  which  they  charge,  if  true, 
constitute  no  offence  against  the  plaintiff's  patent ;  and 
that,  if  the  jury  should  be  of  opinion,  on  the  evidence,  that 
the  plaintiff  is  the  sole  and  original  inventor  of  the  whole 
machine ;  and  that  the  defendant  had  no  other  connection 
with  Hatch  &  Kirkner,  with  regard  to  these  chains,  than 
that  which  arose  from  his  said  contract  with  them,  under 
which  he  procured  the  chains  to  be  made  by  Hatch  &  Kirk- 
ner, and  sold  them  when  so  made  ;  and  that  the  said  con- 
tract is  a  real  contract,  r-then  these  acts  constituted  no 
breach  of  the  plaintiff's  patent-right  on  the  part  of  De 
Young,  and  that  the  verdict  must  be  for  the  defendant ; 
and  that  this  legal  aspect  would  not  be  changed,  although 
the  defendant  may,  on  any  occasion,  have  supplied,  at  the 
cost  of  Hatch  &  Kirkner,  the  wire  from  which  the  chains 
so  manufactured  were  made. 

To  this  instruction,  the  plaintiff's  counsel  took  a  bill  of 
exceptions,  and  a  verdict  and  judgment  having  been  ren- 
dered for  the  defendant,  the  cause  was  brought  into  this 
court  by  a  writ  of  error. 

The  only  question  which  is  presented  by  the  bill  of  excep- 
tions to  the  consideration  of  this  court  is,  whether  the  court 
below  erred  In  the  Instruction  given  to  the  jury  ;  and  this 
must  depend  upon  the  correct  construction  of  the  third  sec- 
tion of  the  act  of  Congress,  of  the  17th  April,  1800,  ch.  179, 
which  enacts ;  ^^  That  where  any  patent  shall  be  granted 
pursuant  to  the  act  of  the  21st  of  February,  1793,  ch.  156, 
and  any  person,  without  the  consent  of  the  piatentee,  his 
executors,  &c.,  first  obtained  in  writing,  shall  make,  devise, 
u%e^  or  sell  the  thing  whereof  the  exclusive  right  is  secured 
to  the  said  patentee,  by  such  patent,  such  x)erson  so  offending 
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shall  profit  and  pay  to  the  said  patentee  a  snm  eqnal  to  three 
times  the  actual  damage  sustained  by  such  patentee,"  &c. 

The  contract,  taken  in  connection  with  the  whole  of  the 
evidence  stated  in  the  bUl  of  exceptions,  if  the  same  were 
believed  by  the  jury,  formed  most  certainly  a  strong  case 
against  the  defendant,  sufficient  to  have  warranted  the  jury 
in  inferring,  either  that  the  machine  which  was  to  be  em- 
ployed in  the  manuiacture  of  the  watch-chains  was  owned 
in  the  whole  or  in  part  by  the  defendant,  or  that  it  was 
hired  to  the  defendant  for  six  months,  under  the  color  of  a 
sale  of  the  articles  which  might  be  manufactured  ivith  it, 
and  with  intent  to  invade  the  plaintiflPs  patent-right. 
Whether  the  contract,  taken  in  connection  with  the  whole 
of  the  evidence,  does  or  does  not  amount  to  a  hiring  by  the 
defendant  of  the  machine,  or  the  use  of  it  for  six  months, 
is  a  point  which  is  not  to  be  considered  as  being  decided 
either  way  by  the  court.  The  bill  of  exceptions  does  not 
call  for  an  opinion  upon  it. 

But  the  contract,  taken  by  itself,  amounted  to  no  more 
than  an  agreement  by  the  defendant  to  purchase,  at  a  fixed 
price,  all  the  watch-chains,  not  exceeding  five  gross  a  week, 
which  Hatch  &  Klrkner  might  be  able  to  manufacture  in 
the  course  of  six  months,  with  any  machine  they  might 
choose  to  employ  ;  and  an  agreement  on  the  part  of  Hatch 
&  Kirkner,  to  devote  their  whole  time  and  attention  to  the 
manufacture  of  the  chains,  and  not  to  sell  or  dispose  of  any 
of  them  so  as  to  interfere  with  the  exclusive  privilege 
secured  to  the  defendant,  of  purchasing  the  whole  quantity 
which  it  might  be  practicable  for  them  to  make. 

If  this  contract  was  real,  and  not  colorable,  which  is  the 
obvious  meaning  of  the  instruction,  and  the  defendant  had 
no  other  connection  with  Hatch  &  Kirkner  in  regard  to 
these  chains  than  what  grew  out  of  it,  it  would,  in  the 
opinion  of  the  court,  be  an  extravagant  construction  of  the 
Patent  Law,  to  pronounce  that  it  amounted  to  a  breach  of 
the  plaintiflfs  patent-right,  by  fixing  upon  the  defendant 
the  charge  of  having  used  the  plaintiff's  machine.  Such  a 
construction  would  be  highly  inconvenient  and  unjust  to 
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the  rest  of  the  community,  since  it  might  subject  any  man, 
who  might  innocently  contract  with  a  manufacturer  to  pur- 
chase all  the  articles  which  he  might  be  able  to  make  within 
a  limited  period,  to  the  heavy  penalty  inflicted  by  the  act, 
although  he  might  have  been  ignorant  of  the  plaintiff's  pat- 
ent, or  that  a  violation  of  it  would  be  the  necessary  conse- 
quence of  the  contract.  It  might  possibly  extend  farther, 
and  affect  contracts  express  or  implied,  though  of  a  more 
limited  character,  but  equally  innocent,  as  to  which,  how- 
ever, it  is  not  the  intention  of  the  court  to  express  any 
opinion,  as  this  case  does  not  call  for  it. 

This  cause  was  argued,  by  the  plaintiff's  counsel,  as  if 
the  opinion  of  the  court  below  had  been  given  upon  the 
whole  of  the  evidence.  But  this  was  not  the  case.  No  in- 
struction was  asked  for  but  by  the  defendant's  counsel,  and 
that  was  confined  to  a  single  part  of  the  case  :  the  connec- 
tion between  the  defendant  and  Hatch  &  Kirkner  in  regard 
to  the  watch-chains  which  the  latter  bound  themselves,  by 
their  contract,  to  manufacture  and  deliver  to  the  former. 
If  the  jury  had  been  of  opinion,  upon  the  whole  of  the  evi- 
dence, that  the  contract  was  not  a  re^  one,  or  that  that  in- 
strument did  not  constitute  the  sole  connection  between 
those  parties,  or  that  the  transaction  was  merely  colorable, 
with  a  view  to  evade  the  law,  the  jury  were  not  precluded 
by  the  instruction  from  considering  the  plaintiff's  patent- 
right  as  violated,  and  finding  a  verdict  accordingly. 

Had  the  plaintiff's  counsel  thought  proper  to  call  upon 
the  court  for  an  opinion  and  instruction  to  the  jury,  upon 
any  points  arising  out  of  the  whole  or  any  part  of  the  evi- 
dence, it  would  have  been  their  duty  to  give  an  opinion 
upon  such  points,  leaving  the  conclusion  of  fact  from  the 
evidence  to  be  drawn  by  the  jury.  But  this  course  not 
having  been  pursued,  this  court  can  take  no  notice  of  the 
evidence,  although  spread  upon  the  record,  except  so  far  as 
it  is  connected  with  the  single  point  upon  which  the  opinion 
which  is  excepted  to  was  given.  As  to  the  residue  of  that 
opinion,  that  *'the  legal  aspect  of  the  case  would  not  be 
changed,  although  the  defendant  might,  on  any  occasion, 
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have  supplied,  at  the  cost  of  Hatch  &  Kirkner,  the  wire 
from  which  the  chains  so  manxifactiired  were  made,"  it  is 
quite  as  free  from  the  objection  as  the  preceding  part  of  it, 
smce  it  stands  upon  precisely  the  same  principle. 

Judgment  affirmed  with  costs. 

Note: 

1.  Act  1790,  §  4  ;  Act  1793,  §  6  ;  Act  1800,  §  3  ;  Act  1836,  §  14  ; 

Act  1870,  §  59  ;  K.  S.,  §  4919. 
See  Simpson  v.  Wilson,  4  How.  709  [p.  633  post]. 


Patent  In  snlt : 

No.  .      Keplinger,   S.      May  4,  1820.      Watch-chain 

machine. 

Citations : 

Ik  Supbemb  Court  op  Unitbd  States  : 
Hogg  V.  Emerson,  1850.     11  How.  587  ;  Bk.  13,  L.  ed.  824. 


In  Circuit  Courts  : 

Boyd  V.  M'Alpin,  July,  1844.     3  McLean,  427  ;  2  Robb.  277. 

Byam  v.  BuUard,  May,  1852  ;  1  Curt.  100. 

Putnam  v.  Sudhofit,  April,  1874.     1  Ban.  &  Ard.  198. 


Ik  Text-Books  : 

2  Abb.  Pat.  Law,  1886,  p.  268. 
Curt,  on  Pats.,  4th  ed.,  §  292. 
Walker  on  Pats.,  1883,  p.  295. 
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ABRAHAM   L.    PENNOCK   AND    JAMES   SELLERS 

V.  ADAM  DIALOGUE. 

2  Pet  1-24.    Jan.,  1829. 

[Bk.  7.  L.  ed.  827 ;  1  Robb.  542  ;  1  Whit.  127.] 
Affirming  Ibid.,  4  Wash.  688. 

Evidence.     Exceptions,      Record.     Abandonment.     Use  prior  to 

application. 

1.  Evidence  to  which  no  exception  is  taken  should  not  be  made  a 

part  of  the  record,  and  will  not  be  considered  by  the  court 
(p.  230). 

2.  It  is  no  ground  of  reversal  that  the  court  below  omitted  to  give 

directions  to  the  jury  upon  any  point  of  law  which  might  arise 
in  the  cause,  where  it  was  not  requested  by  either  party  at  the 
trial  (p.  230). 

3.  Abandonment  of  an  invention  is  absolute,  and  cannot  afterward 

be  resumed,  and  is  generally  a  question  of  fact  (p.  231). 

4.  The  constitutional  provision  relating  to  patents  contemplates 

that  the  term  of  the  patent  shall  be  subject  to  the  discretion 
of  Congress  (p.  231). 
6.  Act  1793,  ch.  11,  §§  1,  3  and  6,  ''  abandonment,''  reviewed  and 
construed  (p.  232). 

6.  Act  1793,  §  1,  words  ''  not  known  or  used  before  the  applica- 

tion*' mean  not  known  or  used  by  the  public  before  the  appli- 
cation (p.  233). 

7.  21  Jac.,  ch.  3,  Statute  of  Monopolies  examined  on  the  question 

of  abandonment  (p.  235). 

8.  Act  1790,    §   1,   examined   on  the  question  of  abandonment 

(p.  236). 

9.  Act  1800,  §  1,  examined  (p.  237). 

10.  Under  Act  1793  the  first  inventor  cannot  acquire  a  good  title 

to  a  patent  if  he  suffers  the  thing  invented  to  go  into  public 
use,  or  to  be  publicly  sold  for  use,  before  he  makes  application 
for  a  patent  (p.  239). 
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[Citations  in  the  opinion  ot  the  Court :] 

(1)  3  Coke's  Inst.  184,  p.  285. 

(2)  Wood  tJ.  Zimmer,  1  Holt's  N.  P.  Rep  58  [1  Am.  &  Eng.  202],  p.  235. 

This  case  was  brought  before  the  court  on  a  writ  of  error  to 
the  Circuit  Court  for  the  Eastern  District  of  Pennsylvania. 

In  that  court,  the  plaintiflfs  in  error  had  instituted  their 
suit  against  the  defendants,  for  an  infringement  of  a  patent- 
right,  for  "  an  improvement  in  the  art  of  making  tubes  or 
hose  for  conveying  air,  water,  and  other  fluids."  The  in- 
vention claimed  by  the  patentees  was  in  the  mode  of  mak- 
ing the  hose,  so  that  the  parts  so  joined  together  would  be 
tight,  and  as  capable  of  resisting  the  pressure  as  any  other 
part  of  the  machine. 

The  biU  of  exceptions  which  came  up  with  the  record 
contained  the  whole  evidence  given  in  the  trial  of  the  cause 
in  the  Circuit  Court.  The  invention  for  which  the  patent- 
right  was  claimed  was  completed  in  1811,  and  the  letters 
patent  were  obtained  in  1818.  In  this  interval,  upward  of 
thirteen  thousand  feet  of  hose^  constructed  according  to  the 
invention  of  the  patentees,  had  been  made  and  sold  in  the 
city  of  Philadelphia.  One  Samuel  Jenkins,  by  the  i)ermis- 
sion  of,  and  under  an  agreement  between  the  plaintiffs  as 
to  the  price,  had  made  and  sold  the  hose  invented  by  the 
plaintiffs,  and  supplied  several  hose  companies  in  the  city 
of  Philadelphia  with  the  same.  Jenkins,  during  much  of 
the  time,  was  in  the  service  of  the  plaintiffs,  and  had  been 
instructed  by  them  in  the  art  of  making  the  hose.  There 
was  no  positive  evidence  that  the  agreement  between 
Jenkins  and  the  plaintiffs  in  error  was  known  to  or  con- 
cealed from  the  public.  The  plaintiffs,  on  the  trial,  did 
not  allege  or  offer  evidence  to  prove  that  they  had  delayed 
making  application  for  a  patent  for  the  purpose  of  improv- 
ing their  invention,  or  that  from  1811  to  1818  any  important 
modifications  or  alterations  had  been  made  in  their  riveted 
hose.  The  plaintiflfs  claimed  before  the  jury  that  aU  the 
hose  which  had  been  made  and  sold  to  the  public  prior  to 
their  patent  had  been  constructed  and  vended  by  Jenkins 
under  their  permission. 
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Upon  the  whole  evidence  in  the  case,  the  Circuit  Court 
charged  the  jury  : 

"  We  are  clearly  of  opinion  that  if  an  inventor  makes  his 
discovery  public,  looks  on  and  permits  others  freely  to  use 
it,  without  objection  or  assertion  of  claim  to  the  invention, 
of  which  the  public  might  take  notice,  he  abandons  the  in- 
choate right  to  the  exclusive  use  of  the  invention  to  which 
a  patent  would  have  entitled  him  had  it  been  applied  for 
before  such  use.  And  we  think  it  maizes  no  difference  in 
the  principle,  that  the  article  so  publicly  used,  and  after- 
ward patented,  was  made  by  a  particular  individual,  who 
did  so  by  the  private  permission  of  the  inventor.  As  long 
as  an  inventor  keeps  to  himself  the  subject  of  his  discovery, 
the  public  cannot  be  injured  ;  and  even  if  it  be  made  public, 
but  accompanied  by  an  assertion  of  the  inventor's  claim  to 
the  discovery,  those  who  should  make  or  use  the  subject  of 
the  invention  would  at  least  be  put  upon  their  guard.  But 
if  the  public,  with  the  knowledge  and  the  tacit  consent  of 
the  inventor,  is  permitted  to  use  the  invention  without 
opposition,  it  is  a  fraud  upon  the  public  afterward  to  take 
out  a  patent.  It  is  possible  that  the  inventor  may  not  have 
intended  to  give  the  benefit  of  his  discovery  to  the  public, 
and  may  have  supposed  that  by  giving  permission  to  a 
particular  individual  to  construct  for  others  the  thing  pat- 
ented, he  could  not  be  presumed  to  have  done  so.  But  it 
is  not  a  question  of  intention  which  is  involved  in  the  prin- 
ciple which  we  have  laid  down,  but  of  legal  inference,  re- 
sulting from  the  conduct  of  the  inventor,  and  affecting  the 
interests  of  the  public.  It  is  for  the  jury  to  say  whether 
the  evidence  brings  this  case  within  the  principle  which  has 
been  stated.  If  it  does,  the  court  is  of  opinion  that  the 
plaintiffs  are  not  entitled  to  a  verdict." 

To  this  charge  the  plaintiffs  excepted,  and  the  jury  gave 
a  verdict  for  the  defendant. 

Mr.  Webster y  for  plaintiff'  in  error ^  contended  : 
1.  That  the  invention  being  of  such  a  nature  that  the  use 
of  it,  for  the  purpose  of  trying  its  utility  and  bringing  it  to 
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perfection,  must  nec5essarily  be  open  and  public,  the  impli- 
cation of  a  waiver  or  abandonment  of  the  right,  furnished 
by  such  public  use,  is  rebutted  by  the  circumstance  that 
the  article  was  made  and  sold  only  by  one  individual,  and 
that  individual  was  authorized  and  permitted  so  to  do  by 
the  inventors. 

2.  That  the  use  of  an  invention,  however  public,  if  it  be 
Iby  the  permission  and  tinder  the  continual  exclusive  claim 
of  the  inventor,  does  not  take  away  his  right,  except  after 
ah  unreasonable  lapse  of  time,  or  gross  negligence  in  apply- 
ing for  a  patent. 

3.  That  the  jury  should  have  been  instructed,  that  if  they 
found  the  riveted  hose  which  was  in  use  by  the  hose  com- 
panies had  been  all  made  and  sold  by  Jenkins,  and  by  no 
one  else,  prior  to  the  grant  of  the  patent,  and  that  he  was 
permitted  by  the  inventors  under  their  agreement  so  to 
make  and  sell  the  same,  that  such  use  of  the  invention,  not 
being  adverse  to  their  claim,  did  not  take  away  their  exclu- 
sive right,  nor  imply  an  abandonment  of  it  to  the  public. 

4.  That  if  they  found  the  hose  had  not  been  made  or  sold, 
prior  to  the  grant  of  the  patent,  by  any  person  but  Jenkins, 
then  the  giving  of  permission  to  him,  being  in  itself  an 
assertion  of  claim,  was  not  a  dedication  to  the  public  ;  and 
that  the  public,  by  purchasing  and  using  the  hose  thus 
made  by  the  permission  of  the  inventors,  acquired  no  title 
to  the  invention ;  but,  on  the  contrary,  if  the  price  paid 
included  a  premium  for  the  invention,  the  public  by  so 
purchasing  admitted  the  right  of  the  inventors. 

6.  That,  at  any  rate,  there  being  no  use  by  tTiepvhlic  of 
this  invention,  it  should  have  been  left  to  the  jury  to  say 
Whether,  under  all  the  circumstances,  considering  the 
nature  of  the  invention  and  the  time  necessary  to  perfect  it, 
the  plaintiffs  have  been  guilty  of  negligence  in  not  sooner 
applying  for  a  patent. 

Mr.  Webster  stated  that  the  question  to  be  decided  by  the 
court  laid  within  a  narrow  coitipass.  The  defence  set  up 
was  that  the  plaintiffs  had  suffered  their  invention  to  be 
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used  before  their  application  for  a  patent,  and  had  thus 
lost  all  right  to  the  exclusive  use  of  it. 

The  court,  in  this  case,  would  be  called  upon  to  reverse 
the  English  decision  relative  to  abandonments  ;  for  it  was 
admitted  that  those  cases  had  gone  to  the  whole  extent  of 
the  principles  applied  to  this  case  in  the  Circuit  Court. 
Those  cases  have  decided  that  any  public  use  of  an  inven- 
tion, even  for  exi)eriment,  renders  it  no  longer  a  new  ma- 
chine. In  the  courts  of  the  United  States  a  more  just  view 
had  been  taken  of  the  rights  of  inventors.  The  laws  of  the 
United  States  Were  intended  to  protect  those  rights,  and  to 
confer  benefits  ;  while  the  provisions  in  the  statute  of  Eng- 
land, under  which  patents  are  issued,  are  exceptions  to  the 
law  prohibiting  monopolies.  Hence,  the  construction  of 
the  British  statute  had  been  exceedingly  strait  and  narrow, 
and  different  from  the  more  liberal  interpretation  of  our  laws. 

By  the  decisions  of  our  courts,  there  must  be  a  volv/ntary 
(ibandonment  or  negligence^  or  unreasonable  delay  in  ob- 
taining letters  pateAt,  to  destroy  the  right  of  the  patentee. 
Goodyear  i>.  Mathews,  Paine' s  Rep.  300 ;  Morris  t).  Hunt- 
ington, ibid.  348. 

The  exception  to  the  charge  of  the  court  is,  that  the  jury 
should  have  been  instructed  to  decide,  upon  the  evidence, 
whether  the  plaintiff  meant  to  abandon  his  invention  by 
the  i)ermission  to  Jenkins  to  use  it.  Jenkins  must  be  con- 
sidered as  the  private  agent  of  the  inventors,  and  their 
agreement  with  him,  under  which  he  made  the  hose,  is  to 
be  considered  rather  as  an  assertion  of  their  exclusive  right 
to  the  invention  than  a  surrender  of  it.  By  omitting  to 
leave  to  the  jury  this  question  of  an  intention  to  abandon, 
the  case  was  erroneously  withdrawn  from  them.  The  rights 
of  the  parties  also  entitled  them  to  have  the  causes  of  their 
delay  in  patenting  their  invention  inquired  of  by  the  jury. 
As  the  case  is  presented  on  the  biU  of  exceptions,  the  court 
in  their  charge  undertook  to  state  the  whole  law  of  the  sub- 
ject-matter to  the  jury,  and  the  omission  to  instruct  them 
oh  any  one  point  is  error. 
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If,  in  this  charge  of  the  court,  anything  is  omitted  which 
was  matter  of  law  for  the  jury,  it  is  misdirection. 

In  a  case  in  Massachusetts,  said  to  be  reported  in 
4  Mason's  Rep.,  it  was  left  to  the  jury  to  decide  whether 
seventeen  years'  delay  could  be  accounted  for. 

Under  the  provisions  of  the  laws  of  the  United  States, 
the  right  is  created  by  the  invention^  and  not  by  the  patent. 
The  court,  therefore,  may  have  misled  the  jury,  in  stating 
that  the  plaintiffs  allowed  the  invention  to  be  used.  The 
thing  invented  was  only  permitted  to  be  used. 

The  suggestion  that,  by  adopting  the  language  of  the 
English  statute,  the  cases  decided  in  England  upon  that 
statute  are  adopted,  may  be  answered  by  a  reference  to 
those  cases.  They  have  all  arisen  within  a  few  years  since 
the  enactment  of  our  law  ;  and,  except  the  dictum  of  Lord 
Coke  in  2  Institute,  the  authorities  are  all  of  modem 
date. 

If  this  court  shall  be  of  opinion  that,  as  no  instructions 
were  particularly  asked  upon  the  questions  raised  here,  the 
court  below  were  not  bound  to  notice  them  in  the  charge, 
and  that  the  court  did  not  undertake  to  decide  the  whole 
law,  the  plaintiflf  in  error  can  make  out  no  case  here.  But 
if  this  court  shall  consider  the  questions  now  submitted 
doubtful,  as  the  rights  of  the  plaintiffs  may  not  have  been 
fully  investigated,  by  sending  the  case  back  to  the  Circuit 
Court  a  more  full  investigation  of  all  the  points  involved 
in  it  may  be  made. 

Mr.  Sargemd^  for  the  dtfendmU^  insisted : 

1.  That  mere  invention  gives  no  right  to  an  exclusive  use, 
unless  a  patent  is  obtained  ;  and  that  if,  at  a  time  when  no 
right  is  infringed,  the  public  fairly  acquire  possession  of  it, 
the  inventor  cannot,  by  subsequently  obtaining  a  patent, 
take  it  away. 

2.  That  the  inventor,  by  abstaining  from  getting  a  pat- 
ent, encouraged  the  public  to  use  the  article  freely,  and 
thus  benefited  his  own  manufactory.  And  he  is  not  at  lib- 
erty, when  this  advantage  is  exhausted,  to  turn  round  and 
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endeavor  to  reach  another  and  a  different  kind  of  advan- 
tage, by  appropriating  the  use  exclusively  to  himself. 

In  the  circuit  where  this  cause  was  tried,  it  was  not  the 
practice  to  ask  the  court  for  special  instructions  to  the  jury. 
After  the  evidence  had  been  closed  and  counsel  heard,  a 
charge  was  given  to  the  jury,  according  to  the  nature  of  the 
case,  upon  the  points  made  by  counsel,  or  which  might 
suggest  themselves  to  the  mind  of  the  judge.  It  was  com- 
petent, however,  to  either  party,  after  the  charge,  to  ask 
the  opinion  of  the  court  upon  any  point  supposed  to  have 
been  omitted  which  was  material  to  the  decision.  In  this 
case,  no  such  request  had  been  made  ;  and  no  objection  can 
now  be  made  to  the  charge  for  any  imputed  omission.  The 
only  question  was,  whether  the  principles  laid  down  to  the 
jury  for  their  guidance  were  correct,  and  according  to  law, 
in  the  particular  excepted  to. 

The  charge  must  of  course  be  considered  with  reference 
to  the  facts,  the  whole  of  which  appear  upon  the  record. 
The  petition  of  the  plaintiffs  to  the  Secretary  of  State  stated, 
in  the  words  of  the  Patent  Law,  that  they  were  the  invent- 
ors of  a  '^  new  and  useful  improvement,"  ''  not  knovm  or 
used  before  their  application."  The  "  application"  was 
made  in  July,  1818.  Their  averment,  therefore,  upon  which 
they  obtained  their  patent,  was,  that  the  rivet  hose  was  a 
new  invention,  not  "  known  or  used  "  before  the  year  1818. 
The  facts  proved  upon  the  trial  were  that  the  invention  had 
been  completed  and  published  in  the  year  1811,  seven  years 
before  the  application  ;  that  during  that  period  it  had  been 
known  and  used  as  common  public  proi)erty,  (and  not  as 
private  property,)  which  any  one  might  use  as  pubHcly 
known  ;  and  that  it  was  so  known  and  used  with  the  knowl- 
edge of  those  who  now  claim  to  be  the  inventors,  without 
any  assertion  or  claim  on  their  part  of  exclusive  property, 
and  without  notice  of  intention  to  make  such  claim.  There 
was  not  a  single  circumstance  offered  to  explain  the  delay. 

There  was  an  attempt  to  show  that  the  making  of  the 
article  for  use  was  limited  by  the  authority  and  permission 
of  the  plaintiffs,  and  thence  to  infer  that  they  did  not  in- 
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terd  to  giye  it  to  the  public.  A  witness  produced  by  them, 
and  the  only*person  who  appeared  to  have  made  the  article, 
declared,  in  substance,  "  that  he  was  taught  by  the  plain- 
tiffs in  1811  to  make  hose ;  that  in  that  year  he  made  a 
certain  quantity  of  it  for  the  Philadelphia  I^ose  Comi)any, 
plaintiffs  being  members  of  the  committee ;  and  that  by 
permission  of  the  plaintiffs  he  made  about  thirteen  thousand 
feet  of  hose,  for  different  hose  companies,  from  1811  to  the 
time  of  granting  the  patent." 

Thus,  in  point  of  fact,  nearly  two  miles  and  a  half  in 
length  of  hose  had  been  made  at  different  times  in  the 
course  of  seven  years,  before  the  patent,  and  had  been  sold 
to  different  hose  companies,  not  to  experiment  with,  in 
order  to  bring  the  invention  to  perfection,  but  for  pubUc 
use,  as  a  thing  already  completed  and  adapted  to  the  pur- 
pose of  arresting  the  ravages  of  fire.  It  was  so  used  ;  and 
from  the  year  1811  to  the  year  1818  it  was  never  materially 
altered  or  improved.  The  thing  patented  in  1818  was  pre- 
cisely the  thing  invented,  completed,  and  used  in  1811. 

Were  the  plaintiffs,  under  these  circumstances,  entitled 
to  a  patent  i  Or  could  a  patent  thus  obtained  be  supported  i 
The  authorities  upon  the  subject  are  decisive.  He  did  not 
admit  that  the  weight  of  judicial  or  legal  opinion  in  Eng- 
land waa  lessened  by  the  supposed  difference  in  the  i)olicy 
of  the  two  countries,  or  that  in  fact  any  such  difference  ex- 
isted. It  was  true  that  the  process  or  mode  of  legislatioA 
was  varied  according  to  the  existing  state  of  things.  The 
statute  of  James  was  made  to  abolish  monopolies ;  but  it 
saved,  by  exception,  the  rights  of  the  inventors  of  new  and 
useful  inventions  who  had  before  enjoyed  exclusive  priv- 
ileges. The  Constitution  of  the  United  States  and  the  act 
of  Congress,  on  the  contrary,  having  no  monopolies  to  deal 
with,  created  exclusive  privileges  in  favor  of  the  same  de- 
scription of  i)ersons.  The  one  preserved  to  them  a  pre- 
existing monopoly,  and  the  other  conferred  it  upon  them. 
Both  were  influenced  by  the  merits  of  the  inventor  and  the 
public  advantage  of  encouraging  inventive  genius.  And 
they  were  equally  influenced  by  these  considerations ;  for 
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it  required  at  least  as  strong  a  sense  of  their  just  claims  to 
distinction,  to  except  new  and  useful  inventions  from  the 
statutory  odium  and  denunciation  of  monopolies,  as  it  did 
to  confer  upon  them  the  benefits  of  monopoly  by  direct 
enactment.  There  was  no  reason,  therefore,  why  the  judi- 
cial construction  of  the  statute  of  James,  (from  which  our 
act  of  Congress  was  in  this  respect  copied,)  which  had 
become,  as  it  were,  incorporated  with  and  part  of  the 
statute,  should  not  be  as  much  respected  as  in  the  instance 
of  any  other  statute.  The  adoption  of  the  language  of  the 
statute  was  the  adoption  also  of  its  settled  interpretation. 
It  could  not  surely  be  insisted  that  England  was  wanting  in 
intelligence  to  discern  the  value  of  genius,  or  in  liberality 
to  reward  it ;  or  that  there  was  a  prevailing  bias  in  her 
judiciary  toward  an  unjust  restriction  of  the  rights  of  mer- 
itorious inventors.  The  sentiment  of  the  nation  and  the 
government,  in  aU  its  branches,  was  the  opposite  of  this. 

Before  referring  to  the  cases,  it  might  be  well,  however, 
to  examine  the  matter  a  little  upon  principle.  What  is  the 
right  of  an  inventor  1  It  is  the  right,  given  to  Mm  hy  the 
law,  to  apply  for  and  obtain  a  patent  for  his  invention. 
The  patent,  when  duly  obtained,  secures  to  him  the  exclu- 
sive enjoyment.  Has  he  any  other  right,  before  he  obtains 
a  patent,  than  the  one  just  stated  i  It  is  obvious  that  he 
has  not.  This,  then,  is  what  the  learned  judge  in  his 
charge  styles,  with  peculiar  aptness,  an  inchoate  right ; 
that  is,  a  right  to  have  a  title  upon  complying  with  the 
terms  and  conditions  of  the  law.  It  is  like  an  inchoate 
right  to  land,  or  an  inceptive  right  to  land,  well  known  in 
some  of  the  States,  and  everywhere  accompanied  with  the 
condition  that,  to  be  made  available,  it  must  be  prosecuted 
with  due  diligence  to  the  consummation  or  completion  of 
the  title.  If  the  condition  be  not  complied  with,  the  right 
is  abandoned  or  lost,  and  the  rights  of  others  are  let  in. 
The  abandonment  is  not  a  question  of  intention  of  the  party, 
but  it  is  the  legal  construction  of  his  acts  or  omissions. 

Had  the  plaintiffs  ever  such  an  inchoate  right  i  According 
to  the  opiiiion  of  the  judge,  they  undoubtedly  had  such  a 
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right  by  their  invention  in  1811.  Tlten^  they  could  have 
made  out  the  case  required  by  the  first  section  of  the  act  of 
Congress — ^they  could  have  stated  with  truth  that  the  thing 
invented  '^  was  not  known  or  used  before  their  application." 
But  in  the  year  1818  it  was  no  longer  true.  It  might  be 
stated,  but  it  could  not  be  truly  stated.  They  were  unable 
to  comply  with  the  condition  of  law.  For  if  the  inventor, 
as  was  the  case  here,  voluntarily  permit  his  invention  to  be 
known  and  used  as  a  thing  not  intended  to  be  patented, 
how  can  he  make  this  statement  ?  By  so  doing,  he  aban- 
dons his  inchoate  right ;  he  proclaims  to  the  world  that  he 
does  not  mean  to  secure  it  by  patent,  and  every  one  is  at 
liberty  to  consider  it  abandoned,  because  every  one  ac- 
quainted with  the  law  knows  that  he  has  incurred  a  disa- 
bility. This  is  the  inevitable  legal  construction  of  his  con- 
duct, and  is  altogether  independent  of  his  intention,  unless 
we  suppose  the  act  to  be  guilty  of  the  absurdity  of  requir- 
ing that  to  be  stated  which  it  does  not  require  to  be  true. 

But  the  terms  of  the  act  are  in  this  respect  too  plain  to 
admit  of  a  doubt.  Suppose  an  applicant  should  state  that 
his  invention  had  been  known  and  used  for  seven  vears 
before  his  application,  could  he  obtain  a  patent  1  Suppose 
he  should  state  that  he  had  always  intended  to  reserve  to 
himself  a  right  to  obtain  a  patent,  would  that  help  him  ? 
Or,  if  he  should  state  that  it  had  been  so  known  and  used 
only  by  his  permission  ?  The  language  of  the  act  is  plain 
and  imperative.  There  is  no  scope  for  interpretation.  The 
prescribed  condition  is  express.  And  there  is  no  doubt 
that  it  was  the  intention  of  Congress  to  refer  to  the  "  appli- 
cation," as  the  period  before  which  the  thing  was  not  known 
or  used  ;  for  in  the  subsequent  act  of  17th  April,  1800,  con- 
ferring the  privileges  of  the  Patent  Law  upon  resident 
aliens,  the  same  word  is  used  for  the  same  purpose.  And 
it  is  declared  that  the  patent  shall  be  void  if  the  thing  pat- 
ented was  Icnown  or  tcsed  be/ore  the  application.  Act  of 
17th  April,  1800,  section  1. 

It  is  not  contended,  that  if  the  invention  should  be  pi- 
rated, the  use  or  knowledge  obtained  by  the  piracy,  or  other- 
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wise  obtained  without  the  knowledge  or  consent  and  with- 
out the  fault  of  the  inventor,  would  bar  him  from  getting  a 
patent.  Nor  is  it  contended  that  his  own  knowledge  and 
use  would  be  a  bar.  The  latter  is  a  necessary  exception  out 
of  the  generality  of  the  terms  of  the  law,  because  every  in- 
ventor must  know  his  invention,  and  must  use  it  to  the  ex- 
tent of  ascertaining  its  usefulness,  before  he  applies  for  a 
patent.  The  former  is  a  case  where  there  is  no  fault  on  the 
part  of  the  inventor.  But  it  is  contended  that  the  inventor 
who  means  to  rely  ui)on  a  patent  must  make  his  applica 
tion  within  a  reasonable  time,  and  that  if  he  permit  his  in- 
vention to  be  publicly  known  and  used  before  he  applies, 
he  cannot  obtain  a  patent.  He  abandons  his  right  if  he  sell 
it  for  public  use  himself,  and,  a  fortiori^  if  he  permit  an- 
other so  to  sell  it. 

There  is  a  cautious  intimation  in  the  charge,  that  possibly 
there  might  be  some  saving  efficacy  in  accompanying  the 
use  with  an  assertion  of  claim  by  the  inventor.  And  it  is 
also  put  as  a  circumstance  against  the  plaintiffs  (which  was 
clearly  in  evidence)  that  there  was  no  such  assertion  or 
notice.  The  charge  is  therefore  applicable  only  to  a  case  of 
unqualified  public  use,  without  notice  or  assertion  of  claim. 
That  such  a  notice  would  be  available,  or  that  there  can  be 
any  other  assertion  of  claim  than  the  legal  assertion  by 
applying  for  a  patent,  are  propositions  which  it  is  not  now 
necessary  to  examine.  They  were  not  affirmatively  laid 
down  by  the  court,  nor  otherwise  adverted  to  than  for  the 
purpose  of  showing  that  the  facts  did  not  entitle  the  plain- 
tiffs to  the  benefit  of  them.  They  cannot,  therefore,  com- 
plain. Whether  such  assertions  or  notice,  contradicted  by 
the  acts  of  the  inventor,  will  be  available,  is  a  question  not 
decided  below.  Certain  it  is,  that  a  secret  permission,  given 
to  their  own  agent,  can  no  more  be  an  assertion  or  notice 
than  a  resolution  locked  up  in  their  own  breasts. 

The  construction  contended  for  is  in  accordance  with  the 
I)olicy  of  the  law.  Patents  are  intended  to  be  granted  for 
a  limited  time,  beginning  with  the  invention.  He  who  asks 
for  one  must  describe  his  invention  with  such  certainty  as 
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will  insure  to  the  public  its  use  when  the  patent  expires  ; 
and  at  the  expiration  of  the  time  the  thing  invented  is  pub- 
lic property.  The  inventor,  to  enjoy  its  benefits,  must  place 
his  whole  reliance  ui)on  it.  Is  it  competent  for  him,  then, 
to  secure  to  himself  the  advantages  of  his  own  peculiar 
knowledge  and  skill  as  long  as  these  will  avail  him,  and 
when  they  are  exhausted  to  apply  for  a  i)atent  1  There  are 
many  inventions  the  secret  of  which  is  not  at  once  discover- 
able from  an  inspection  of  the  thing  invented.  The  inventor 
may  keep  that  as  long  as  he  can.  He  may  have  extra- 
ordinary skill  or  methods  of  working  which  will  enable  him 
to  keep  the  market  to  himself.  May  he  enjoy  these  exclu- 
sive privileges  for  seven  years,  and  then  obtain  a  patent  for 
fourteen  more  ?  He  would  then  have  the  exclusive  use  for 
twenty-one  years.  If  for  seven,  why  not  for  fourteen,  or 
twenty-one,  or  any  other  assignable  time?  The  moment 
that  his  invention  comes  into  the  most  common  or  public 
use,  is  the  moment  when  he  applies  for  a  patent.  When 
the  public  have  fully  got  possession  of  it,  he  seeks  to  with- 
draw it  from  the  common  stock  and  appropriate  it  to  him- 
self. This  is  directly  contrary  to  the  design  of  the  law.  It 
extends  the  term  and  inverts  the  order  of  proceeding.  The 
inconveniences  would  be  very  great.  Those  who  were  en- 
gaged in  making  the  article  must  stop.  Those  who  had 
arranged  for  making  it  must  abandon  their  arrangements. 
Those  who  had  employed  their  time  in  learning  to  make  it 
must  lose  their  time  and  their  labor.  And  even  a  honaflde 
inventor,  who  had  discovered  the  same  thing  by  his  own 
study  and  experiments,  would  be  deprived  of  the  fruits  of 
his  ingenuity  and  exertions.  And  why  ?  Simply  because 
the  first  inventor  did  not  choose  sooner  to  take  out  a  pat- 
ent, za  he  might  have  done.  The  conditions  of  the  law 
being  such  as  he  can  comply  with,  and  ought  to  comply 
with,  he  postpones  a  compliance  for  his  own  profit,  and 
leads  the  community  into  an  injurious  error.  If  it  be  de- 
signed, it  is  a  wrong.  If  it  be  without  design,  it  is  negli- 
gence. Ought  he  to  be  benefited  by  his  own  wrong  or 
negligence  ? 
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The  anthorities  are  against  him.  He  cited  3  Inst.  184  ; 
Wood  V.  Zimmer,  1  Holt's  N.  P.  Rep.  68  [1  Am.  &  Eng. 
202]  ;  Whittemore  v.  Cutter,  1  GaU.  482 ;  and  referred  to 
Evans  v.  Eaton,  1  Peters' s  C.  C.  Rep.  348;  Thompson 
V.  Haight^  1  U.  S.  Law  Journal,  563. 

He  then  examined  the  several  points  stated  for  the  de- 
fendant, contending  that  some  of  them  were  unsupported 
by  the  facts  and  others  by  the  law.  Under  the  second,  he 
argued  that  there  had  been  an  '^  unreasonable  lapse  of  time' ' 
and  ''gross  negligence."  That  seven  years — ^the  i)eriod 
here  unexplained — were  beyond  all  reasonable  bounds. 

He  contended  also  that  due  diligence,  where  there  were 
no  circumstances  of  explanation,  was  a  question  of  law ; 
and  that  it  consisted  in  applying  for  a  patent  as  soon  after 
the  invention  was  completed  as  could  reasonably  be  done  ; 
and,  finally,  that  due  diligence  required  that  the  application 
should  be  made  before  the  thing  invented  was  publicly 
known  and  used  with  the  consent  of  the  inventor. 

Mr.  Justice  Story  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  PennsyL 
vania.  The  original  action  was  brought  by  the  plaintiffs  in 
error  for  an  asserted  violation  of  a  patent  granted  to  them 
on  the  6th  of  July,  1818,  for  a  new  and  useful  improvement 
in  the  art  of  making  leather  tubes,  or  hose,  for  conveying 
air,  water,  and  other  fluids.  The  cause  was  tried  upon  the 
general  issue,  and  a  verdict  was  found  for  the  defendant, 
upon  which  judgment  passed  in  his  favor  ;  and  the  correct- 
ness of  that  judgment  is  now  in  controversy  before  this 
court. 

At  the  trial,  a  bill  of  exceptions  was  taken  to  an  opinion 
delivered  by  the  court  in  the  charge  to  the  jury,  as  follows, 
namely :  "  That  the  law  arising  upon  the  case  was,  that  if 
an  inventor  makes  his  discovery  public,  looks  on  and  per- 
mits others  freely  to  use  it,  without  objection  or  assertion 
of  claim  to  the  invention  of  which  the  public  might  take 
notice,  he  abandons  the  inchoate  right  to  the  exclusive  use 
of  the  invention  to  which  a  patent  would  have  entitled 
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him,  had  it  been  applied  for  before  such  use ;  and  that  it 
makes  no  difference  in  the  principle  that  the  article  so  pub- 
licly used,  and  afterward  patented,  was  made  by  a  particu- 
lar individual,  who  did  so  by  the  private  permission  of  the 
inventor.  And  thereupon  did  charge  the  jury  that^  if  the 
evideTice  brings  the  case  within  the  principle  which  had 
been  stated,  the  court  were  of  opinion  that  the  plaintiffs 
were  not  entitled  to  a  verdict." 

The  record  contains,  embodied  in  the  bill  of  exceptions, 
the  whole  of  the  testimony  and  evidence  offered  at  the  trial 
by  each  party  in  support  of  the  issue.  It  is  very  volumi- 
nous, and  as  no  exception  was  taken  to  its  comi)etency  or 
sufliciency,  either  generally  or  for  any  particular  purpose, 
it  is  not  properly  before  this  court  for  consideration,  and 
forms  an  expensive  and  unnecessary  burden  upon  the 
record.  This  court  has  had  occasion  in  many  cases  to  ex- 
press its  regret  on  account  of  irregular  proceedings  of  this 
nature.  There  was  not  the  slightest  necessity  of  putting 
any  portion  of  the  evidence  in  this  case  upon  the  record, 
since  the  opinion  of  the  court,  delivered  to  the  jury,  pre- 
sented a  general  principle  of  law,  and  the  application  of  the 
evidence  to  it  was  left  to  the  jury. 

In  the  argument  at  the  bar,  much  reliance  has  been  placed 
upon  this  evidence  by  the  counsel  for  both  parties.  It  has 
been  said,  on  behalf  of  the  defendants  in  error,  that  it  called 
for  other  and  explanatory  directions  from  the  court,  and 
that  the  omission  of  the  court  to  give  them  in  the  charge 
furnishes  a  good  ground  for  a  reversal,  as  it  would  have 
furnished  in  the  court  below  for  a  new  trial.  But  it  is  no 
ground  of  reversal  that  the  court  below  omitted  to  give 
directions  to  the  jury  upon  any  points  of  law  which  might 
arise  in  the  cause,  where  it  was  not  requested  by  either 
party  at  the  trial.  It  is  sufficient  for  us  that  the  court  has 
given  no  erroneous  directions.  If  either  party  deems  any 
point  presented  by  the  evidence  to  be  omitted  in  the  charge, 
it  is  competent  for  such  party  to  require  an  opinion  from 
the  court  upon  that  point.  If  he  does  not,  it  is  a  waiver  of 
it.    The  court  cannot  be  presumed  to  do  more  in  ordinary 
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oases  than  to  express  its  opinion  upon  the  questions  which 
the  parties  themselves  have  raised  at  the  trial. 

On  the  other  hand,  the  counsel  for  the  defendant  in  error 
has  endeavored  to  extract  from  the  same  evidence  strong 
confirmations  of  the  charge  of  the  court.  But,  for  the 
reason  already  suggested,  the  evidence  must  be  laid  out  of 
the  case,  and  all  the  reasoning  founded  on  it  falls. 

The  single  question,  then,  is,  whether  the  charge  of  the 
court  was  correct  in  point  of  law.  It  has  not  been,  and  in- 
deed cannot  be,  denied  that  an  inventor  may  abandon  his 
invention  and  surrender  or  dedicate  it  to  the  public.  This 
inchoate  right,  thus  once  gone,  cannot  afterward  be  resumed 
at  his  pleasure  ;  for  where  gifts  are  once  made  to  the  public 
in  this  way,  they  become  absolute.  Thus,  if  a  man  dedi- 
cates a  way  or  other  easement  to  the  public,  it  is  supposed 
to  carry  with  it  a  i)ermanent  right  of  user.  The  question 
which  generally  arises  at  trials  is  a  question  of  fact  rather 
than  of  law — whether  the  acts  or  acquiescence  of  the  party 
furnish,  in  the  given  case,  satisfactory  proof  of  an  abandon- 
ment or  dedication  of  the  invention  to  the  public.  But 
when  aU  the  facts  are  given,  there  does  not  seem  any  reason 
why  the  court  may  not  state  the  legal  conclusion  deducible 
from  them.  In  this  view  of  the  matter,  the  only  question 
would  be  whether,  upon  general  principles,  the  facts  stated 
by  the  court  would  justify  the  conclusion. 

In  the  case  at  bar,  it  is  unnecessary  to  consider  whether 
the  facts  stated  in  the  charge  of  the  court  would,  upon  gen- 
eral principles,  warrant  the  conclusion  drawn  by  the  court, 
independently  of  any  statutory  provisions,  because  we  are 
of  opinion  that  the  proper  answer  depends  upon  the  true 
exposition  of  the  act  of  Congress  under  which  the  present 
patent  was  obtained.  The  Constitution  of  the  United  States 
has  declared  that  Congress  shall  have  power  *'  to  promote 
the  progress  of  science  and  useful  arts  by  securing,  /or 
limited  times^  to  authors  and  inventors,  the  exclusive  right 
to  their  respective  writings  and.  discoveries."  It  contem- 
plates, therefore,  that  this  exclusive  right  shall  exist  but 
for  a  limited  i)eriod,  and  that  the  period  shall  be  subject  to 
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the  discretion  of  Congress.  The  Patent  Act  of  the  21st  of 
February,  1793,  ch.  11,  prescribes  the  terms,  and  conditions, 
and  manner  of  obtaining  patents  for  inventions  ;  and  proof 
of  a  strict  compliance  with  them  lies  at  the  foundation  of 
the  title  acquired  by  the  patentee.  The  first  section  pro- 
vides :  "  That  when  any  person  or  persons,  being  a  citizen 
or  citizens  of  the  United  States,  shall  allege  that  he  or  they 
have  invented  any  new  or  useful  art,  machine,  manufacture, 
or  composition  of  matter,  or  any  new  or  useful  improve- 
ment on  any  art,  machine,  or  composition  of  matter  not 
Tcnown  or  used  hrfore  the  applicatimi^  and  shall  present  a 
petition  to  the  Secretary  of  State,  signifying  a  desire  of 
obtaining  an  exclusive  property  in  the  same,  and  praying 
that  a  patent  may  be  granted  therefor,  it  shall  and  may  be 
lawful  for  the  said  Secretary  of  State  to  cause  letters  patent 
to  be  made  out  in  the  name  of  the  United  States,  bearing 
teste  by  the  President  of  the  United  States,  reciting  the 
allegations  and  suggestions  of  the  said  petition,  and  giving 
a  short  description  of  the  said  invention  or  discovery,  and 
thereupon  granting  to  the  said  petitioner,  &c. ,  for  a  term 
not  exceeding  fourteen  years^  the  full  and  exclusive  right 
and  liberty  of  making^  constrtbcting^  using  and  vending  to 
others  to  he  used  the  said  invention  or  discovery,  &c."  The 
third  section  provides :  ^'  That  every  inventor,  before  he 
can  receive  a  patent,  shall  swear  or  affirm  that  he  does  verily 
believe  that  he  is  the  true  inventor  or  discoverer  of  the  art, 
machine,  or  improvement  for  which  he  solicits  a  patent." 
The  sixth  section  provides  that  the  defendant  shall  be  per- 
mitted to  give  in  defence  to  any  action  brought  against  him 
for  an  infringement  of  the  patent,  among  other  things, 
^  ^  that  the  thing  thus  secured  by  patent  was  not  originally 
discovered  by  the  patentee,  hut  had  heen  in  use^  or  had 
been  described  in  some  public  work,  anterior  to  the  sup- 
posed discovery  of  the  patentee^ 

These  are  the  only  material  clauses  bearing  upon  the 
question  now  before  the  court ;  and  upon  the  constniction 
of  them    there  has    been  no  inconsiderable  diversity  of 
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opinion  entertained  among  the  profession,  in  cases  hereto- 
fore litigated. 

It  is  obvious,  to  the  careful  inquirer,  that  many  of  the 
provisions  of  our  Patent  Act  are  derived  from  the  principles 
and  practice  which  have  prevailed  in  the  construction  of 
that  of  England.  It  is  doubtless  true,  as  has  been  sug- 
gested at  the  bar,  that  where  English  statutes — such,  for 
instance,  as  the  statute  of  frauds  and  the  statute  of  limita- 
tions— ^have  been  adopted  into  our  own  legislation,  the 
known  and  settled  construction  of  those  statutes  by  courts 
of  law  has  been  considered  as  silently  incorporated  into  the 
acts,  or  has  been  received  with  all  the  weight  of  authority. 
Strictly  speaking,  that  is  not  the  case  in  respect  to  the  Eng- 
lish statute  of  monopolies,  which  contains  an  exception  on 
which  the  grants  of  patents  for  inventions  have  issued  in 
that  country.  The  language  of  that  clause  of  the  statute  is 
not,  as  we  shall  presently  see,  identical  with  ours,  but  the 
construction  of  it  adopted  by  the  English  courts,  and  the 
principles  and  practice  which  have  long  regulated  the  grants 
of  their  patents,  as  they  must  have  been  known  and  are 
tacitly  referred  to  in  some  of  the  provisions  of  our  own 
statute,  afford  materials  to  illustrate  it. 

By  the  very  terms  of  the  first  section  of  our  statute,  the 
Secretary  of  State  is  authorized  to  grant  a  patent  to  any 
citizen  applying  for  the  same,  who  shall  allege  that  he  has 
invented  a  new  and  useful  art,  machine,  &c.,  ^^  Tiot  known 
or  used  hefore  the  appUcoMony  The  authority  is  a  limited 
one,  and  a  party  must  bring  himself  within  the  terms  before 
he  can  derive  any  title  to  demand  or  to  hold  a  patent. 
What,  then,  is  the  true  meaning  of  the  words  "  notJcv/yum 
or  used  before  the  application^^  f  They  cannot  mean  that 
the  thing  invented  was  not  known  or  used  before  the  appli- 
cation by  the  inventor  himself,  for  that  would  be  to  prohibit 
him  from  the  only  means  of  obtaining  a  patent.  The  use 
as  well  as  the  knowledge  of  his  invention  must  be  indispen- 
sable, to  enable  him  to  ascertain  its  competency  to  the  end 
proposed,  as  well  as  to  perfect  its  component  parts.    The 
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words,  then,  to  have  any  rational  interpretation,  mnst 
mean,  not  known  or  used  by  others  before  the  application. 
But  how  known  or  used  ?  If  it  were  necessary,  as  it  well 
might  be,  to  employ  others  to  assist  in  the  original  struc- 
ture or  use  by  the  inventor  himself,  or  if,  before  his  appli- 
cation for  a  patent,  his  invention  should  be  pirated  by 
another,  or  used  without  his  consent,  it  can  scarcely  be  sup- 
posed that  the  legislature  had  within  its  contemplation  such 
knowledge  or  use. 

We  think,  then,  the  true  meaning  must  be,  not  known  or 
used  by  the  public  before  the  application.  And,  thus  con- 
strued, there  is  much  reason  for  the  limitation  thus  imposed 
by  the  act.  While  one  great  object  was,  by  holding  out  a 
reasonable  reward  to  inventors  and  giving  them  an  exclu- 
sive right  to  their  inventions  for  a  limited  period,  to  stimu- 
late the  efforts  of  genius,  the  main  object  was  "  to  promote 
the  progress  of  science  and  useful  arts  ;' '  and  this  could  be 
done  best  by  giving  the  public  at  large  a  right  to  make, 
construct,  use,  and  vend  the  thing  invented  at  as  eariy  a 
period  as  possible,  having  a  due  regard  to  the  rights  of  the 
inventor.  If  an  inventor  should  be  permitted  to  hold  back 
from  the  knowledge  of  the  public  the  secrets  of  his  inven- 
tion ;  if  he  should,  for  a  long  period  of  years,  retain  the 
monoi)oly  and  make  and  sell  his  invention  publicly,  and 
thus  gather  the  whole  profits  of  it,  relying  upon  his  superior 
skill  and  knowledge  of  the  structure,  and  then,  and  then 
only,  when  the  danger  of  comi)etition  should  force  him  to 
secure  the  exclusive  right,  he  should  be  allowed  to  take  out 
a  patent,  and  thus  exclude  the  public  from  any  farther  use 
than  what  should  be  derived  under  it  during  his  fourteen 
years — ^it  would  materially  retard  the  progress  of  science 
and  the  useful  arts,  and  give  a  premium  to  those  who  should 
be  least  prompt  to  communicate  their  discoveries. 

A  provision,  therefore,  that  should  withhold  from  an  in- 
ventor the  privilege  of  an  exclusive  right,  unless  he  should, 
as  early  as  he  should  allow  the  public  use,  put  the  public 
in  possession  of  his  secret  and  commence  the  running  of  the 
period  that  should  limit  that  right,  would  not  be  deemed 
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unreasonable.  It  might  be  expected  to  find  a  place  in  a 
wise  prospective  legislation  on  such  a  subject.  If  it  was 
already  found  in  the  jurisprudence  of  the  mother  country, 
and  had  not  b!een  considered  inconvenient  there,  it  would 
not  be  unnatural  that  it  should  find  a  place  in  our  own. 

Now,  in  point  of  fact,  the  statute  of  21  Jac.,  ch.  3,  com- 
monly called  the  statute  of  monopolies,  does  contain  exactly 
such  a  provision.  That  act,  after  prohibiting  monopolies 
generally,  contains,  in  the  sixth  section,  an  exception  in 
favor  of  *  *  letters  patent  and  grants  of  privileges  tor  four- 
teen years  or  under ^  of  the  sole  working  or  making  of  any 
manner  of  new  manufactures  within  this  realm,  to  the  true 
and  first  inventor  and  Inventors  of  such  manufactures, 
which  others  at  tJie  time  of  making  such  letters  patent  and 
grants  shall  not  use^  Lord  Coke,  in  his  commentary 
upon  this  clause  or  proviso,  (3  Inst.  184,)  says  that  the 
letters  patent  "  must  be  of  such  manufactures  which  any 
other  at  the  time  of  making  such  letters  patent  did  not  use  ; 
for  albeit  it  were  newly  invented,  yet  if  any  other  did  use 
it  at  the  making  of  the  letters  patent  or  grant  of  the  priv- 
ilege, it  is  declared  and  enacted  to  be  void  by  this  act." 
The  use  here  referred  to  has  always  been  understood  to  be 
a  public  use,  and  not  a  private  or  surreptitious  use  in  fraud 
of  the  inventor. 

In  the  case  of  Wood  n.  Zimmer,  1  Holt's  N.  P.  Rep.  58, 
[1  Am.  &  Eng.  202,]  this  doctrine  was  fully  recognized  by 
Lord  Chief  Justice  Gibbs.  There  the  inventor  had  suffered 
the  thing  invented  to  be  sold,  and  go  into  public  use  for 
four  months  before  the  grant  of  his  patent ;  and  it  was  held 
by  the  court  that,  on  this  account,  the  patent  was  utterly 
void.  Lord  Chief  Justice  Gibbs  said  :  "  To  entitle  a  man 
to  a  patent,  the  innention  must  be  nenD  to  the  world.  The 
public  sale  of  that  which  is  afterward  made  the  subject  of 
a  patent,  though  sold  hy  the  inventor  only^  makes  the  pat- 
ent void. ' '  By ' '  invention, ' '  the  learned  judge  undoubtedly 
meant,  as  the  context  abundantly  shows,  not  the  abstract 
discovery,  but  the  thing  invented  ;  not  the  new  secret  prin- 
ciple, but  the  manufacture  resulting  from  it. 
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The  words  of  our  statute  are  not  identical  with  those  of 
the  statute  of  James,  but  it  can  scarcely  admit  of  doubt 
that  they  must  have  been  within  the  contemplation  of  those 
by  whom  it  was  framed,  as  well  as  the  construction  which 
had  been  put  upon  them  by  Lord  Coke.  But  if  there  were 
no  such  illustrative  comment,  it  is  diflBLcult  to  conceive  how 
any  other  interpretation  could  fairly  be  put  upon  these 
words.  We  are  not  at  liberty  to  reject  words  which  are 
sensible  in  the  place  where  they  occur,  merely  because  they 
may  be  thought  in  some  cases  to  import  a  hardship,  or  tie 
up  beneficiail  rights  within  very  close  limits.  If  an  inven- 
tion is  used  by  the  public,  with  the  consent  of  the  inventor, 
at  the  time  of  his  application  for  a  patent,  how  can  the 
court  say  that  his  case  is  nevertheless  such  as  the  act  was 
intended  to  protect?  If  such  a  public  use  is  not  a  use 
within  the  meaning  of  the  statute,  what  other  use  is  ?  If 
it  be  a  use  within  the  meaning  of  the  statute,  how  can  the 
court  extract  the  case  from  its  operation  and  support  a  pat- 
ent, where  the  suggestions  of  the  patentee  are  not  true,  and 
the  conditions  on  which  alone  the  grant  was  authorized  to 
be  made  do  not  exist  ?  In  such  a  case,  if  the  court  could 
perceive  no  reason  for  the  restrictions,  the  will  of  the  legis- 
lature must  still  be  obeyed.  It  cannot  and  ought  not  to  be 
disregarded  where  it  plainly  applies  to  the  case.  But  if 
the  restriction  may  be  i)erceived  to  have  a  foundation  in 
sound  policy,  and  be  an  effectual  means  of  accomplishing 
the  legislative  objects  by  bringing  inventions  early  into 
public  and  unrestricted  use,  and,  above  all,  if  such  policy 
has  been  avowed  and  acted  upon  in  like  cases  in  laws  hav- 
ing similar  objects,  there  is  very  urgent  reason  to  suppose 
that  the  act  in  those  terms  embodies  the  real  legislative  in- 
tent, and  ought  to  receive  that  construction.  It  is  not 
wholly  insignificant,  in  this  point  of  view,  that  the  first 
Patent  Act  passed  by  Congress  on  this  subject,  (act  of  1790, 
ch.  34,  [ch.  7,])  which  the  present  act  repeals,  uses  the 
words  *  *  7iot  Jcnovm  or  used  h^ore^ ' '  T^dthout  adding  the 
words  **  the  application^^'*  and,  in  connection  \^ath  the 
structure  of  the  sentence  in  which  they  stand,  might  have 
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referred  either  to  the  time  of  the  invention  or  of  the  appli- 
cation. The  addition  of  the  latter  words  in  the  Patent  Act 
of  1793  must,  therefore,  have  been  introduced  ex  industria^ 
and  with  the  cautious  intention  to  clear  away  a  doubt  and 
fix  the  original  and  deliberate  meaning  of  the  legislature. 

The  a<;t  of  the  17th  of  April,  1800,  ch.  26,  which  extends 
the  privileges  of  the  act  of  1793  to  inventors  who  are  aliens^ 
contains  a  proviso  declaring  ^*  that  every  patent  which  shall 
be  obtained  pursuant  to  the  act  for  any  invention,  art,  or 
discovery  whichy  it  shall  afterward  appear^  had  been 
knovm  or  used  previous  to  such  application  for  a  patent^ 
shall  be  void."  This  proviso  certainly  certifies  the  con- 
struction of  the  act  of  1793  already  asserted,  for  there  is  not 
any  reason  to  suppose  that  the  legislature  intended  to  confer 
on  aliens  privileges  essentially  different  from  those  belong- 
ing to  citizens.  On  the  contrary,  the  enacting  clause  of  the 
act  of  1800  purports  to  put  both  on  the  same  footing,  and 
the  proviso  seems  added  as  a  gloss  or  explanation  of  the 
original  act. 

The  only  real  doubt  which  has  arisen  upon  this  exposition 
of  the  statute  has  been  created  by  the  words  of  the  sixth 
section  already  quoted.  That  section  admits  the  party 
sued  to  give  in  his  defence,  as  a  bar,  that  ' '  the  thing  thus 
secured  by  patent  was  not  originally  discovered  by  the  pat- 
entee, but  had  been  in  use  anterior  to  the  supposed  dis- 
covery of  the  patentee. ' '  It  has  been  asked,  if  the  legisla- 
ture intended  to  bar  the  party  from  a  patent  in  consequence 
of  a  mere  prior  use,  although  he  was  the  inventor,  why 
were  not  the  words  '  •  anterior  to  the  application^ '  substi- 
tuted, instead  of  "  anterior  to  the  supposed  discovery*^  t 
If  a  mere  use  of  the  thing  invented  before  the  application 
were  suflBicient  to  bar  the  right,  then,  although  the  party 
may  have  been  the  first  and  true  inventor,  if  another  per- 
son, either  innocently  as  a  second  inventor  or  piratically, 
were  to  use  it  without  the  knowledge  of  the  first  inventor, 
his  right  would  be  gone.  In  resi)ect  to  a  use  by  piracy,  it 
is  not  clear  that  any  such  fraudulent  use  is  within  the  in- 
tent of  the  statute,  and  upon  general  principles  it  might 
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well  be  held  excluded.  In  respect  to  the  case  of  a  second 
invention,  it  is  questionable  at  least  whether  if,  by  such 
second  invention,  a  public  use  was  already  acquired,  it 
could  be  deemed  a  case  within  the  protection  of  the  act.  If 
the  public  were  already  in  possession  and  common  use  of 
an  invention  fairly  and  without  fraud,  there  might  be  sound 
reason  for  presuming  that  the  legislature  did  not  intend  to 
grant  an  exclusive  right  to  any  one  to  monopolize  that 
which  was  already  common.  There  would  be  no  quid  pro 
quo — no  price  for  the  exclusive  right  or  monopoly  conferred 
upon  the  inventor  for  fourteen  years. 

Be  this  as  it  may,  it  is  certain  that  the  sixth  section  is 
not  necessarily  repugnant  to  the  construction  which  the 
words  of  the  first  section  require  and  justify.  The  sixth 
section  certainly  does  not  enumerate  all  the  defences  which 
a  party  may  make  in  a  suit  brought  against  him  for  vio- 
lating a  patent.  One  obvious  omission  is  where  he  uses  it 
under  a  license  or  grant  from  the  inventor.  The  sixth  sec- 
tion in  the  clause  under  consideration  may  well  be  deemed 
merely  affirmative  of  what  would  be  the  result  from  the 
general  principles  of  law  applicable  to  other  parts  of  the 
statute.  It  gives  the  right  to  the^/*^^  and  true  inventor, 
and  to  him  only  ;  if  known  or  used  before  his  supposed  dis- 
covery, he  is  not  the  j^r^^,  although  he  may  be  a  true  in- 
ventor, and  that  is  the  case  to  which  the  clause  looks.  But 
it  is  not  inconsistent  with  this  doctrine,  that  although  he  is 
the^r^^  as  well  as  the  true  inventor,  yet  if  he  shaU  put  it 
into  public  use,  or  sell  it  for  public  use,  before  he  applies 
for  a  patent,  that  this  should  furnish  another  bar  to  his 
claim.  In  this  view,  an  interpretation  is  given  to  every 
clause  of  the  statute,  without  introducing  any  inconsistency 
or  interfering  with  the  ordinary  meaning  of  its  language. 
No  public  policy  is  overlooked,  and  no  injury  can  ordinarily 
occur  to  the  first  inventor,  which  is  not  in  some  sort  the 
result  of  his  own  laches  or  voluntary  inaction. 

It  is  admitted  that  the  subject  is  not  wholly  free  from 
difficulties  ;  but,  upon  most  deliberate  consideration,  we 
are  all  of  opinion  that  the  true  constniction  of  the  act  is 
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that  the  first  inventor  cannot  acquire  a  good  title  to  a  pat- 
ent, if  he  suffers  the  thing  invented  to  go  into  public  use, 
or  to  be  publicly  sold  for  use,  before  he  makes  application 
for  a  patent.  His  voluntary  act  or  acquiescence  in  the  pub- 
lic sale  and  use  is  an  abandonment  of  his  right,  or  rather 
creates  a  disability  to  comply  with  the  terms  and  conditions 
on  which  alone  the  Secretary  of  State  is  authorized  to  grant 
him  a  patent. 

The  opinion  of  the  Circuit  Court  was  therefore  -peitectlj 
correct,  and  the  judgment  is  affirmed  with  costs. 

This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  Pennsylvania,  and  was  argued  by  counsel ;  on 
consideration  whereof,  it  is  the  opinion  of  this  court  that 
there  is  no  error  in  the  judgment  of  the  said  Circuit  Court. 
Whereupon  it  is  considered,  ordered,  and  adjudged  by  this 
court  that  the  said  judgment  of  the  said  Circuit  Court  in 
this  cause  be,  and  the  same  is  hereby, 

Affirmed  with  costs. 
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JOSEPH  GRANT  et  aZ.  v.  E.  &  H.  RAYMOND. 

6  Pet  218-249.    Jan.,  1882. 

[Bk.  8,  L.  ed.  376 ;  1  Robb.  604  ;  1  Whit  146.] 

Appeal  from  divided  court  practice.      Reissue,  Conclusiveness  of. 

Insufficient  description. 

1.  Practice  on  appeal  on  a  division  of  opinion  on  a  motion  for  a 

new  trial  (p.  246). 

2.  The  patent  law  should  be  construed  in  the  spirit  in  which  it  is 

made  (p.  271). 

3.  The  grant  of  a  reissue  to  correct  an  error  committed  in  the  de- 

partment of  State^  as  also  for  an  error  arising  through  inadver- 
tence or  mistake  on  the  part  of  the  inventor,  though  not  express- 
ly authorized  by  the  act  of  1793  is  within  its  spirit  (p.  272). 

4.  The  correct  performance  of  all  those  preliminaries  on  which  the 

validity  of  the  original  patent  depends  are  always  examinable 
in  the  court  in  which  a  suit  for  its  violation  shall  be  brought. 
It  is  the  same  with  a  patent  reissued  under  Act  1793  (p.  272). 

5.  Doubted  whether  the  fact  that  rights  acquired  by  third  parties 

pending  the  original  invalid  patent  would  not  be  a  valid  de- 
fence to  the  reissue  (Act  1793)  (p.  273). 

6.  The  reissue,  and  the  proceedings  on  which  it  issues,  have  relation 

back  to  the  original  transaction  ;  and  the  term  runs  from  the 
date  of  the  original  patent  (p.  274). 

7.  Actions  involving  judgment  for  defendant  in  the  particular  case, 

and  those  requiring  in  addition  a  judgment  declaring  the  pat- 
ent void,  distinguished  (p.  277). 

8.  An  insufficient  description  is  a  complete  defence  to  the  particu- 

lar suit  under  Act  1793,  §  3  ;  but  in  order  to  justify  a  judgment 
under  Act  1793,  §  6,  declaring  the  patent  void,  it  must  further 
fully  appear  to  have  been  with  intent  to  deceive  the  public 
(p.  277). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Pennock  v.  Dialogue,  2  Pet.  1  [p.  217  ante],  p.  278. 

This  case  came  before  the  court,  in  the  first  instance,  on 
a  certificate  of  division  in  opinion  in  the  Circuit  Court  of 
the  United  States  for  the  Southern  District  of  New  York. 
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On  inspecting  the  record,  it  appeared  that  on  the  trial  of 
the  cause  in  the  Circuit  Court  the  counsel  for  the  defend- 
ants had  excepted  to  the  decisions  of  the  court  on  various 
matters  which  had  been  presented  for  the  consideration  of 
the  court,  and  that  a  bill  of  exceptions  had  been  sealed  by 
the  court  on  their  motion. 

The  record  proceeded  to  state  that  the  cause  afterward 
came  on  for  argument  on  a  motion  for  a  new  trial,  when  the 
opinions  of  the  two  judges  of  the  Circuit  Court  were  op- 
posed upon  questions  presented  for  the  decision  of  the 
court,  excepted  to  on  the  trial,  as  stated  in  the  bill  of  ex- 
ceptions :  *^  That  upon  the  questions  thus  occurring  before 
the  court,  the  opinions  of  the  said  two  judges  were  opposed  ; 
and,  upon  request  of  the  counsel  of  the  plaintiflEs,  the  points 
upon  which  the  disagreement  happened  were  stated  under 
the  direction  of  the  judges,  and  certified  under  the  seal  of 
the  court  to  the  Supreme  Court." 

Mr,  Webster  stated  that  a  question,  preliminary  to  the 
argument  of  the  case,  was  presented  for  the  decision  of  the 
court.  It  was,  whether  the  court  would  entertain  the  case 
as  it  came  up  from  the  Circuit  Court,  on  a  division  in  that 
court  on  a  motion  for  a  new  trial.  This  court  had  exercised 
their  right  to  decide  in  cases  where  the  opinions  of  the 
judges  of  the  Circuit  Court  on  questions  of  law  had  been 
opposed,  when  a  motion  for  a  new  trial  was  before  the 
court. 

Mr.  Justice  Story.  In  the  cases  referred  to,  the  division 
of  the  court  took  place  on  the  trial  of  the  cause  before  the 
jury,  as  well  as  on  the  motion  for  a  new  trial. 

Mr.  Chief  Justice  Marshall  suggested  that  the  case 
might  be  brought  on  if  the  parties  would  agree  that  it 
should  stand  as  if  a  judgment  had  been  given  by  the  Circuit 
Court  on  the  exceptions.  The  case,  he  said,  could  not  be 
heard  on  a  difference  in  opinion  of  the  judges  of  the  court 
on  a  motion  for  a  new  trial. 
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The  coimsel  for  the  plaintiffs  and  defendants  having 
agreed  that  the  case  should  stand  as  suggested  by  the  Chief 
Justice,  and  an  agreement  in  writing  to  that  effect  having 
been  filed,  the  court  made  the  following  order : 

It  is  now  here  by  the  court  considered  and  ordered,  that 
this  cause  shall  now  be  heard  and  decided,  as  on  a  writ  of 
error  brought  after  verdict  and  judgment  in  the  Circuit 
Court,  on  the  exceptions  which  were  taken  in  that  court ; 
that  the  cause  shall  now  proceed,  as  if  judgment  had  been 
actually  entered  in  the  Circuit  Court  for  the  plaintiffs  there, 
and  that  the  certificate  in  the  case  shall  be  taken,  regarded, 
and  treated  as  a  writ  of  error  sued  out  by  the  defendants 
below,  on  the  judgment  of  the  Circuit  Court,  and  that  the 
question  shall  be,  as  in  other  cases,  whether  the  said  judg- 
ment ought  to  be  reversed  or  affirmed  ;  but  that  this  court 
will  reserve  its  opinion  and  judgment  in  this  cause  till  the 
defendants  in  the  court  below  shall  have  sued  out  a  writ  of 
error  in  this  cause  to  the  said  Circuit  Court,  and  filed  a  re- 
turn thereto,  with  a  bDl  of  exceptions  in  this  cause,  in  the 
usual  form,  signed  by  the  court  below,  in  this  court. 

The  case  came  on  for  argument  after  the  defendants  had 
sued  out  a  writ  of  error  on  a  judgment  entered  in  the  Cir- 
cuit  Court  for  the  plaintiffs,  in  conformity  with  the  sugges- 
tion and  order  of  this  court.    The  case  was  as  follows  : 

The  action  was  brought  to  recover  damages  for  an  alleged 
infringement  of  a  patent-right,  and  came  on  for  trial  in  the 
Circuit  Court  in  November,  1828,  when  a  verdict  was  ren- 
dered for  the  plaintiffs  for  three  thousand  two  hundred  and 
sixty-six  dollars  sixty-six  cents. 

The  plaintiffs  gave  in  evidence  a  patent  from  the  United 
States,  in  the  following  terms,  the  same  being  the  patent 
declared  upon : 

"  Whereas  Joseph  Grant,  a  citizen  of  the  United  States, 
hath  alleged  that  he  hath  invented  a  new  and  useful  im- 
provement in  the  mode  of  manufacturing  hat-bodies  by  the 
combination  of  motions,  namely,  the  rotary  and  revolving 
motion,   with   the  vibrating  or  transverse  motion,  which 
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forms  the  two  hat-bodie*  by  machinery,  and  crosses  the 
wool  from  one  extremity  of  the  hat-bodies  to  the  other  at 
one  operation,  called  Grant's  improved  winding  machine 
for  setting  up  hat-bodies,  —his  former  patent  for  the  same 
invention,  dated  the  11th  day  of  August,  1821,  having  been 
cancelled,  owing  to  the  defective  specification  on  which  the 
same  was  granted,  which  improvement  he  states  had  not 
been  known  or  used  before  his  application, — ^hath  made 
oath  that  he  does  verily  believe  that  he  is  the  true  inventor 
or  discoverer  of  the  said  improvement,  hath  paid  into  the 
treasury  of  the  United  States  the  sum  of  thirty  dollars,  de- 
livered a  receipt  for  the  same,  and  presented  a  i)etition  to 
the  Secretary  of  State,  signifying  a  desire  of  obtaining  an 
exclusive  property  in  the  said  improvement,  and  praying 
that  a  patent  may  be  granted  for  that  purpose : 

"  These  are,  therefore,  to  grant,  according  to  law,  to  the 
said  Joseph  Grant,  his  heirs,  administrators,  or  assigns, 
for  the  term  of  fourteen  years  from  the  11th  day  of  August, 
1821,  the  full  and  exclusive  right  and  liberty  of  making, 
constructing,  using,  and  vending  to  others  to  be  used  the 
said  improvement,  a  description  whereof  is  given,  in  the 
words  of  the  said  Joseph  Grant  himself,  in  the  schedule 
hereto  annexed,  and  is  made  a  part  of  these  presents. 

"  In  testimony  whereof,  I  have  caused  these  letters  to  be 
made  patent,  and  the  seal  of  the  United  States  to  be  here- 
unto affixed.  Given  under  my  hand,  at  the  city  of  Wash- 
ington, this  28th  day  of  April,  in  the  year  of  our  Lord 
1825,  and  of  the  independence  of  the  United  States  of 
America  the  forty-ninth. 

[L.  s.]  "  J.  Q.  Adams. 

^*  By  the  President.     H.  Clay,  Secretary  of  Stated 

City  of  Washington,  to  wit :  I  do  hereby  certify  that  the 
foregoing  letters  patent  were  delivered  to  me  on  the  28th 
day  of  April,  in  the  year  of  our  Lord  1825,  to  be  examined  ; 
that  I  have  examined  the  same  and  find  them  conformable 
to  law,  and  I  do  hereby  return  the  same  to  the  Secretary  of 


ToTTTiing  Bdls. 

TdLleuted  JprJ8,  /8J16. 
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State  within  fifteen  days  from  the  date  aforesaid,  to  wit, 
on  this  28th  day  of  April,  in  the  year  aforesaid. 

William  Wirt, 
Attomey-Oeneral  of  the  U.  S. 

The  schedule  referred  to  in  these  letters  patent,  and  mak- 
ing part  of  the  same,  contained  a  description,  in  the  words 
of  the  said  Joseph  Grant  himself,  of  his  improvement  in  the 
mode  of  manufacturing  hat-bodies  by  the  combination  of 
motions,  namely,  the  rotary  or  rev^olving  motion,  with  the 
vibrating  or  transverse  motion,  which  forms  the  two  hat- 
bodies  by  machinery,  and  crosses  the  wool  from  one  extrem- 
ity of  the  hat-bodies  to  the  other  at  one  operation,  called 
Grant's  improved  winding  machine  for  setting  up  hat- 
bodies,  his  former  patent  for  the  same  invention,  dated  the 
11th  day  of  August,  A.D.  1821,  having  beea  cancelled, 
owing  to  the  defective  specification  on  which  the  same  was 
granted. 

The  schedule,  which  contained  a  full  description  of  the 
invention,  and  of  the  mode  of  using  it,  was  also  given  in 
evidence. 

The  counsel  for  the  plaintiffs  also  produced  and  read  in 
evidence  a  certificate  of  the  Secretary  of  State,  duly  authen- 
ticated under  his  hand  and  official  seal,  and  certain  papers 
thereto  annexed,  in  the  words  and  figures  f  oUowing : 

^'  To  all  to  whom  these  presents  shall  come,  greeting : 

"  I  certify  that  the  annexed  is  a  true  copy  of  the  record  of 
cancellation  of  a  patent  granted  to  Joseph  Grant  on  the 
11th  of  August,  1821,  and  cancelled  on  the  28th  of 
April,  A.D.  1825  ;  also,  that  the  annexed  is  a  true  copy  of 
the  petition  praying  for  the  cancellation,  and  the  issuing  of 
another  patent  for  the  same  invention. 

^'In  testimony  whereof,  I,  Henry  Clay,  Secretary  of 
State  of  the  United  States,  have  hereunto  subscribed  my 
name,  and  caused  the  seal  of  the  Department  of  State  to  be 
affixed.    Done  at  the  city  of  Washington,  this  19th  day  of 
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May,  A.D.  1828,  and  of  the  independence  of  the  United 
States  of  America  the  fifty-second. 
[L.  8.]  "  H.  Clay." 

This  patent  was  returned  to  the  Patent  Office,  the  seal 
broken,  and  now  stands  cancelled,  owing  to  the  defective 
specification  on  which  it  was  issued,  and  another  patent 
granted  (with  a  corrected  specification)  on  the  28th  day  of 
April,  1835,  bearing  date  with  the  first,  and  for  the  same 
invention. 

The  petition  of  Joseph  Grant,  of  Providence,  in  the 
county  of  Providence  and  State  of  Rhode  Island,  hatter,  a 
citizen  of  the  United  States  of  America,  resi)ectfully  repre- 
sents, that  your  petitioner  has  invented  a  new  and  useful 
improvement  in  the  mode  of  manufacturing  hat-bodies  by 
the  combination  of  motions,  namely,  the  rotary  or  revolv- 
ing motion,  with  the  vibrating  or  transverse  motion,  which 
forms  the  two  hat-bodies  by  machinery,  and  crosses  the 
wool  from  one  extremity  of  the  hat-bodies  to  the  other  at 
one  operation,  caUed  "  Grant's  improved  winding  machine 
for  setting  up  hat-bodies,"  according  to  the  specification, 
explanations,  and  drawings,  herewith  presented,  which  the 
subscriber  prays  may  be  taken  as  a  part  of  his  petition — ^an 
improvement  not  used  or  known  before  his  application,  the 
advantages  of  which  your  petitioner  is  desirous  of  securing 
to  himself  and  his  l^gal  representatives. 

Your  petitioner  would  further  state,  that  he  has  hereto- 
fore, namely,  on  the  11th  day  of  August,  A.D.  1821,  ob- 
tained letters  patent  from  the  President  of  the  United 
States  for  his  said  improvement,  but,  owing  to  a  defective 
specification  on  which  the  same  were  granted,  he  prays  that 
the  said  patent  may  be  cancelled,  and  a  new  and  correct 
one  granted,  embracing  the  same  improvements,  so  far  as 
the  same  are  set  forth  in  the  accompanying  si)ecificar 
tion,  drawing,  and  explanations.  Your  petitioner  therefore 
prays  that  letters  patent  of  the  United  States  may  be 
issued,  granting  to  your  petitioner,  his  heirs,  administrar 
tors,  or  assigns,  the  full  and  exclusive  right  of  making, 
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oonstmcting,  using,  and  vending  to  others  to  be  used  his 
said  improvement,  according  to  the  specification  and  draw- 
ings hereto  annexed,  agreeably  to  the  act  of  Congress  in 
such  case  made  and  provided,  your  petitioner  having  paid 
thirty  dollars  into  the  treasury  of  the  United  States,  and 
complied  with  other  provisions  of  the  said  act.  As  in  duty 
bound,  will  ever  pray.  Joseph  Grant. 

To  the  Hon.  Henry  Clay,  Secretary  of  State  of  the 
United  States  of  America. 

Promdence^  April  20,  1826. 

As  the  assignee  of  David  Curtis,  who  was  the  assignee  of 
Joseph  Grant,  of  one  moiety  of  the  original  patent,  1  unite 
in  the  prayer  of  the  above  petitioner,  that  the  original 
patent  may  be  cancelled,  and  a  new  one  granted  to  the  said 
Joseph  Grant,  as  abov^e  set  forth. 

Solomon  Townsend. 

To  the  Hon.  Henry  Clay,  Secretary  of  State  of  the 
United  States  of  America. 

Providence^  April  20,  1826. 

The  counsel  for  the  defendant  objected  that  the  Secretary 
of  State  had  no  power,  by  law,  to  accept  a  surrender  of  and 
to  cancel  said  letters  patent,  or  to  inquire  into  or  decide 
upon  the  causes  for  so  doing,  or  to  grant  said  second  patent 
for  the  same  invention,  with  an  amended  specification,  for 
the  unexpended  portion  of  the  term  of  fourteen  years 
which  had  been  granted  by  the  first  patent. 

The  court  decided  that  such  surrender  might  be  made, 
when  the  defect  in  the  specification  arose  from  inadvertence 
or  mistake,  and  without  any  fraud  or  misconduct  on  the 
part  of  the  patentee  ;  and  that  the  Secretary  of  StsCte  had 
authority  to  accept  such  surrender,  and  cancel  the  record 
of  the  patent,  and  to  issue  a  new  patent  for  the  unexpired 
part  of  the  fourteen  years  granted  under  the  old  patent,  in 
manner  aforesaid.  To  which  decision  the  counsel  for  the 
defendant  excepted. 

The  fourth  plea,  filed  on  the  part  of  the  defendant,  after 
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reciting  the  specification  annexed  to  the  patent  of  the  plain- 
tiflEs,  averred  as  follows :  "  And  the  defendants  aver  that 
said  specification  does  not  correctly  or  accurately  describe 
the  improvement  claimed  by  the  said  Joseph  Grant  as  his 
invention  ;  but  said  specification,  and  the  drawings  thereto 
annexed,  are  altogether  defective  in  this,  among  other 
things,  namely  :  in  said  specification  no  proportions,  sizes, 
or  distances  are  given,  and  the  bigness  or  size  of  none  of 
the  principal  parts  of  said  machine  is  given  in  said  specifi- 
cation or  drawings,  but  the  same  is  wholly  omitted  ;  and,  in 
other  particulars,  said  specification  and  drawings  are  alto- 
gether defective.  And  the  defendants  aver  that  said  specifi- 
cation, annexed  to  and  making  part  of  said  letters  patent, 
with  the  drawings  thereto  annexed,  do  not  contain  a  writ- 
ten description  of  his,  the  said  Joseph  Grant's,  invention 
and  improvement  aforesaid,  and  manner  of  using  it,  in  such 
full,  clear,  and  exact  terms  as  to  distinguish  the  same  from 
all  other  things  before  known,  and  so  as  to  enable  any  per- 
son skilled  in  the  art  of  which  said  machine  or  improve- 
ment is  a  branch,  or  with  which  it  is  most  nearly  connected, 
to  make  and  use  the  same  ;  and  that,  for  the  cause  afore- 
said, said  letters  patent  are  void.  All  which  the  defend- 
ants are  ready  to  verify  ;  wherefore  they  pray  judgment  if 
the  said  Joseph  Grant  and  Solomon  Townsend  ought  to 
have  or  maintain  their  aforesaid  action  against  them,  and 
for  their  costs."  To  which  plea  the  following  replication 
was  filed : 

^^  And  Bs  to  the  plea  of  the  said  Eliaklm  Raymond  and 
Henry  Raymond,  by  them  fourthly  above  pleaded,  the  said 
Joseph  Grant  and  Solomon  Townsend  say  that,  by  reason 
of  anything  in  the  said  last-mentioned  plea  alleged,  they 
ought  not  to  be  barred  from  having  and  maintaining  their 
aforesaid  action  thereof  agaiQst  them,  the  said  y4l1akim 
Raymond  and  Henry  Raymond,  because  they  say  that  the 
specification  mentioned  in  the  said  last-mentioned  plea  does 
correctly  and  accurately  describe  the  improvement  claimed 
by  the  said  Joseph  Grant  as  his  invention ;  and  because 
they  say,  farther,  that  neither  the  said  specification  nor  the 
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drawings  thereto  annexed  are  defective  in  any  of  the  par- 
ticulars in  that  behalf  alleged  in  the  said  last-mentioned 
plea ;  and  this  they,  the  said  Joseph  Grant  and  Solomon 
Townsend,  pray  may  be  inquired  of  by  the  country,  and 
the  said  Eliakim  Raymond  and  Henry  Raymond  do  the 
like,"  &c. 

The  counsel  for  the  defendants  on  the  said  trial  intro- 
duced sundry  witnesses  to  prove  the  allegations  traversed 
in  the  said  fourth  plea,  and  insisted  that  they  had  proved 
the  same,  and  that  the  said  specification  of  the  said  Joseph 
Grant  did  not  describe  the  improvement  which  he  claimed 
to  have  invented  in  such  full,  clear,  and  exact  terms  as  to 
distinguish  the  same  from  all  other  things  before  known, 
nor  so  as  to  enable  a  person  skilled  in  the  art  or  science  of 
which  it  is  a  branch,  or  with  which  it  is  most  nearly  con- 
nected, to  make  and  use  the  same  ;  and  they  requested  the 
court  to  charge  the  jury,  that  if  they  found  that  the  de- 
fendants had  maintained  and  proved  their  averments  in 
that  resi)ect,  that  they  must  find  the  same  for  the  defend- 
ants— ^which  instructions  the  court  refused  to  give  ;  but  in- 
structed the  jury  that  the  patent  would  not  be  void  on  this 
ground,  unless  such  defective  or  imperfect  specification  or 
description  arose  from  design,  and  for  the  purpose  of  de- 
ceiving the  public — ^to  which  opinion  the  counsel  for  the 
defendants  also  excepted. 

The  case  was  argued  by  Mr.  Webster^  for  the  defendants 
in  the  Circuit  Court,  now  before  the  court  as  plaintiffs  in 
error  ;  and  by  Mr,  Ogden^  for  the  defendants,  plaintiflfs  m 
the  Circuit  Court. 

Mr.  Webster  stated  that  the  first  question  for  the  decision 
of  the  court  was,  whether  the  Secretary  of  State  can  accept 
the  surrender  of  a  patent,  cancel  it,  and  grant  a  new  one 
for  the  unexpired  term  for  which  a  patent  had  been  granted, 
on  a  suggestion  that  the  specification  is  defective  through 
inadvertence  or  mistake  ? 

It  cannot  but  be  doubted  whether  such  cancellation  can 
be  made  anywhere,  so  as  to  take  out  a  new  patent. 
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The  whole  system  of  patents  rests  on  statute  provision. 
There  is  no  common-law  power,  or  prerogative  right,  in  the 
President  to  issue  a  patent.  In  this  particular,  our  law  is 
dijierent  from  the  English.  Ours  is  a  statute  grant ;  theirs 
is  an  emanation  out  of  a  statute  prohibition.  With  us,  the 
fountain  is  statute  ;  with  them,  prerogative.  Our  statute 
makes  no  provision  for  any  surrender,  and  the  issuing  of  a 
new  patent  thereon.  Indeed,  it  seems  impossible  to  recon- 
cile such  a  proceeding  to  the  requisitions  of  the  act. 

How  can  the  patentee  allege,  or  assign  for  his  second 
patent,  that  his  irwprovement  had  not  been  knovm  be/ore 
that  application  f  That  is  a  statute  requisition.  Here,  in 
the  case  before  the  court,  it  had  been  in  use  three  years. 
The  party  must  claim,  and  in  this  case  does  claim,  under 
his  second  patent,  as  a  new  and  substantive  patent ;  not 
under  his  first,  with  an  amended  specification. 

On  surrender  or  cancellation  of  the  patent,  the  party 
comes  for  a  new  patent  for  the  same  invention.  Now,  in 
all  such  cases,  it  must  be  that  the  thing  has  been  used  or 
known  before  that  application.  In  this  very  case,  it  does 
not  appear  that  his  petition  contained  the  statute  requi- 
sites.   It  refers  it  to  his  former  application. 

But  however  this  may  be,  the  Secretary  of  State  has  no 
authority  to  make  a  record  of  cancellation,  and  to  issue  a 
new  patent.  The  Secretary  of  State  is  a  merely  ministerial 
officer.  All  the  laws  relating  to  granting  patents  regard 
him  as  merely  ministerial.  His  department  is  denominated 
an  executive  department.  He  has  nowhere  any  particle  of 
judicial  power.  On  the  subject  of  patents,  as  well  as  all 
others,  he  acts  whoUy  ministerially. 

By  the  first  Patent  Law,  April  10,  1790,  the  Secretaries 
of  State,  War,  and  Attorney-General  were  invested  with 
authority  to  grant  or  refuse  patents.  But  this  was  repealed 
by  the  existing  law  of  February  21,  1793.  The  power  of 
granting  or  withholding  patents  was  by  this  act  taken  away 
from  everybody.  The  Secretary  was  to  give  the  patent  out, 
on  certain  requisitions  being  complied  with,  without  exer- 
cising any  judgment,  or  making  any  inquiry  ;  and  the  patent 
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was  to  avail  the  grantee  what  it  might,  according  to  the  truth 
of  the  representations  of  the  patentee.  It  is  matter  of  right 
and  matter  of  course  to  issue  the  patent  if  the  requisites  of 
the  law  be  complied  with.  The  Secretary  has  nothing  to 
do  but  make  out  the  patent. 

He  is  applied  to  as  keeper  of  the  seal.  And  if  a  dispute 
arises  between  inventors,  the  Secretary  cannot  decide  it ; 
he  is  to  appoint  umpires.  Section  9.  He  is  not  trusted  to 
decide  even  whether  the  form  of  the  letters  patent  be  con- 
formable to  law  ;  that  belongs  to  the  Attorney-General. 

The  general  power  of  the  Secretary  is  commented  on  in 
Marbury  x.  Madison,  1  Cranch,  169,  160.  He  is  to  record 
diplomatic  transactions  ;  but  he  cannot  alter  or  cancel  those 
records.  He  records  treaties  and  acts  of  Congress ;  but 
those,  of  course,  he  cannot  alter. 

The  Secretary  has  no  power  to  record  in  his  office  any 
transaction  not  his  own,  except  so  far  as  authorized  by 
statute. 

In  regard  to  patents,  the  statute  declares  what  shall  be 
recorded  :  1.  The  patent  itself.  2.  The  assignment  of  it,  if 
requested.  These  are  all.  The  Secretary  has  nothing  more 
to  do.     As  to  cancelling  a  patent,  he  \a  functus  officio. 

The  breaking  the  seal,  or  other  cancellation  by  the  pat- 
entee of  his  patent,  is  just  as  effectual  if  done  anywhere 
else  as  if  done  at  the  State  Department.  It  is  not  a  trans- 
action which  the  law  has  prescribed  for  recording  anyivhere. 
He  can  neither  authorize  this  cancellation  nor  forbid  it,  nor 
make  it  matter  of  official  record. 

The  vacating  and  cancelling  the  record  of  a  patent  is  in 
its  nature  a  judicial  act.  The  act  of  1793  treats  it  as  such, 
and  provides  two  modes  of  such  ideation.  Cited  the  sixth 
and  tenth  sections  of  the  act. 

The  common  law,  also,  provides  a  mode.  The  court  can- 
rijot  add  a  new  section  to  the  act 

In  England,  the  repealing  of  patents  is  always  regarded 
as  a  judicial  act.     Godson  on  Patents,  200. 

The  limitations  under  which  the  court  below  thought  the 
Secretary  could  vacate  one  patent  and  issue  another,  show 
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that  the  power  he  is  expected  to  exercise  is  judicial.  The 
defect  must  arise  from  inadvertence  or  mistake,  without 
fraud  or  misconduct.  The  power  of  the  Secretary  to  act, 
then,  depends  upon  his  having  adjudged  the  case  to  be  one 
of  mistake,  and  not  a  case  of  fraud.  This  is  judicial  power. 
How  can  the  Secretary  make  this  judicial  investigation  1 

1.  He  has  no  parties  before  him,  and  no  i)ower  to  bring 
persons  before  him.  When  done  in  court,  this  is  done  in 
the  presence  of  litlgard  parties.  2.  He  cannot  summon 
witnesses  before  him,  and  if  they  should  come  voluntarily, 
he  cannot  administer  an  oath  to  them.  Such  oaths  would 
be  extra-judicial  and  nugatory.  He  cannot  require  the 
party's  own  oath. 

Now,  whether  the  want  of  a  proper  specification  be  the 
effect  of  accident  or  of  fraud,  is  a  question  of  fact ;  and  it  is 
to  be  decided  by  the  Secretary,  without  parties,  oaths,  or 
witnesses. 

Besides,  the  surrender  is  to  be  accepted  only  when  the 
specification  is  defective.  Is  not  that  very  question  a  ques- 
tion of  fact,  or  a  mixed  question  of  law  and  fact  %  Cer- 
tainly it  is.  It  is  for  the  jury.  Even  a  court  cannot  deter- 
mine it  without  a  jury. 

By  act  of  April  20,  1818,  the  Secretary  of  State  appoints 
a  superintendent.  Does  he  delegate  to  him  his  judicial 
power  ? 

There  is  but  one  way  of  answering  this  view  of  the  sub- 
ject. It  must  be  contended,  that  in  every  case,  on  the  mere 
suggestion  of  the  patentee,  a  new  patent  is  to  be  issued  for 
the  residue  of  the  term,  with  an  amended  specification — 
leaving  it  to  be  decided,  when  suit  should  be  brought, 
whether  the  defect  was  inadvertent  or  fraudulent. 

This  would  change  the  whole  patent  system.  Its  effects 
would  be  monstrous.  Patentees  would  try  their  claims 
under  one  specification  ;  they  might  fail ;  and  they  would 
call  it  inadvertence^  and  try  another  experiment. 

A  man  builds  an  expensive  factory,  puts  in  costly  ma- 
chinery, not  patented,  not  described  in  any  specification ; 
he  expends  much  money  ;  by-and-by  he  is  sued  for  violat- 
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ing  a  patent,  and  lie  finds  that  since  he  bnilt,  an  old  patent 
has  come  out  with  a  new  specification.  A  hearing,  of 
which  he  knew  nothing,  has  been  had  before  the  Secretary, 
and  a  new  patent  has  issued,  and  he  is  called  on  to  stop  his 
factory.  Now,  this  supposed  case  is  the  very  case  before 
the  court.  The  defendants  erected  their  works  in  1823, 
1824.  They  knew  of  the  plaintiffs  patent  of  August  11, 
1821,  but  it  did  not  describe  any  machinery  used  by  them. 
But  in  1825  he  surrendered  his  first  patent,  took  out  an- 
other, with  a  specification  describing  their  machinery^  and 
sued  them.  Under  the  direction  of  the  court,  he  has  recov- 
ered a  verdict  for  three  thousand  two  hundred  and  sixty- 
six  dollars,  and  is  entitled,  of  course,  to  have  this  trebledj 
and  the  defendants  are  ruined.  Is  this  legal  f  A  bill  in 
equity  is  pending,  also,  to  stop  the  defendants'  factory. 

Now,  what  reason  is  there  for  saying  that  defendants 
shall  suffer  these  losses,  even  by  the  mistake  or  inadver- 
tence of  the  patentee  ?  The  invention  had  become  public, 
and,  if  not  protected  by  the  first  patent,  it  was  gone  for- 
ever. A  bad  patent  is  no  patent.  1  Bam.  &  Aid.  386.  It 
may  be  weU  for  Congress  to  give  the  courts  or  judges  power 
to  vacate  patents  on  patentee' s  own  motion  ;  but  then  Con- 
gress would  provide  limitations  and  securities  for  innocent 
l)ersons.  On  the  doctrine  of  this  case,  there  are  no  securi- 
ties. 

What  are  the  consequences  of  such  a  principle  ?  A  man 
finds  out  that  there  are  other  machines  made  like  his,  which 
he  would  like  to  stop  ;  he  sets  up  inadvertence,  gets  a  new 
patent,  and  stops  them.  If  he  swears  it^  who  can  deny  it  t 
It  is  of  younger  date^  and  he  swears  he  meant  to  describe 
it.    This  would  furnish  irresistible  temptation  to  perjury. 

There  is  a  deeper  objection.  A  man  makes  an  invention ; 
he  gets  a  patent ;  but  his  specification  does  not  describe  it, 
but  describes  something  else.  In  the  mean  time  the  public 
use,  not  what  he  has  patented,  but  what  he  has  not.  Now, 
how  is  the  public  to  be  deprived  of  the  use  of  this  ?  It  is 
denied  that  they  can  be  prevented  this  use.  The  decision 
of  this  court,  in  Pennock  v.  Dialogue,  proves  this  cannot 
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be.  The  invention  was  used  and  known  before  it  was 
patented.  A  patent  not  describing  an  invention  is  void  as 
to  that  invention,  and  does  not  protect  it.  The  invention, 
by  a  single  month's  use,  unprotected  by  a  patent,  becomes 
public  property  and  can  never  be  resumed. 

Whether  the  patent  be  void  through  fraud  or  inadver- 
tence, if  it  does  not  describe  the  invention,  then  the  in- 
vention is  not  protected,  but  has  become  public  property. 
Pennock  v.  Dialogue  so  decides. 

In  England,  a  scire  facias  to  repeal  a  patent  is  a  criminal 
proceeding,  and  does  not  allow  costs.  [The  King  v.  Miles] 
7  Term  Rep.  367  ;  Godson,  201. 

This  case  was  tried,  in  New  York,  before  Pennock 
t).  Dialogue  was  decided  in  this  court. 

The  only  case  applicable  to  the  one  now  before  the  court 
is  Morris  v.  Huntington,  1  Paine,  348.  That  was  decided  in 
1824.  Its  doctrine  was  materially  changed  by  Pennock 
V,  Dialogue.  After  all,  that  case  only  decides  that  a  patent, 
while  another  is  in  existence,  is  void.  The  judge  then  goes 
on  to  say  it  may  be  surrendered. 

It  seems  admitted  that  the  new  patent  ought  not  to  reach 
back  so  as  to  affect  those  who  had  already  used  the  inven- 
tion. But  how  can  this  distinction  be  made  ?  Cited  to  this 
point,  Brooke  v.  Clarke,  1  B.  &  A.  396,  note. 

The  great  and  conclusive  objection  is  this :  the  new  patent 
is  granted  on  the  new  application,  and  the  invention  had 
been  public  four  years.  This  is  fully  settled  in  the  case  of 
Pennock  v.  Dialogue. 

The  second  point  is  presented  on  the  defendants'  fourth 
plea.  The  court  instructed  the  jury  that  the  patent  would 
not  be  void,  unless  the  defective  or  imperfect  spcification 
arose  from  design  or  the  purpose  of  deceiving  the  public. 

This  point  presents  two  questions : 

1.  Whether  the  patent  would  be  void  or  not  for  the  rea- 
sons stated,  the  direction  of  the  court  was  not  pertinent  to 
the  issue.  The  parties  were  at  issue  on  a  question  of  fact ; 
witnesses  were  examined,  and  counsel  had  summed  up ; 
but  the  court  told  the  jury  the  issue  was  immaterial,  and 
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under  this  qnestion  the  jury  found  a  verdict  for  plain- 
tiff. 

It  can  require  no  argument  to  prove  that  this  is  an  ill^al 
direction.  [State  v.  Woodruflf]  3  Day's  Reports,  619 ; 
[Moreland  t.  Leigh]  1  Starkie,  888 ;  [Otis  v.  Walkins]  9 
Cranch,  339,  366. 

2.  If  the  question  had  legally  arisen,  the  law  was  wrongly 
stated. 

It  is  insisted  that  the  plea  was  a  good  bar.  If  the  si)eci- 
fication  was  defective,  as  set  forth  in  the  plea,  the  plaintiff 
could  not  recover,  whether  that  defect  arose  from  accident 
or  design.  The  very  words  of  the  third  section  of  the  stat- 
ute require  this,  lliere  are  certain  conditions  precedent  to 
be  complied  with  before  an  inventor  can  obtain  a  patent. 
This  is  one  of  them.  The  language  of  this  section  is  em- 
phatic and  absolute ;  it  could  not  be  stronger.  Courts  may 
just  as  well  dispense  with  the  oath. 

Suppose  he  omit  to  deliver  any  written  specification  what- 
ever, can  he  afterward  say  thatomission  wasowing  to  inad- 
vertence  1  Yet  a  defective  specification^  or  bad  speciflca- 
tion^  is  no  specification.  The  same  law  that  requires  a 
written  8i)ecification,  requires  a  fvU  and  ax^curate  one.  A 
defective  one  is  no  better  than  none  at  aU.  Suppose  he 
omit  to  sign  the  specification,  can  that  be  cured  % 

A  party  is  to  describe  his  invention  so  as  to  answer  two 
purposes: 

1.  To  distinguish  it  from  aU  other  things  before  known. 
2.  To  enable  any  person  skilled  in  the  art  to  make  and  use 
it  If  he  fail  in  either  of  these,  he  fails  in  a  condition  prece- 
dent 

This  is  aU  very  clear,  and  there  would  be  no  doubt  about 
it  but  for  the  siirth  section.  That  section  has  been  sup- 
posed to  raise  the  doubt. 

This  section,  as  has  been  observed  by  most  judges,  is  in- 
artfnlly  drawn.  It  speaks  of  the  right  of  the  defendant  to 
give  this  act  in  evidence  in  an  action  founded  on  the  act 
itseff.  It  is  not  grammatical.  It  seems  borrowed  from  the 
law  of  1791. 
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The  first  important  remark  is,  that  the  preceding  sections 
have  described  the  whole  extent  of  the  patentee's  right. 
This  section  has  for  its  object  the  giving  of  immunities  and 
protection  to  those  who  may  be  sued  by  patentees.  There- 
fore, its  object  was  not  to  enlarge  the  right  of  jyatentees. 
Second,  most  of  its  provisions  are  only  affirmative,  and  the 
right  existed  before.  The  action  being  case,  all  the  material 
defences  are  competent.  Third,  it  gives  some  matters  as  a 
defence  not  mentioned  in  the  first  act,  such  as  license  or 
abandonment  to  the  public.  Fourth,  it  does  not  repeat  the 
same  objections  to  specification. 

It  allows  the  defendant  to  prove  three  things  as  fatal  de- 
fects in  his  specification :  1.  That  it  does  not  contain  the 
whole  truth  relative  to  the  discovery,  with  intent  to  deceive 
the  public.  This  provision  may  stand  with  the  first  section. 
2.  That  it  contains  more  than  is  necessary  to  produce  the 
described  effect,  with  intent  to  deceive  the  public.  This 
may  stand  with  the  third  section.  3.  That  the  thing  had 
been  used  or  described  in  a  public  work.  This  may  also 
stand. 

Now,  the  fraudulent  intent  is  applied  only  to  the  first 
two.  In  these  cases  Congress  may  say  that  fraud  shall  be 
proved,  because,  even  with  these  defects,  it  may  be  a  patent, 
and  a  very  useful  patent. 

It  may  be  a  valid  patent,  though  the  jyat-entee  take  it  but 
for  part  of  his  invention ;  yet  if  he  fraudulently  deceive 
the  public,  by  keeping  back  part,  it  shall  be  void.  So  it 
may  be  a  good  and  valuable  patent,  though  it  contain  more 
than  is  necessary  to  produce  the  described  effect.  But  if  it 
be  not  so  described  as  to  be  distinguished  from  other  things 
before  known,  or  so  that  skilful  i)ersons  can  use  it,  it  is  no 
patent^  or  of  no  use  at  all.  These  laat  objections  go  to  its 
very  existence,  and  are  therefore  made  prerequisites.  They 
are  absolute  conditions  precedent. 

But  the  main  consideration  yet  is,  that  this  sixth  section 
has  an  object  of  its  own.  It  looks  not  so  much  to  the  de- 
fence in  its  suits  as  to  the  jvdixnal  naeation  of  the  patent. 
It  does  not  look  mainly  to  the  defence  of  the  suits,  because 
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it  leaves  out  several  known  grounds  of  defence :  1.  License. 
2.  Abandonment  to  the  public.  3.  That  the  patent  is 
broader  than  the  invention.  4.  That  the  machine  is  not 
well  described.  All  these  are  defences,  and  yet  not  men- 
tioned here. 

The  object  of  the  sixth  section  is,  like  that  of  the  tenth, 
to  repeal  for  fravd  proved.  All  this  may  stand  without 
contradicting  the  third  section,  or  doing  violence  to  its  lan- 
guage. 

Indeed,  Pennock  t.  Dialogue,  2  Peters,  1,  has  apparently 
decided  this.  The  sixth  section  speaks  of  inventions  known 
htfore  the  paierUee^s  discovery.  This  does  not  contradict 
the  third  section — ^^  known  hqfore  application.^^  The 
court  has  settled  this,  and  it  decides  this  case. 

The  plaintiff  relied  below  on  the  following  cases  :  Park 
V.  Little  and  Wood,  3  Washington,  196,  in  April,  1813 ; 
Gray  et  al.  v.  James,  1  Peters,  401,  1817. 

But  it  does  not  appear  in  this  case  whether  the  defendant 
was  or  was  not  proceeding  with  a  view  to  vacate  the  patent. 
Most  probably  he  was  ;  for  at  that  time  such  was  the  prac- 
tice. This  is  rendered  still  more  probable  by  a  decision 
looking  the  other  way,  in  1820,  by  the  same  judge.  Kneass 
V.  Schuylkill  Bank,  4  Wash.  C.  C.  Rep.  13.  This  case  is 
clearly  for  the  plaintiffs  in  error. 

The  case  of  Whittemore  v.  Cutter,  1  Qidlis.  419,  decided  in 
May,  1813,  was  probably  a  case  to  vacate  ;  at  any  rate,  the 
judges  doubted,  and  would  have  divided  if  the  case  had 
turned  on  this  point.  The  case  of  Lowell  v.  Lewis, 
1  Mason,  193,  in  1817,  was  probably  a  similar  case ;  page 
189  cited  particularly. 

How  can  the  court  dispense  with  the  express  words  of 
the  third  section  %  Here  they  are  put  in  the  form  of  a 
special  plea.  Can  they  he  disregarded  f  Suppose  there 
be  but  one  witness,  though  this  is  merely  a  formal  requi- 
site, can  the  court  dispense  with  it  ? 

Besides,  why  should  the  statute  require  a  si)ecification, 
unless  it  was  to  he  full  and  accurate  f  For  what  purpose 
should  an  insufficient  specification  he  enjoined  t   The  court 
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may  aa  well  say  there  sTiaU  be  none.  The  statate  says  as 
imperatiyely  what  the  specification  shall  contain,  as  that 
there  shall  be  a  specification  at  alL  If  an  imperfect  or  de- 
fective  sx)ecification  does  not  render  a  patent  void,  what 
harm  does  it  do  to  it  t    Let  this  question  be  answered. 

Now,  the  i)atentee  says  his  specification,  in  1821,  was 
d^ective  not  through  fraud,  but  d^ective.  But  why  was 
not  that  patent  good,  or  this  \  If  defective  through  fraud, 
he  could  not  get  another.  It  must  be  presumed  to  be  de- 
fective through  inadvertence.  If  so,  what  need  of  a  new  one  i! 

Comi)are  the  two  rules  of  law  decided  in  this  case  to- 
gether : 

1.  The  judge  held,  that  a  i)arty  might  surrender  his 
patent  and  take  a  new  one,  when  the  specification  in  the 
first  was  defective  through  mistake,  and  without  fraud. 
3.  The  court  ruled,  that  though  a  specification  be  altogether 
defective,  yet  the  patent  is  not  void,  unless  such  defect  arise 
from  design. 

How  can  these  things  stand  together  ?  If  the  last  propo- 
sition be  true,  aU  inquiry  about  the  first  is  idle — ^unless  the 
question  be,  whether  a  man  having  one  good  patent  may 
surrender  it  and  take  out  another  good  one  for  the  same 
thing. 

It  is  now  matter  of  settled  law,  that  if  a  pat^it  be  broader 
than  the  invention,  it  is  void ;  and  it  is  never  inquired 
whether  this  arise  from  design  or  accident.  In  nine  times 
out  of  ten,  it  arises  from  inadvertence.  Now,  on  what 
principle  is  this?  Not  because  the  plaintiflE's  invention 
has  not  been  invaded.  It  may  have  been  exactly  copied. 
It  is  because  he  has  not  rightly  described  what  he  claimed^ 
and  therefore  his  patent  protects  him  in  nothing.  So,  if  a 
patent  be  for  an  improvement  of  an  old  machine,  it  must 
state  the  improvement  accurately,  and  distinguish  between 
what  is  old  and  what  new.  Finally,  the  English  statute 
has  always  been  construed  the  other  way.  Our  sixth  sec- 
tion is  a  substitute  for  the  English  seirefacids. 

Cited  Davis's  Patent  Cases,  413  ;  Godson,  124  ;  Hobroyd, 
100,  note.  Cited,  also,  Dodson's  Patents,  66 ;  [Turner  v.  Win- 
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ter]  1  Tenn  Rep.  606  [1  Am.  &  Eng.  48] ;  [Hurst's  Lessee 
r.  M'NeU]  1  Wash.  C.  C.  Rep.  71 ;  [Park  v.  Little]  8  Wash. 
C.  C.  Rep.  198 ;  [Lowell  7>.  Lewis]  1  Mason,  189,  190 ; 
[Earle  v.  Sawyer]  4  ibid.  9,  10  ;  [Evans  v.  Eaton]  8  Wheat. 
618 ;  [Boulton  v.  Bull]  2  Hen.  Black.  478  [1  Am.  &  Eng. 
69] ;  [-Ec  parte  Fox]  1  Ves.  &  Beames,  67 ;  [Homblower 
c.  Boulton]  8  Term  Rep.  101  [1  Am.  &  Eng.  98] ;  [Paine  t. 
Pritchard]  2  Car.  &  Paine,  668 ;  [Cowles  v.  Dunbar,  ibid,] 
666  ;  [Harmar  v.  Playne]  11  East,  107  [1  Am.  &  Eng.  171] ; 
[Harmer  v.  Plane]  14  Ves.  181  [1  Am.  &  Eng.  166]. 

Mr.  OgdeUy  for  the  defendardB  in  error. 

The  first  question  is,  whether  the  Secretary  of  State  of 
the  United  States  has  a  power  by  law  to  accept  of  the  sur- 
render of  and  to  cancel  a  patent  which  had  once  been 
issued,  and  to  grant  a  second  patent  for  the  same  invention, 
with  an  amended  specification,  for  the  unexpired  portion 
of  the  term  of  fourteen  years  which  had  been  granted  by 
the  first  patent  \ 

Upon  this  question,  there  is  not  known  a  single  case 
where  the  point  has  been  expressly  decided  in  the  United 
States.  The  Patent  Law  is  silent  upon  the  subject ;  and. 
the  question  must,  then,  be  decided  upon  general  principles. 

A  patent  for  a  useful  machine  is  a  grant  of  the  exclusive 
privilege  of  making  and  using  the  machine  for  a  limited 
time.  'Tow,  it  would  seem  that  a  g'ran^ee  may  surrender 
his  grant.  A  man  who  has  a  privilege  may  surrender  that 
privilege.  If  a  man  cancels  his  patent  upon  record,  it 
amounts  to  a  surrender  of  it. 

The  difficulty  in  question,  if  there  be  any,  must  be  in  the 
other  branch  of  it.  Has  the  Secretary  of  State  the  power, 
after  the  surrender  of  one  patent,  to  grant  a  new  one  for 
the  same  invention,  with  an  amended  specification  for  the 
unexpired  i)ortion  of  the  term  of  fourteen  years  which  had 
been  granted  by  the  first  patent?  Why  should  he  not? 
When  the  first  patent  is  cancelled,  the  invention  is  unpro- 
tected. If  a  useful  one,  why  should  not  the  inventor  have 
the  benefit  of  it  ? 
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He  certainly  never  intended  to  abandon  the  benefit  of  it 
to  the  public.    His  first  patent  is  evidence  of  that. 

A  specification  requires  to  be  drawn  with  great  accuracy. 
Mechanics,  by  whom  machines  are  usually  invented,  it  can- 
not be  supposed  are  capable  of  drawing  a  proper  specifica- 
tion. Can  it  be  supposed  that  the  law  ever  intended  to 
punish  their  ignorance,  in  drawing  a  very  special  legal 
paper,  by  a  forfeiture  of  all  the  advantages  of  their  inven- 
tion? 

It  is  apprehended  that  the  issuing  a  new  patent  in  Eng- 
land, where  there  has  been  no  sufficient  specification  to 
comply  with  the  condition  of  the  first  patent,  is  pretty 
much  a  matter  of  course. 

In  the  case  ^x  parte  Beck,  1  Bro.  Ch.  Rep.  676  [1  Am. 
&  Eng.  23],  the  Lord  Chancellor  says  ^^  that,  perhaps,  ui)on 
the  petitioner's  applying  for  a  new  patent,  the  officers 
might,  under  these  circumstances,  be  induced  to  remit  their 
fees,  but  that  he  could  give  no  relief  upon  the  present  peti- 
tion." Here  the  Lord  Chancellor  speaks  of  the  issuing  of 
a  new  patent  as  a  matter  of  course. 

In  our  Patent  Law,  the  inventor  must  file  his  si)ecifica- 
tion  before  he  can  procure  his  patent.  In  England,  the 
patent  contains  upon  its  face  a  condition  that  if  the  patentee 
shall  not  make  and  file  a  specification  within  a  limited  time 
qfter  the  date  of  the  patent,  then  the  patent,  and  all  the 
liberties  and  advantages  under  it,  shall  cease  and  be  void. 

One  of  the  cases  cited  by  the  plaintiff  in  error  shows  that 
if  the  specification  is  not  filed  within  the  time  mentioned  in 
the  patent,  although  the  patent  is  void,  a  new  one  may  be 
taken  out  by  the  inventor  for  the  same  invention. 

This  case,  in  principle,  seems  to  8upi)ort  the  proposition 
for  which  the  defendant  in  error  contends  :  that  if  a  first 
patent  is  void  for  want  of  a  specification,  or  for  want  of  a 
sufficient  specification,  a  new  one  may  be  issued  for  the 
same  invention  to  the  same  inventor.  In  the  case  of  Morris 
V.  Huntington,  1  Paine' s  Rep.  of  Cases  in  the  Second  Cir- 
cuit, 355,  Mr.  Justice  Thompson  says  : 

**  I  see  no  insuperable  objection  to  entering  a  vacatur  of 
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the  patent  of  record  in  the  Department  of  State,  if  taken 
out  inadvertently  or  by  mistake.  All  the  proceedings  in 
that  department  on  the  snbject  of  patents  are  ex  parte^  ex- 
cept in  the  case  of  interfering  applications.  The  depart- 
ment acts  rather  ministerially  than  judicially,  and  upon  the 
representation  of  the  applicant,  without  entering  into  an 
examination  of  the  question  of  right ;  and  there  seems  to 
be  no  good  reason  why,  on  a  like  ex  parte  application,  the 
I)atent  may  not  be  surrendered  and  cancelled  of  record,  if 
no  misconduct  be  imputable  to  the  patentee  in  taking  it 
out."     Cited,  also,  page  356. 

So  far,  then,  as  this  question  has  ever  arisen  in  any  of 
our  courts,  the  right  to  surrender  an  old  patent  and  pro- 
cure a  new  one  has  been  recognized.  Cited,  also,  Barrett 
et  aX.  V.  Hall,  1  Mason,  475,  as  to  the  second  point. 

The  second  point  is  settled  by  the  express  terms  of  the 
Patent  Law,  and  by  the  adjudications  which  have  taken 
place  under  it. 

1.  By  the  express  terms  of  the  Patent  Law. 

The  sixth  section  of  the  Patent  Act  declares  **  that  the 
defendant  shall  be  i)ermitted  to  plead  the  general  issue, 
and  give  this  act  and  any  special  matter  in  evidence,  of 
which  notice  in  writing  must  have  been  given,  &c.,  thirty 
days  before  the  trial,  tending  to  prove  that  the  specification 
filed  by  the  plaintiflf  does  not  contain  the  whole  truth  rela- 
tive to  the  discovery,  or  that  it  contains  more  than  is  neces- 
sary to  produce  the  described  effect,  which  concealment  or 
addition  shall  fully  appear  to  have  been  made /or  the  pur- 
pose of  deceiving  thepvblic^^  <6c.,  <6c. 

So,  therefore,  if  the  specification  does  not  contain  the 
whole  truth  relative  to  the  discovery,  or  if  it  contains  more 
than  is  necessary  to  produce  the  described  effect,  the  patent 
shall  not,  for  these  causes,  or  either  of  them,  be  evidence, 
unless  **  the  concealment  or  addition  shall  fully  appear  to 
have  been  made  for  the  purpose  of  deceiving  the  public." 

2.  By  the  adjudications  which  have  taken  place  under 
the  law. 

The  first  case  in  which  the  question  came  up,  was  the 
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case  of  Whitney  «.  Carter,  in  the  Circuit  Court  of  Georgia. 
That  case  is  cited  in  Mr.  Fessenden's  Essay  on  the  Law  of 
Paimts,  123. 

His  Honor,  Judge  Johnson,  in  charging  the  jury  in  that 
case,  said  "  he  considered  the  defendants'  second  objection 
equally  unsupported,  and  referred  to  the  sixth  section  of 
the  Patent  Law,  by  which  it  is  required  that  the  conceal- 
ment alleged  (in  order  to  defeat  the  patentee's  recovery) 
must  appear  to  have  been  made  for  the  purpose  of  deceiving 
the  public.  That  Mr.  Whitney  could  have  no  motive  for 
such  concealment,"  &c.,  &c. 

In  the  case  of  Gray  &  Osgood  v.  James  et  al, ,  1  Peters'  s 
C.  C.  Rep.  394,  this  question  came  up  before  the  Circxdt 
Court  in  Pennsylvania.  Judge  Washington  says  :  "  But 
if  the  jury  should  be  of  opinion  that  the  specification  is 
materially  defective,  the  objection  will  not  be  suflBcient  to 
invalidate  the  plaintiff's  i)atent,  unless  they  should  also  be 
satisfied  that  the  concealment  of  the  circumstances  not  de- 
scribed was  intended  to  deceive  the  public." 

In  the  case  of  Whittemore  v.  Cutter,  1  GaUis.  429,  Mr. 
Justice  Storv  says:  *^Any  defect  or  concealment  in  a 
specification,  to  avoid  a  patent,  must  arise  from  an  intention 
to  deceive  the  public."  In  the  case  of  Lowell  v.  Lewiis, 
1  Mason,  189,  the  same  learned  judge  makes  a  similar  dec- 
laration. 

Mr.  Chief  Justice  Marshall  delivered  the  opinion  of 
the  court. 

This  action  was  brought  by  Grant  &  Townaend  against 
E.  &  H.  Raymond,  to  recover  damages  for  an  infringement 
of  their  right  under  a  jiatent  granted  to  the  plaintiff,  Joseph 
Grant,  in  April,  1825.  It  recited  that  a  former  jiatent  had 
been  issued  in  August,  1821,  to  the  same  person  for  the 
same  improvement,  '^  which  had  been  cancelled,  owing  to 
the  defective  specification  on  which  the  same  was  granted." 
The  exclusive  privilege  given  by  the  patent,  on  which  the 
suit  is  brought,  is  to  continue  fourteen  years  from  the  day 
on  which  the  original  was  issued. 
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One  of  the  pleas  filed  by  the  defendants  contained  the 
following  averment :  *'  And  the  defendants  aver  that  the 
said  specification  does  not  correctly  or  accurately  describe 
the  improvement  claimed  by  the  said  J  oseph  Grant  as  his 
invention  ;  but  said  specification,  and  the  drawings  thereto 
annexed,  are  altogether  defective  in  this,  among  other 
things,  namely :  in  said  specification  no  proportion,  sizes, 
or  distances  are  given,  and  the  bigness  or  size  of  none  of 
the  principal  parts  of  said  machine  is  given  in  said  specifi- 
cation or  drawings,  but  the  same  is  wholly  omitted  ;  and, 
in  other  particulars,  said  si)ecifications  and  drawings  are 
wholly  defective.  And  the  defendants  aver  that  said  speci- 
fication,  annexed  to  and  making  part  of  said  letters  patent, 
with  the  drawings  thereto  annexed,  do  not  contain  a  writ- 
ten description  of  his,  the  said  Joseph  Grant's,  invention 
and  improvement  aforesaid,  and  manner  of  using  it,  in  such 
full,  clear,  and  exact  terms  as  to  distinguish  the  same  from 
all  other  things  before  known,  and  so  as  to  enable  any  per- 
son skilled  in  the  art  of  which  said  machine  or  improve- 
ment is  a  branch,  or  with  which  it  is  most  nearly  connected, 
to  make  and  use  the  same  ;  and  that,  for  the  cause  afore- 
said, said  letters  x>atent  are  void.*' 

The  plaintiffs  reply  that  they  ought  not  to  be  barred, 
**  because  they  say  that  the  specification  mentioned  in  the 
said  last-mentioned  plea  does  correctly  and  accurately  de- 
scribe the  improvement  claimed  by  the  said  Joseph  Grant 
as  his  invention ;  and  because  they  say,  further,  that 
neither  the  said  sx)ecification  nor  the  drawings  thereto  an- 
nexed are  defective  in  any  of  the  particulars  in  that  behalf 
alleged  in  the  said  last-mentioned  plea,  and  this,  they  pray, 
may  be  inquired  of  by  the  country."  On  this  replication 
issue  was  joined. 

At  the  trial,  the  counsel  for  the  defendants  objected  that 
the  Secretary  of  State  had  no  power,  by  law,  to  accept  a 
surrender  of  and  to  cancel  the  said  letters  patent,  or  to  in- 
quire into  or  decide  upon  the  causes  for  so  doing,  or  to 
grant  said  second  patent  for  the  same  invention,  with  an 
amended  specification,  for  the  unexpired  portion  of  the 
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term  of  fourteen  years  which  had  been  granted  by  the  first 
patent. 

The  court  decided  that  such  surrender  might  be  made 
when  the  defect  arose  from  inadvertence  or  mistake^  and 
without  any  fraud  or  misconduct  on  the  part  of  the  paten- 
tee ;  and  that  the  Secretary  of  State  had  authority  to 
accept  such  surrender,  and  cancel  the  record  of  the  patent, 
and  to  issue  a  new  patent  for  the  unexpired  part  of  the 
fourteen  years  granted  under  the  old  patent,  in  manner 
aforesaid.  To  which  decision  the  counsel  for  the  defend- 
ants excepted. 

After  adducing  the  testimony  on  which  they  relied  to 
support  their  plea  hereinbefore  stated,  the  counsel  for  the 
defendant  moved  the  court  to  instruct  the  jury,  that  if 
they  found  that  the  defendants  had  maintained  and  proved 
their  averments  in  that  respect,  that  they  must  find  the 
same  for  the  defendants — ^which  instructions  the  court  re- 
fused to  give ;  but  instructed  the  jury  that  the  patent 
would  not  be  void  on  this  ground,  unless  such  defective  or 
imperfect  specification  or  description  arose  from  design, 
and  for  the  purpose  of  deceiving  the  public — ^to  which 
opinion  the  counsel  for  the  defendants  also  excepted. 

The  jury  found  a  verdict  for  the  plaintiffs,  and  assessed 
their  damages  to  three  thousand  two  hundred  and  sixty- 
six  dollars  sixty-six  cents,  the  judgment  on  which  is 
brought  before  this  court  by  a  writ  of  error. 

The  first  question  in  the  cause  respects  the  power  of  the 
Secretary  of  State  to  receive  a  surrender  of  a  patent,  cancel 
the  record  thereof,  and  issue  a  new  patent  for  the  unex- 
pired part  of  the  fourteen  years  for  which  the  original  had 
been  granted.  The  court  was  of  opinion  that  this  might 
be  done  '^  when  the  defect  in  the  specification  arose  from 
inadvertence  or  mistake,  and  without  any  fraud  or  miscon- 
duct on  the  part  of  the  patentee." 

The  right  of  the  patentee  to  surrender  his  patent  has  not 
been  denied,  but  the  plaintiffs  in  error  insist  that  no  power 
exists  to  grant  a  new  patent  for  the  unexpired  term.  The 
words  of  the  act,  they  say,  do  not  confer  this  power.    It 
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cannot  be  exercised  with  its  necessary  guards  by  the  De- 
partment of  State,  and  inconvenience  of  no  inconsiderable 
magnitude  might  restdt  to  the  public  from  its  exercise. 
The  Secretary  of  State  is,  in  the  act  of  making  out  patents, 
a  mere  ministerial  officer,  and  can  exercise  no  power  which 
is  not  expressly  given. 

It  is  undoubtedly  true  that  the  Secretary  of  State  may 
be  considered,  in  issuing  patents,  as  a  ministerial  officer. 
If  the  prerequisites  of  the  law  be  complied  with,  he  can  ex- 
ercise no  judgment  on  the  question  whether  the  patent  shall 
be  issued.  It  is  equally  true  that  the  act  of  Congress  con- 
tains no  words  which  expressly  authorize  the  Secretary  to 
issue  a  corrected  patent,  if  the  original,  from  some  mistake 
or  inadvertence  in  the  patentee,  should  be  found  incompe- 
tent to  secure  the  reward  which  the  law  intended  to  confer 
on  him  for  his  invention.  The  force  of  this  objection,  and 
of  the  argument  founded  on  it,  is  felt.  If  the  new  patent 
can  be  sustained,  it  must  be  on  the  general  spirit  and  object 
of  the  law, — ^not  on  its  letter. 

To  promote,  the  progress  of  useful  arts,  is  the  interest  and 
policy  of  every  enlightened  government.  It  entered  into 
the  views  of  the  f ramers  of  our  Constitution,  and  the  power 
"to  promote  the  progress  of  science  and  useful  arts,  by 
securing  for  limited  times,  to  authors  and  inventors,  the  ex- 
clusive right  to  their  respective  writings  and  discoveries," 
is  among  those  expressly  given  to  Congress.  This  subject 
was  among  the  first  which  followed  the  organization  of  our 
government.  It  was  taken  up  by  the  first  Congress  at  its 
second  session,  and  an  act  was  passed  authorizing  a  x)atent 
to  be  issued  to  the  inventor  of  any  useful  art,  &c.,  on  his 
petition,  *'  granting  to  such  petitioner,  his  heirs,  adminis- 
trators, or  assigns,  for  any  term  not  exceeding  fourteen 
years,  the  sole  and  exclusive  right  and  liberty  of  making, 
using,  and  vending  to  others  to  be  used  the  said  invention 
or  discovery."  The  law  farther  declares  that  the  patent 
"  shall  be  good  and  available  to  the  grantee  or  grantees,  by 
force  of  this  act,  to  all  and  every  intent  and  purpose  herein 
contained."    The  amendatory  act,  of  1793,   contains  the 
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some  language,  and  it  cannot  be  doubted  that  the  settled 
purpose  of  the  United  States  has  ever  been,  and  continues 
to  be,  to  confer  on  the  authors  of  useful  inventions  an  ex- 
clusive right  in  their  inventions  for  the  time  mentioned  in 
their  patent.  It  is  the  reward  stipulated  for  the  advantages 
derived  by  the  public  for  the  exertions  of  the  individual, 
and  is  intended  as  a  stimulus  to  those  exertions.  The  laws 
which  are  passed  to  give  effect  to  this  purpose  ought,  we 
think,  to  be  construed  in  the  spirit  in  which  they  have  been 
made,  and  to  execute  the  contract  fairly  on  the  part  of  the 
United  States,  where  the  full  benefit  has  been  actually  re- 
ceived,— if  this  can  be  done  without  transcending  the  in- 
tention of  the  statute,  or  countenancing  acts  which  are 
fraudulent  or  may  prove  mischievous.  The  public  yields 
nothing  which  it  has  not  agreed  to  yield  ; — ^it  receives  all 
which  it  has  contracted  to  receive.  The  full  benefit  of  the 
discovery,  after  its  enjoyment  by  the  discoverer  for  four- 
teen years,  is  preserved ;  and  for  his  exclusive  enjoyment 
of  it  during  that  time  the  public  faith  is  pledged.  That 
sense  of  justice  and  of  right  which  all  feel  pleads  strongly 
against  depriving  the  inventor  of  the  compensation  thus 
solemnly  promised,  because  he  has  committed  an  inadver- 
tent or  innocent  mistake. 

If  the  mistake  should  be  committed  in  the  Department 
of  State,  no  one  would  say  that  it  ought  not  to  be  corrected. 
AH  would  admit  that  a  new  patent,  correcting  the  error, 
and  which  would  secure  to  the  patentee  the  benefits  which 
the  law  intended  to  secure,  ought  to  be  issued.  And  yet 
the  act  does  not  in  terms  authorize  a  new  patent,  even  in 
this  case.  Its  emanation  is  not  founded  on  the  words  of 
the  law,  but  is  indispensably  necessary  to  the  faithful  exe- 
cution of  the  solemn  promise  made  by  the  United  States. 
Why  should  not  the  same  step  be  taken,  for  the  same  pur- 
pose, if  the  mistake  has  been  innocently  committed  by  the 
inventor  himself  ? 

The  counsel  for  the  plaintiffs  in  error  have  shown  very 
clearly  that  the  question  of  inadvertence  or  mistake  is  a 
judicial  question,  which  cannot  be  decided  by  the  Secretary 
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of  State.  Neither  can  he  decide  those  judicial  questions 
on  which  the  validity  of  the  first  patent  depends.  Yet  he 
issues  it  without  inquiring  into  them.  Why  may  he  not, 
in  like  manner,  issue  the  second  patent  also  %  The  correct 
performance  of  all  those  preliminaries  on  which  the  validity 
of  the  original  dei)ends  are  always  examinable  in  the  court 
in  which  a  suit  for  its  violation  shall  be  brought.  Why 
may  not  those  x>oints  on  which  the  validity  of  the  amended 
patent  depends  be  examined  before  the  same  tribunal  %  In 
the  case  under  consideration,  those  questions  were  not  sup- 
posed by  the  Circuit  Court  to  have  been  decided  in  the  De- 
partment of  State,  but  were  expressly  submitted  to  the 
jury.  The  rightfulness  of  issuing  the  new  patent  is  declared 
to  depend  on  the  fact  that  '^  the  defect  in  the  specification 
arose  from  inadvertence  or  mistake,  and  without  any  fraud 
or  misconduct  on  the  part  of  the  patentee."  The  jury- 
were,  of  course,  to  inquire  into  the  fact.  The  condition  on 
which  the  right  to  issue  the  patent  depended,  could  be 
stated  to  them  for  no  other  purpose. 

It  has  been  said  that  this  permission  to  issue  a  new  pat- 
ent on  a  reformed  specification,  when  the  first  was  defective 
through  the  mistake  of  the  patentee,  would  change  the 
whole  character  of  the  act  of  Congress. 

We  are  not  convinced  of  this.  The  great  object  and  in- 
tention of  the  act  is  to  secure  to  the  public  the  advantages 
to  be  derived  from  the  discoveries  of  individuals,  and  the 
means  it  employs  are  the  compensation  made  to  those  in- 
dividuals for  the  time  and  labor  devoted  to  these  discov- 
eries, by  the  exclusive  right  to  make,  use,  and  sell  the 
things  discovered  for  a  limited  time.  That  which  gives 
complete  effect  to  this  object  and  intention,  by  employing 
the  same  means  for  the  correction  of  inadvertent  error  which 
are  directed  in  the  first  instance,  cannot,  we  think,  be  a  de- 
parture from  the  spirit  and  character  of  the  act. 

An  objection  much  relied  on  is,  that  after  the  invention 
has  been  brought  into  general  use,  those  skilled  in  the  art 
or  science  with  which  it  is  connected,  perceiving  the  varianqe 
between  the  specification  and  the  machine,  and  availing 


274  GRANT  et  al  v.  RAYMOND.  [Sup.  CL 

Opinion  of  the  court. 

themselves  of  it,  may  have  constructed,  sold,  and  used  the 
machine  without  infringing  the  legal  rights  of  the  patentee, 
or  incurring  the  penalties  of  the  law.  The  new  patent 
would  retroact  on  them,  and  expose  them  to  penalties  to 
which  they  were  not  liable  when  the  act  was  committed. 

This  objection  is  more  formidable  in  apx)earance  than  in 
reality.  It  is  not  probable  that  the  defect  in  the  specifica- 
tion can  be  so  apparent  as  to  be  perceived  by  any  but  those 
who  examine  it  for  the  purpose  of  pirating  the  invention. 
They  are  not  entitled  to  much  favor.  But  the  answer  to  the 
objection  is,  that  this  defence  is  not  made  in  this  case  ;  and 
the  opinion  of  the  Circuit  Court  does  not  go  so  far  as  to  say 
that  such  a  defence  would  not  be  successful.  That  ques- 
tion is  not  before  the  court,  and  is  not  involved  in  the 
opinion  we  are  considering.  The  defence,  when  true  in 
fact,  may  be  sufficient  in  law,  notwithstanding  the  validity 
of  the  new  patent. 

It  has  been  also  argued  that  the  new  patent  must  issue 
on  the  new  specification,  and  on  the  application  which 
accompanies  it.  Consequently,  it  will  not  be  true  that  the 
machine  was  *'  not  known  or  used  before  the  application." 

But  the  new  patent,  and  the  proceedings  on  which  it 
issues,  have  relation  to  the  original  transaction.  The  time 
of  the  privilege  still  runs  from  the  date  of  the  original  pat- 
ent. The  application  may  be  considered  as  appended  to 
the  original  application ;  and,  if  the  new  patent  is  valid, 
the  law  must  be  considered  as  satisfied  if  the  machine  was 
not  known  or  used  before  that  application. 

It  has  been  urged  that  the  public  was  put  into  possession 
of  the  machine  by  the  open  sale  and  use  of  it  under  the  de- 
fective specification,  and  cannot  be  deprived  of  it  by  the 
grant  of  a  new  patent.  The  machine  is  no  longer  tha  sub- 
ject of  a  patent. 

This  would  be  perfectly  true  if  the  second  patent  could 
be  considered  as  independent  of  the  first.  But  it  is  in  no 
respect  so  considered.  The  communication  of  the  discovery 
to  the  public  has  been  made  in  pursuance  of  law,  with  the 
intent  to  exercise  a  privilege,  which  is  the  consideration 
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paid  by  the  public  for  the  future  use  of  the  machine.  If, 
by  an  innocent  mistake,  the  instrument  introduced  to  secure 
this  privilege  fails  in  its  object,  the  public  ought  not  to 
avail  itseU  of  this  mistake,  and  to  appropriate  the  discovery 
without  paying  the  stipulated  consideration.  The  attempt 
would  be  disreputable  in  an  individual,  and  a  court  of 
equity  might  interpose  to  restrain  him. 

It  will  not  be  pretended  that  this  question  is  free  from 
difficulty.  But  the  executive  departments,  it  is  understood, 
have  acted  on  the  construction  adopted  by  the  Circuit 
Court,  and  have  considered  it  as  settled.  We  would  not 
willingly  disregard  this  settled  practice  in  a  case  where  we 
are  not  satisfied  it  is  contrary  to  law,  and  where  we  are  sat- 
isfied that  it  is  required  by  justice  and  good  faith. 

We  will  now  proceed  to  the  second  exception. 

The  plea  assigns  the  particular  defect  supposed  to  exist 
in  the  si)ecification,  and  then  proceeds  to  aver,  in  the  very- 
words  of  the  act,  that  it  ^ '  does  not  contain  a  written  de- 
scription of  his,  the  said  Joseph  Grant' s,  invention  and  im- 
provement aforesaid,  and  manner  of  using  it,  in  such  full, 
clear,  and  exact  terms  as  to  distinguish  the  same  from  all 
other  things  before  known,  and  so  as  to  enable  any  person 
skilled  in  the  art,  &c.,  to  make  and  use  the  same,"  &c. 

The  plea  alleges,  in  the  words  of  the  act,  that  the  prereq- 
uisites to  the  issuing  a  patent  had  not  been  complied  with. 

If  the  matter  alleged  in  this  plea  constituted  no  bar  to 
the  action,  the  plaintiflFs  might  have  demanded  and  have 
submitted  the  question  of  law  to  the  court.  But  they  have 
chosen  to  deny  the  facts  alleged  in  the  plea,  and  to  aver  in 
their  replication  **that  neither  the  specification  nor  the 
drawings  thereto  annexed  are  defective  in  any  of  the  partic- 
ulars in  that  behalf  alleged."  Issue  was  joined  upon  this 
replication,  and  it  is  that  issue  which  the  jury  were  sworn 
to  try. 

At  the  trial,  the  counsel  for  the  defendants,  after  the  evi- 
dence was  closed,  asked  the  court,  in  substance,  to  instruct 
the  jury,  that  if  they  should  be  of  opinion  that  the  defend- 
ants had  maintained  and  proved  the  facts  alleged  in  their 
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plea,  they  must  find  for  the  defendants.  The  court  ref nded 
this instmction.  Ought  it  to  have  been  refused?  If,  in 
the  opinion  of  the  jury,  the  defendants  have  proved  and 
maintained  every  fact  allied  in  the  plea  on  which  the 
issue  they  are  sworn  to  try  is  joined,  ought  not  the  jury  to 
find  that  issue  for  the  defendsmts  ?  Is  not  this  required  by 
their  oaths  1  The  conclusion,  ^^and  that  for  the  cause 
aforesaid  said  letters  patent  are  void,"  is  an  inference  of 
law  from  the  facts  previously  alleged, — not  the  allegation 
of  a  distinct  fact,  to  be  submitted  to  the  jury. 

The  court  proceeded  to  instruct  the  jury,  **  that  the  pat- 
ent would  not  be  void  on  this  ground,  unless  such  defective 
or  imperfect  specification  or  description  arose  from  design, 
or  for  the  purpose  of  deceiving  the  public." 

Now,  this  "  design^'* ^  this  ^^ purpose  of  deceimng  the 
public j^^  constituted  no  part  of  the  issue.  The  defendants 
had  not  alleged  it,  and  could  not  be  supi>osed  to  come  pre- 
pared to  prove  it.  A  verdict  for  them  would  not  imply  it. 
The  instruction  is  understood  to  direct  a  verdict  which  finds 
in  fact  that  the  description  or  specification  is  not  defective ; 
and  this  verdict  against  the  evidence  is  to  be  found  because 
that  defect  '^  arose  not  from  design,  or  for  the  puri>06e  of 
deceiving  the  public." 

But  we  must  inquire  whether  the  instruction,  indepen- 
dent of  its  departure  from  the  issue,  be  consistent  with  law. 
It  is  "  that  the  patent  would  not  be  void  unless,"  &c. 

The  fifth  section  of  the  act  gives  the  party  aggrieved  an 
action  for  the  infringement  of  his  patent-right  The  sixth 
provides  ^^  that  the  defendant  in  such  action  shall  be  per- 
mitted to  plead  the  general  issue,  and  give  this  act  in  evi- 
dence, and  to  give  in  evidence  any  special  matter  of  which 
notice  in  writing  may  have  been  given  to  the  plaintiff  or 
his  attorney  thirty  days  before  trial,  tending  to  prove  that 
the  specification  filed  by  the  plaintiff  does  not  contain  the 
whole  truth  relative  to  this  discovery,  or  that  it  contains 
more  than  is  necessary  to  produce  the  described  effect, 
which  concealment  or  addition  shall  fully  appear  to  have 
been  made  for  the  purpose  of  deceiving  the  public,  or  that 


Jan.,  1832.]         GSANT  et  ah  v.  RA.YMOND.  '    277 

Opinion  of  the  court. 

the  thing  thus  secured,"  &c.,  ^^in  either  of  which  cases 
judgment  shall  be  rendered  for  the  defendant  with  costs, 
and  the  patent  shall  be  declared  void." 

Conrts  did  not,  x>6rhaps,  at  firsts  distinguish  clearly  be- 
tween a  defence  which  would  authorize  a  verdict  and  judg- 
ment in  &yor  of  the  defendant  in  the  particular  action, 
leaving  the  plaintiff  free  to  use  his  patent,  and  to  bring 
other  suits  for  its  infringement,  and  one  which,  if  success- 
ful, would  require  the  court  to  enter  a  judgment  not  only 
for  the  defendant  in  the  particular  case,  but  one  which  de- 
clares the  patent  to  be  void.  This  distinction  is  now  well 
settled. 

If  the  party  is  content  with  defending  himself,  he  may 
either  plead  si)ecially  or  plead  the  general  issue,  and  give 
the  notice  required  by  the  sixth  section  of  any  special 
matter  he  means  to  use  at  the  trial.  If  he  shows  that  the 
patentee  has  failed  in  any  of  those  prerequisites  on  which 
the  authority  to  issue  the  patent  is  made  to  depend,  his  de- 
fence is  complete  ; — ^he  is  entitled  to  the  verdict  of  the  jury 
and  the  judgment  of  the  court.  But  if,  not  content  with 
defending  himself,  he  seeks  to  annul  the  patent,  he  must 
proceed  in  precise  conformity  to  the  sixth  section.  If  he 
depends  on  evidence  ^^  tending  to  prove  that  the  specification 
filed  by  the  plaintiff  does  not  contain  the  whole  truth  rela- 
tive to  his  discovery,  or  that  it  contains  more  than  is  neces- 
sary to  produce  the  described  effect, ' '  iit  may  avail  him  so  far 
as  respects  himself,  but  will  not  justify  a  judgment  declar- 
ing the  patent  void,  unless  such  ^^  concealment  or  addition 
shall  fully  appear  to  have  been  made  for  the  purpose  of  de- 
ceiving the  public,"  which  purpose  must  be  found  by  the 
jury,  to  justify  a  judgment  of  vacatur  by  the  court.  The 
defendant  is  permitted  to  proceed  according  to  the  sixth 
section,  but  is  not  prohibited  from  proceeding  in  the  usual 
manner,  so  far  as  respects  his  defence,  ex<iept  that  special 
matter  may  not  be  given  in  evidence  on  the  general  issue 
unaccompanied  by  the  notice  which  the  sixth  section  re- 
quires. The  sixth  section  is  not  understood  to  control  the 
third.    The  evidence  of  fraudulent  intent  is  required  only 
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in  the  particalar  <»Be  and  for  the  partionlar  parpose  stated 
in  the  sixth  section. 

This  instruction  was  material  if  the  -verdict  onght  to 
have  been  for  the  defendants,  provided  the  allegations  of 
the  plea  were  sustained,  and  if  snch  verdict  wonld  have 
supported  a  judgment  in  their  favor,  although  the  defect 
in  the  specification  might  not  have  arisen  from  design,  and 
for  the  purpose  of  deceiving  the  public.  That  such  is  the 
law,  we  are  entirely  satisfied.  The  third  section  requires, 
as  preliminary  to  a  patent,  a  correct  specification  and  de- 
scription of  the  thing  discovered.  This  is  necessary,  in 
order  to  give  the  public,  after  the  privilege  shall  expire, 
the  advantage  for  which  the  privilege  is  allowed,  and  is  the 
foundation  of  the  power  to  issue  the  patent.  The  necessary 
consequence  of  the  ministerial  character  in  which  the  Secre- 
tary acts  is,  that  the  performance  of  the  prerequisites  to  a 
patent  must  be  examinable  in  any  suit  brought  ui)on  it.  If 
the  case  was  of  the  first  impression,  we  should  come  to  this 
conclusion  ;  but  it  is  understood  to  be  settled. 

The  act  of  Parliament  concerning  monopolies  contains  an 
exception  on  which  the  grants  of  patents  for  inventions 
have  issued  in  that  country.  The  construction  of  so  much 
of  that  exception  as  connects  the  specification  with  the  pat- 
ent, and  makes  the  validity  of  the  latter  dei>endent  on  the 
correctness  of  the  former,  is  applicable,  we  think,  to  pro- 
ceedings under  the  third  section  of  the  American  act.  The 
English  books  are  f  uU  of  cases  in  which  it  has  been  held 
that  a  defective  specification  is  a  good  bar  when  pleaded  to, 
or  a  sufficient  defence  when  given  in  evidence  on  the  gen- 
eral issue,  on  an  action  brought  for  the  infringement  of  a 
patent-right.  They  are  very  well  summed  up  in  Gk>dson^8 
Law  of  Patents,  title  specification  ;  and  also  in  the  chapter 
respecting  the  infringement  of  patents ;  also  in  Holroyd 
on  Patents,  where  he  treats  of  the  specification,  its  form, 
and  requisites.  It  is  deemed  nnnecessary  to  go  through 
the  cases,  because  there  is  no  contrariety  in  them,  and  be- 
cause the  question  is  supposed  to  be  substantially  settled 
in  this  country.    Pennock  &  Sellers  v.  Dialogue,  2  Peters, 
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1,  was  not,  it  is  true,  a  oase  of  defect  in  the  specification  or 
description  required  by  the  third  section,  but  one  in  which 
the  applicant  did  not  bring  himself  within  the  provision  of 
the  first  section,  which  requires  that  before  a  patent  shall 
issue  the  petitioner  shall  aJloge  that  he  has  invented  a  new 
and  useful  art,  machine,  &c.,  ^^  nci  knovm  or  used  b^ore 
the  appUcaiion.^^ 

This  prerequisite  of  the  first  section,  «o  far  as  a  failure  in 
it  may  affect  the  validity  of  the  pat^it,  is  not  distinguish- 
able &om  a  failure  of  the  prerequisites  of  the  third  section. 

On  the  trial,  evidence  was  given  to  show  that  the  patentee 
had  permitted  his  invention  to  be  used  before  he  took  out 
his  patent.  The  court  declared  its  opinion  to  the  jury,  that 
if  an  inventor  makes  his  discovery  public,  he  abandons  the 
inchoate  right  to  the  exclusive  use  of  the  invention.  "  It 
is  possible,"  added  the  court,  "  that  the  inventor  may  not 
have  iatended  to  give  the  benefit  of  his  discovery  to  the 
public."  "  But  it  is  not  a  question  of  intention,"  "  but  of 
legal  inference,  resulting  from  the  conduct  of  the  inventor, 
and  affecting  the  interests  of  the  public.  It  is  for  the  jury 
to  say  whether  the  evidence  brings  this  case  within  the 
principle  which  has  been  stated^  If  it  does,  the  court  is  of 
opinion  that  the  plaintiff  is  not  entitled  to  a  verdict." 

The  jury  found  a  verdict  for  the  defendants  ;  an  excep- 
tion was  taken  to  the  opinion,  and  the  judgment  was 
afiirmed  by  this  court. 

This  case  aflirms  the  principle,  that  a  failure  on  the  part 
of  the  patentee  in  those  prerequisites  of  the  act  which 
authorize  a  patent,  is  a  bar  to  a  recovery  in  an  action  for 
its  infrtQgement ;  and  that  the  validity  of  this  defence 
does  not  dei)end  on  the  invention  of  the  inventor,  but  is  a 
legal  inference  upon  his  conduct. 

Upon  these  authorities,  and  this  reasoning,  we  are  of 
opinion  that  the  instruction  was  erroneous,  and  that  the 
judgment  ought  to  be  reversed  and  the  cause  remanded. 
One  of  the  judges  comix>sing  the  majority  thinks  that  the 
direction  would  have  been  erroneous  on  a  plea  properly 
framed  ui)on  the  third  section  of  the  act,  and  averring  the 
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facts  of  a  defective  specification  and  a  non-compliance  with 
the  other  requisitions  of  that  section,  for  that  such  a  plea 
would  be  a  good  bar  and  defence  to  the  action  ;  but,  in  his 
view,  the  plea  relies  upon  the  facts  as  avoiding  the  patent 
entirely,  and  avers  it  to  be  void.  He  thinks,  however,  that 
the  replication  puts  the  facts,  and  not  the  ix>int  whether 
void  or  not,  in  issue ;  and  that  the  direction  of  the  court 
was  erroneous,  since  it  was  equivalent  to  a  declaration  that, 
if  all  the  facts  were  proved,  the  issue  ought  not  to  be  found 
for  the  defendants,  unless  the  imperfection  of  the  specifica- 
tion arose  from  a  fraudulent  design. 

The  judgment  is  reversed,  and  the  cause  remanded,  with 
directions  to  issue  a  venire/acias  de  novo. 

This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York,  and  was  argued  by  coun- 
sel ;  on  consideration  whereof,  it  is  the  opinion  of  this  court 
that  the  said  Circuit  Court  erred  in  instructing  the  jury, 
*^  that  the  patent  would  not  be  void  on  this  ground  unless 
such  defective  or  Imperfect  sx)ecification  or  description  arose 
from  design,  and  for  the  purpose  of  deceiving  the  public." 
Whereupon  it  is  ordered  and  adjudged  by  this  court,  that 
the  judgment  of  the  said  Circuit  Court  in  this  cause  be,  and 
the  same  is  hereby,  reversed,  and  that  this  cause  be,  and 
the  same  is  hereby,  remanded  to  the  said  Circuit  Court, 
with  directions  to  award  a  venire  faoids  de  novo. 
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JOSEPH  SHAW   PLAINTIFF  IN  ERROR,  v.  JOSEPH 

COOPER. 

7  Pet.  292-«28,    Jan.,  1888. 

[Bfc.  8,  L.  ed.  689  ;  I  WML  178  ;  I  Robb.  (M3.] 

MgAt  to  reissue.  Prior  Jtnowledge  and  usv.  Abcmdonmffnt, 
Acquiescence.     Particular  patented  invention  abandoned. 

1.  The  holder  of  a  defective  patent  may  surrender  it  and  obtain  a 

new  one,  which  is  a  continuation  of  and  relates  back  to  the 
original  (Grant  v.  Baymond,  6  Pet.  220,  affirmed)  (p.  310). 

2.  The  rights  of  the  patentee  of  a  reissue  must  be  ascertained  bj 

th«  law  under  which  the  original  application  waft  made  (p.  ^11). 

8.  Sights  of  alien  patentee  under  Acts  1800  and  1793  are  placed 
upon  substantially  the  same  grounds  as  those  of  citizens 
(p.  311). 

4«  The  prior  knowledge  and  use  under  Act  1793,  §  1,  refers  to  the 
public  only,,  and  when  fraudulently  obtained  raises  no  pre- 
sumption of  abandonment  (p.  315). 

&.  Under  Act  1793  any  acquiescence  hy  the  inTentor  in  the  public 
use  of  his  invention  prior  to  obtaining  a  patent  is  an  aban- 
donment, but  acquiescence  can  in  no  case  be  presumed  where 
he  has  no  knowledge  of  such  use  (p.  317). 

6.  Want  of  diligence  in  asserting  his  right  on  becoming  aware  of 
the  public  use  of  his  invention  is  evidence  of  inventor's  acqui- 
escence therein  (p.  317). 

?•  Questions  of  fact  that  would  defeat  the  patent  or  the  application 
are  left  open  to  be  controverted  by  any  one  who  contests  the 
patent  (p.  317). 

8.  Patent  granted  Shaw,  J.,  June  19, 1822,  reissued  May  7,  1829, 

for  percussion  gun,  held  to  have  been  in  public  use  with  in- 
ventor's consent  prior  to  the  grant  of  hi»  patent,  and  was 
abandoned  (p.  318). 

9.  Whatever  may  be  the  inventor's  intention,  if  he  suffers  his  in- 

vention to  go  into  public  use  through  any  means  whatsoever 
without  an  immediate  assertion  of  jliis  right,  he  is  not  entitled 
to  a  patent  (p.  319). 
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[Citations  In  the  opinion  of  the  Court :]; 

(1)  Grant  v.  Raymond,  6  Pet.  23  [p.  245  ante],  p.  810. 

(2)  Miller  v.  Taylor,  4  Burr.  2808,  p.  812. 

(8)  WhiUemore  v.  Cutter,  1  Gall.  482,  p.  818. 

(4)  Goodyear  v.  Mathews,.  1  Paine'a  Rep.  801,  p.  818. 
(^  Morris  v.  Huntington,.  1  Paine,.  854,  p.  818t 

(6)  Melius  V.  Silsbee,  4  Mason,  108,  p.  818. 

(7)  Conn,  v,  Penn.,  4  Wash.  488,  p.  818. 

(^  Treadwell  v:  Bladen,  4  Wadi.  708;  p.  818. 

(9)  Penaock'  v.  Dialogue^.  2  Pet.  X  [p.  217  ante],  p.  ^8. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

At  the  October  Term,  1829,  of  the  Circuit  Court  for  the 
Southern  District  of  New  York,  the  plaintiff  in  error, 
Joseph  Shaw,  instituted  an  action  against  the  defendant, 
Joseph  Cooper,  for  an  alleged  violation  of  a  patent  granted 
to  him  by  the  United  States,  dated  the  7th  of  May,  1839, 
for  ' '  a  new  and  useful  imi»x>yement  in  guns  and  fire-arms^ 
which  improvement  consisted  in  a  priming  head  and  case 
applied  to  arms  and  fire-arms,  for  the  purpose  of  priming 
and  giving  them  fire  by  the  means  or  use  of  i)ercussion, 
fulminating,  or  detonating  i)owder,"  by  which  patent  the 
plaintiff  alleged  that  there  was  granted  to  him,  &c.,  for  the 
term  of  fourteen  years^  from  the  19th  of  June,  1822,  the  ex- 
clusive right  to  the  said  invention,  and  by  virtue  of  which 
he  became  entitled  to  the  same  for  the  residue  of  the  term 
unexpired  on  the  7th  day  of  May,  1829.  The  declaration 
averred  that  the  defendant  had  violated  the  patent-right  of 
the  plaintiff,  on  the  1st  day  of  August,  1829,  and  after- 
ward, between  that  day  and  the  institution  of  the  suit. 

The  defendant  pleaded  not  guilty,  and  gave  the  following 
notice  of  the  matters  of  defence  : 

^^  Please  to  take  notice  that,  on  the  trial  of  the  above 
cause,  the  above-named  Joseph  Cooper  will,  under  the  plea 
of  the  general  issue  aforesaid,  insist  uix>n  and  give  in  evi- 
dence that  the  pretended  new  and  useful  improvement  in 
guns  and  fire-arms,  mentioned  and  referred  to  in  the  several 
counts  of  the  said  Joshua  Shaw's  declaration,  was  not  orig- 
inally discovered  or  invented  by  the  said  Joshua  Shaw ; 
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also,  that  the  said  pretended  new  and  useful  improvement, 
or  the  material  or  essential  parts  or  portions  thereof,  or 
some  or  one  of  them,  had  been  known  and  used  in  this 
jcountry,  namely,  in  the  city  of  New  York  and  in  the  city 
of  Philadelphia,  and  in  sundry  other  places  in  the  United 
States,  and  in  ihigland,  and  in  France,  and  in  other  foreign 
countries,  before  the  said  Joshua  Shaw's  application  for  a 
patent,  as  set  forth  in  his  said  declaration  ;  and  also  before 
the  alleged  invention  or  supposed  discovery  thereof  by  the 
said  Joshua  Shaw. 

''  And  further,  that  the  said  alleged  new  and  useful  im- 
provement, or  the  material  or  essential  parts  or  portions 
thereof,  or  some  one  of  them,  or  the  principle  thereof,  was 
the  invention  or  discovery  of  a  gunmaker,  or  of  some  other 
person,  residing  in  England.  And  further,  that  the  said 
patent  was  void,  because  in  and  by  the  sx)ecification  or  de- 
scription therein  referred  to,  no  distinction  or  discrimina- 
tion is  made  between  the  parts  and  portions  previously 
known  and  used  as  aforesaid,  and  any  parts  or  portions  of 
which  the  said  Joshua  Shaw  may  be  the  inventor  or  dis- 
coverer ;  the  said  Joseph  Cooper,  at  the  same  time,  protest- 
ing that  he,  the  said  Joshua  Shaw,  has  not  been  the  in- 
ventor or  discoverer  of  any  part  or  portion  of  the  said 
alleged  improvement. 

"  And  further,  that  the  said  patent  is  void,  because  the 
said  specification  or  description  does  not  describe  the  un- 
provement  of  which  the  said  Joshua  Shaw  claims  to  be  the 
inventor  or  discoverer,  in  such  full,  clear,  and  exact  terms 
as  to  distinguish  the  same  from  all  other  things  before 
known,  nor  so  as  to  enable  a  i)erson  skilled  in  the  art  or 
science  of  which  it  is  a  branch,  or  with  which  it  is  most 
nearly  connected,  to  make  and  use  the  same.  And  further, 
that  the  said  patent  is  void,  because  it  was  not  granted, 
issued,  or  obtained  according  to  law.  And  further,  that 
the  said  patent  is  void,  because  it  was  surreptitiously  ob- 
tained by  said  Joshua  Shaw." 

The  cause  was  tried  in  January,  1832,  and  a  verdict  and 
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judgment  given  for  the  defendant.     The  plaintiff  prosecuted 
this  writ  of  error. 

The  following  bill  of  exceptions  was  tendered  by  the 
counsel  for  the  plaintiff,  and  sealed  by  the  court : 

^^  The  plaintiff,  to  maintain  the  issue  on  his  part,  gave  in 
evidence  the  letters  patent  of  the  United  States  of  America, 
as  set  forth  in  the  declaration  of  the  said  plaintiff,  issued 
on  the  7th  day  of  May,  1829 ;  and  also  that  the  improve- 
ment for  which  the  said  letters  i)atent  were  granted  was  in- 
vented or  discovered  by  the  said  plaintiff  in  the  year  1813 
or  1814,  and  that  the  defendant  had  sold  instruments  which 
were  infringements  of  the  said  letters  patent.  And  there- 
upon the  said  defendant,  to  maintain  the  said  issue  above 
joined  on  his  part,  then  and  there  proved,  by  the  testimony 
of  one  witness,  that  he  had  used  the  said  improvement  in 
England,  and  had  purchased  a  gun  of  the  kind  there,  and 
had  seen  others  use  the  said  improvement,  and  had  seen 
guns  of  the  kind  in  the  Duke  of  York's  armory,  in  1819  ; 
and  also  proved,  by  the  testimony  of  five  other  witnesses, 
that,  in  1820  and  1821,  they  worked  in  England  at  the  busi- 
ness of  making  and  repairing  guns,  and  that  the  said  im- 
provement was  generally  used  in  England  in  those  years, 
but  that  they  never  had  seen  guns  of  the  kind  prior  to  those 
years ;  and  also  proved  that,  in  1820,  it  was  known  and 
used  in  France ;  and  also  that  the  said  improvement  was 
generally  known  and  used  in  the  United  States  of  America 
after  the  19th  day  of  June,  1822.  Whereupon  the  said  plain- 
tiff, further  to  maintain  the  said  issue  on  his  part,  then  and 
there  gave  in  evidence  that  the  said  plaintiff,  not  being  a 
worker  in  iron  in  1813  or  1814,  employed  his  brother,  in 
England,  under  strict  injunctions  of  secrecy,  to  execute  or 
fabricate  the  said  improvement,  for  the  purpose  of  the  said 
plaintiff' s  making  exi)eriments.  And  that  the  said  plaintiff 
afterward,  in  1817,  left  England  and  came  to  reside  in  the 
United  States  of  America ;  and  that  after  the  departure  of 
the  said  plaintiff  from  England,  namely,  in  1817  or  1818, 
his  said  brother  divulged  the  said  secret  for  a  certain  reward 
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to  un  eminent  gnnmaker  in  Londcm.  That  the  said  plaSn- 
tiff,  on  his  arrival  in  this  coantry,  in  1817,  disclosed  his 
said  improvement  to  a  gunmaker,  whom  he  consulted  as  to 
obtaining  a  patent  for  the  same,  and  whom  he  wished  to 
engage  to  join  and  assist  him.  That  the  plaintiff  made  said 
disclosoies  nnder  injunctions  of  secrecy,  claiming  the  im- 
provement  as  his  own,  and  declaring  that  he  should  patent 
it.  That  the  said  plaintiff  treated  his  invention  as  a  secret 
after  his  arrival  in  this  country,  often  declaring  that  he 
should  patent  it ;  and  that  he  assigned  as  a  reason  for  de- 
laying to  patent  it,  that  it  was  not  so  perfect  as  he  wished 
to  make  it  before  he  introduced  it  into  public  use ;  and 
that  he  did  make  alterations  in  his  invention  up  to  about 
the  date  of  his  i)atent,  which  some  witnesses  considered  as 
improvements,  and  others  did  not.  That  in  this  country 
the  said  invention  was  never  known  or  used  prior  to  the 
said  19th  day  of  June,  1822  ;  that  on  that  day  letters  pat^it 
were  issued  to  the  said  plaintiff,  being  then  an  alien,  for  his 
said  invention ;  and  that  the  said  plaintiff  immediately 
brought  the  said  invention  into  public  use  under  the  said 
letters  patent.  That  afterward,  and  after  suits  had  been 
brought  for  violation  of  the  said  letters  patent,  the  said 
plaintiff  was  advised  to  surrender  them,  on  account  of  the 
specification  being  defective  ;  and  that  he  did  accordingly, 
on  the  7th  day  of  May,  1829,  surrender  the  same  into  the 
Department  of  the  Secretary  of  State  of  the  United  States 
of  America ;  and  that  thereupon  the  letters  patent  first 
above  mentioned  were  issued  to  the  said  plaintiff.  And 
the  said  plaintiff  also  gave  in  evid^ice,  that  prior  to  the 
said  19th  day  of  June,  1822,  the  principal  importers  of 
guns,  from  England,  in  New  York  and  Philadelphia,  at  the 
latter  of  which  cities  the  plaintiff  resided,  had  never  heard 
anything  of  the  said  invention,  or  that  the  same  was  known 
or  used  in  England,  and  that  no  guns  of  the  kind  were  im- 
ported into  this  country  until  the  years  1824  or  1825.  And 
that  letters  patent  were  granted  in  England,  on  the  11th 
day  of  April,  1807,  to  one  Alexander  J.  Forsyth,  for  a 
method  of  discharging  or  giving  fire  to  artillery  and  all 
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other  fire-arms,  whicli  method  he  describes  in  his  specifica- 
tion as  consisting  in  '  the  use  or  ai)plication  as  a  priming, 
in  any  mode,  of  some  or  one  of  those  chemical  compounds 
which  are  so  easily  inflammable  as  to  be  capable  of  taking 
fire  and  exploding  without  any  actual  fire  being  applied 
thereto,  and  merely  by  a  blow,  or  by  any  sudden  or  strong 
pressure  or  friction,  given  or  applied  thereto,  without  extra- 
ordinary violence— that  is  to  say,  some  one  of  the  com- 
pounds of  combustible  matter,  such  as  sulphur  or  sulphur 
and  charcoal,  with  oxmuriatic  salt ;  for  example,  the  salt 
formed  of  dephlogisticated  marine  acid  and  potash,  (or 
potasse,)  which  salt  is  otherwise  called  oxmuriate  of  potash, 
or  such  of  the  fulminating  metallic  compounds  as  nmy  be 
used  with  safety  ;  for  example,  fulminating  mercury,  or  of 
common  gunpowder  mixed  in  due  quantity  with  any  of  the 
above-mentioned  substances,  or  with  any  oxmuriatic  salt, 
as  aforesaid,  or  of  suitable  mixtures  of  any  of  the  above- 
mentioned  compounds ; '  and  that  the  said  letters  patent 
continued  in  force  for  the  period  of  fourteen  years  from  and 
after  granting  of  the  same.  (It  is  understood  that  the  pat- 
ent and  sx)ecification  of  Forsyth  may  be  at  any  time  referred 
to  on  the  argument  for  correction  or  explanation  of  the  bill 
of  exceptions.)  And  thereupon  the  defendant,  further  to 
maintain  the  said  issue  on  his  part,  gave  in  evidence  a  cer- 
tain letter  from  the  plaintiff  to  the  defendant,  dated  in 
December,  1824,  from  which  the  following  is  an  extract : 
^  Some  time  since  I  stated  that  I  had  employed  counsel  re- 
specting regular  prosecutions  for  any  trespasses  against  my 
rights  to  the  patent.  I  have  at  length  obtained  the  opinion 
of  Mr.  Sergeant  of  this  city,  together  with  others  eminent 
in  law,  and  that  is,  that  I  ought  (with  a  view  to  insure  suc- 
cess) to  visit  England,  and  procure  the  affidavits  of  Manton 
and  others  to  whom  I  made  my  invention  known,  and  also 
of  the  i)erson  whom  I  employed  to  make  the  lock  at  the 
time  of  invention ;  for  it  apx)ears  very  essential  that  I 
should  also  prove  that  I  did  actually  reduce  the  principle 
to  jjractice,  otherwise  a  verdict  might  be  doubtf  uL  It  is, 
therefore,  my  intention  to  visit  England  in  May  next  for 
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this  pnrpose.    In  the  mean  time,  proceedings  which  have 
commenced  here  are  suspended  for  the  necessary  time.' 

^^  And  the  said  judges  of  the  said  court  did  thereupon 
charge  and  direct  the  said  jury  that  the  patent  of  the  7th  day 
of  May,  1829,  having  been  issued,  as  appeared  by  its  recital, 
on  the  surrender  and  cancelment  of  the  patent  of  the  19th 
day  of  June,  1822,  and  being  intended  to  correct  a  mistake 
or  remedy  a  defect  in  the  latter,  it  must  be  considered  as  a 
continuation  of  the  said  patent,  and  the  rights  of  the  plain- 
tiflf  were  to  be  determined  by  the  state  of  things  which  ex- 
isted in  1822,  when  the  patent  was  obtained. 

"  That  the  plaintiffs  case,  therefore,  came  under  the  act 
passed  the  17th  day  of  April,  1800,  extending  the  right  of 
obtaining  patents  to  aliens,  by  the  first  section  of  which 
the  applicant  is  required  to  make  oath  that  his  inyention 
has  not,  to  the  best  of  his  knowledge  or  belief,  been  known 
or  used  in  this  or  any  foreign  country.  That  the  plaintiff 
most  probably  did  not  know,  in  1822,  that  the  invention  for 
which  he  was  taking  out  a  patent  had,  before  that  time, 
been  in  use  in  a  foreign  country,  but  that  his  knowledge  or 
ignorance  on  that  subject  was  rendered  immaterial  by  the 
concluding  part  of  the  section,  which  expressly  declares 
that  every  patent  obtained  pursuant  to  that  act  for  any  in- 
vention which,  it  should  afterward  appear,  had  been  known 
or  used  previous  to  such  application  for  a  patent,  should 
be  utterly  void.  That  there  was  nothing  in  the  act  confining 
such  use  to  the  United  States ;  and  that,  if  the  invention 
was  previously  known  in  England  or  Prance,  it  was  sufli- 
cient  to  avoid  the  patent  under  that  act.  That  the  evidence 
would  lead  to  the  conclusion  that  the  plaintiff  was  the  in- 
ventor in  this  case  ;  but  the  court  were  of  opinion  that  he 
had  slept  too  long  on  his  rights,  and  not  followed  them  up 
as  the  law  requires,  to  entitle  him  to  any  benefit  from  his 
patent.  That  the  use  of  the  invention  by  a  person  who  had 
pirated  it,  or  by  others  who  knew  of  the  piracy,  would  not 
affect  the  inventor's  rights,  but  that  the  law  was  made  for 
the  benefit  of  the  public  as  well  as  of  the  inventor ;  and  if, 
as  appeared  from  the  evidence  in  this  case,  the  public  had 
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become  fairly  possessed  of  the  invention  before  the  plaintiff 
applied  for  his  patent,  it  was  sufficient,  in  the  opinion  of 
the  conrt,  to  invalidate  his  patent,  even  thongh  the  inven- 
tion may  have  originally  got  into  public  use  through  the 
fraud  or  misconduct  of  his  brother,  to  whom  he  intrusted 
the  knowledge  of  it." 

The  case  was  submitted  to  the  court,  on  printed  argu- 
ments, by  Mr.  Paine^  for  the  plaintiflf  in  error,  and  Mr, 
Emmet^  tor  the  defendant. 

For  the  plaintiff  in  error,  it  was  contended  that  the  case 
fell  within  the  principles  which  had  been  uniformly  ac- 
knowledged and  supported  in  the  Circuit  Court  of  the 
United  States,  and  which  were  not  intended  to  be  dis- 
avowed, but  sanctioned  by  this  court,  in  Pennock  v.  Dia- 
logue, 2  Peters,  1. 

In  this  country,  many  strong  cases  of  public  use,  prior  to 
the  application  for  a  patent,  have  been  brought  before  the 
courts,  where  the  public  had  been  long  in  possession  ;  and 
the  courts  have  allowed  the  inventor  to  show  in  different 
ways  that  he  had  not  thereby  abandoned  his  use  to  the 
public.  How  much  more  favorable  to  us  are  the  circum- 
stances of  our  case,  as  resi)ects  a  prior  use.  Before  we  took 
out  our  first  patent,  the  invention  had  never  been  seen  or 
heard  of  in  this  country.  It  was  not  then  known  to  our- 
selves, nor  to  any  others  in  this  country,  that  it  had  been 
used  in  England  ;  and  it  had  been  so  used  only  one  or  two 
years — a  short  period,  compared  with  the  many  cases  which 
have  been  sustained  by  the  courts.  Even  if  this  use  had 
been  an  American  use,  it  would  not  have  been  an  extra- 
ordinary one.  But  it  was  not  an  American,  but  a  foreign 
use ;  and,  therefore,  not  a  use  by  the  public  who  contest 
our  exclusive  right  by  saying  that  they  had  become  the 
innocent  possessors  of  our  invention.  Not  one  of  that  pub- 
lic had  gotten  possession  of  it. 

The  case  does  not  seem  to  be  fairly  stated,  when  it  is  said 
that,  although  the  invention  was  disclosed  by  piracy,  yet 
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the  public  have  innocently  got  possession  of  it  by  that 
means.  The  only  public  who  can  set  up  the  innocence  of 
their  x)os8ession  as  against  ns,  did  not  get  their  i)os8ession 
by  the  piracy,  but  under  the  invalid  i)atent.  And  if  this 
be  so,  what  difference  does  it  make  that  afterward  guns 
were  brought  from  England?  Does  such  a  circumstance 
bear,  can  it  be  made  to  bear,  at  aU  ui>on  the  merits  of  the 
case  t 

The  parts  of  the  charge  to  the  jury  of  the  Circuit  Court 
which  are  objected  to,  as  understood  by  the  counsel  for  the 
plaintiff,  may  be  stated  thus  : 

That  the  use  of  the  invention  abroad,  acquired  through 
a  fraudulent  or  piratical  disclosure  of  the  secret,  for  a 
period  of  only  one  or  two  years  before  the  application  for 
the  patent,  and  that  use  entirely  unknown  to  the  inventor 
here,  avoids  the  patent,  because  it  was  obtained  under  the 
alien  act. 

That  our  patent  of  1829,  obtained  under  the  citizen's  act, 
is,  in  respect  to  the  prior  foreign  use,  to  be  construed  aa  if 
obtained  under  the  alien  act,  because  it  was  obtained  on  the 
surrender  of  the  patent  of  1823,  which  was  obtained  under 
the  alien  act,  the  one  being  only  a  continuation  of  the 
other. 

That  the  Inventor  (the  court  are  understood  to  have  been 
speaking,  in  this  part  of  the  charge,  without  reference  to 
the  question  as  to  whether  the  patent  wais  obtained  under 
the  alien  or  citizen's  act,  but  to  have  designed  their  remarks 
to  apply  to  patents  generally)  had  slept  too  long  on  his 
rights,  and  not  followed  them  up  as  the  law  requires,  to 
entitle  him  to  any  benefit  from  his  patent ;  that  the  use  of 
the  invention  by  a  person  who  had  pirated  it,  or  by  others 
who  knew  of  the  piracy,  would  not  affect  the  inventor's 
right,  but  that  the  law  was  made  for  the  benefit  of  the  pub* 
lie  as  well  as  of  the  inventor ;  and  if,  as  api>eared  from  the 
evidence  in  this  case,  the  public  had  fairly  become  i)ossessed 
of  the  invention  before  the  plaintiff  applied  for  Ms  i>atent, 
it  was  sufficient  to  invalidate  his  patent,  even  though  the 
invention  may  have  originally  got  into  public  use  through 
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the  fraud  or  miscondnct  of  Ms  brother,  to  whom  he  in- 
trusted the  knowledge  of  it. 

The  following  points  comprehend  these  objections  to  the 
charge  of  the  court : 

1.  The  second  patent  is  original  and  independent,  and 
not  a  continuation  of  the  first  patent. 

When  patents  are  surrendered  and  cancelled  in  England, 
they  are  entirely  vacated  and  gone,  and  as  if  they  had 
never  existed ;  and  the  king  can  grant  out  the  right,  de 
Tiovoy  either  to  the  same  or  to  any  other  person.  17  Vin. 
Abridg.  114,  Prerogative  of  the  King,  R.  b.  paragraph  9  ; 
17  Vin.  Abridg.  151,  Prerogative,  &c.,  M.  C.  paragraphs  2,  3, 
4,  6,  10,  14  ;  Godson  on  Patents,  200  ;  Com.  Dig.  Patent,  G. 

If  this  is  the  effect  of  a  surrender  there,  it  must  be  the 
same  here. 

Not  a  dictum  can  be  found  in  the  English  books  that  a 
second  patent  is  a  continuation  of  the  first.  No  such  idea 
can  be  found  in  our  own  books,  although  cases  of  surrender 
have  come  before  our  courts. 

The  right  of  an  inventor  to  surrender  an  invalid  patent 
and  take  out  a  new  one  being  admitted,  it  follows  that,  if 
between  the  two  patents  he  has  been  naturalized,  he  must, 
of  necessity,  take  out  a  patent  under  the  citizen's  act, 
because  he  is  no  longer  an  alien.  If  he  rightfully  takes  a 
patent  under  the  citizen's  act,  he  is  entitled  to  all  the  ad- 
vantages that  act  confers,  and,  among  them,  to  have  his 
patent  construed  and  adjudicated  upon  under  the  provisions 
of  that  act,  and  of  no  other. 

2.  A  fraudulent  or  piratical  use  of  the  invention,  either 
at  home  or  abroad,  before  the  application  for  a  patent,  can- 
not have  any  other  or  greater  effect  to  invalidate  a  patent 
obtained  under  the  alien  act  than  one  obtained  under  the 
citizen's  act. 

On  general  principles,  it  cannot ;  for,  as  to  all  kinds  of 
proi)erty,  no  one  can  acquire  a  right  to  it,  except  by  the 
consent  of  the  owner.  Theft  or  fraud  can  never  enable  one 
who  gets  possession  by  those  means  to  transfer  the  property. 
See  authorities  cited  under  next  point. 
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It  is  on  this  principle  that  the  courts  first  began  to  con- 
strae  the  citizen's  act,  by  arraying  the  sixth  section  against 
the  first.  They  said  the  legislature  meant  to  provide  by  the 
sixth  section  for  the  exception  of  cases  of  fraud,  &c.,  out  of 
the  too  rigid  and  literal  operation  of  the  first  section. 
Afterward,  the  courts  took  a  more  liberal  view  of  the  act, 
and  held  that,  even  without  the  sixth  section,  the  legisla- 
tive intention  to  except  such  cases  from  the  first  section 
would  be  presumed  ;  and  this  is  the  doctrine  finally  settled 
in  Pennock  v.  Dialogue. 

The  construction  given  by  this  court  in  the  case  of  Pen- 
nock V.  Dialogue,  2  Peters,  22,  is  entirely  in  favor  of  the 
plaintiff  in  error. 

The  court  there  say,  in  that  case :  "  The  act  of  17th 
April,  1800,  ch.  26,  which  extends  the  privileges  of  the  act 
of  1793  to  inventors  who  are  aliens,  contains  a  proviso  de- 
claring that  *  every  patent  which  shall  be  obtained  pursuant 
to  the  act  for  any  invention,  art,  or  discovery  which,  it  shall 
afterward  appear,  had  been  known  or  used  previous  to  such 
application  for  a  patent,  shall  be  void.'  This  proviso  cer- 
tainly certifies  the  construction  of  the  act  of  1793,  already 
asserted,  for  there  is  not  any  reason  to  suppose  that  the 
legislature  intended  to  confer  on  aliens  privileges  essentially 
different  from  those  belonging  to  citizens  ;  on  the  contrary, 
the  enacting  clause  of  the  act  of  1800  purports  to  put  both 
on  the  same  footing,  and  the  proviso  seems  added  as  a  gloss 
or  explanation  of  the  original  act." 

Now,  the  proviso  is  the  only  thing  in  the  alien  act  which 
can  make  it  at  all  different  in  this  particular  from  the  citi- 
zen' s  act ;  and  the  courts  say  that  it  does  not  make  any 
difference,  but  merely  expresses  more  fully  what  was  the 
meaning  of  the  citizen' s  act. 

3.  If  an  invention  has  been  pirated  or  fraudulently 
divulged,  the  inventor  cannot  thereby  lose  his  right  to  his 
own  invention  and  property ;  and  it  makes  no  difference 
that  the  public  have  acquired  the  use  of  the  invention  with- 
out any  participation  in  the  fraud,  unless  the  inventor  has 
acquiesced  in  such  use,  the  only  principle  to  be  found  in 
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the  American  decisions  on  this  subject  being,  that  a  public 
use  does  not  affect  the  inventor's  right,  unless  it  proves  that 
he  has  dedicated  or  abandoned  his  invention  to  the  public. 
And  in  this  case  there  is  no  evidence  of  such  delay  or 
neglect  as  would  amount  to  an  abandonment,  nor  of  any 
intention  to  dedicate  the  invention  to  the  public. 

It  is  a  general  principle,  as  to  all  kinds  of  personal  prop- 
erty, that  even  a  bonaftde  purchaser  for  a  valuable  consid- 
eration can  never  acquire  property  of  which  another  has 
been  deprived  by  fraud,  theft,  or  violence,  or  even  by  a  bail- 
ment. [Harvey  v.  Stokes]  1  Wils.  Rep.  8 ;  [Hartop 
V.  Hoai-e]  2  Str.  Rep.  1187  ;  [Hartop  7).  Hoare]  3  Atk.  Rep. 
44  ;  [Dominus  Rex  7).  Whiting]  Salk.  Rep.  283. 

In  this  respect,  no  diflEerence  has  ever  yet  been  made 
between  a  man's  property  in  his  inventions  and  his  other 
property ;  and  there  seems  to  be  no  reason  or  principle 
making  a  distinction. 

The  statute  of  Massachusetts  securing  copyrights  (before 
the  Federal  Union)  begins  with  a  preamble  declaring  that 
"  no  property  is  more  peculiarly  a  man's  own  than  that 
which  is  produced  by  the  labor  of  his  mind."  Cited  1 
Dane's  Abridg.  527. 

In  MiUer  v.  Taylor,  4  Burr.  2303,  seven  judges  against 
four  held  that  at  common  law  the  author  of  a  literary  com- 
position did  not  lose  his  right  by  publishing  it. 

So  far,  then,  a.s  the  natural  rights  of  men  to  this  species 
of  property,  (copyright,)  indei)endently  of  statutory  pro- 
visions, are  in  question,  they  retain  aU  their  rights  to  such 
property,  notwithstanding  the  public  have  innocently  got 
possession  of  it,  and  even  with  the  author's  consent ;  and 
there  surely  can  be  no  difference,  when  we  go  back  to 
natural  rights  at  common  law,  whether  the  property  is  the 
subject  of  a  copyright  or  of  a  patent — ^whether  it  be  a  book 
or  a  machine  ;  the  public,  having  got  the  use  or  possession, 
must  have  as  much  right  to  make  copies  of  the  book  as  of 
the  machine :  both  are  the  produce  of  the  mind.  This 
view  is  taken  merely  to  show  that  this  species  of  property 
has  been  treated  as  subject  to  the  same  rules  of  law  as  other 
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kinds  of  property — ^that  is,  except  so  far  as  the  statute 
makes  a  difference.  Now,  it  is  admitted  that,  under  the 
statute,  neither  the  pirate,  nor  any  one  participating  in  his 
piracy,  can  acquire  any  rights  against  the  inventor.  And 
why  t  Because  the  same  rules  of  justice  which  apply  to  all 
other  kinds  of  property  are  applied  by  the  courts  to  this, 
as  being  the  intention  of  the  statute,  although  against  its 
letter.  But  why  stop  at  the  pirate,  and  say  that  you  will 
not  extend  the  rule  to  the  public,  when  they  have  inno- 
cently got  the  possession  i  Do  you  stop  thus  as  to  other 
kinds  of  'property  ?  No.  You  say,  no  one,  however  inno- 
cent of  fraud,  can  become  the  lawful  proprietor.  Why, 
then,  not  carry  the  principle  to  its  full  extent  i  How  can 
it  be  inferred  that  the  statute  intends  to  go  a  part  of  the 
way  of  a  general  principle,  and  there  stop  ?  The  principle 
is  a  rule  drawn  by  analogy  from  other  kinds  of  property, 
on  the  ground  that  the  analogy  being  general,  the  rule  should 
be  so,  too.  But  the  analogy  is  also  complete  between  this 
and  other  kinds  of  proi)erty,  and  the  rule  ought  therefore 
to  be  complete,  and  applied  in  its  full  extent. 

But  there  is  even  a  stronger  reason  why  this  principle  of 
law  should  be  applied  to  tMs  species  of  proi)erty  in  its  full 
extent,  rather  than  to  the  case  of  a  bona  fide  purchaser  of 
any  other  kind.  There  he  has  psM.  a  consideration,  an 
equivalent.  It  is  a  hard  case :  one  of  two  innocent  i)ersons 
must  suffer.  Not  so  here.  What  does  the  public  lose  \ 
That  which  has  cost  it  nothing,  for  which  it  has  given  no 
equivalent ;  and  all  we  seek  of  them  \s  the  consideration, 
the  equivalent,  which  they  have  never  yet  paid  to  any  one. 

But  if  we  examine  the  American  cases  on  this  subject 
prior  to  Pennock  t.  Dialogue,  we  shall  find  that  the  prin- 
ciple has  always  been  applied  to  inventions  in  its  full  ex- 
tent. 

The  counsel  then  proceeded  to  examine  the  following 
cases,  and  argued  that  they  fuUy  sustained  the  principles 
claimed  for  the  plaintiff  in  error:  Whittemore  v.  Cutter, 
1  Gall.  482  ;  Goodyear  t>.  Mathews,  1  Paine' s  Rep.  301 ; 
Morris  v.   Huntington,  1  Paine,  354 ;  Melius  t).    Silsbee, 
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4  Maaon's  Rep.  108  ;  Treadwell  v.  Bladen,  4  Wash.  C.  C.  R. 
703. 

The  bill  of  exceptions  says  ^^  that  the  plaintiff  assigned  as 
a  reason  for  delaying  to  patent  it,  (the  invention,)  that  it 
was  not  so  perfect  as  he  wished  to  make  it  before  he  intro- 
duced it  to  public  use  ;  and  that  he  did  make  alterations  in 
his  invention  up  to  about  the  date  of  his  patent,  which 
some  witnesses  considered  as  improvements,  and  others  did 
not.'* 

This  was  sufficient  to  account  for  the  delay  ;  and  it  is  un- 
imi)ortant  whether  the  alterations  were  improvements  or 
not,  for  he  was  trying  to  make  them,  and  said  that  was  his 
motive  for  the  delay  ;  and  the  motive  for  the  delay  is  the 
only  question.     [Morris  v.  Huntington]  1  Paine' s  Rep.  354. 

The  patent  granted  to  Forsyth,  in  England,  which  gave 
him  the  exclusive  right  to  use  the  percussion  powders  in 
any  mode,  down  to  April,  1821,  accounts  for  not  taking  out 
a  patent  in  England. 

Finally,  the  counsel  for  the  plaintiff  in  error  contended  : 

1.  That  if  the  rights  of  the  patentee  were  the  same  as 
under  an  ordinary  citizen's  patent,  then  he  had  never  dedi- 
cated or  abandoned  his  invention  to  the  public,  and  that 
there  has  been  no  use  of  it  which  invalidates  his  patent. 

2.  That  his  rights  are  the  same  as  those  under  an  ordinary 
citizen's  patent,  the  patent  having  been  granted  under  the 
citizen's  act,  and  not  being  affected  by  the  previous  vacated 
I)atent. 

•  8.  That  even  if  he  is  to  be  considered  as  having  a  patent 
under  the  alien  act,  his  rights,  under  the  circumstances  of 
this  case,  are  the  same  as  if  it  was  a  citizen's  patent. 

In  conclusion,  he  remarked  that  the  jury  found  their 
verdict  entirely  under  the  charge  of  the  court,  considering 
that  the  charge,  as  to  the  points  of  law,  precluded  them 
from  finding  a  verdict  for  the  plaintiff,  however  well  they 
might  be  satisfied  upon  every  matter  of  fact.  It  was  be- 
lieved the  jury,  as  well  as  the  court,  were  entirely  satisfied 
that  the  plaintiff  was  the  inventor,  and  that  his  invention 
had  been  used  without  his  knowledge  or  suspicion ;  and 
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that  he  had  never  disclosed  it,  except  in  confidence,  and 
under  the  strictest  injunctions  of  secrecy. 

The  letter  from  plaintiff  to  defendant  should  not  have 
been  put  in  the  bill  of  exceptions,  because  it  only  presented 
questions  of  fact  purely,  not  affecting  any  of  the  points  of 
law  on  which  the  court  charged  the  jury.  This  court  will 
not  regard  a  mere  isolated  fact,  when  it  is  apparent  that  all 
the  facts  of  the  case  are  not  given,  but  only  such  as  are 
essential  to  show  how  the  jury  were  charged  as  to  the  law. 
It  is  impossible  for  this  court  to  say  how  the  jury  would 
have  found  upon  the  whole  evidence.  It  is  sufficient  to 
add  that  the  meaning  of  that  letter  was  satisfactorily  ex- 
plained to  the  jury  by  the  plaintiflTs  counsel.  It  was  ex- 
plained that  the  knowledge  of  his  invention,  which  the 
plaintiff  in  that  letter  says  he  communicated  to  "  Manton 
and  others,"  was  simply  the  knowledge  of  the  fact  that  he 
had  made  an  important  invention,  withovi  disclosing  what 
it  was.  On  any  other  supposition,  this  letter  was  contra- 
dicted by  all  the  rest  of  the  evidence  in  the  case  and  the 
uniform  conduct  of  the  plaintiff. 

Mr.  Emmet^  for  the  dtfendard  in  error. 

The  bill  of  exceptions  in  this  cause  discloses,  in  sub- 
stance, the  following  case : 

In  1813  or  1814,  the  plaintiff,  residing  in  England,  in- 
vented what  he  claims  to  be  secured  to  him  by  his  patent. 
Between  that  time  and  his  coming  to  the  United  States  he 
made  his  invention  known  to  his  brother,  also  to  Mr. 
Manton,  a  gunmaker  in  London,  and  others,  as  is  shown 
by  his  letter  to  defendant. 

In  1817,  the  plaintiff  came  to  the  United  States,  and 
shortly  afterward  disclosed  his  secret  to  a  gunmaker  in 
Philadelphia. 

In  1817  or  1818,  plaintiff's  brother  sold  the  secret  to  a 
gunmaker  in  London. 

In  1819,  the  invention  was  sold  and  used  in  England. 

In  1820  or  1821,  it  was  in  general  use  by  the  public  there. 

In  1821,  it  was  in  general  use  in  Prance. 
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In  1822,  (19th  Jnne,)  plaintiflf  took  ont  his  first  patent  as 
an  alien,  under  the  act  of  1800. 

In  1829,  (7th  May.)  he  surrendered  that  patent  as  defec- 
tive and  took  out  a  new  one,  with  an  amended  specification, 
as  a  citizen,  under  the  act  of  1793,  upon  which  patent  his 
suit  is  brought. 

The  case  also  sets  forth  that,  in  April,  1807,  a  patent  had 
been  granted  in  England  to  one  Forsyth  for  an  invention 
on  the  same  subject,  and  that  such  patent  continued  in 
force  for  fourteen  years,  or  until  April,  1821.  This  was 
oflEered  by  the  plaintiff  and  made  a  part  of  the  case,  for  the 
purpose,  doubtless,  of  accounting  for  his  not  having  taken 
out  a  patent  for  his  invention  in  England  previous  to  1817, 
the  terms  of  Forsyth's  patent  being,  as  he  supposed,  sulfi- 
ciently  comprehensive  to  embrace  his  discovery  and  to  tie 
up  his  hands  during  its  continuance. 

From  these  facts,  it  would  at  least  appear  that  the  public 
had  somewhere  become  fully  possessed  of  the  use  of  the  in- 
vention, and  that  they  had  enjoyed  such  use  for  not  less 
than  about  two  years  before  the  plaintiflf  took  any  steps  to 
obtain  his  first  patent. 

Without  stopping  now  to  inquire  what  should  be  con- 
sidered as  the  ptbblic  in  resi)ect  to  a  case  of  this  kind,  let  us 
examine  how  far  the  acts  of  the  plaintiflf  himself  have  pre- 
cluded him  from  ever  controverting  the  right  of  that  public 
to  the  use  of  the  thing  in  question. 

The  principle  upon  which  previous  public  use  of  an  in- 
vention invalidates  a  patent,  undoubtedly,  is,  that  the  in- 
ventor can  no  longer  give  any  consideration  or  equivalent 
for  the  exclusive  privilege  claimed  by  him ;  and  the  law, 
to  sustain  a  principle  so  necessary  and  just  in  itself,  pre- 
sumes an  aband/ynmefnt  by  the  inventor.  This  abandon- 
ment may  be  either  actual^  as  by  voluntary  dedication^  or 
constructive^  as  by  negligence  or  unreasonable  delay. 
[Goodyear  v,  Mathews]  Paine' s  Rep.  300. 

In  the  present  case,  can  it  be  pretended  that  there  was 
neither  negligence  nor  unreasonable  delay  t  The  plaintiff 
would  have  it  appear  that,  up  to  1822,  he  was  maturing  his 
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inrention,  and  yet  what  he  then  took  out  a  patent  for  was 
the  very  thing^  and  no  improvement  upon  that,  which  for 
two  or  three  years  previous  had  been  generally  known  and 
used  in  England  and  France.  But  admitting  this  explana- 
tion to  stand  for  what  it  is  worth,  how  does  it  tally  with 
his  other  ground  of  excuse.  He  says  Forsyth's  intent  re- 
strained  him  in  England.  Be  it  so — and  what  is  the  fair 
inference  %  Why,  that  if  it  had  not  been  for  Forsyth's  pat- 
ent he  would  have  applied  there  for  one  before  1817  ;  and 
if  he  would,  his  invention  tccis  matured  before  he  came  to 
the  United  States ;  and  nothing  but  his  alienism  stood  in 
the  way  of  his  applying  for  a  patent  immediately  after  his 
arrival.  Being  an  alien,  the  law  required  him  to  delay  two 
years.  In  1819,  therefore,  he 'might  and  ought  to  have 
taken  out  his  patent ;  and  if  he  had  done  so,  he  would  have 
anticipated  the  ptcblic  use  of  the  invention  in  England  and 
France.  But  he  delayed  until  1822,  a  period  of  three  years. 
His  own  story  shows  that  such  delay  was  without  sufficient 
cause.  It  was,  therefore,  unreascmdble ;  and  the  law,  in 
protection  of  the  right  acquired  in  the  mean  time  by  the 
public,  construes  his  acts  into  an  abandonment. 

It  would  appear  that,  even  to  the  mind  of  the  plaintiflPs 
counsel,  this  view  of  the  case  is  conclusive,  unless  the  fact 
of  the  invention  having  got  into  public  %Lse  before  the  first 
patent  was  taken  out,  can  be  shaken  ;  for  they  say  that  the 
use,  in  this  case,  was  not  an  Am^ican^  but  a  foreign  use, 
and  therefore  not  a  use  by  the  public  who  contest  their  ex- 
clusive right.  This  distinction  is  directly  opposed  to  the 
act  of  1800,  which  uses  the  language  "  baown  or  used,  in 
this  or  any  foreign  countri/^  ;  and  it  is  equally  opposed  to 
the  intent  and  meaning  of  the  act  of  1793.  We  are  perfectly 
willing  to  admit  that,  in  this  respect,  the  construction  of 
both  acts  should  be  the  same  ;  and  that  the  proviso  at  the 
end  of  the  first  section  of  the  act  of  1800  applies  to  every 
patent^  whether  obtained  under  tJiat  act  or  the  act  of  1793. 
In  the  words  of  Mr.  Justice  Story,  the  act  of  1800  affords, 
in  this  respect,  a  gloss  or  explanation  of  the  original  act. 
Pennock  v.  Dialogue,  2  Peters' s  S.  C.  Rep.  22.    This  only 
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tends  to  show,  that  if  the  plaintiff  had  been  a  citizen  in 
1833,  and  had  taken  out  his  first  patent  under  the  a<3t  of 
1793,  his  case  would  have  been  just  as  objectionable  as  it  is 
now.  But  where  do  the  plaintiff's  counsel  find  any  law 
for  such  a  distinction  between  American  and  foreign  pvhlic 
use^  or  how  could  it  be  sustained  on  principle  ?  If  the 
doctrine  be  a  sound  one,  it  would  go  to  this  extent :  I  dedi- 
cate my  invention  to  the  public  in  Europe  ;  the  European 
public  being  thus  legally  possessed  of  it,  the  article  is 
manufactured  and  exported  in  large  quantities ;  I  imme- 
diately come  over  here,  take  out  a  jyatent,  and  prevent  the 
use  of  the  article  in  the  United  States,  thereby  prohibiting 
the  European  public  from  engaging  in  a  traffic  or  commerce 
which  was  an  immediate  incident  to  my  own  grant  or  dedi- 
cation to  them. 

The  impolicy  of  recognizing  such  a  distinction  would 
afford  a  sufficient  argument  against  it,  even  if  the  terms  of 
the  statute  were  not  e3q)licit,  and  if  nothing  had  ever  fallen 
from  the  bench  to  give  a  construction  to  the  expression 
"  public  use."  But  there  is  positive  and  high  authority  on 
this  subject.  Lord  Chief  Justice  Gibbs  says,  "  to  entitle  a 
man  to  a  patent,  the  invention  must  be  new  to  the  worlds 
[Wood  V.  Zimmer]  1  Holt's  N.  P.  Rep.  58  [1  Am.  &  Eng. 
202],    And  such,  we  submit,  is  the  settled  law  on  this  point. 

It  would  seem  to  be  of  little  importance  in  this  cause  to 
discuss  the  plaintiff's  position  ^^  that  the  second  patent  is 
original  and  independent,  and  not  a  continuation  of  the 
first  patent,"  because  the  only  object  of  disconnecting  the 
two  patents  in  this  case  would  be  to  rescue  the  second  pat- 
ent from  the  operation  of  the  act  of  1800,  under  which  the 
first  patent  was  taken  (the  judge  having  charged  the  jury 
that  the  act  of  1800  was  sufficient  to  control  the  case). 
Now,  we  not  only  admit  that  the  act  of  1793  should  receive 
a  similar  construction  with  that  of  1800,  as  to  previous 
knowledge  or  use  of  an  invention,  but  the  plaintiflTs  counsel 
labor  to  establish  this  very  ground.  Their  position,  how- 
ever, is  not  a  correct  one.  The  object  of  cancelling  a  first 
patent,  and  taking  out  a  second,  is  not  to  take  a  fresh  start 
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for  the  term  of  years  during  which  the  law  allows  the  ex- 
clusive right  to  be  conferred.  It  is  to  enable  the  inventor 
to  enjoy,  for  the  remainder  of  that  term^  the  privilege 
which  was  originally  intended  to  be  granted.  And  in  this 
view,  even  if  the  construction  of  the  two  acts  was  different, 
we  apprehend  that  the  judge  laid  down  the  law  correctly, 
namely,  that  the  plaintiff' s  rights  dei)ended  upon  the  state 
of  things  in  1822,  and  upon  the  act  of  1800. 

It  is  only  necessary  to  follow  the  plaintiflP  s  argument  on 
his  third  point,  to  i)erceive  the  impediment  which  the  first 
section  of  the  act  of  1800,  taken  either  in  reference  to  that 
act  only  or  as  explanatory  of  the  act  of  1793,  offers  to  his 
case.  To  get  rid  of  this  difficulty,  it  is,  in  substance,  con- 
tended by  his  counsel  that  the  legislature  did  not  mean 
what  they  have  said  in  this  section,  when  certain  cases 
came  to  be  considered ;  and  that  the  positive  and  un- 
equivocal language  used  by  them  is,  in  this  respect,  unim- 
portant. Now,  the  very  fact  that  this  section  was  intended 
to  be  declaratory  of  the  law  in  all  cases,  whether  arising 
under  that  or  the  former  act  of  1793,  shows  that  the  explicit 
language  used  was  considered  to  be  all-important  by  the 
legislature ;  and  it  certainly  was  not  contemplated  that 
this  explicit  language  should  be  frittered  away  to  suit 
particular  cases. 

If  the  facta  of  this  case,  as  we  have  endeavored  to  show, 
make  out  a  negligence  or  unreasonable  delay  on  the  part 
of  the  plaintiff  in  taking  out  his  patent,  and  that  such 
negligence  or  unreasonable  delay  amounts  in  law  to  an 
abandonment^  the  case  is  disposed  of.  We  contend  also 
that  the  delay  was  not  accounted  for,  the  alleged  reason 
for  it  being  virtually  contradicted  by  the  testimony  offered 
to  make  out  his  case  ;  and  further,  that  the  finding  of  the 
jury  is  conclusive  as  to  this  point. 

The  intent  of  the  delay  of  the  patent,  and  whether  the 
allowing  the  invention  to  be  used  without  a  patent,  should 
not  be  considered  an  abandonment,  or  a  present  of  it  to  the 
public,  are  questions  for  the  jury.  Morris  v.  Huntington, 
1  Paine' 8  Rep.  [348.] 
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The  principles  which  we  contend  for,  being  recognized  in 
many  of  the  cases  cited  on  the  part  of  the  plaintiff,  (partic- 
ulariy  the  case  of  Pennock  v.  Dialogue,)  it  has  been  deemed 
unnecessary  to  refer  to  those  cases  more  particularly.  If 
the  charge  of  the  judge  was  not  erroneous  as  to  the  law, 
there  can  be  no  ground  for  granting  a  new  trial. 

Mr.  Justice  WLean  delivered  the  opinion  of  the  court. 

This  writ  of  error  brings  before  this  court,  for  its  revision, 
a  judgment  of  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

An  action  was  brought  in  the  Circuit  Court  by  Shaw 
against  the  defendant  Cooper,  for  the  violation  of  a  certain 
patent-right  claimed  by  the  plaintiflf.  The  defendant 
pleaded  the  general  issue,  and  gave  notice  that  on  the  trial 
he  would  prove  "  that  the  pretended  new  and  useful  im- 
provement in  guns  and  fire-arms  mentioned  and  referred  to 
in  the  several  counts  in  the  declaration,  also  that  the  said 
pretended  new  and  useful  improvement,  or  the  essential 
parts  or  portions  thereof,  or  some  or  one  of  them,  had  been 
known  and  used  in  this  country,  namely,  in  the  city  of 
New  York  and  in  the  city  of  Philadelphia,  and  in  sundry 
other  places  in  the  United  States,  and  in  England,  in 
France,  and  in  other  foreign  countries,  before  the  plaintiflf  s 
application  for  a  patent,  as  set  forth  in  his  declaration,"  &c. 

On  the  trial,  the  following  bill  of  exceptions  was  taken  : 
"  To  maintain  the  issue  joined,  the  plaintiflf  gave  in  evidence 
certain  letters  patent  of  the  United  States,  as  set  forth  in 
the  declaration,  issued  on  the  7th  day  of  May,  1829  ;  and 
also  that  the  improvement  for  which  the  letters  were 
granted  was  invented  or  discovered  by  the  plaintiflfs  in 
1813  or  1814,  and  that  the  defendant  had  sold  instruments 
which  were  infringements  of  the  said  letters  patent. 

*'  And  the  defendant  then  proved,  by  the  testimony  of 
one  witness,  that  he  had  used  the  said  improvement  in  Eng- 
land, and  had  purchased  a  gun  of  the  kind  there,  and  had 
seen  others  use  the  said  improvement,  and  had  seen  guns 
of  the  kind  in  the  Duke  of  York's  armory  in  1819 ;  and 
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also  proved,  by  the  testimony  of  five  other  witnesses,  that, 
in  1820  and  1821,  they  worked  in  England  at  the  business 
of  making  and  repairing  guns,  and  that  the  said  improve- 
ment was  generally  used  in  England  in  those  years,  bnt 
that  they  had  never  seen  gnns  of  the  kind  prior  to  those 
years  ;  and  also  proved  that,  in  the  year  1821,  it  was  used 
and  known  in  France  ;  and  also  that  the  said  improvement 
was  generally  known  and  used  in  the  United  States  after 
the  19th  day  of  June,  1822. 

^^  And  the  plaintiff,  further  to  maintain  the  issue  on  his 
part,  then  gave  in  evidence  that  he,  not  being  a  worker  in 
iron,  in  1813  or  1814,  employed  hiB  brother,  in  England, 
under  strict  injunctions  of  secrecy,  to  execute  or  fabricate 
the  said  improvement,  for  the  purpose  of  making  experi- 
ments ;  and  that  the  plaintiff  afterward,  in  1817,  left  Eng- 
land and  came  to  reside  in  the  United  States ;  and  that 
after  his  departure  from  England,  in  1817  or  1818,  his  said 
brother  divulged  the  secret  for  a  certain  reward  to  an  emi- 
nent gunmaker  in  London.  That  on  the  arrival  of  the  plain- 
tiff in  this  country,  in  1817,  he  disclosed  his  said  improve- 
ment to  a  gunmaker,  whom  he  consulted  as  to  obtaining  a 
patent  for  the  same,  and  whom  he  wished  to  engage  to  join 
and  assist  him.  That  the  plaintiff  made  this  disclosure 
under  injunctions  of  secrecy,  claiming  the  improvement  as 
his  own,  declaring  that  he  should  patent  it.  That  the 
plaintiff  treated  his  invention  as  a  secret  after  his  arrival  in 
this  country,  often  declaring  that  he  should  patent  it ;  and 
that  this  step  was  only  delayed  that  he  might  make  it  more 
perfect  before  it  was  introduced  into  public  use  ;  and  that 
he  did  make  alterations,  which  some  witnesses  considered 
improvements  in  his  invention,  and  others  did  not.  That 
in  this  country  the  invention  was  never  known  or  used 
prior  to  the  said  19th  day  of  June,  1822  ;  that  on  that  day 
letters  patent  were  issued  to  the  plaintiff,  being  then  an 
alien,  and  that  he  immediately  brought  his  invention  into 
public  use.  That  afterward,  and  after  suits  had  been 
brought  for  a  violation  of  the  said  letters  patent,  the  plain- 
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tiff  WM  advised  to  surrender  them,  on  account  of  the  speci- 
fication being  defective ;  and  that  he  did  accordingly,  on 
the  7th  day  of  May,  in  the  year  1829,  surrender  the  same 
into  the  Department  of  the  Secretary  of  State,  and  received 
the  letters  patent  first  above  named. 

"  And  the  plaintiff  also  gave  in  evidence,  that  prior  to 
the  19th  day  of  June,  1822,  the  principal  imi)orters  of  guns, 
from  England,  in  New  York  and  Philadelphia,  at  the  latter 
of  which  cities  the  plaintiflF  resided,  had  never  heard  any- 
thing of  the  said  invention,  or  that  the  same  was  used  or 
known  in  England,  and  that  no  guns  of  the  kind  were  im- 
ported into  this  country  until  the  years  1824  or  1825.  And 
that  letters  patent  were  granted  in  England  on  the  11th  day 
of  April,  1807,  to  one  Alexander  J.  Forsyth,  for  a  method 
of  discharging  or  giving  fire  to  artillery  and  all  other  fire- 
arms, which  method  he  describes  in  Ms  specification  as  con- 
sisting in  the  *  use  or  application  as  a  priming,  in  any  mode, 
of  some  or  one  of  those  chemical  compounds  which  are  so 
easily  inflammable  as  to  be  capable  of  taking  fire  and  ex- 
ploding without  any  actual  fire  being  applied  thereto,  and 
merely  by  a  blow,  or  by  any  sudden  or  strong  pressure  or 
friction,  given  or  applied  thereto,  without  extraordinary 
violence — that  is  to  say,  some  one  of  the  comi)ounds  of 
combustible  matter,  such  as  sulphur  or  sulphur  and  char- 
coal, with  an  oxmuriatic  salt ;  for  example,  the  salt  formed 
of  dephlogisticated  marine  acid  and  potash,  (or  potasse,) 
which  salt  is  otherwise  called  oxmuriate  of  potash,  or  such 
of  the  fulminating  metallic  comi)ounds  as  may  be  used 
with  safety  ;  for  example,  fulminating  mercury,  or  of  com- 
mon gunpowder  mixed  in  due  quantity  with  any  of  the 
above-mentioned  substances,  or  with  any  oxmuriatic  salt, 
as  aforesaid,  or  of  suitable  mixtures  of  any  of  the  before- 
mentioned  compounds ; '  and  that  the  said  letters  patent 
continued  in  force  for  the  period  of  fourteen  years  from  the 
time  of  granting  the  same." 

And  the  defendant,  further  to  maintain  the  issue  on  his 
part,  gave  in  evidence  a  certain  letter  from  the  plaintiff  to 
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the  defendant,  dated  in  December,  in  the  year  1824,  from 
which  the  following  is  an  extract : 

"  Some  time  since  I  stated  that  I  had  employed  counsel 
respecting  regular  prosecutions  for  any  trespass  against  my 
rights  to  the  patent.  I  have  at  length  obtained  the  opinion 
of  Mr.  Sergeant  of  this  city,  together  with  others  eminent 
in  the  law,  and  that  is,  that  I  ought  (with  a  view  to  insure 
success)  to  visit  England,  and  procure  the  affidavits  of 
Manton  and  others,  to  whom  I  made  my  invention  known, 
and  also  of  the  person  whom  I  employed  to  make  the  lock 
at  the  time  of  invention  ;  for  it  appears  very  essential  that 
I  should  prove  that  I  did  actually  reduce  the  principle  to 
practice,  otherwise  a  verdict  might  be  doubtful.  It  is, 
therefore,  my  intention  to  visit  England  in  May  next  for 
this  purpose.  In  the  mean  time,  proceedings  which  have 
commenced  here  are  suspended  for  the  necessary  time." 

And  the  court,  on  these  facts,  charged  the  jury  that  the 
patent  of  the  7th  of  May,  1829,  having  been  issued,  as  ap- 
pears by  its  recital,  on  the  surrender  and  cancelment  of  the 
patent  of  the  19th  day  of  June,  in  the  year  1822,  and  being 
intended  to  correct  a  mistake  or  remedy  a  defect  in  the 
latter,  it  must  be  considered  as  a  continuation  of  the  said 
patent,  and  the  rights  of  the  plaintiff  were  to  be  determined 
by  the  state  of  things  which  existed  in  the  year  1822,  when 
the  patent  was  first  obtained. 

That  the  plaintiflf  s  case,  therefore,  came  under  the  act 
passed  the  17th  day  of  April,  1800,  extending  the  right  of 
obtaining  patents  to  aliens,  by  the  first  section  of  which 
the  applicant  is  required  to  make  oath  that  his  invention 
has  not,  to  the  best  of  his  knowledge  or  belief,  been  known 
or  used  in  this  or  any  foreign  country.  That  the  plaintiff 
most  probably  did  not  know,  in  the  year  1822,  that  the  in- 
vention for  which  he  was  taking  out  a  patent  had,  before 
that  time,  been  in  use  in  a  foreign  country ;  but  that  his 
knowledge  or  ignorance  on  that  subject  was  rendered  im- 
material by  the  concluding  part  of  the  section,  which  ex- 
pressly declares  that  every  patent  obtained  pursuant  to  that 
act  for  any  invention  which,  it  should  afterward  appear, 
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had  been  known  or  used  previous  to  such  application  for  a 
patent,  should  be  utterly  void.  That  there  was  nothing  in 
the  act  confining  such  use  to  the  United  States,  and  that  if 
the  invention  was  previously  known  in  England  or  France 
it  was  sufficient  to  avoid  the  patent  under  that  act.  That  the 
evidence  would  lead  to  the  conclusion  that  the  plaintiff  was 
the  inventor  in  this  case,  but  the  court  were  of  opinion  that 
he  bad  slept  too  long  on  his  rights,  and  not  followed  them 
up  as  the  law  requires,  to  entitle  him  to  any  benefit  from 
his  i>atent.  That  the  use  of  the  invention  by  a  person  who 
had  pirated  it,  or  by  others  who  knew  of  the  piracy,  would 
not  affect  the  inventor's  rights,  biit  that  the  law  was  made 
for  the  benefit  of  the  public  as  well  as  of  the  inventor  ;  and 
if,  as  appear^  from  the  evidence  in  this  case,  the  public  had 
fairly  become  possessed  of  the  invention  before  the  plaintiff 
applied  for  his  patent,  it  was  sufficient,  in  the  opinion  of 
the  court,  to  invalidate  the  patent,  even  though  the  inven- 
tion may  have  originally  got  into  public  use  through  the 
fraud  or  misconduct  of  his  brother,  to  whom  he  intrusted 
the  knowledge  of  it. 

Under  this  charge,  the  jury  found  a  verdict  for  the  de- 
fendant, on  which  a  judgment  was  entered. 

There  is  a  general  assignment  of  errors,  which  brings  to 
the  consideration  of  the  court  the  principles  of  law  which 
arise  out  of  the  facts  of  the  case,  as  stated  in  the  bill  of 
exceptions. 

It  may  be  proper,  in  the  first  place,  to  inquire  whether 
the  letters  patent  which  were  obtained  in  1829,  on  a  sur- 
render of  the  first  patent,  have  relation  to  the  emanation  of 
the  patent  in  1822,  or  shall  be  considered  as  having  been 
issued  on  an  original  application. 

On  the  part  of  the  plaintiff,  it  is  contended  that  * '  the 
second  patent  is  original  and  independent,  and  not  a  con- 
tinuation of  the  first  patent"  ;  that  in  adopting  the  policy 
of  giving,  for  a  term  of  years,  exclusive  rights  to  inventors 
in  this  country,  we  adopted  at  the  same  time  the  rules  of 
the  common  law  as  applied  to  patents  in  England ;  and 
that,  by  the  rules  of  the  conmion.  law,  a  patent,  when  de- 
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fectivG,  may  be  surrendered  to  the  granting  power,  which 
vacates  the  right  onder  it,  and  the  king  may  grant  the 
right  de  novOy  either  to  the  same  or  to  any  other  person. 

This  being  the  effect  of  the  surrender  of  a  patent  in  Eng- 
land, it  is  insisted  that  the  same  consequence  should  follow 
a  surrender  in  this  country.  On  this  subject,  it  is  said  that 
the  decisions  of  the  English  courts  are  uniform,  and  that 
not  even  a  dictum  can  be  found  that  a  second  patent  is  a 
continuation  of  the  first. 

The  counsel  seems  to  consider  this  point  of  great  impor- 
tance, as  the  plaintiflf  was  an  alien  when  the  first  patent  was 
obtained,  but  had  become  naturalized  before  the  date  of  the 
second,  and,  consequently,  that  his  rights  under  the  second 
patent  cannot  be  governed  by  the  law  applicable  to  aliens. 
As  the  inquiry  on  this  head  is  whether  the  second  patent 
has  relation  to  the  first,  it  is  not  necessary  to  look  into  the 
laws  to  ascertain  the  respective  rights  of  aliens  and  citizens 
on  this  subject.  In  regard  to  the  right  of  the  patentee  to 
surrender  a  defective  patent  and  take  out  a  new  one,  there 
can  be  no  difference  between  a  citizen  and  an  alien. 

That  the  holder  of  a  defective  patent  may  surrender  it  to 
the  Department  of  State  and  obtain  a  new  one  which  shall 
have  relation  to  the  emanation  of  the  iirst,  was  decided  by 
this  court,  at  the  last  term,  in  the  case  of  Grant  et  al. 
7).  Raymond,  6  Peters,  22.  The  Chief  Justice,  in  giving 
the  opinion  of  the  court,  says  :  ^^  But  the  new  patent  and 
the  proceedings  on  which  it  issues  have  relation  to  the  orig- 
inal transaction.  The  time  of  the  privilege  still  runs  from 
the  date  of  the  original  patent.  The  application  may  be 
considered  as  appended  to  the  original  application  ;  and,  if 
the  new  application  is  valid,  the  law  must  be  considered  as 
satisfied,  if  the  machine  was  not  known  or  used  before  that 
application." 

As  this  decision  must  be  considered  as  settling  the  con- 
struction of  the  patent  laws  on  this  point,  it  is  conclusive 
in  the  present  case  ;  and  it  is,  therefore,  unnecessary  to  ex- 
amine the  argument  of  the  plaintiflf  s  counsel,  which  was 
designed  to  lead  to  a  diflPerent  conclusion. 
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The  second  patent  being  a  continuation  of  the  first  one, 
the  rights  of  the  plaintiff  must  be  ascertained  by  the  law 
under  which  the  original  application  was  made. 

This  law  was  passed  on  the  17th  of  April,  1800,  and  pro- 
vides "  that  aU  and  singular  the  rights  and  privileges  given 
to  citizens  of  the  United  States  respecting  patents  for  new 
inventions,  &c.,  shaU  be  extended  to  aliens,  who,  at  the 
time  of  petitioning,  shall  have  resided  for  two  years  within 
the  United  States,  &c.  :  Provided^  That  every  person 
petitioning  for  a  patent  for  any  invention,  art,  or  discovery, 
pursuant  to  this  act,  shall  make  oath  or  affirmation,  before 
some  person  duly  authorized  to  administer  oaths,  before 
such  patent  shall  be  granted,  that  such  invention,  art,  or 
discovery  hath  not,  to  the  best  of  his  or  her  knowledge  or 
belief,  been  known  or  used,  either  in  this  or  any  foreign 
country ;  and  that  every  patent  which  shall  be  obtained 
pursuant  to  this  act  for  any  invention,  art,  or  discovery 
which,  it  shall  afterward  appear,  had  been  known  or  used 
previous  to  such  application  for  a  patent,  shall  be  utterly 
void." 

By  the  act  of  the  21st  of  February,  1793,  which  limits 
patent-rights  to  citizens,  it  is  provided  '^  that  every  person 
or  persons,  in  his  or  their  application  for  a  patent,  shall 
state  that  the  machine,  &c.,  was  Twt  knovm  or  used  before 
such  application." 

The  sixth  section  of  this  act  provides  that  a  defendant, 
when  prosecuted  for  a  violation  of  a  patent-right,  may  give 
in  evidence,  under  a  notice,  among  other  matters,  "  that 
the  thing  secured  by  patent  was  not  originally  discovered 
by  the  patentee,  but  had  been  in  use,  or  had  been  described 
in  some  public  work,  anterior  to  the  supposed  discovery  of 
the  patentee,  or  that  he  had  surreptitiously  obtained  a  patent 
for  the  discovery  of  another  person — ^in  either  of  which 
cases,  judgment  shall  be  rendered  for  the  defendant,  with 
costs,  and  the  patent  shall  be  declared  void." 

It  would  seem,  from  the  above  provisions,  that  citizens 
and  aliens,  as  to  patent-rights,  are  placed  substantially 
upon  the  same  ground.    In  either  case,  if  the  invention 


312  SHAW  V.  COOPER.  [Sup.  Ct. 

Opinion  of  the  court 

was  known  or  used  by  the  public  before  it  was  patented, 
the  patent  is  void.  In  both  cases  the  right  must  be  tested 
by  the  same  rule. 

From  the  facts  in  the  case,  it  appears  that  the  plaintiff, 
while  residing  in  England,  in  1813  or  1814,  invented  the  in- 
strument secured  by  his  patent ;  that,  before  he  came  to 
the  United  States,  he  made  known  his  invention  to  his 
brother,  to  Mr.  Manton,  a  gunmaker  in  London,  and  to 
others  ;  that,  shortly  after  he  came  to  the  United  States,  in 
1817,  he  disclosed  his  invention  to  a  gunmaker  in  Phila- 
delphia^  and  that,  in  1817  or  1818,  the  plaintiff's  brother 
sold  the  invention  to  a  gunmaker  in  London  ;  that  in  1819 
the  invention  was  sold  and  used  in  England  ;  and  that,  in 
the  two  following  years,  it  was  in  public  use  there,  and  in 
the  latter  year  also  in  France ;  that  on  the  19th  of  June, 
1822,  his  first  patent  was  obtained. 

It  also  appears  that  in  April,  1807,  a  patent  was  granted 
in  England  to  one  Forsyth,  for  fourteen  years,  for  an  inven- 
tion on  the  same  subject.  This  fact  was  shown  by  the 
plaintiff,  it  is  presumed,  as  a  reason  why  he  did  not  take 
out  a  patent  in  England. 

The  question  arises,  from  these  facts  and  others  which 
belong  to  the  case,  whether  there  was  such  a  use  in  the 
public,  of  this  invention,  at  the  date  of  the  plaintiff's  first 
patent,  as  to  render  it  void. 

By  the  plaintiff's  counsel,  it  is  insisted  that  if  an  inven- 
tion has  been  pirated,  or  fraudulently  divulged,  the  inventor 
cannot  thereby  lose  his  right  to  his  own  invention  and  prop- 
erty ;  and  it  makes  no  difference  that  the  public  have 
acquired  the  use  of  the  invention  without  any  participation 
in  the  fraud,  unless  the  inventor  has  acquiesced  in  such  use. 

The  right  of  the  plaintiff  to  his  invention  is  compared  to 
his  right  to  other  property,  which  cannot  be  divested  by 
fraud  or  violence  ;  and  the  case  of  Miller  v.  Taylor,  4  Burr. 
2303, — ^where  seven  judges  against  four  held  that,  at  com- 
mon law,  an  author  by  publishing  a  literary  composition 
does  not  abandon  his  right, — is  referred  to  as  illustrative  of 
the  principle. 
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Several  decirions  by  the  Circuit  Courts  of  the  United 
States  are  cited  to  sustain  the  right  of  the  plaintiff.  In 
the  case  of  Whittemore  v.  Cutter,  1  Gall.  482,  the  court 
say :  ''  It  wiU  not  protect  the  plalntiflFs  patent,  that  he 
was  the  inventor  of  the  improvements,  if  he  suffered  them 
to  be  used  freely  and  fully  by  the  public  at  large  for  so 
many  years,  combined  with  aU  the  usual  machinery ;  for, 
in  sach  cajse,  he  must  be  deemed  to  have  made  a  gift  of 
them  to  the  public,  as  much  as  a  person  who  voluntarily 
opens  his  land  as  a  highway  and  suffers  it  to  remain  for 
a  length  of  time  devoted  to  public  use." 

In  the  case  of  Goodyear  v.  Mathews,  1  Paine' s  Rep.  301, 
the  court,  in  substance,  say  "  that  if  the  plaintiff  be  the  in- 
ventor, it  is  immaterial  that  the  invention  has  been  known 
and  used  for  years  before  the  application,"  And  in  the 
case  of  Morris  v.  Huntington,  1  Paine,  354,  the  court  say 
that ''  no  man  is  to  be  permitted  to  lie  by  for  years,  and 
then  take  out  a  patent.  If  he  has  been  practising  his  in- 
vention with  a  view  of  improving  it,  and  thereby  rendering 
it  a  greater  benefit  to  the  public,  before  taking  out  a  pat- 
ent, that  ought  not  to  prejudice  him.  But  it  should  always 
be  a  question  submitted  to  the  jury,  what  was  the  intent  of 
the  delay  of  the  patent,  and  whether  the  allowing  the  in- 
vention to  be  used  without  a  patent  should  not  be  consid- 
ered an  abandonment  or  present  of  it  to  the  public." 

This  was  a  case  where  a  second  patent  had  been  obtained, 
the  first  being  defective,  and  this,  it  would  seem,  was 
deemed  suflScient  to  protect  the  right  of  the  plaintiff, 
though  the  public  had  been  in  possession  of  the  invention 
for  six  years  before  the  emjmation  of  the  second  patent. 

Of  the  same  import  are  the  cases  cited  from  [Melius 
V.  Silsbee]  4  Mason,  108,  and  [Conn.  v.  Penn.]  4  Washington, 
438  [Treadwell  v.  Bladen,  ibid.l  703. 

The  question,  what  use  in  the  public,  before  the  applica- 
tion is  made  for  a  patent,  shaU  make  void  the  right  of  the 
patentee,  was  brought  before  this  court  by  the  case  of  Pen- 
nock  &  Sellers  v.  Dialogue,  reported  in  2  Peters,  1.  In  this 
case,  the  court  say  that  "  it  has  not  been,  and  indeed  can- 
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not  be,  denied  that  an  inventor  may  abandon  his  invention 
and  snrrender  or  dedicate  it  to  the  public.  This  inchoate 
right  thus  gone,  cannot  afterward  be  resumed  at  his  pleas- 
ure ;  for  when  gifts  are  once  made  to  the  public  in  this 
way,  they  become  absolute."  And  again,  "  if  an  invention 
is  used  by  the  public,  with  the  consent  of  the  inventor,  at 
the  time  of  his  application  for  a  patent,  how  can  the  court 
say  that  his  case  is  nevertheless  such  as  the  act  was  in- 
tended to  protect  1  If  such  a  public  use  is  not  a  use  within 
the  meaning  of  the  statute,  how  can  the  court  extract  the 
case  from  its  operation,  and  support  a  patent,  when  the 
suggestions  of  the  patentee  were  not  true,  and  the  condi- 
tions on  which  alone  the  grant  was  authorized  do  not 
exist?" 

*^  The  true  construction  of  the  Patent  Law  is,"  the  court 
say,  "  that  the  first  inventor  cannot  acquire  a  good  title  to 
a  patent,  if  he  suffers  the  thing  invented  to  go  into  public 
use,  or  to  be  publicly  sold  for  use,  before  he  makes  appli- 
cation for  a  patent." 

In  this  case,  it  appeared  that  the  thing  invented  had  been 
in  use  by  the  public,  with  the  consent  of  the  inventors,  and 
through  which  they  derived  a  profit,  for  seven  years  before 
the  emanation  of  a  patent.  And  this  use  was  held  by  the 
court  to  be  an  abandonment  of  the  right  by  the  patentees. 

The  policy  of  granting  exclusive  privileges  in  certain 
cases  was  deemed  of  so  much  importance,  in  a  national 
point  of  view,  that  power  was  given  to  Congress  in  the 
Federal  Constitution  "  to  promote  the  progress  of  science 
and  useful  arts,  by  securing  for  limited  times,  to  authors 
and  inventors,  the  exclusive  right  to  their  respective  writ- 
ings and  discoveries." 

This  power  was  exercised  by  Congress  in  the  passage  of 
the  acts  which  have  been  referred  to  ;  and,  from  an  exam- 
ination of  their  various  provisions,  it  clearly  appears  that  it 
was  the  intention  of  the  legislature,  by  a  compliance  with 
the  requisites  of  the  law,  to  vest  the  exclusive  right  in  the 
inventor  only  ;  and  that,  on  condition  that  his  invention  was 
neither  known  nor  used  by  the  public  before  his  applica- 
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tion  for  a  patent.  If  such  use  or  knowledge  shall  be  proved 
to  have  existed  prior  to  the  application  for  the  patent,  the 
act  of  1793  declares  the  patent  void ;  and,  as  has  been 
already  stated,  the  right  of  an  alien  is  vacated  in  the  same 
manner,  by  proving  a  foreign  use  or  knowledge. of  his  in- 
vention. That  knowledge  or  use  which  would  be  fatal  to 
the  patent-right  of  a  citizen,  would  be  equally  so  to  the 
right  of  an  alien. 

The  knowledge  or  use  spoken  of  in  the  act  of  1793  could 
have  referred  to  the  public  only,  for  the  provision  would 
be  nugatory  if  it  were  applied  to  the  inventor  himself.  He 
must  necessarily  have  a  perfect  knowledge  of  the  thing  in- 
vented, and  its  use,  before  he  can  describe  it,  as  by  law  he 
is  required  to  do  preparatory  to  the  emanation  of  a  patent. 
But  there  may  be  cases  in  which  a  knowledge  of  the  inven- 
tion may  be  surreptitiously  obtained  and  communicated  to 
the  public,  that  do  not  affect  the  right  of  the  inventor. 
Under  such  circumstances,  no  presumption  can  arise  in 
favor  of  an  abandonment  of  the  right  to  the  public  by  the 
inventor,  though  an  acquiescence  on  his  part  will  lay  the 
foundation  for  such  a  presumption. 

In  England,  it  has  been  decided  that  if  an  inventor  shall 
suffer  the  thing  invented  to  be  sold  and  go  into  public  use 
for  four  months,  and,  in  a  later  case,  for  any  period  of  time, 
before  the  date  of  his  patent,  it  is  utterly  void. 

In  that  country,  the  right  emanates  from  the  royal  prerog- 
ative ;  in  this,  it  is  founded  exclusively  on  statutory  pro- 
visions. But  the  policy  in  both  governments  is  the  same 
in  granting  the  right  and  in  fixing  its  limits. 

Vigilance  is  necessary  to  entitle  an  individual  to  the 
privileges  secured  under  the  Patent  Law.  It  is  not  enough 
that  he  should  show  his  right  by  invention,  but  he  must 
secure  it  in  the  mode  required  by  law.  And  if  the  inven- 
tion, through  fraudulent  means,  shall  be  made  known  to 
the  public,  he  should  assert  his  right  immediately,  and 
take  the  necessary  steps  to  legalize  it. 

The  Patent  Law  was  designed  for  the  public  benefit  as 
well  as  for  the  benefit  of  inventors.     For  a  valuable  inven- 
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tion,  the  public,  on  the  inventor's  complying  with  certain 
conditions,  give  him,  for  a  limited  period,  the  profits  aris- 
ing from  the  sale  of  the  thing  invented.  This  holds  out  an 
inducement  for  the  exercise  of  genius  and  skill  in  making 
discoveries  which  may  be  useful  to  society  and  profitable 
to  the  discoverer.  But  it  was  not  the  intention  of  this  law 
to  take  from  the  public  that  of  which  they  were  fairly  in 
possession. 

In  the  progress  of  society,  the  range  of  discoveries  in  the 
mechanic  arts,  in  science,  and  in  all  things  which  promote 
the  public  convenience,  as  a  matter  of  course,  will  be  en- 
larged. This  results  from  the  aggregation  of  mind  and  the 
diversity  of  talents  and  pursuits  which  exist  in  every  intel- 
ligent community.  And  it  would  be  extremely  impolitic 
to  retard  or  embarrass  this  advance,  by  withdrawing  from 
the  public  any  useful  invention  or  art,  and  making  it  a  sub- 
ject of  private  monopoly.  Against  this  consequence,  the 
legislature  have  carefully  guarded,  in  the  laws  they  have 
passed  on  the  subject. 

It  is  undoubtedly  just  that  every  discoverer  should  re- 
alize the  benefits  resulting  from  his  discovery,  for  the 
period  contemplated  by  law.  But  these  can  only  be  secured 
by  a  substantial  compliance  with  every  legal  requisite. 
His  exclusive  right  does  not  rest  alone  upon  his  discovery, 
but  also  upon  the  legal  sanctions  which  have  been  given  to 
it,  and  the  forms  of  law  with  which  it  has  been  clothed. 

No  matter  by  what  means  an  invention  may  be  communi- 
cated to  the  public  before  a  patent  is  obtained,  any  acqui- 
escence in  the  public  use,  by  the  inventor,  will  be  an  aban- 
donment of  his  right.  If  the  right  were  asserted  by  him 
who  fraudulently  obtained  it,  perhaps  no  lapse  of  time 
could  give  it  validity.  But  the  public  stand  in  an  entirely 
different  relation  to  the  inventor. 

The  invention  passes  into  the  possession  of  innocent  per- 
sons who  have  no  knowledge  of  the  fraud,  and,  at  a  con- 
siderable expense,  perhaps,  they  appropriate  it  to  their 
own  use.  The  inventor,  or  his  agent,  has  full  knowledge 
of  these  facts,  but  fails  to  assert  his  right.     Shall  he  after- 
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ward  be  permitted  to  assert  it  with  effect  ?  Is  not  this  such 
evidence  of  acquiescence  in  the  public  use,  on  his  part,  as 
justly  forfeits  his  right  ? 

If  an  individual  witness  a  sale  and  transfer  of  real  estate, 
under  certain  circumstances,  in  which  he  has  an  equitable 
lien  or  interest,  and  does  not  make  known  this  interest,  he 
shall  not  afterward  be  permitted  to  assert  it.  On  this  prin- 
ciple it  is  that  a  discoverer  abandons  his  right  if,  before  the 
obtainment  of  his  patent,  his  discovery  goes  into  public 
use.  His  right  would  be  secured  by  giving  pubUc  notice 
that  he  was  the  inventor  of  the  thing  used,  and  that  he 
should  apply  for  a  patent.  Does  this  impose  anything 
more  than  reasonable  diligence  on  the  inventor?  And 
would  anything  short  of  this  be  just  to  the  public  i 

The  acquiescence  of  an  inventor  in  the  public  use  of  his 
invention  can  in  no  case  be  presumed  where  he  has  no 
knowledge  of  such  use.  But  this  knowledge  may  be  pre- 
sumed from  the  circumstances  of  the  case.  This  will,  in 
general,  be  a  fact  for  the  jury.  And  if  the  inventor  do  not, 
immediately  after  this  notice,  assert  his  right,  it  is  such  evi- 
dence of  acquiescence  in  the  public  use  as  forever  afterward 
to  prevent  him  from  asserting  it.  After  his  right  shaU  be 
perfected  by  a  patent,  no  presumption  arises  against  it  from 
a  subsequent  use  by  the  public. 

When  an  inventor  applies  to  the  Department  of  State  for 
a  patent,  he  should  state  the  facts  truly  ;  and,  indeed,  he 
is  required  to  do  so,  under  the  solenm  obligations  of  an 
oath.  If  his  invention  has  been  carried  into  public  use  by 
fraud,  but  for  a  series  of  months  or  years  he  has  taken  no 
steps  to  assert  his  right,  would  not  this  afford  such  evidence 
of  acquiescence  as  to  defeat  his  application,  as  effectually 
as  if  he  f aUed  to  state  that  he  was  the  original  inventor  ? 
And  the  same  evidence  which  should  defeat  his  application 
for  a  patent  would,  at  any  subsequent  period,  be  fatal  to 
his  right.  The  evidence  he  exhibits  to  the  Department  of 
State  is  not  only  ex  partCj  but  interested ;  and  the  ques- 
tions of  fact  are  left  open,  to  be  controverted  by  any  one 
who  shall  think  proper  to  contest  the  right  under  the  patent. 
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A  strict  construction  of  the  act,  as  it  regards  the  public 
use  of  an  invention,  before  it  is  patented,  is  not  only  re- 
quired by  its  letter  and  spirit,  but  also  by  sound  policy. 
A  term  of  fourteen  years  was  deemed  sufficient  for  the  en- 
joyment of  an  exclusive  right  of  an  invention  by  the  in- 
ventor ;  but  if  he  may  delay  an  application  for  his  patent 
at  pleasure,  although  his  invention  be  carried  into  public 
use,  he  may  extend  the  period  beyond  what  the  law  in- 
tended to  give  him.  A  pretence  of  fraud  would  afford  no 
adequate  security  to  the  public  in  this  respect,  as  artifice 
might  be  used  to  cover  the  transaction.  The  doctrine  of 
presumed  acquiescence,  where  the  public  use  is  known,  or 
might  be  known,  to  the  inventor,  is  the  only  safe  rule  which 
can  be  adopted  on  this  subject. 

In  the  case  under  consideration,  it  appears  the  plaintiflf 
came  to  this  country,  from  England,  in  the  year  1817,  and, 
being  an  alien,  he  could  not  apply  for  a  patent  until  he  had 
remained  in  the  country  two  years.  There  was  no  legal 
obstruction  to  his  obtaining  a  patent  in  the  year  1819  ;  but 
it  seems  that  he  failed  to  apply  for  one  until  three  years 
after  he  might  have  done  so.  Had  he  used  proper  diligence 
in  this  respect,  his  right  might  have  been  secured,  as  his 
invention  was  not  sold  in  England  until  the  year  1819.  But 
in  the  two  following  years  it  is  proved  to  have  been  in  pub- 
lic use  there,  and  in  the  latter  year  also  in  Prance. 

Under  such  circumstances,  can  the  plaintiflPs  right  be 
sustained  ? 

His  counsel  assigns  as  a  reason  for  not  making  an  earlier 
application,  that  he  was  •endeavoring  to  make  his  invention 
more  perfect ;  but  it  seems  by  this  delay  he  was  not  en- 
abled, essentially,  to  vary  or  improve  it.  The  plan  is  sub- 
stantially the  same  as  was  carried  into  public  use,  through 
the  brother  of  the  plaintiff,  in  England.  Such  an  excuse, 
therefore,  cannot  avail  the  plaintiff.  For  three  years,  be- 
fore the  emanation  of  his  patent,  his  invention  was  in  pubUc 
use,  and  he  appears  to  have  taken  no  step  to  assert  his  right. 
Indeed,  he  sets  up,  as  apart  of  his  case,  the  patent  to  Forsyth, 
as  a  reason  why  he  did  not  apply  for  a  patent  in  England. 
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The  Forsyth  patent  was  dated  six  years  before.  Some 
of  the  decisions  of  the  Circuit  Courts  which  are  referred  to 
were  overruled  in  the  case  of  Pennock  &  Sellers  v.  Dialogue. 
They  made  the  question  of  abandonment  to  turn  upon  the 
intention  of  the  inventor.  But  such  is  not  considered  to 
be  the  true  ground.  Whatever  may  be  the  intention  of  the 
inventor,  if  he  suffers  his  invention  to  go  into  public  use, 
through  any  means  whatsoever,  without  an  immediate 
assertion  of  his  right,  he  is  not  entitled  to  a  patent ;  nor 
will  a  patent  obtained  under  such  circumstances  protect  his 
right. 

The  judgment  of  the  Circuit  Court  must  be  affirmed  with 
costs. 

This  cause  came  on  to  be  heard  on  the  transcript  of  the 
record  from  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York,  and  was  argued  by  coun- 
sel ;  on  consideration  whereof,  it  is  adjudged  and  ordered 
by  this  court  that  the  judgment  of  the  said  Circuit  Court 
in  this  cause  be,  and  the  same  is  hereby, 

Affibmsd  with  costs. 
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2  Abb.  Pat.  Law,  1886,  pp.  62,  183,  204,  215,  340. 
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Merwin  on  Pat.  Inyt.,  1883,  p.  700. 

Walker  on  Pats.,  1883,  p.  69. 


Jan.,  1833.]  SHAW  v.  COOPER  323 


324  P.  &  T.  R  R.  CO.  v.  STIMPSON.  [Sup.  Ct. 

Syllabus. 


THE  PHILADELPHIA  AND  TREISTON  RAILROAD 
COMPANY,  PLAINTIFFS  IN  ERROR,  v.  JAMES 
STIMPSON,  DEFENDANT  IN  ERROR.  Also  called 
RAILROAD  CO.  v.   STIMPSON. 

UPetU8-468.    Jan.,  1840. 

[Bk.  10.  L.  ed.  586  ;  2  Robb.  46  ;  1  Whit  292.] 

Grant  of  patent  prima  facie  evidence.  Recitals  of  prerequisites. 
Statutory  notice  of  special  matter.  Inventor^s  declarations  in 
patent.  Evidence  of  date  of  invention.  Practice  as  to  order  of 
introducing  evidence. 

1.  The  grant  of  a  patent  by  a  public  officer  upon  evidence  and 

proofs  laid  before  him,  and  on  which  he  is  to  decide  and  act, 
is  prima  facie  evidence  of  the  regularity  and  sufficiency  of  the 
proofs,  the  sufficiency  of  which  is  not  re-examinable  (p.  338). 

2.  A  reissue  granted  in  compliance  with  Act  1832,  §  3,  upon  com- 

pliance with  the  conditions  prescribed  by  Act  1793,  §  3,  re- 
quires no  recitals  that  the  prerequisites  of  the  grant  have  been 
duly  complied  with  (p.  339). 

3.  Based  on  patentee's  oath,  the  patent  is  prima  facie  evidence 

that  he  is  the  inventor  (p.  339). 

4.  The  burden  of  proof  is  on  defendant  to  show  the  service  of 

the  statutory  notice  of  special  matter,  required  by  Act  1836, 
§  15,  before  introducing  witness  to  prove  the  alleged  prior  use 


(p.  339). 
;.  Wh€ 


5.  Where  evidence  is  offered  for  a  certain  purpose,  it  cannot  be 

deserted  for  that  purpose,  to  show  its  relevancy  to  another 
purpose,  not  at  that  time  suggested  to  the  court  (p.  341). 

6.  A  party  has  no  right  to  cross-examine  any  witness  except  as  to 

facts  and  circumstances  connected  with  the  matters  stated  in 
his  direct  examination  (p.  342). 

7.  Parol  evidence  bearing  upon  written  contracts  or  papers  ought 

not  to  be  admitted  without  the  production  of  such  written 
contracts  or  papers  (p.  343). 
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8.  The  conyersations  and  declarations  of  the  inventor,  stating  that 

he  had  made  an  invention,  describing  its  details  and  operation, 
are  part  of  the  res  gestcB  and  legitimate  evidence  to  prove  the 
date  of  invention  as  early  as  at  that  period  (p.  344). 

9.  Evidence  of  want  of  identity,  a  material  difference  between  the 

original  and  reissued  patents,  offered  by  defendants  after  stat- 
ing in  open  court  that  they  had  closed  their  evidence  and 
plaintiffs  had  discharged  their  witnesses  ;  if  a  matter  in  the 
sound  discretion  of  the  court,  held  properly  rejected  (p.  345). 

10.  The  mode  of  conducting  trials,  the  order  of  introducing  evi- 
dence, and  the  times  when  it  is  introduced,  belong  to  the 
practice  of  the  Circuit  Courts,  with  which  this  Court  ought  not 
to  interfere,  unless  it  shall  choose  to  prescribe  general  rules  oj\ 
the  subject  (p.  345). 

In  error  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Pennsylvania. 

At  the  April  session  of  the  Circuit  Court,  Janaes  Stimpson 
instituted  an  action  against  the  plaintiffs  in  error,  for  the 
recovery  of  damages  for  the  violation  of  a  patent  granted 
to  him  by  the  United  States,  on  the  26th  day  of  September, 
1886,  for  '*  a  new  and  useful  improvement  in  the  mode  of 
turning  short  curves  on  railroads." 

The  case  was  tried  on  the  16th  day  of  February,  1839, 
and  a  verdict  was  rendered  for  the  plaintiflp,  for  the  sum  of 
four  thousand  two  hundred  and  fifty  dollars.  On  the  6th 
of  May,  1839,  a  remittitur  was  entered  on  the  docket  of  the 
court,  for  the  sum  of  one  thousand  dollars  ;  and  a  judg- 
ment was  entered  for  the  plaintiff  for  three  thousand  two 
hundred  and  fifty  dollars. 

On  the  trial  of  the  cause,  the  defendants  tendered  a  bill 
of  exceptions  to  the  decisions  of  the  court,  on  their  admit- 
ting the  patent  to  the  plaintiff  in  evidence,  and  to  other 
rulings  of  the  court  in  the  course  of  the  trial.  The  defend- 
ants prosecuted  this  writ  of  error. 

The  patent  granted  by  the  United  States  to  James  Stimp- 
son was  as  follows : 

"The  United  States  of  America  to  all  to  whom  these 
letters  patent  shall  come : 
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"  Whereas,  James  Stiinpson,  a  citizen  of  the  United 
States,  hath  alleged  that  he  has  invented  a  new  and  useful 
improvement  in  the  mode  of  turning  short  curves  on  rail- 
roads, for  which  letters  patent  were  granted  the  twenty- 
third  day  of  August,  1831,  which  letters  being  hereby  can- 
celled on  account  of  a  defective  8i)ecification,  which  im- 
provement, he  states,  has  not  been  known  or  used  before 
his  application,  hath  made  oath  that  he  does  verily  believe 
that  he  is  the  true  inventor  or  discoverer  of  the  said  im- 
provement, hath  paid  into  the  treasury  of  the  United  States 
the  sum  of  thirty  dollars,  delivered  a  receipt  for  the  same, 
and  presented  a  petition  to  the  Secretary  of  State,  signify- 
ing a  desire  of  obtaining  an  exclusive  property  in  the  said 
improvement,  and  praying  that  a  patent  may  be  granted 
for  that  purpose  :  These  are,  therefore,  to  grant,  according 
to  law,  to  the  said  James  Stimpson,  his  heirs,  administra- 
tors, or  assigns,  for  the  term  of  fourteen  years  from  the 
twenty-third  day  of  August,  1831,  the  full  and  exclusive 
right  and  liberty  of  making,  constructing,  using,  and  vend- 
ing to  others  to  be  used  the  said  improvement,  a  description' 
whereof  is  given,  in  the  words  of  the  said  James  Stimpson 
himself,  in  the  schedule  hereto  annexed." 

Tested  at  Washington,  under  the  seal  of  the  United 
States,  on  the  26th  day  of  September,  1836,  by  the  Presi- 
dent of  the  United  States,  and  certified  in  the  usual  form 
by  the  Attorney-General  of  the  United  States. 

"The  schedule  referred  to  in  these  letters  patent,  and 
making  a  part  of  the  same,"  contained  "  a  description,  in 
the  words  of  the  said  James  Stimpson  himself,  of  his  im- 
provement in  the  mode  of  turning  short  curves  on  railroads, 
for  which  letters  patent  were  granted,  dated  the  twenty- 
third  day  of  August,  1831,  which  letters  patent  being  hereby 
cancelled  on  account  of  a  defective  specification." 

The  specification  describes  the  invention  with  minute 
particularity,  and  concludes  :  "  What  I  claim  as  my  inven- 
tion or  improvement,  is  the  application  of  the  fianches  of 
the  wheels  on  one  side  of  railroad  carriages,  and  of  the 
treads  of  the  wheels  on  the  other  side,  to  turn  curves  ujwn 
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railways,  particularly  such  as  turning  the  comers  of  streets, 
wharves,  &c.,  in  cities  and  elsewhere,  operating  upon  the 
principle  herein  set  forth.'* 

The  bill  of  exceptions  stated  that  the  counsel  for  the 
plaintiff  oflEered  in  evidence  the  patent  and  specification,  to 
the  admission  of  which  in  evidence  the  counsel  for  the 
defendant  objected  ;  but  the  objection  was  overruled  by  the 
court,  and  the  evidence  was  admitted. 

2.  The  defendants  offered  to  give  in  evidence,  by  Josiah 
White,  the  description  of  a  flange  upon  one  side  of  the  rail- 
road cars,  and  the  running  upon  the  tread  of  the  wheel 
upon  the  other  side,  with  the  flange  in  a  groove,  for  the 
turning  of  curves,  which  he  had  seen  in  use  before  the  date 
of  plaintifFs  patent — ^which  was  objected  to  by  the  counsel 
for  the  plaintiff,  and  the  objection  sustained  by  the  court. 
The  objection  of  the  counsel  for  the  plaintiff  to  the  intro- 
duction of  the  testimony  of  Josiah  White,  was  founded  on 
the  absence  of  the  notice  required  by  the  act  of  Congress, 
of  the  use  of  the  ma<5hine  at  Mauch  Chunk,  at  which  place, 
it  was  said,  his  testimony  would  show  it  had  been  used. 

8.  The  third  exception  was  to  the  refusal  of  the  court  to 
allow  the  defendants  to  introduce  proof  of  the  conversation 
between  the  patentee  and  the  counsel  of  the  Baltimore  and 
Ohio  Railroad  Company,  while  an  arrangement  of  a  suit 
against  a  company  was  made,  as  to  the  character  and  effects 
of  the  arrangements. 

4.  The  counsel  for  the  plaintiff,  by  rebutting  evidence, 
to  extend  his  claim  to  the  invention  prior  to  the  time  at 
which  the  defendants  had  proved  the  reduction  of  the  same 
into  use  and  practice  by  others,  offered  to  give  evidence  by 
witnesses  of  the  conversations  of  the  patentee  on  the  sub- 
ject of  his  invention  at  an  anterior  period — which  conversa- 
tions were  intended  to  show  the  making  of  the'  invention 
by  the  patentee  before  and  at  the  period  when  the  same 
took  place.  The  counsel  for  the  defendants .  objected  to  the 
admission  of  this  testimony ;  but  the  court  overruled  the 
objection. 

5.  The  fifth  exception  was  to  the  refusal  of  the  court  to 
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admit  the  examination  of  Dr.  Thos.  P.  Jones.  The  plain- 
tiff had  discharged  his  witnesses,  on  the  declaration  of  the 
defendants'  counsel  that  they  had  closed  their  evidence. 
The  testimony  asked  from  Dr.  Jones  was  to  new  facts. 
The  court  refused  to  admit  the  testimony,  on  the  ground 
that  the  testimony  was  improper,  and  that  it  was  offered 
too  late. 

The  case  was  argued  by  Mr.  Cox  and  Mr.  Soutliard^  for 
the  plaintiffs  in  error  ;  and  by  Mr.  J.  R.  Ingersolly  for  the 
defendant. 

Mr.  Cox  and  Mr.  Southard^  on  the  first  exception. 

The  patent  should  not  have  been  admitted  in  evidence. 
On  its  face,  it  is  inoperative  and  invalid.  It  is  not  a  patent 
under  the  act  of  Congress  of  1793  ;  but  it  purports  to  be  a 
substituted  patent  for  one  which  had  been  surrendered.  It 
gives  to  the  patentee  the  same  privileges  as  those  which 
were  given  by  the  first  patent.  It,  therefore,  should  be  in 
strict  and  exact  conformity  with  the  law  of  1793  as  weU  as 
wth  the  subsequent  act  of  Congress,  authorizing  the  sur- 
render of  a  patent  for  an  imperfect  specification,  and  the 
issue  of  another. 

The  act  of  21st  February,  1793,  requires,  by  its  third 
section,  that  the  applicant  shaU  be  the  true  inventor  of  the 
machine,  &c.  This  is  made  a  sine  qua  non  to  the  granting 
the  patent,  and  the  oath  of  the  claimant  is  required  to  this 
fact.  This  provision  makes  the  oath  necessary,  before  the 
Secretary  of  State  has  authority  to  grant  the  patent.  There 
is  no  remedy,  if  this  has  been  omitted. 

There  was  no  decision  before  the  case  of  Morris  v.  Hunt- 
ington, Paine' s  Reps.  348,  which  afltoned  the  right  of  a 
patentee  to  surrender  his  patent  for  an  erroneous  or  imper- 
fect specification.  After  this  case.  Congress  authorized 
such  a  surrender.  Act  of  Congress  of  July  3,  1832.  By 
this  act,  the  cause  of  the  surrender  must  be  made  out  to 
the  satisfaction  of  the  Secretary  of  State,  when  a  second 
patent  is  asked  for.     It  has  been  decided,  that  a  patent  is 
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prima  facie  evidence  of  the  statements  on  the  face  of  the 
patent.  This  does  not  give  any  other  validity  to  those 
statements  ;  and  it  is  not  sufficient  that  some  of  the  require- 
ments of  the  act  of  Cong^'ess  are  stated.  All  must  be  set 
forth,  and  an  averment  must  be  made  that  everything  has 
been  done.  There  is  no  halting  point.  Those  requirements 
exist  as  to  any  patent  granted  after  the  surrender  of  a  pat- 
ent. The  errors  or  imperfections  in  the  specification,  on 
which  the  surrender  has  been  made,  should .  be  stated. 
Grant  v.  Raymond,  6  Peters,  218.  In  the  case  cited,  there 
was  a  recital  of  the  surrender  of  the  patent,  and  the  cause 
of  its  surrender. 

There  is  in  the  patent  which  was  before  the  Circuit  Court 
no  recital  of  the  imperfections  of  the  first  specification, — no 
allegation  that  there  was  no  fraud  in  the  transaction. 
There  is  nothing  shown  but  the  gratuitous  act  of  the  oflicer 
in  granting  the  second  patent.  And  yet  aU  the  prereq- 
uisites to  the  granting  of  a  second  patent  should  apj>ear 
in  it  as  well  as  be  of  record  in  the  Patent  Office. 

Without  these  essential  features  in  a  patent  given  on  the 
surrender  of  a  previous  one  for  the  same  invention,  it  can- 
not be  read  in  evidence  to  a  jury.  The  requirements  in 
both  the  acts  of  Congress  of  1792  and  1832,  must  appear  in 
it.  If  all  those  matters  are  not  shown,  the  second  patent 
stands  as  a  new  patent ;  and  by  allowing  it  to  be  given  in 
evidence,  the  court  altogether  disregard  the  law.  If  the 
patent,  in  this  imperfect  form,  is  admitted  os  prima  facie 
proof,  aU  the  burden  of  contradicting  it  is  thrown  on  the 
opposite  party.  Cited  on  these  points  Shaw  v.  Cooper, 
7  Peters,  245  [p.  286,  ante]. 

In  support  of  the  second  exception,  the  counsel  contended 
that  the  notice  given  was  sufficient  to  authorize  the  intro- 
duction of  the  testimony  of  Josiah  White.  Cited  on  this 
point  Evans  v.  Eaton,  Peters'  C.  C.  R.  322 ;  Wheat.  Rep. 
S.  C.  The  notice  would  have  been  sufficient  under  the  act 
of  Congress  of  1793  ;  and  why  not  under  the  act  of  July  3, 
1836? 

The  objection  to  the  introduction  of  the  evidence  by  the 
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(jounsel  for  the  defendants,  which  was  sustained  by  the 
court,  and  which  is  the  subject  of  the  defendant's  third 
exception,  was  well  taken.  It  was  in  the  power  of  the 
plaintiff  to  have  produced  his  contract  with  the  Baltimore 
and  Ohio  Railroad  Company,  and  have  rendered  this 
evidence  unnecessary.     He  did  not  do  so. 

As  to  the  fourth  exception.  It  is  admitted  that  it  was  the 
right  of  the  plaintiff  to  prove,  by  legal  rebutting  evidence, 
that  the  invention  made  by  him,  and  for  which  he  held  the 
patent,  was  in  use  before  the  period  in  which  the  defendant 
had  proved  the  invention  by  him.  But  this  evidence  could 
not  be  given  by  showing  the  conversations  of  the  plaintiff 
on  the  subject  of  the  invention  before  the  date  of  the  first 
patent. 

Conversations  on  the  subject  of  an  invention  are  not  the 
invention  ;  nor  axe  the  ideas  of  the  invention  its  actual 
development.  There  must  be  an  application  of  the  thought 
in  the  construction  of  the  machine. 

This  is  an  attempt  to  give  the  declarations  of  a  party  in 
evidence  after  the  actual  occurrence  of  the  transaction. 
No  declaration  of  a  person,  that  he  intended  to  take  out  a 
patent,  could  be  given  in  evidence.  Cited  on  this  point 
[Martin  o.  Hunter's  Lessee]  1  Wheat.  Rep.  313 ;  [Reigart 
v.  EUmaker]  10  Serg.  &  Rawle,  27 ;  [McPeake  v.  Hutchin- 
son] 5  Serg.  &  Rawle,  295 ;  Roscoe  on  Evidence,  21 ; 
[Wilson  V.  Graham]  4  Wash.  C.  C.  R.  58;  [Sherwood 
V.  Sutton]  5  Mason,  6 ;  [Woodcock  v.  Parker]  1  Gallis. 
C.  C.  R.  438. 

As  to  the  fifth  exception,  the  counsel  contended  that  the 
evidence  of  Dr.  Jones  was  rebutting  evidence,  and  was 
regular,  as  it  was  offered  to  meet  and  disprove  the  plaintiff's 
declarations,  which  the  court  had  admitted  as  testimony. 

Mr.  Ingersoll^  for  the  defendant  in  error. 

1.  The  objection  to  the  certificate  of  the  Secretary  of 
State  should  apply  rather  to  the  effect  than  the  admissi- 
bility of  the  document.  That  oflicer  is  authorized  by  law 
to  issue  patents,  and  the  presumption  is  that  he  has  done 
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SO  rightfully.  Possession  of  the  document  does  not  aflPect 
the  intrinsic  rights  of  any  one.  Every  question  of  merit  is 
still  open.  It  enables  the  patentee  to  sue,  but  it  neither 
secures  him  in  the  enjoyment  of  the  alleged  invention,  nor 
precludes  others  from  contesting  the  validity  of  his  claims. 
In  the  different  cases  cited,  the  patent  appears  to  have  been 
received  in  evidence  exactly  in  the  form  now  exhibited, 
although  it  may  have  availed  nothing  to  the  plaintilE 
afterward. 

Sullivan  v.  Redfield,  1  Paine,  447 :  "  The  patent  is  prima 
facie  evidence  of  the  right."  The  Margaretta,  2  Gall.  519  ; 
Ilemission,  though  not  valid,  was  given  in  evidence.  See 
also  Bingham  v.  Cabot,  3  DalL  19 ;  Bell  v.  Morrison, 
1  Peters,  355  ;  Keene  v.  Meade,  3  Peters,  6 ;  The  United 
States  V,  Liddle,  2  Wash.  C.  C.  Rep.  205. 

2.  The  testimony  of  Josiah  White  would  have  been 
admitted  under  the  sixth  section  of  the  law  of  1793.  But 
the  fifteenth,  or  corresponding  section  of  the  law  of  1836, 
requires  notice  of  place,  person,  and  residence.  As  the 
law  previously  stood,  great  injustice  might  have  been  done, 
unless  the  court  had  construed  it  so  as  to  invest  the  judge 
with  power  to  prevent  the  plaintiff  from  being  taken  by 
surprise.  Evans  v.  Eaton,  3  Wheat.  505.  The  law  now 
wisely  anticipates  the  necessity  for  an  exercise  of  judicial 
discretion  and  i)ossible  delay ;  and  requires  notice  of  the 
place  where  the  improvement  is  supposed  by  a  defendant 
to  have  been  previously  used.  This  was  not  given,  and  the 
testimony  was  necessarily  rejected. 

3.  Although,  in  truth,  the  offer  to  examine  Mr.  Latrobe 
upon  certain  points  was  not  rejected  by  the  court,  but  with- 
drawn by  the  counsel,  yet,  as  it  appears  by  the  record  to 
have  been  a  point  decided,  I  will  submit  to  treat  it  accord- 
ingly. The  testimony  would  no  doubt  have  been  rejected 
if  the  offer  had  been  jpersisted  in,  and  the  delay  that  would 
be  requisite  to  put  the  record  right  would  be  deeply  in- 
jurious to  my  client. 

(1.)  The  inquiries  suggested  for  the  witness  are  imprac- 
ticable, and  they  lead  to  impracticable  results.    The  inquiry 
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refers  to  a  "  negotiation, '*  "  arrangement,"  and  "  settle- 
ment." It  asserts  the  fact  that  a  '^  grant"  or  ''  contract" 
was  made.  Negotiation  is  the  necessary  preliminary  to  a 
contract,  is  absorbed  in  it,  and  forms  a  part  of  it.  How 
can  you  sei)arate  them  ?  Out  of  one  identified  existence, 
two  things  are  to  be  made,  essentially  distinct  from  each 
other.     That  is  impossible. 

(2.)  The  inquiries  are  irrelative.  The  arrangement  con- 
templated was  res  inter  alios  acta.  The  plaintiffs  in  error 
were  altogether  strangers  to  it.  Many  inducements  may 
lead  to  a  settlement  with  one  person  which  would  not 
render  it  desirable  with  another.  If  it  were  not  that  Boss 
Winans  had  previously  been  cross-examined  by  the  counsel 
for  the  plaintiffs  in  the  Circuit  Court,  to  the  point  of  settle- 
ment with  the  Baltimore  and  Ohio  Company,  no  pretence 
for  the  inquiry  would  exist.  If  that  was  wrong,  this  wiU 
not  make  it  right.  It  was  not  objected  to.  If  not  strictly 
cross-examination,  we  had  no  right  to  resort  to  it.  Ell- 
maker  7i.  Buckley,  16  Serg.  &  Rawle.  If  it  was  regular 
cross-examination,  it  cannot  justify  the  proposed  irregu- 
larity. But  we  were  bound  to  put  the  witness  on  his  guard 
as  to  a  collateral  fact  which  might  imj^each  his  testimony. 
Rule  in  the  Queen's  case. 

(3.)  The  object  attempted  to  be  proved  was  a  mere  entity  ; 
an  abstraction;  nothing  actually  done,  but  at  best  some- 
thing omitted  or  avoided  ;  a  conclusion  or  construction  ;  a 
contingency  without  a  substantial  thing  to  support  it. 

(4.)  It  was  an  attempt  to  prove  by  parol  some  known 
written  arrangement  which  was  susceptible  of  being  pro- 
duced. 

4.  Explanations  of  the  patentee  himself  were  good  evi- 
dence to  prove  the  genuineness  of  his  claims  to  originality. 
It  is  necessary  to  understand  the  manner  in  which  this 
testimony  was  produced.  Plaintiff  at  first  simply  produced 
his  patent,  and  called  a  witness  who  proved  its  utility  and 
infringement  by  the  defendants.  Then  the  defendants 
went  at  large  into  proof  of  alleged  priority  of  the  invention 
by  other  persons.     All  of  this  went  to  show  a  use  before 
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the  date  of  the  plaintiflfs  patent.  A  necessity  was  there- 
fore thrown  upon  him  of  proving  that  his  invention  existed, 
and  was  communicated  by  him  to  different  persons  at  a 
still  earlier  period.  No  doubt  of  the  importance  of  such 
proof.  It  consisted  of  evidence  of  plaintiff' s  invention  prior 
to  the  defendants'  knowledge,  or  the  knowledge  of  those 
I)ersons  on  whom  they  relied.  To  meet  this  particular 
exigency,  that  is,  to  show  invention,  it  is  diflBicult  to  con- 
ceive what  can  be  authentic,  except  what  comes  from  the 
inventor  himself.  He  therefore  produced  several  indi- 
viduals, who  stated  that  he  described  the  improvement  to 
them  at  a  period  considerably  earlier  than  defendants  had 
fixed  for  its  earliest  use.  If  he  described  it,  he  must  have 
known  it.  If  he  knew  it  before  any  other  person,  he  must 
have  invented  it.     That  prior  knowledge  was  invention ; 

*  and  that  was  the  very  thing  to  be  proved. 

Two  objections  were  taken  to  the  character  of  the  proof  : 
1.  That  it  was  derived  from  the  plaintiff  himself.  2.  That 
the  alleged  improvement  was  not  then  brought  into  prac- 
tical use  by  him. 

Answer  1st.  It  was  an  invention,  else  not  patentable  ;  in 
other  words,  it  must  spring  from  himself.  An  exhibition 
of  it  must  necessarily,  in  some  shape  or  other,  be  his  act. 

^  Whatever  might  be  said  or  done  by  others,  could  not  be 

available  to  him.  The  exhibition  might  be  effected  by 
deed,  signs,  or  words.  It  matters  not  in  what  particular 
manner  the  effect  is  produced,  but  the  discovery  must  make 
manifest  its  paternity  ;  and  it  can  do  so  only  through  the 

(  medium  of  its  proper  parent. 

i  This  may  be  done  by  his  works — ^a  machine  constructed. 

i  Let  it  be  produced  ;  original,  practical,  perfect  in  all  its 

parts.  Nothing  is  gained  by  the  author,  unless  something 
more  than  all  this  appears,  namely,  authorship.  However 
eloquent  the  machine  may  be  as  to  its  uses,  it  cannot  speak 
for  itself  as  to  its  author.     The  nearest  it  can  come  to 

)  speech  would  be  an  inscription   or  label  on  its   front: 

*^  J.  S.,  fecit,"  for  example. 
That  would  at  best  be  a  written  declaration.     What 
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diflPerence  would  it  make  that  the  writing,  or  stamping,  or 
printing  should  be  in  a  book?  That  description  of  evi- 
dence, in  a  sister  department  of  the  law,  is  conclusive  of 
important  rights.  It  maintaining  copyrights,  the  writing 
of  the  party  is  the  essence  of  the  discovery,  and  the  sole 
proof  of  invention  or  originality.  If,  instead  of  writing 
with  his  own  hand,  the  same  author  dictates  to  another 
person,  cannot  the  amanuensis  prove  the  dictation,  and 
hence  the  authorship  ?  A  blind  author  has  often  given  to 
the  world  the  result  of  his  genius,  through  the  pen  of 
another.  On  a  question  of  authorship,  surely  the  testimony 
of  the  scribe  would  be  received  as  competent. 

Another  species  of  proof  of  invention  remains,  namely, 
oral  explanation  alone.  Why  may  it  not  be  received  ?  It 
is  the  very  thing  itself.  To  speak  it,  was  to  create  it,  if  it 
did  not  already  exist  in  thought ;  and  if  it  did,  it  must 
prove  it.  The  proof  was  given  to  counteract  the  allegation 
of  earlier  discovery.  It  produces  the  effect  by  showing 
that  the  earlier  discoverers,  as  they  are  regarded,  received 
from  the  plaintiflf  the  information  which  enabled  them  to 
put  the  invention  in  use,  and  then  attempt  to  deny  the 
right  of  showing  how  the  information  was  communicated 
and  obtained.  One  of  the  very  pieces  of  testimony  objected 
to,  consisted  of  a  conversation  with  the  person  who  claimed 
to  be  an  inventor  in  preference  to  the  plaintiff. 

The  declarations  did  not  stand  alone  ;  they  were  accom- 
panied by  two  drawings  and  a  model.  The  date  of  the 
existence  of  these  monuments  is  clearly  proved.  The  con- 
versations became  but  a  part  of  the  res  gestce. 

There  are  many  occasions  on  which  one's  own  sayings 
and  doings  are  good  evidence  ;  in  some  instances  the  best, 
and  in  others  the  only  evidence.  The  present  is  an  anomaly, 
unless  it  concurs.  It  does  not  follow  that  the  expressions 
of  an  individual  are  the  illegal  creation  of  testimony  for 
himself.  Such  are — 1.  Various  kinds  of  declarations  ante 
litem  motam.  2.  When  the  sayings  are  the  doings,  as  in 
cases  of  notice.  3.  Where  the  expressions  of  an  individual 
are  the  test  of  a  given  state  of  things,  as  intellect.    4.  Proof 


Jan.,  1840.]       P.  &  T.  E.  E.  CO.  v.  STIMPSON.  335 

Argument  of  counsel. 

of  a  contract,  as  marriage,  by  words  depresenti.  5.  Al- 
most any  other  discovery  or  invention,  not  connected  with 
the  useful  arts.  A  reward  is  offered  for  lost  property  ;  the 
finder  informs  of  the  finding  of  it ;  the  declarations  can  be 
proved. 

Answer  2d.  As  to  the  objection  that  the  explanations 
were  not  reduced  to  practice.  Here,  too,  the  objection 
loses  sight  of  the  fact  that  our  evidence  was  not  original, 
but  merely  designed  to  meet  a  collateral  issued  as  to  the 
period  of  invention,  and  not  exactly  as  to  invention  itself. 
On  any  ground,  however,  the  question  of  invention  does 
not  depend  upon  whether  the  thing  has  been  reduced  to 
practice,  but  whether  it  can  be, — ^not  whether  it  is  actually 
practised,  but  practicable.  Drawings,  descriptions,  and 
models  are  sent  to  the  Patent  Office.  These  are  miniature 
likenesses,  — not  the  thing  itself.  Any  other  course  would, 
in  many  instances,  be  quite  impracticable.  A  ship,  a 
house,  a  town  are  often  the  recipients  of  an  improvement 
which  cannot  be  practically  exhibited,  except  in  connection 
with  the  vast  object  to  which  it  is  applied.  Sometimes  the 
reducing  to  practice  might  be  destructive  of  life  or  prop- 
erty. A  guillotine  need  not  be  rehearsed  in  order  to  prove 
its  power. 

Besides,  it  might  destroy  the  very  intention,  to  insist  on 
practical  exercise.  It  might  be  regarded  as  giving  the 
invention  to  the  public,  and  then  the  patent-right  is  gone 
forever. 

5.  Thomas  P.  Jones  was  called  by  the  defendants,  after 
all  the  testimony  in  chief,  on  both  sides,  and  the  plaintiflPs 
rebutting  testimony  also  had  been  given,  and  his  witnesses 
dismissed ;  and  much  time  had  been  occupied  in  giving 
rebutting  testimony  for  the  defendants.  The  declared 
object  was  to  prove  that  the  invention  described  in  the 
plaintiffs  patent  of  1835  was  different  from  the  invention 
described  by  him  in  his  patent  of  1831 — ^in  other  words, 
that  the  patent  which  purported  to  be  a  mere  correction  of 
form  was,  in  substance,  a  totally  different  thing.  We  are 
struck  at  once  with  an  inconsistency  between  this  point 


336  P.  &  T.  K.  R.  CO.  v.  STIMPSON,  [Sup.  Ct. 

Argument  of  counseL 

and  the  whole  tenor  of  the  defendants'  case.  The  notice 
which  they  gave,  the  aim  of  their  evidence,  their  great 
design,  is  to  show  that  the  thing  relied  on  by  the  plaintiff, 
which  was  patented  by  him  in  1835,  was  well  known  and 
used  in  1831 — ^known  to  everybody,  publicly,  notoriously. 
Yet  we  are  now  told  that  it  was  not  known  even  to  the 
plaintiflE  himself,  but  that  he  found  it  necessary,  four  years 
afterward,  to  desert  the  alleged  invention  of  1831,  and  sur- 
reptitiously to  foist  in  a  different  thing,  which  then  became 
known  to  him  for  the  first  time.  Unless  this  is  the  true 
meaning  of  the  point,  it  has  none. 

The  evidence  offered  was  original  and  direct.  It  contra- 
dicted nothing  already  asserted  in  evidence.  It  was 
directed  to  a  point  in  no  way  collateral.  It  went  immedi- 
ately to  the  essential  merits  of  the  case.  It  was  of  great 
importance,  undoubtedly.  Nothing  could  be  more  conclu- 
sive against  the  plaintiff.  Not  only  would  it  be  destructive 
of  his  claim  to  originality,  but  it  would  prove  a  most 
audacious  fraud,  abortively  attempted,  and  calculated, 
when  detected,  to  deprive  him  of  all  standing  in  or  out  of 
court,  and  to  render  his  defeat  as  disgraceful  as  it  was 
inevitable. 

Notice  of  all  this  ought  to  have  been  given,  perhai)s.  It 
is  not  urged,  however,  as  an  argument,  that  none  was  re- 
ceived, although  it  might  have  been  calculated  to  take  the 
plaintiff  by  surprise.  But  it  was  a  fact  above  all  others 
requiring,  and  in  its  nature  admitting  of,  countervailing 
proof.  Not  a  clerk  in  the  office,  probably,  could  have 
failed  to  give  material  testimony  in  reply.  These  persons 
were  at  a  distance ;  and  we  should  have  been  left  to  the 
question  of  probability  whether  a  man,  in  any  extremity  of 
impudent  fraud,  would  have  ventured  to  place  two  totally 
different  patents  side  by  side  in  the  office,  asserting  that 
they  were  in  substance  identical. 

The  evidence  offered  was  not  the  best  the  natute  of  the 
case  admitted  of.  Contradiction  was  to  be  proved  between 
two  written  instruments,  with,  perhaps,  a  model  accom- 
panying each  of  them.     Copies  would  be  the  proper  sources 
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of  illustration.  Were  copies  not  accessible?  We  do  not 
know.  No  inquiry  was  made.  A  thousand  copies  may 
have  been  made  before  the  Patent  Office  was  destroyed. 
Plaintiff  himself,  no  doubt,  had  such  copies  in  his  posses- 
sion. No  notice  was  given  to  him  to  produce  them,  before 
this  violent  attempt  was  made  to  introduce  the  secondary 
evidence. 

To  get  rid  of  all  this,  the  argument  was,  that  the  differ- 
ence was  only  to  be  inferred  between  the  patents  from  a 
difference  between  the  conversation  and  one  of  them.  But 
that  would  rebut  nothing.  No  person  denied  that  plain- 
tiff's conversations  with  the  witnesses  he  produced  were  as 
they  were  sworn  to  be.  Other  conversations  with  other 
persons  might  show  descriptions  of  other  inventions  ;  but 
they  could  not  possibly  show  that  the  first  conversations 
did  not  take  place.  The  judge  gave  two  reasons  for  reject- 
ing the  testimony.  One  was,  that  it  was  offered  at  too  late 
a  stage  of  the  cause.  That  was  ruled  in  his  sound  dis- 
cretion. Prom  the  exercise  of  that  discretion  there  is  no 
appeal.  No  attempt  was  made  to  take  one.  On  both  of 
his  grounds  he  was  right.  But  one  was  sufficient  to  cover 
the  whole  question,  and  it  is  inaccessible  to  review  here. 

Mr.  Justice  Story  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  judgment  of  the  Circuit 
Court  for  the  Eastern  District  of  Pennsylvania,  rendered  in 
an  action  brought  by  Stimpson,  the  defendant  in  error, 
against  the  plaintiffs  in  error,  for  a  violation  of  a  patent- 
right  granted  to  him  for  a  new  and  useful  improvement  in 
the  mode  of  turning  short  curves  on  railroads. 

A  patent  was  originally  granted  to  Stimpson,  for  the 
same  invention,  on  the  23d  day  of  August,  1831,  and  the 
renewed  patent,  upon  which  the  present  suit  is  brought, 
was  granted  on  the  26th  of  September,  1835,  upon  the 
f onner  letters  patent  ' '  being  cancelled  on  account  of  a 
defective  si)eciflcation ;"  and  the  renewed  patent  was  for 
the  term  of  fourteen  years  from  the  date  of  the  original 
patent.     With  the  exception  of  the  recital  of  the  fact  that 
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the  former  letters  patent  were  cancelled  "  on  account  of  a 
defective  specification,"  and  the  statement  of  the  prior  date 
from  which  the  renewed  patent  was  to  begin  to  run,  the 
renewed  patent  is  in  the  precise  form  in  which  the  original 
patents  are  granted. 

At  the  trial  upon  the  general  issue,  a  bill  of  exceptions 
was  taken  to  certain  rulings  of  the  court  upon  points  of 
evidence,  to  the  consideration  of  which  we  shall  at  once 
proceed,  without  any  further  preface. 

The  first  exception  taken  is  to  the  admission  of  the  re- 
newed patent  as  evidence  in  the  cause  to  the  jury.  The 
Patent  Act  of  1832,  ch.  162,  sec.  3,  under  which  this  patent 
was  obtained,  provides,  that  whenever  any  patent  shall  be 
inoperative  or  invalid,  by  reason  that  any  of  the  terms  or 
conditions  prescribed  by  the  prior  acts  of  Congress  have 
not,  by  inadvertence,  accident,  or  mistake,  and  without 
any  fraudulent  or  deceptive  intention,  been  complied  with 
on  the  part  of  the  inventor,  it  shall  be  lawful  for  the  Secre- 
tary of  State,  upon  the  surrender  to  him  of  such  patent,  to 
cause  a  new  patent  to  be  granted  to  the  inventor,  for  the 
same  invention,  for  the  residue  of  the  period  then  unex- 
pired for  which  the  original  patent  was  granted,  upon  his 
compliance  with  the  terms  and  conditions  prescribed  by  the 
third  section  of  the  act  of  the  2l8t  of  February,  1792,  ch.  66. 

Now,  the  objection  is,  that  the  present  patent  does  not 
contain  any  recitals  that  the  prerequisites  thus  stated  in 
the  act  have  been  complied  with,  namely,  that  the  error  in 
the  former  patent  has  arisen  by  inadvertency,  accident,  or 
mistake,  and  without  any  fraudulent  or  deceptive  inten- 
tion ;  and  that  without  such  recitals,  as  it  is  the  case  of  a 
special  authority,  the  patent  is  a  mere  nullity,  and  inopera- 
tive. We  are  of  opinion  that  the  objection  cannot,  in  point 
of  law,  be  maintained.  The  patent  was  issued  under  the 
great  seal  of  the  United  States,  and  is  signed  by  the  Presi- 
dent, and  countersigned  by  the  Secretary  of  State.  It  is  a 
presumption  of  law,  that  all  public  officers,  and  especially 
such  high  functionaries,  perform  their  proper  official  duties, 
until  the  contrary  is  proved.     And  where,  as  in  the  present 


Jan.,  1840.]       P.  &  T.  R.  R.  CO.  v.  STIMPSON.  339 

Opinion  of  the  court. 

case,  an  act  is  to  be  done  or  patent  granted  upon  evidence 
and  proofs  to  be  laid  before  a  pnblic  officer,  upon  which  he 
is  to  decide,  the  fact  that  he  has  done  the  act  or  granted  the 
patent  is  prima  fame  evidence  that  the  proofs  have  been 
regularly  made,  and  were  satisfactory.  No  other  tribunal 
is  at  liberty  to  re-examine  or  controvert  the  sufficiency  of 
such  proofs,  if  laid  before  him,  when  the  law  has  made 
such  officer  the  proper  judge  of  their  sufficiency  and  com- 
petency. It  is  not,  then,  necessary  for  the  patent  to  con- 
tain any  recitals  that  the  prerequisites  to  the  grant  of  it 
have  been  duly  complied  with,  for  the  law  makes  the  pre- 
sumption ;  and  if,  indeed,  it  were  otherwise,  the  recitals 
would  not  help  the  case,  without  the  auxiliary  proof  that 
these  prerequisites  had  been  de  facto  complied  with.  This 
has  been  the  uniform  construction,  as  far  as  we  know,  in 
all  our  courts  of  justice,  upon  matters  of  this  sort.  Patents 
for  lands,  equally  with  patents  for  inventions,  have  been 
deemed  prima  fa^ie  evidence  that  they  were  regularly 
granted,  whenever  they  have  been  produced  under  the 
great  seal  of  the  government,  without  any  recitals  or  proofs 
that  the  prerequisites  of  the  acts  under  which  they  have 
been  issued  have  been  duly  observed.  In  cases  of  patents, 
the  courts  of  the  United  States  have  gone  one  step  further, 
and  as  the  patentee  is  required  to  make  oath  that  he  is  the 
true  inventor  before  he  can  obtain  a  patent,  the  patent  has 
been  deemed  prima  facie  evidence  that  he  has  made  the 
invention.  This  objection,  then,  is  overruled  ;  and  there 
was  no  error  in  the  Circuit  Court  in  the  admission  of  the 
patent. 

The  next  exception  is  to  the  refusal  of  the  court  to  allow 
a  witness,  Josiah  White,  to  give  a  description  of  an  inven- 
tion which  he  had  seen  on  the  Mauch  Chunk  Railroad,  in 
1827,  which  had  a  groove  on  one  side,  and  run  on  the  other 
on  a  flange  for  crossing,  for  the  purpose  of  showing  that  the 
supposed  invention  of  the  plaintiff  was  known  and  in  use 
by  others  before  the  date  of  his  patent.  By  the  Patent 
Act  of  1836,  (which  was  applicable  to  the  present  point, )  it 
is  provided,  in  the  fifteenth  section,  that  whenever  the 
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defendant  relies,  in  his  defence,  on  the  fact  of  a  previous 
invention,  knowledge,  or  use  of  the  thing  patented,  he  shaU 
state,  in  his  notice  of  special  matter  to  be  used  in  his  de- 
fence, the  names  and  places  of  residence  of  those  whom  he 
intends  to  prove  to  have  possessed  a  prior  knowledge  of  the 
thing,  and  where  the  same  had  been  used.  The  object  of 
this  most  salutary  provision,  is  to  prevent  patentees  being 
surprised,  at  the  trial  of  the  cause,  by  evidence  of  a  nature 
which  they  could  not  be  presumed  to  know  or  be  prepared 
to  meet,  and  thereby  to  subject  them  either  to  most  exten- 
sive delays  or  to  a  loss  of  their  cause.  It  is  incumbent  on 
those  who  seek  to  show  that  the  examination  of  a  witness 
has  been  improperly  rejected,  to  establish  their  right  to 
have  the  evidence  admitted  ;  for  the  court  will  be  presumed 
to  have  acted  correctly,  until  the  contrary  is  established. 

In  the  present  case,  there  is  no  proof  on  the  record  that 
notice  had  been  given,  according  to  the  requirements  of  the 
statute,  that  White  was  to  be  a  witness  for  the  purpose 
above  stated.  Unless  such  notice  was  given,  it  is  plain  that 
the  examination  could  not  be  rightfully  had.  The  onus 
probandi  is  on  the  defendants  to  show  it,  and  unless  they 
produce  the  notice,  the  objection  must  fail.  In  point  of 
fact,  it  was  admitted  by  counsel,  at  the  argument,  that  no 
such  notice  was  given.  In  either  view,  then,  from  the 
admission,  or  from  the  defect  of  the  preliminary  proof  of 
notice  in  the  record,  the  exception  is  not  maintainable. 

The  next  exception  is  to  the  refusal  of  the  court  to  allow 
certain  questions  to  be  put  by  the  defendants  to  John 
H.  B.  Latrobe,  a  witness  introduced  by  the  defendants  to 
maintain  the  issue  on  their  part.  Latrobe,  on  his  examina- 
tion, stated :  '*  I  know  Mr.  Stimpson  by  sight  and  char- 
acter. He  granted  to  the  Baltimore  and  Ohio  Bailroad 
Company  the  privilege  of  using  the  curved  ways  on  their 
railroad,  and  all  lateral  roads  connected  therewith.  I  fix 
the  date  of  the  contract  in  the  early  part  of  October,  1834, 
because  I  have  then  a  receipt  of  Mr.  Stimpson' s  counsel  for 
two  thousand  five  hundred  dollars.  Mr.  Stimpson  laid  his 
claim  against  the  Baltimore  Company  for  an  infringement 
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of  his  patent  in  1832.  It  was  referred  to  me  by  the  com- 
I)any,  and  I  advised  them."  The  counsel  for  the  defend- 
ants then  offered  to  prove,  by  the  same  witness,  the  decla- 
rations of  the  plaintiff  and  his  agent  to  the  witness,  that  the 
settlement  made  with  the  Baltimore  and  Ohio  Railroad 
Company  with  the  plaintiff  was  not  an  admission  by  the 
said  company  of  the  plaintiff's  right  in  the  alleged  inven- 
tion, but  a  mere  compromise  of  a  pending  suit,  disconnected 
with  a  grant,  in  writing,  made  by  the  plaintiff  to  the  said 
company ;  and  to  that  end  proposed  to  put  the  following 
questions,  respectively,  and  in  order,  to  the  witness : 
"  1.  Do  you  know  who  was  the  agent  or  attorney  of  James- 
Stimpson,  in  negotiating  the  arrangement  and  settlement} 
between  him  and  the  company  referred  to  ?  Who  was  he  l 
2.  State  if  any  conversations  occurred  between  James  Stiinp- 
son,  or  his  agent  or  counsel,  at  any  time  during  the 
negotiations,  regarding  the  rights  claimed  by  him  in  the 
patent  for  curved  ways,  without  reference  to  the  existence 
of  a  written  contract  or  its  contents.  3.  What  were  they  V ' 
The  court  refused  to  allow  these  questions  to  be  put,  for 
the  purpose  aforesaid. 

Now,  (as  has  been  already  intimated,)  it  is  incumbent 
upon  those  who  insist  upon  the  right  to  put  particular 
questions  to  a  witness,  to  establish  that  right  beyond  any 
reasonable  doubt,  for  the  very  purpose  stated  by  them ; 
and  they  are  not  afterward  at  liberty  to  desert  that  pur- 
pose, and  to  show  the  i)ertinency  or  relevancy  of  the  evi- 
dence for  any  other  purpose  not  then  suggested  to  the 
court.  It  was  not  pretended,  at  the  argument,  that  the 
evidence  so  offered  was  good  evidence  in  chief,  in  behalf 
of  the  defendants,  upon  the  issue  in  the  cause.  It  was  res 
inter  alios  acta^  and  had  no  tendency  to  disprove  the 
defendant's  title  to  the  invention,  or  to  support  any  title 
set  up  by  the  defendants ;  for  no  privity  was  shown 
between  the  defendants  and  the  Baltimore  Company.  As 
evidence  in  chief,  therefore,  it  was*  irrelevant  and  inadmis- 
sible. The  sole  purpose  for  which  it  was  offered,  so  far  as 
it  was  then  declared  to  the  court,  was  to  show  that  the 
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compromise  with  the  Baltimore  Company  was  not  founded 
on  any  admission  of  the  plaintiff's  right  in  the  invention. 
Be  it  so  ;  it  was  then  inconsequential,  for  it  certainly  had 
no  just  tendency  to  disprove  his  right  If  the  compromise 
had  been  offered  on  the  part  of  the  plaintiff,  for  the  purpose 
of  establishing  his  right  to  the  invention,  there  is  no  pre- 
tence to  say  that  it  would  have  been  admissible  against  the 
defendants.  In  the  converse  case,  it  is  equally  inadmissible 
for  the  defendants. 

But  it  is  now  said  that  the  evidence  was,  in  fact,  offered 
for  the  purpose  of  rebutting  or  explaining  certain  state- 
ments made  by  one  Boss  Winans,  a  witness  called  by  the 
defendants,  in  his  answers  upon  his  cross-examination  by 
the  plaintiff's  counsel.  Now,  this  purpose  is  not  neces- 
sarily, or  even  naturally,  suggested  by  the  purpose  avowed 
in  the  record.  Upon  his  cross-examination,  Winans  stated : 
"  I  understood  there  were  arrangements  made  with  the 
Baltimore  Company.  I  heard  the  company  paid  five 
thousand  doUara."  Now,  certainly  these  statements,  if 
objected  to  by  the  defendants,  would  have  been  inadmis- 
sible upon  two  distinct  grounds  :  1.  First,  as  mere  hearsay  ; 
2.  And,  secondly,  ui)on  the  broader  principle,  now  well 
established,  although  sometimes  lost  sight  of  iu  our  loose 
practice  at  trials,  that  a  party  has  no  right  to  cross-examine 
any  witness  except  as  to  facts  and  circumstances  connected 
with  the  matters  stated  in  his  direct  examination.  If  he 
wishes  to  examine  him  to  other  matters,  he  must  do  so  by 
making  the  witness  his  own,  and  calling  him,  as  such,  in 
the  subsequent  progress  of  the  cause.  The  question  then 
is  presented,  whether  a  party  can,  by  his  own  omission  to 
take  an  objection  to  the  admission  of  improper  evidence 
brought  out  on  a  cross-examination,  found  a  right  to  intro- 
duce testimony  in  chief  to  rebut  it  or  explain  it.  If,  upon 
the  cross-examination,  Winans'  answer  had  been  such  as 
was  unfavorable  to  the  plaintiff,  upon  the  collateral  matters 
thus  asked,  which  were  not  founded  in  the  issue,  he  would 
have  been  bound  by  it,  and  not  permitted  to  introduce 
evidence  to  contradict  it.    There  is  great  difficulty  in  say- 
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ing  that  the  defendants  ought  to  be  in  a  more  favored  pre- 
dicament, and  to  acquire  rights  founded  upon  the  like  evi- 
dence to  which  they  did  not  choose  to  make  any  objection, 
although  otherwise  it  could  not  have  been  in  the  cause. 
But  waiving  this  consideration,  the  grounds  on  which  we 
think  the  refusal  of  the  court  was  right,  are,  first,  that  it 
was  not  distinctly  propounded  to  the  court,  that  the  evi- 
dence was  offered  to  rebut  or  explain  Winans'  testimony  ; 
and,  secondly,  that  in  the  form  in  which  it  was  put,  it  pro- 
posed to  separate  the  written  contract  of  compromise  from 
the  conversations  and  the  negotiations  which  led  to  it,  and 
to  introduce  the  latter  without  the  former,  although  it 
might  turn  out  that  the  >ATitten  paper  might  most  ma- 
terially affect  or  control  the  presumptions  deducible  from 
those  conversations  and  negotiations.  We  think  that, 
upon  the  settled  principles  of  law,  parol  evidence  bearing 
upon  written  contracts  and  papers  ought  not  to-be  admitted 
without  the  production  of  such  written  contracts  or  papers, 
so  as  to  enable  both  the  court  and  the  jury  to  see  whether 
or  not  the  admission  of  the  parol  evidence  in  any  manner 
will  trench  upon  the  rule,  that  parol  evidence  is  not  ad- 
missible to  vary  or  contradict  written  contracts  or  papers.  \ 

The  next  exception  is  to  the  admission  of  the  evidence  of 
William  A.  Stimpson,  Richard  Caton,  and  George  NeUson, 
as  to  certain  declarations,  and  statements,  and  conversa- 
tions of  the  plaintiff,  as  to  his  invention  prior  to  the  date 
of  his  original  patent,  in  order  to  rebut  the  evidence  of  the 
defendants,  as  to  the  invention  or  use  by  other  persons  of 
the  same  contrivance  before  that  date.  The  objection  is, 
that,  upon  general  principles,  the  declarations  and  conver- 
sations of  a  plaintiff  are  not  admissible  evidence  in  favor  of 
his  own  rights.  As  a  general  rule,  this  is  undoubtedly 
true.  It  is,  however,  but  a  general  rule,  and  admits  and 
requires  various  exceptions.  There  are  many  cases  in 
which  a  party  may  show  his  declarations  conflict  with  acts 
in  his  own  favor,  as  a  part  of  the  res  gestw.  There  are 
other  cases,  again,  in  which  his  material  declarations  have 
been  admitted.     Thus,  for  example,  in  the  case  of  an  action 
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for  an  assault  and  battery,  and  wounding,  it  has  been  held 
that  the  declarations  of  the  plaintiff,  as  to  his  internal 
pains,  aches,  injuries,  and  symptoms,  to  the  physician 
called  to  prescribe  for  him,  are  admissible  for  the  purpose 
of  showing  the  nature  and  extent  of  the  injuries  done  to 
him.  See  1  Phillips  on  Evidence,  ch.  12,  sec.  1,  pp.  200- 
202,  8th  ed.,  1838.  In  many  cases  of  inventions,  it  is  hardly 
possible  in  any  other  manner  to  ascertain  the  precise  time 
and  exact  origin  of  the  particular  invention.  The  invention 
itself  is  an  intellectual  process,  or  operation,  and,  like  all 
other  expressions  of  thought,  can  in  many  cases  scarcely 
be  made  known  except  by  speech.  The  invention  may  be 
consummated  and  perfect,  and  may  be  susceptible  of  com- 
plete description  in  words,  a  month,  or  even  a  year,  before 
it  can  be  embodied  in  any  visible  form,  machine,  or  com- 
position of  matter.  It  might  take  a  year  to  construct  a 
steamboat,  after  the  inventor  had  completely  mastered  all 
the  details  of  his  invention,  and  had  fully  explained  them 
to  all  the  various  artisans  whom  he  might  employ  to  con- 
struct the  different  parts  of  the  machinery.  And  yet,  from 
those  very  details  and  explanations,  another  ingenious 
mechanic  might  be  able  to  construct  the  whole  apparatus, 
and  assume  to  himself  the  priority  of  the  invjBntion.  The 
conversations  and  declarations  of  a  patentee,  merely  affirm- 
ing that  at  some  former  period  he  invented  that  piarticular 
machine,  might  well  be  objected  to.  But  his  conversations 
and  declarations,  stating  that  he  had  made  an  invention,  and 
describing  its  details  and  explaining  its  operations,  are 
properly  to  be  deemed  an  assertion  of  his  right,  at  that 
time,  as  an  inventor,  to  the  extent  of  the  facts  and  details 
which  he  then  makes  known,  although  not  of  their  exist- 
ence at  an  antecedent  time.  In  short,  such  conversations 
and  declarations,  coupled  with  a  description  of  the  nature 
and  objects  of  the  invention,  are  to  be  deemed  a  part  of  the 
res  gestce,  and  legitimate  evidence  that  the  invention  was 
then  known  to  and  claimed  by  him  ;  and  thus  its  origin 
may  be  fixed  at  least  as  early  as  that  period.  This  view  of 
the  subject  covers  all  the  parts  of  the  testimony  of  the  wit- 
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nesses  objected  to  in  the  Circuit  Court,  and  we  are  of 
opinion  that  the  court  were  right  in  admitting  the  evidence. 

The  next  and  the  last  exception,  is  to  the  rejection  of  the 
evidence  of  Dr.  Jones,  who  was  offered  to  prove  that  there 
were  material  differences  between  the  patent  of  1831  and 
the  renewed  patent  of  1835,  and  to  explain  these  differences. 
No  doubt  can  be  entertained  that  the  testimony  thus  offered 
was,  or  might  be,  most  material  to  the  merits  of  the  de- 
fence. And  the  question  is  not  as  to  the  competency  or 
relevancy  of  the  evidence,  but  as  to  the  propriety  of  its 
being  admitted  at  the  time  when  it  was  offered.  It  appears 
that  the  testimony  was  not  offered  by  the  defendants,  or 
stated  by  them,  as  a  matter  of  defence,  in  the  stage  of  the 
cause  when  it  is  usually  introduced  according  to  the  prac- 
tice of  the  court.  It  was  offered,  after  the  defendants' 
counsel  had  stated,  in  open  court,  that  they  had  closed 
their  evidence,  and  after  the  plaintiff,  in  consequence  of 
that  declaration,  had  discharged  his  own  witnesses:  The 
question,  then,  is,  whether  it  was  at  that  time  admissible 
on  the  part  of  the  defendants,  as  a  matter  of  right,  or 
whether  its  admission  was  a  matter  resting  in  the  sound 
discretion  of  the  court.  If  the  latter,  then  it  is  manifest 
that  the  rejection  of  it  cannot  be  assigned  as  error. 

The  mode  of  conducting  trials,  the  order  of  introducing 
evidence,  and  the  times  when  it  is  to  be  introduced,  are, 
properly,  matters  belonging  to  the  practice  of  the  Circuit 
Courts,  with  which  this  court  ought  not  to  interfere,  unless 
it  shaU  choose  to  prescribe  some  fixed  general  rules  on  the 
subject,  under  the  authority  of  the  act  of  Congress.  Prob- 
ably, the  practice  in  no  two  States  in  the  Union  is  exactly 
the  same  ;  and,  therefore,  in  each  State  the  Circuit  Courts 
must  necessarily  be  vested  with  a  large  discretion,  in  the 
regulation  of  their  practice.  If  every  party  had  a  right  to 
introduce  evidence,  at  any  time,  at  his  own  election,  with- 
out reference  to  the  stage  of  the  trial  on  which  it  is  offered, 
it  is  obvious  that  the  proceedings  of  the  court  would  often 
be  greatly  embarrassed,  the  purposes  of  justice  be  ob- 
structed, and  the  parties  themselves  be  surprised  by  evi- 
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dence  destructive  of  their  rights,  which  they  could  not 
have  foreseen,  or  in  any  manner  have  guarded  against.  It 
seems  to  us,  therefore,  that  all  courts  ought  to  be,  as  indeed 
they  generally  are,  invested  with  a  large  discretion  on  this 
subject,  to  prevent  the  most  mischievous  consequences  in 
the  administratiou  of  justice  to  suitors  ;  and  we  think  that 
the  Circuit  Courts  i)ossess  this  discretion  in  as  ample  a 
manner  as  other  judicial  tribunals.  We  do  not  feel  at 
liberty,  therefore,  to  interfere  with  the  exercise  of  this  dis- 
cretion ;  and,  indeed,  if  we  were  called  upon  to  say,  upon 
the  present  record,  whether  this  discretion  was,  in  fact, 
misapplied  or  not,  we  should  be  prepared  to  say  that  we 
see  no  reason  to  doubt  that  it  was,  under  all  the  circum- 
stances, wisely  and  proi)erly  exercised.  It  is  sufficient  for 
us,  however,  that  it  was  a  matter  of  discretion  and  practice, 
in  respect  to  which  we  possess  no  authority  to  revise  the 
decision  of  the  Circuit  Court. 

Upon  the  whole,  we  are  of  opinion  that  the  judgment  of 
the  Circuit  Court  ought  to  be 
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DAVID  PROUTY  AND  JOHN  MEARS,  PLAINTIFFS 
IN  ERROR,  V.  DRAPER  RUGGLES  et  al,  DE- 
FENDANTS IN  ERROR. 

16  Pet  886-841.    Jan.,  1842. 

[Bk.  10,  L.  ed.  985 ;  2  Robb.  98  ;  1  Whit.  811.] 
Afflrming  Oid.,  1  Stoiy,  568. 

Combination.     Infringement.     Particular  patent  construed. 

1.  Patent  granted  Prouty  &  Mears,  March  4,  1836,  for  a  plough, 

construed  to  be  for  a  combination  of  three  old  elements,  and 
held  not  infringed  by  the  omission  of  one  of  the  elements 
(p.  368). 

2.  A  combination  of  several  elements  is  not  infringed  by  the  use  of 

less  than  all  of  the  elements,  or  by  a  substitution  for  an  omitted 
element,  of  one  substantially  different  in  form  or  manner  of 
arrangement  and  connection  (p.  368). 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Massachusetts. 

The  plaintiffs  in  error  instituted  a  suit  in  the  Circuit 
Court  of  Massachusetts,  for  the  recovery  of  damages  for 
the  violation  of  a  patent,  granted  to  them  by  the  United 
States,  for  a  new  and  useful  improvement  in  the  construc- 
tion of  a  plough. 

The  cause  was  tried  before  a  jury,  at  October  sessions  of 
the  Circuit  Court,  in  1841,  and  a  verdict  and  judgment  were 
rendered  for  the  defendant.  The  plaintiffs  took  exceptions 
to  the  charge  of  the  court,  and  prosecuted  this  writ  of  error. 

The  case  was  submitted  to  the  court,  on  printed  argu- 
ments, by  Mr.  Choate^  for  the  plaintiffs  in  error,  and  by 
Mr.  Dexter,  for  the  defendants.  The  case  was  fully  stated 
in  the  opinion  of  the  court. 
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Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the 
court. 

This  case  is  brought  here  by  a  writ  of  error  to  the  Circuit 
Court  of  the  United  States  for  the  District  of  Massa- 
chusetts. 

The  action  was  instituted  for  the  purpose  of  recovering 
damages  for  an  infringement  of  a  patent  which  the  plain- 
tiffs had  obtained  for  an  improvement  in  the  construction 
of  the  plough. 

The  invention  is  described  in  the  specification  as  follows : 

"  Be  it  known,  that  we,  the  said  Prouty  and  Mears,  have 
jointly  invented,  made,  and  applied  to  use  a  new  and  use- 
ful improvement  in  the  construction  of  the  plough,  which 
invention  and  improvement  we  describe  and  specify  as 
follows,  namely : 

**  Heretofore,  the  standard  and  landside  of  the  plough 
has  been  placed  i)erpendicular  to  and  at  right  angles  with 
the  plane  of  the  share ;  on  this  standard,  the  beam  has 
been  placed  in  such  manner  as  to  form  an  acute  angle  with 
the  landside,  of  such  extent  as  to  place  that  part  of  the 
beam  to  which  the  moving  power  is  applied  at  a  distance 
of  three  or  more  inches  from  an  extended  line  of  the  land- 
side  to  the  right,  while  the  after-part  of  the  beam  extends 
one  or  more  inches  to  the  left  of  the  perpendicular  of  the 
landside,  near  the  handle ;  the  object  has  been  to  cause  the 
plough  '  to  run  to  land,'  or  hold  its  width  of  furrow.  The 
effect  produced  has  been  an  uneasy,  struggling  motion,  as 
it  meets  resistance  at  the  point,  wing,  or  heel. 

"  We  make  our  plough  with  the  standard  and  landside 
forming  an  acute  angle  with  the  plane  of  the  share,  the 
standard  inclining  to  the  right  or  furrow  side  in  such 
manner  as  to  enable  us  to  place  the  centre  of  the  beam  on  a 
line  parallel  with  the  landside,  the  fore-part  thereof  at  such 
a  distance  from  the  extended  line  aforesaid  as  to  cause  the 
plough  to  hold  its  width  of  furrow,  and  the  after-part  fall- 
ing within  the  perpendicular  of  the  landside  of  the  plough, 
the  centre  of  it  being  nearly  perpendicular  to  the  centre  of 
resistance,  on  the  mould-board,  which  we  conceive  to  be  at 
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about  one-fourth  part  of  the  lateral  distance  from  the  land- 
side  to  the  wing  of  the  share,  and  at  about  one- third  part 
of  the  perpendicular  height  from  the  plane  of  the  share  to 
the  upper  edge  of  the  mould-board. 

"  This  location  of  the  centre  of  resistance,  we  base  on  the 
fact  that  many  ploughs,  which  have  been  used  in  sharp, 
sandy  soils,  have  been  worn  quite  through  at  that  point.  The 
result  of  this  formation  of  the  plough  is  a  steady,  well- 
balanced  motion,  requiring  less  power  of  draft  and  less 
effort  in  directing  the  plough  in  its  course. 

''  The  inclination  of  the  standard  and  landside  causes  the 
plough  to  cut  under  and  take  up  the  furrow  in  the  form  of 
an  oblique-angled  parallelogram,  or  like  a  board  feather- 
edged,  which,  being  turned  over,  falls  on  a  level  with  the 
last  furrow  more  readily  than  right-angled  or  square-edged 
work. 

"  The  coulter,  or  knife,  having  a  similar  inclination,  cuts 
the  roots  of  the  grass,  &c.,  and  leaves  all  vegetable  matter 
on  the  surface,  at  a  greater  distance  from  the  under  edge  of 
the  furrow,  which,  being  turned  over,  more  readily  falls  in, 
and  is  far  better  covered  than  with  the  square-edged  work. 

^^  Tne  top  of  the  standard,  through  which  the  bolt  passes 
to  secure  the  beam,  is  transversely  parallel  to  the  plane  of 
the  share,  and  extends  back  from  the  bolt  to  such  a  dis- 
tance as  to  form  a  brace  to  the  beam,  when  the  after-part  is 
passed  down  by  lifting  at  the  fore-part ;  the  share  being 
fast  under  a  rock,  or  other  obstruction,  the  after- part  of 
this  extension  is  squared  in  such  manner,  that,  being 
jogged  into  the  beam,  it  relieves  the  bolt  in  heavy 
draft. 

' '  The  bolts  which  we  use  to  fasten  the  pieces  of  cast-iron, 
of  which  our  ploughs  are  made,  together,  and  the  wood- 
work, are  round,  with  inverted  convex  heads,  like  the 
wood-screw,  with  a  projection  on  the  under  side  of  the  head 
of  semicircular  form,  which  fits  into  a  groove  in  the  coun- 
tersink  part  of  the  bolt-hole,  as  it  is  cast  to  receive  it, 
which  not  only  prevents  its  turning,  but  also  diminishes 
the  liability  of  breakage  at  the  comers  of  square  holes — ^all 
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which  will  more  fully  appear  by  reference  to  thi  drawing 
annexed  to  and  forming  part  of  this  specification. 

"  We  hereby  declare  that  what  we  claim  as  new,  and  of 
our  invention,  is  the  construction  of  such  ploughs  as  afore- 
said, and  the  several  parts  thereof,  not  separately,  but  in 
combination,  for  the  purposes  aforesaid,  namely : 

^^1.  The  inclining  the  standard  and  landside  so  as  to 
form  an  acute  angle  with  the  plane  of  the  share. 

"  2.  The  placing  the  beam  on  a  line  parallel  to  the  land- 
side,  within  the  body  of  the  plough  and  its  centre,  nearly 
in  the  x>erpendicular  of  the  centre  of  resistance. 

**  3.  The  forming  the  top  of  the  standard  for  brace  and 
draft.  We  do  not  intend  to  confine  our  claim  to  any  par- 
ticular form  or  construction,  excepting  such  form  as  may 
be  necessary  to  place  th6  beam  in  the  perpendicular  of  the 
centre  of  resistance,  and  parallel  to  the  landside,  and  also 
to  such  form  of  the  top  of  the  standard  as  shall  serve  for 
brace  and  draft,  but  have  given  such  form  as  we  deem  to 
be  most  convenient,  which  may  be  varied,  as  is  obvious." 

The  plaintiffs  offered  to  prove  the  utility  of  the  alleged 
improvement,  which  proof  was  disj^ensed  with  by  the  de- 
fendants. Certain  ploughs,  alleged  by  the  plaintiffs  to  be 
made  in  conformity  with  their  letters  patent,  and  certain 
ploughs  made  by  the  defendants,  which  were  the  alleged 
infringement  of  the  plaintiffs'  patent,  were  produced  in 
court ;  and  no  substantial  difference  between  them  was 
shown  by  the  defendants  to  exist,  unless  the  fact  that  the 
top  of  the  standard  in  the  defendants'  plough  was  not 
jogged  into  the  beam,  and  did  not  extend  so  far  back  ui)on 
the  beam,  was  to  be  so  considered. 

And  the  plaintiffs  oflPered  evidence  to  show  that  the  top 
of  the  standard  formed,  as  stated  in  the  specification, 
would  serve  for  both  purposes  of  brace- and  draft,  although 
not  jogged  into  the  beam. 

The  defendants  introduced  no  evidence.  The  counsel  for 
the  plaintiffs  requested  the  court  to  instruct  the  jury  as 
follows,  to  wit : 

The  counsel  of  plaintiffs  respectfully  move  the  court  to 
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instruct  the  jury,  that  if  the  defendants  have  used,  in  com- 
bination with  the  other  two  parts,  a  standard  of  the  de- 
scription set  forth  in  the  si)ecification,  and  it  is  proved  to 
serve  both  for  brace  and  draft,  such  use  was  an  infringe- 
ment of  the  plaintiflPs'  claim  in  that  particular,  although 
the  defendants  may  not  have  inserted  it  into  a  jog  in  the 
beam. 

Also,  that  if  any  two  of  the  three  parts  described  as  com-^ 
I)osing  the  construction  claimed  in  the  specification,  had 
been  used  in  combination  by  the  defendants,  it  was  an 
infringement  of  the  patent,  although  the  third  had  not  been 
used  with  them. 

The  court  refused  to  give  the  instructions  so  prayed,  or 
either  of  them,  in  manner  and  form  as  prayed  by  the  plain- 
tiflfs  ;  but  did  instruct  the  jury  as  follows,  to  wit : 

That  upon  the  true  construction  of  the  patent,  it  is  for  a 
combination,  and  for  a  combination  only.  That  the  com- 
bination, as  stated  in  the  summing  up,  consists  of  three 
things,  namely : 

1.  The  inclining  the  standard  and  landside  so  as  to  form 
an  acute  angle  with  the  plane  of  the  share. 

2.  The  placing  the  beam  on  a  line  parallel  to  the  land- 
side,  within  the  body  of  th^  plough  and  its  centre,  nearly 
in  the  perpendicular  of  the  centre  of  resistance. 

3.  The  forming  the  top  of  the  standard  for  brace  and 
draft. 

That  unless  it  is  proved  that  the  whole  combination  is 
substantially  used  in  the  defendants'  ploughs,  it  is  not  a 
violation  of  the  plaintiffs'  patent,  although  one  or  more  of 
the  parts  specified  as  aforesaid  may  be  used  in  combination 
by  the  defendants.  And  that  the  plaintiffs,  by  their  si)eci- 
fication  and  summing  up,  have  treated  the  jogging  of  the 
standard  behind,  as  well  as  the  extension,  to  be  essential 
parts  of  their  combination  for  tlie  purpose  of  brace  and 
draft ;  and  that  the  use  of  either  alone  by  the  defendants 
would  not  be  an  infringement  of  the  combination  patented. 

And  thereupon  the  jury  rendered  their  verdict  for  the 
defendants. 
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The  first  question  presented  by  the  exception  is,  whether 
the  extension  of  the  standard,  and  the  jogging  of  it  into 
the  beam,  are  claimed  as  material  parts  of  the  plaintiffs' 
improvement.  We  think  they  are.  In  the  paragraph  in 
which  it  is  described,  he  states  that  it  ^ '  extends  back  from 
the  bolt  to  such  a  distance  as  to  form  a  brace  to  the  beam  ;" 
and  also  "  that,  being  jogged  into  the  beam,  it  relieves  the 
bolt  in  a  heavy  draft."  And  in  their  summing  up,  they 
declare  that  they  claim  as  new,  and  of  their  invention,  the 
construction  of  such  ploughs  as  aforesaid,  and  the  several 
parts  thereof,  not  separately,  but  in  combination  ;  and  pro- 
ceeding then  to  specify  the  parts  so  claimed,  they  men- 
tioned *  ^  the  forming  of  the  top  of  the  standard  for  brace 
and  draft."  They,  indeed,  say  that  they  do  not  mean  to 
confine  their  claim  to  any  particular  form  of  construction, 
except  "  to  such  form  of  the  top  as  shall  serve  for  brace 
and  draft."  That  is  to  say,  the  top  is  to  be  so  formed  and 
so  connected  with  the  beam  as  to  answer  both  purposes. 
And  as  those  purposes,  according  to  the  preceding  part  of 
the  specification,  are  to  be  accomjjlished  by  its  extension 
back  from  the  bolt,  and  by  jogging  it  into  the  beam,  these 
two  things  are  essential  to  it,  whatever  variation  may  be 
made  in  its  shape  or  size.  They  are,  therefore,  material 
IDarts  of  the  improvement  they  claim. 

The  remaining  question  may  be  disiK)sed  of  in  a  few 
words.  The  patent  is  for  a  combination,  and  the  improve- 
ment consists  in  arranging  diflPerent  ix)rtions  of  the  plough, 
and  combining  them  together  in  the  manner  stated  in  the 
specification,  for  the'purpose  of  producing  a  certain  effect. 
None  of  the  parts  referred  to  are  new,  and  none  are  claimed 
as  new ;  nor  is  any  portion  of  the  combination  less  than 
the  whole  claimed  as  new,  or  stated  to  produce  any  given 
result.  The  end  in  view  is  proposed  to  be  accomplished  by 
the  union  of  all,  arranged  and  combined  together  in  the 
manner  described.  And  this  combination,  composed  of  all 
the  parts  mentioned  in  the  specification,  and  arranged  with 
reference  to  each  other  and  to  other  parts  of  the  plough  in 
the  manner  therein  described,  is  stated  to  be  the  improve- 
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ment,  and  is  the  thing  patented.  The  nse  of  any  two  of 
these  parts  only,  or  of  two  combined  with  a  third  which  is 
substantially  different  in  form  or  manner  of  its  arrangement 
and  connection  with  the  others,  is  therefore  not  the  thing 
patented.  It  is  not  the  same  combination  if  it  substantially 
differs  from  it  in  any  of  its  parts.  The  jogging  of  the 
standard  into  the  beam,  and  its  extension  backward  from 
the  bolt,  are  both  treated  by  the  plaintiffs  as  essential  parts 
of  their  combination  for  the  puri)ose  of  brace  and  draft. 
Consequently,  the  use  of  either  alone,  by  the  defendants, 
would  not  be  the  same  improvement,  nor  infringe  the  pat- 
ent of  the  plaintiffs. 
The  judgment  of  the  Circuit  Court  must  therefore  be 

Affirmed. 
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ELEAZER  CARVER  v.  JOSEPH  A.   HYDE  et  al. 

16  Pet  518-^520.    Jan.,  1842. 

[Bk.  10,  L.  ed.  1051 ;  1  Whit.  316  ;  Fish.  Pat.  Rep.  20.] 

Particular  patent  construed.      Infringement.      Result.     Patent- 

aMlily. 

1.  A  patentee  cannot  reject  as  unessential  and  as  not  of  the  es- 

sence of  his  invention  part  of  matter  expressly  so  claimed 
(p.  377). 

2.  Patent  No.  777  granted  Carver,  E.,  June  12,  1838,  reissued  as 

No.  17,  November  16,  1839,  for  Ribs  of  Cotton  Gin,  construed 
to  have  claimed  form  and  manner  of  attaching  as  an  essential 
part  of  the  invention,  and  not  infringed  by  a  substantially 
different  form  (p.  378). 

3.  A  result  is  not  patentable  (p.  378). 

Error  to  the  Circuit  Court  for  the  District  of  Massa- 
chusetts. The  action  below  was  for  the  infringement  of 
letters  patent  for  improving  "  saw  ribs  for  cotton  gin," 
granted  to  the  plaintiff  June  12,  1838,  and  reissued  Novem- 
ber 16,  1839. 

(The  specification  of  the  original  patent  was  as  follows  ; 
that  of  the  reissued  patent  is  given  in  the  opinion  of  the 
court.) 

United  States  Patent  Office.  Eleazer  Carver,  of 
Bridgewater,  Massachusetts.  .  Improvement  in  the 
Manner  of  Forming  the  Ribs  of  Saw-Gins  for 
Ginning  Cotton.  Specification  Forming  Part  of 
Letters  Patent  No.  777,  dated  June  12,  1838. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Eleazer  Carver,  of  Bridgewater, 
in  the  county  of  Plymouth  and  Commonwealth  of  Massa- 
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chusetts,  have  invented  certain  Improvements  in  the 
Manner  of  Forming  the  Ribs  of  Saw-Gins  for  the  Ginning 
of  Cotton  ;  and  I  do  hereby  declare  that  the  following  is  a 
full  and  exact  description  thereof. 

The  cylinder  of  saws  and  the  other  parts  of  the  saw-gin 
may  be  constructed  in  the  usual  manner ;  but  I  construct 
the  ribs  which  form  the  grating  through  which  the  saws 
work  in  a  form  diflPerent  in  several  resi)ects  from  those 
which  have  heretofore  been  employed. 

In  the  accompanying  drawings,  Figure  1  is  a  representa- 
tion in  perspective  of  one  of  the  ribs  of  the  form  generally 
given  to  it  by  me.  Fig.  2  shows  four  ribs  in  their  cross- 
section  ;  and  Fig.  3,  four  ribs  standing  in  front  of  the  saw- 
cylinder,  and  having  the  saws  between  them. 

The  saws  are  shown  in  Fig.  1  by  the  dotted  lines  A,  and 
by  the  lines  A  A  A  in  Fig.  3.  The  dotted  lines  ah  c  iw 
Fig.  2  also  show  the  places  of  the  saws.  I  denominate  the 
(5urvature  given  by  me  to  the  ribs,  as  shown  at  C,  Fig.  1, 
the  "  lower"  curve,  and  that  commencing  at  D  the  "  upper" 
curve. 

Instead  of  making  the  upper  sides  of  the  ribs  with  a  flat 
surface,  as  is  usually  done,  I  form  them  ridge-shaped,  as 
shown  in  Fig.  1,  and  more  distinctly  in  the  csoss-sections, 
Fig.  2. 

The  advantage  derived  from  the  ridge-formed  grate  bars 
or  ribs  is,  that  from  their  lateral  inclination  they  give  the 
seeds  a  direction  toward  the  saws,  so  that  they  may  with 
the  greater  certainty  be  caught  and  drawn  up  by  the  teeth 
so  long  as  any  iibre  remains  upon  them.  The  upper  curve, 
D,  is  the  part  through  which  the  cotton  is  drawn  as  it  is 
separated  from  the  seeds ;  and  in  this  part,  along  which 
the  ridge  is  continued,  it  has  a  stiU  further  advantage. 
The  obtuse  angle  which  the  inclined  ridge  forms  with  the 
side  of  the  rib  prevents  the  cutting  or  breaking  of  the  fibre 
as  the  cotton  is  drawn  through,  while  it  also  forms  a 
channel  that  prevents  the  seed-cotton  from  escaping  in  a 
lateral  direction. 

I  sometimes  form  upon  the  rib  a  projection,  F,  which  I 


No.  777. 


E.  CARVER. 
Cotton-Gin  Rib. 


Patented  June  12,  1838. 


Jan.,  1842.]  CARVEB  v.  HYDE  et  al,  871 

Btatcment  of  the  case. 

call  the  "lateral"  projection,  which  is  adapted  to  the 
ginning  of  long-staple  cotton  as  weU  as  other  cotton.  The 
point  E  is  that  at  which  the  saw  leaves  the  rib,  and  it  is 
important  in  all  cases,  and  is  one  of  the  improvements 
made  by  me,  to  form  the  rib  in  such  a  manner  as  that  the 
portion  of  the  circumference  of  the  saw  which  is  between 
the  ribs — ^that  is  to  say,  from  the  point  at  which  the  cotton 
is  first  drawn  in  to  that  at  which  it  escapes  from  between 
them — shaU  be  equal  to  the  full  length  of  the  fibre  of  the 
cotton  to  be  ginned.  The  projection  P  extends  nearly 
across  the  ribs,  and  its  rise  is  such  as  to  admit  the  seed- 
cotton  to  slide  over  it  at  the  same  time  that  the  teeth  are 
drawing  the  fibres  through  the  spaces  between  them,  which 
spaces  are  sufficiently  wide  to  admit  of  the  passing  of  the 
smaller  seeds  of  cotton,  which  seeds  are  arrested,  drawn 
up,  and  carried  off  at  C.  Above  the  point  E,  where  the 
saw  escapes,  the  rib  slopes  or  narrows  toward  G%  which 
allows  the  smaller  seeds  which  may  be  arrested  at  D  to 
pass  out  freely  at  C. 

Having  thus  fully  described  the  construction  of  the  grate 
bars  or  ribs  of  my  cotton-gin,  I  claim  as  constituting  my 
improvements— 

The  ridge  form  given  to  their  upper  surfaces,  in  the 
manner  and  for  the  purposes  set  forth — that  is  to  say,  to 
give  an  inclination  of  the  seeds  toward  the  saws,  and  to 
prevent  the  breaking  or  cutting  of  the  fibre  in  consequence 
of  the  obtuseness  of .  the  angle  against  which  it  is  drawn 
off ;  also,  the  oblique  projection  P,  to  give  a  larger  space 
for  the  fiUing  of  the  saw-teeth  with  cotton ;  likewise  the 
slope  given  to  the  ribs  at  C*,  where  the  cotton  is  drawn  in, 
thereby  increasing  it  in  width,  and  allowing  the  seeds  to 
escape  to  prevent  the  grates  from  being  choked,  the  whole 
combined  and  arranged  as  herein  set  forth. 

ELEAZER   CARVER. 

Witnesses  : 

b.  k.  morsell, 
Linton  Thorn. 


/ 
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FraTtklin  Dexter ^  for  plaintiff  ;  Richard  Fletcher^  Wil- 
lard  Phillips^  and  Leverett  SaUonstaU^  for  defendants. 

Chief  Justice  Tanet  delivered  the  opinion  of  the  court. 

This  case  is  brought  here  by  writ  of  error,  directed  to  the 
Circuit  Court  of  the  United  States  for  the  District  of  Massa- 
chusetts. It  is  an  action  by  the  plaintiff  in  error  against 
the  defendants,  to  recover  damages  for  the  infringement  of 
a  patent-right,  obtained  by  the  plaintiff  on  November  16, 
1839.  The  patent  is  in  the  usual  form,  and  the  questions 
before  us  depend  upon  the  construction  of  the  specification, 
which  is  in  the  following  words  : 

"  Be  it  known,  that  I,  Eleazer  Carver,  of  Bridge  water,  in 
the  county  of  Plymouth,  and  State  of  Massachusetts,  have 
invented  a  certain  improvement  in  the  manner  of  forming 
the  ribs  of  saw-gins,  for  the  ginning  of  cotton ;  and  I  do 
hereby  declare  that  the  following  is  a  full  and  exact  de- 
scription thereof : 

*'  In  the  cotton-gin,  as  heretofore  known  and  used,  the 
fibres  of  the  cotton  are  drawn,  by  the  teeth  of  circular  saws, 
through  a  grating  formed  of  a  number  of  parallel  bars  or 
ribs,  having  spaces  between  them  sufficient  to  allow  the 
saws  to  pass,  carrying  the  fibres  of  the  cotton  with  them, 
(which  are  then  brushed  off  by  a  revolving  brush,)  but  not 
wide  enough  to  let  the  seeds  and  other  foreign  substances 
pass  through.  Above  the  saws  the  ribs  come  in  close  con- 
tact, thus  forming  a  shoulder  at  the  top  of  the  space  be- 
tween them.  Various  forms  have  been  given  to  the  bars  or 
ribs,  with  a  view  to  procure  a  free  passage  of  the  cotton  ; 
but  the  cotton-gin,  as  heretofore  made,  has  been  always 
subject  to  the  inconvenience  of  the  grate  becoming  choked 
by  hard  masses  of  cotton  and  motes,  or  false  seeds,  collect- 
ing in  the  upper  part  of  the  spaces  between  the  ribs,  and 
impeding  the  action  of  the  saws,  and  also  preventing  the 
mass  of  cotton  which  is  drawn  by  the  saws  up  to  the  top  of 
the  spaces,  but  not  drawn  through  them,  from  rolling  back 
freely,  so  as  to  pass  again  over  the  saws,  as  it  should  do. 

*^  My  improvement,  which  I  am  about  to  describe,  is  in- 
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tended  to  obviate  these  difficulties  ;  and  it  consists  in  giving 
a  new  form  to  the  ribs  composing  the  grate.  Instead  of 
making  the  ribs  of  a  bar  of  iron  of  equal  thickness  through- 
out, so  that  the  upper  and  under  surfaces  shall  be  parallel, 
I  so  form  the  rib,  that  at  the  part  where  the  saws  pass 
through,  carrying  the  cotton  with  them,  the  space  or  depth 
between  the  upper  and  outer  surface,  and  the  lower  or 
inner  surface,  shall  be  greater  than  the  thickness  of  the  rib 
in  other  parts  has  heretofore  been,  or  needs  to  be,  and  so 
great  as  to  be  equal  to  the  length  of  the  fibre  of  the  cotton 
to  be  ginned,  so  that  the  fibre  shall  be  kept  extended 
between  the  ribs  for  about  its  full  length,  while  it  is  drawn 
through  them  by  the  saws.  This  mill,  of  course,  requires, 
either  that  the  rib  should  be  as  thick  at  that  part  as  the 
length  of  the  fibre,  or  that  the  rib  should  be  forked,  or 
divided,  about  that  part,  so  that  the  upper  or  outer  surface, 
and  the  under  or  inner  surface,  shall  diverge  to  that  dis- 
tance of  each  other,  instead  of  being  parallel  as  formerly, 
when  the  rib  was  made  of  one  bar  of  uniform  thickness. 
This  under  or  inner  surface  then  takes  a  new  direction 
upward,  and  slopes  toward  the  upper  or  outer  surface,  until 
the  two  surfaces  meet  above  the  i)eriphery  of  the  saw. 
This  last  described  part  of  the  under  surface  is  fastened 
against  the  framework  of  the  gin.  The  operation  of  this 
improvement  is,  that  those  fibres  of  the  cotton  which  are  so 
firmly  caught  by  the  teeth  of  the  saws  as  to  be  disengaged 
from  the  mass  of  the  cotton  to  be  ginned,  are  drawn  out  to 
their  full  length,  and  pass  clear  through  the  grate,  and  are 
then  brushed  off  by  the  revolving  brush,  while  the  fibres 
that  are  drawn  into  the  grate,  but  not  caught  by  the  teeth 
of  the  saws  firmly  enough  to  be  carried  quite  through,  are 
disengaged,  and  pass  up  to  where  the  under  surface  meets 
the  upper  surface,  above  the  saws,  and,  finding  no  obstruc- 
tion there,  pass  back  out  of  the  grate  without  choking  it, 
and  roll  down  again  with  the  mass  of  unginned  cotton,  and 
are  caught  below  by  the  saws,  and  carried  up  again,  and  so 
on  until  all  the  fibres  are  drawn  through." 
The  specification  then  proceeds  to  describe  the  invention 


374  CARVER  v.  HYDE  et  al  [Sup.  €t. 

Opinion  of  the  court 

more  particularly,  by  referring  to  and  explaining  the  draw- 
ings annexed  to  it,  showing  the  advantages  of  his  improve- 
ment, the  manner  of  arranging  the  ribs  in  the  gin,  and  the 
mode  of  inserting  and  fastening  them  in  the  framework. 
This  description  could  not  be  comprehended  without  an 
exact  drawing  ;  nor  is  it  necessary,  in  order  to  understand 
the  questions  of  law  in  dispute  between  the  parties.  It  is 
therefore  omitted.  After  giving  this  description,  the  speci- 
fication states  the  improvement,  of  which  the  patentee 
claims  to  be  the  inventor,  as  follows  : 

"  Having  thus  described  my  improved  rib  and  its  advan- 
tages, I  now  claim  as  my  invention,  and  desire  to  secure, 
by  letters  patent,  the  increasing  the  depth  or  space  between 
the  upper  or  outer  surface  of  the  rib,  and  the  lower  or  inner 
surface  of  it,  at  the  part  where  the  cotton  is  drawn  through 
the  grate,  so  that  it  shall  be  equal  to  the  length  of  the  fibre 
of  the  cotton  to  be  ginned  ;  (whether  this  be  done  .by  mak- 
ing the  ribs  thicker  at  that  part,  or  by  a  fork  or  division  of 
the  rib,  or  by  any  other  variation  of  the  particular  form  ;) 
and  I  also  claim,  as  part  of  the  said  improvement,  the  slop- 
ing up  of  the  lower  or  inner  surface  of  the  rib,  so  as  to 
meet  the  upper  or  outer  surface  above  the  saws,  leaving, 
when  the  rib  is  inserted  into  the  frame,  no  break  or  shoulder 
between  the  two  surfaces,  but  a  smooth  and  uninterrupted 
passage  upward  between  the  ribs,  as  above  described." 

At  the  trial  in  the  Circuit  Court,  the  plaintiff  in  error, 
after  having  produced  his  patent,  with  the  schedule  an- 
nexed to  it,  offered  in  evidence,  by  the  testimony  of  wit- 
nesses skilled  in  the  art,  that  the  rib  described  in  the  plain- 
tiff' s  specification  was  a  new  and  useful  improvement ;  that 
the  fastening  of  the  rib  to  the  framework  in  the  manner 
therein  stated  had  nothing  to  do  with  the  ginning,  but  was 
only  necessary  to  keep  the  rib  firm ;  that  the  rib  of  the 
defendants  was  substantially  in  principle  like  that  of  the 
plaintiff,  and  operated  in  the  same  manner  and  produced 
the  same  effect ;  and  that,  in  their  opinion,  it  differed  from 
the  plaintiff' s  rib  only  by  taking  away  a  part  which  was 
wholly  immaterial  in  the  operation  of  ginning. 
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The  defendants  then  produced  witnesses  skilled  in  the 
art,  who  testified  that  the  ribs  of  the  defendants  did  not 
substantially  operate  in  the  same  manner  with  the  plain- 
tiffs, but  were  different  in  form  and  principle,  and  pro- 
ceeded to  state  the  particulars  in  which  they  differed  ;  and 
testified  that  the  defendants'  ribs  were  entirely  detached 
from  the  breast-band,  and  stood  out  in  front  of  it,  like  the 
bar  of  the  ^^  Edenton  grate,"  which  was  known  and  in  use 
long  before  the  plaintiff's ;  and  that  the  front  and  back 
surfaces  of  the  defendants'  ribs  did  not  slope  and  meet  at 
the  upi)er  end  above  the  saws  as  the  plaintiff  described  his 
to  do,  and  was  not  shai)ed  as  the  plaintiff's  was  exhibited 
and  described  in  his  drawings,  specification,  and  claim. 

*'  Whereupon  the  defendants'  counsel  insisted  that  the 
ribs  of  the  defendant  were,  according  to  the  whole  evidence, 
substantially  different  from  those  described  and  claimed  by 
the  plaintiff,  not  only  because,  as  the  counsel  alleged,  it 
appeared  by  the  whole  of  said  evidence,  that,  in  the  defend- 
ants' said  ribs,  no  part  of  the  under  surface  sloped  upward, 
and  met  the  upper  surface  above  the  i)eriphery  of  the  saw, 
and  was  there  fastened  against  the  framework  of  the  gin  ; 
but,  also,  in  the  other  particulars  above  described. 

*'  But  the  plaintiff's  counsel  insisted. that  said  ribs  were 
substantially  alike,  in  all  respects  ;  and  that  in  the  rib  of 
the  defendants,  the  under  surface  did,  according  to  said 
evidence,  in  fact,  slope  upward,  and  meet  the  upper  surface 
above  the  periphery  of  the  saw,  but  that  it  was  not  neces- 
sary to  the  plaintiff's  invention,  as  described  and  claimed 
in  his  said  specification ;  nor  was  it  essential  to  the  said 
invention,  in  fact,  that  the  under  surface  of  the  rib  should 
be  fastened  against  the  framework  of  the  gin,  where  the 
two  surfaces  meet,  above  the  periphery  of  the  saw. 

"  And  the  presiding  judge  who  sat  at  the  trial  aforesaid 
did  then  and  there  declare  and  deliver  his  opinion  to  the 
jury  aforesaid,  as  follows,  viz.  :  That  to  entitle  the  plaintiff 
to  maintain  the  action  and  issue  aforesaid,  on  his  part,  it 
was  necessary  for  the  jury  to  be  satisfied  that  the  defend- 
ants had  substantially  violated  and  infringed  the  patent- 
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right  of  the  plaintiif ,  as  set  forth  and  described  in  his  pat- 
ent. That  if  the  defendants  used  only  such  part  of  the  said 
patented  improvement  as  was  known  and  used  before  his 
supposed  invention,  it  was  no  violation  or  infringement 
thereof.  That  the  improvement  of  the  plaintiff,  as  specified 
and  summed  up  by  him,  was  in  the  following  terms,  viz.  : 

"  I  now  claim  as  my  invention,  and  desire  to  secure,  by 
letters  patent,  the  increasing  the  depth  or  space  between 
the  upper  or  outer  surface  of  the  rib,  and  the  lower  or  inner 
suri^ace  of  it,  at  the  part  where  the  cotton  is  drawn  through 
the  grate,  so  that  it  shall  be  equal  to  the  length  of  the  fibre 
of  the  cotton  to  be  ginned  ;  (whether  this  be  done  by  mak- 
ing the  ribs  thicker  at  that  part,  or  by  a  fork  or  division  of 
the  rib,  or  by  any  other  variation  of  the  particular  form  ;) 
and  I  also  claim,  as  part  of  the  same  improvement,  the 
sloping  up  of  the  lower  or  inner  surface  of  the  rib,  so  as  to 
meet  the  upper  or  outer  surface  above  the  saws,  leaving, 
when  the  rib  is  inserted  into  the  frame,  no  break  or  shoulder 
between  the  two  surfaces,  but  a  smooth  and  uninterrupted 
passage  upward  between  the  ribs,  as  above  described." 

That  the  true  construction  and  interpretation  of  the  speci- 
fication and  summing  is,  that  it  claims  and  states  as  a  sub- 
stantial part  of  the  improvement,  not  only  the  increasing 
the  depth  or  space  between  the  upper  or  outer  surface  of 
the  rib  and  the  lower  or  inner  surface  thereof,  at  the  part 
where  the  cotton  is  drawn  through  the  grate,  so  that  it 
shall  be  equal  to  the  length  of  the  fibre  of  the  cotton  to  be 
ginned  in  the  manner  above  stated,  but  it  also  claims  and 
states  as  a  substantial  part  of  the  same  improvement,  the 
sloping  up  of  the  lower  and  inner  surface  of  the  rib,  so  as 
to  meet  the  upper  or  outer  surface  above  the  saws,  leaving, 
when  the  rib  is  inserted  in  the  framework,  no  break  or 
shoulder  between  the  two  surfaces,  but  a  smooth  and  unin- 
terrupted passage  upward  between  the  ribs,  as  described  in 
the  same  specification ;  and  that  thereby  the  fixing  or 
fastening  of  the  ribs  against  the  framework,  in  the  manner 
stated  in  the  specification,  is  made  by  the  patentee  a  sub- 
stantial part  of  the  said  improvement ;  so  that  if  the  de- 
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fendants  do  not  fix  or  fasten  the  ribs  of  their  machine 
against  the  framework  in  the  manner  stated  in  the  specifi- 
cation, either  at  all  or  substantially  in  the  same  manner  as 
the  patentee,  or  fix  or  fasten  it  only  in  a  manner  known  or 
used  before  the  plaintiff 's  supposed  invention,  the  defend- 
ants are  not  guilty  of  any  violation  or  infringement  of  the 
plaintiflTs  patent,  as  stated  in  the  declaration ;  and  with 
this  declaration,  the  said  presiding  judge  left  the  said  cause 
to  the  jury,  who  thereupon  then  and  there  returned  a  ver- 
dict for  the  defendants. 

It  will  be  seen  by  this  statement,  that  the  question  of 
law  presented  by  th^  exception  is  a  very  narrow  one,  and 
depends  altogether  on  the  construction  of  the  specification  ; 
and  it  is  difficult  to  make  it  understood,  without  the  aid  of 
the  drawing  or  model. 

The  plaintiff  considers  the  invention  secured  by  the  pat- 
ent to  consist  of  the  rib  only — and  of  that  part  of  the  rib 
which  by  its  form  increases  the  depth  between  its  upper  or 
outer  surface  and  the  lower  or  inner  one,  at  the  place  where 
the  cotton  is  drawn  through  the  grate.  He  insists  that  the 
sloping  up  of  the  rib,  so  as  to  meet  the  upper  or  outer  sur- 
face of  the  saw,  as  well  as  the  manner  of  fastening  it  against 
the  framework  of  the  gin,  as  mentioned  in  his  specification, 
are  not  substantial  or  essential  parts  of  his  invention. 

The  question  is,  whether  they  are  claimed  as  such  by  his 
patent.  The  Circuit  Court  held  that  they  were  so  claimed  ; 
and  we  think  the  opinion  was  clearly  right.  They  are  ex- 
pressly stated  by  the  patentee  to  be  a  part  of  the  improve- 
ment for  which  he  asks  a  patent,  and  he  describes  particu- 
larly the  smooth  and  uninterrupted  passage  upward  be- 
tween the  ribs,  leaving  no  break  or  shoulder  between  the 
two  surfaces,  when  the  ribs  were  inserted  in  the  frame,  as 
one  of  the  advantages  resulting  from  his  improvement. 
And  this  smooth  and  uninterrupted  surface  must  necessarily 
depend  not  merely  on  the  form  of  the  rib,  but  also  in  the 
manner  in  which  it  is  connected  with  the  framework. 

The  rib  in  question  is  not  an  invention  to  be  used  by 
itself,  but  an  improvement  upon  that  portion  of  the  cotton- 
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gin  ;  and  is  to  be  used  in  connectioii  with  other  parts  of  a 
machine  which  has  been  publicly  known  and  used  a  long 
time.  There  must,  therefore,  be  some  mode  of  fastening 
and  connecting  it  with  the  other  machinery  ;  and  the  effect 
produced  by  the  rib  necessarily  depends,  in  a  great  degree, 
upon  the  mode  in  which  it  is  arranged  and  connected  with 
the  saw,  and  the  other  parts  of  the  machine.  He  specifies 
the  mode,  and  claims  it  as  part  of  his  invention.  Accord- 
ing to  his  statement,  his  improvement  consisted  in  the 
form  of  the  rib  which  increased  the  depth  between  the 
upi)er  and  lower  surface,  at  the  part  where  the  cotton  is 
drawn  through  the  grate,  in  the  sloping  up  so  as  to  meet 
the  upper  or  outer  surface  above  the  saws,  and  in  the 
smooth  and  uninterrupted  passage  produced  by  the  manner 
in  which  it  was  connected  with  the  frame.  These  three 
things  he  represents  as  constituting  his  improvement,  and 
they  are  all  combined  together  in  his  specification  and 
claim,  making  together  one  invention,  to  be  used  in  connec- 
tion with  the  other  and  old  machinery  of  the  cotton-gin. 
And  the  drawing  which  accompanies  his  patent  shows  the 
manner  in  which  the  rib  is  sloped  and  arranged  with  the 
saw  and  annexed  to  the  framework,  in  order  to  attain  the 
object  of  the  invention. 

Now,  the  end  to  be  accomplished  is  not  the  subject  of  a 
patent.  The  invention  consists  in  the  new  and  useful 
means  of  obtaining  it.  And  if  the  defendant  had,  by  a  rib 
of  a  substantially  different  form,  or  differently  arranged 
with  the  saw,  or  not  fastened  at  all  to  the  frame,  made  an 
improvement  which  more  effectually  secured  the  object 
intended  to  be  accomplished  by  the  plaintiff's  patent,  it 
would  be  difficult  to  maintain  that  it  could  not  be  lawfully 
used,  because  it  produced  the  same  result  with  the  plain- 
tiff's invention. 

The  usefulness  of  the  rib  depends  altogether,  as  described 
in  the  specification,  upon  the  manner  of  its  connection  with 
the  periphery  of  the  saw,  and  with  the  framework.  And 
if,  therefore,  as  was  said  by  the  Circuit  Court,  the  rib  made 
by  the  defendant  was  not  fastened  at  all  to  the  framework, 
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or  in  a  manner  substantially  different  from  the  plaintiff's, 
or  in  a  manner  known  and  used  before  the  plaintiff's  inven- 
tion, it  was  no  infringement  of  his  patent.  And  whether 
the  manner  was  the  same  in  substance  or  not,  was  a  ques- 
tion of  fact  for  the  jury  ;  and  as  they  found  for  the  defend- 
ant, we  must  assume  that  it  was  substantially  different. 
The  judgment  of  the  Circuit  Court  is  therefore 
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Powers  of 'Congress,     Inve7Uor  and  employer.     License,  when 

presumed.     *  ^  Thing  patented. " 

1.  It  is  no  objection  to  the  validity  of  the  patent  law  that  it  may 

be  retrospective  in  operation  ;  the  power  of  Congress  to  legis- 
late upon  the  subject  is  plenary  under  the  Constitution,  so  that 
they  do  not  take  away  the  rights  of  property  in  existing  pat- 
ents (p.  387). 

2.  The  validity  of  a  patent  is  determined  in  view  of  the  statutes  in 

force  at  the  time  of  its  grant  (p.  387). 

3.  Act  1836,  §§  14  and  15,  give  rules  of  action  which  must  govern 

on  the  trial  of  actions  for  the  violation  of  patented  rights, 
whether  granted  before  or  after  its  passage  (p.  388). 

4.  Where  an  inventor  permits  the  use  of  his  invention  by  his 

employers,  prior  to  patenting,  it  could  well  be  held  an  aban- 
donment by  public  use,  in  view  of  decision  in  Pennock  v.  Dia- 
logue, 2  Pet.  7  [p.  217  ante]  and  of  Act  1793,  §§  1  and  3  ;  Act 
1800,  §  1 ;  Act  1832,  §  3  ;  and  Act  1836,  §  15  (p.  388). 

5.  Where  prior  to  patenting  the  inventor  fully  acquiesces  in  the 

use  of  his  invention  by  his  employers,  it  raises  the  presumption 
of  a  license  from  the  inventor  to  continue  its  use  subsequent  to 
the  grant  of  a  patent  (p.  389). 

6.  Act  1839,  §  7,  '*  newly-invented  machine,  manufacture  or  com- 

position of  matter,^'  signify  '^  invention"  or  "  thing  patented'* 
(§  15,  Act  1836)  (p.  389), 
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This  case  was  brought  up  by  writ  of  error  from  the  Cir- 
cuit Court  of  the  United  States  for  the  Western  District  of 
Pennsylvania. 

The  facts  are  sufficiently  stated  in  the  opinion  of  the 
court. 

The  bill  of  exceptions  which  was  taken  on  the  trial  below 
was  as  follows : 

And  the  plaintiff  thereupon  excepted  to  certain  parts  of 
the  instructions  so  given  by  the  court  to  the  jury,  which 
instructions  so  excepted  to  are  hereinafter  set  forth,  to  wit :. 

"  It  has,  however,  been  urged,  by  the  plaintiff's  counsel, 
that  the  right  to  the  continued  use  is  restricted  to  the 
*  specific  machine,  manufacture,  or  composition  of  matter 
so  made  or  purchased,'  so  that  a  defendant  is  protected  no- 
farther  than  in  the  case  of  the  invention  (for  which  this 
patent  was  granted)  prior  to  the  application,  and  is  liable 
to  damages  if  he  makes  any  rolls  by  Harley's  plan  after- 
ward. 

*'  We,  therefore,  feel  bound  to  take  the  words,  ^  newly- 
invented  machine,'  in  the  act  of  1839,  manufacture,  or  com- 
position  of  matter  and  such  invention,  to  mean  the  inven- 
tion patented,  and  the  words  *  specific  machine '  to  refer  to 
the  thing  originally  invented,  whereof  the  exclusive  right 
is  procured  by  patent,  but  not  to  any  newly-discovered 
improvement  to  an  existing  patent. 

"  The  use  of  the  patent  must  be  of  the  same  specific  im- 
provement originally  invented,  as  was,  before  the  applica- 
tion, used  by  any  person  who  had  purchased  or  constructed 
the  machinery  on  which  he  operated  to  produce  the  effect 
described  in  the  specification  ;  but  when  such  person  con- 
fines the  future  use  to  the  specific  mode,  method,  manner,  and 
process  of  producing  the  described  effect,  it  is,  by  the  words 
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and  true  meaning  of  the  law,  vdthout  liability  to  the  in- 
ventor or  other  person  interested  in  the  invention,  so  con- 
strued ;  and  by  thus  protecting  the  i)erson  who  has  engaged 
the  use  of  an  invention  before  the  application  for  a  patent, 
the  great  object  of  the  Patent  Laws,  as  declared  in  the 
fourth  section  of  the  act  of  1837,  will  be  consummated, — 
that  is,  to  protect  the  rights  of  the  public  and  ^  of  pat- 
entees in  patented  inventions  and  improvements.'  4  Story, 
2547.  A  diif  erent  construction  would  make  it  necessary  to 
carry  into  aU.  the  former  laws  the  same  literal  exposition  of 
the  various  terms  used  to  express  the  same  thing,  and, 
thereby  changing  the  law  according  to  every  change  of 
phraseology,  make  it  a  labyrinth  of  inextricable  confusion. 

^*  Our  opinion,  therefore,  is,  that  the  defendants  have  a 
right  to  the  continued  use  of  the  improvement  patented  to 
Harley,  The  facts  of  the  case,  which  are  not  controverted, 
have  equal  effect  with  a  license,  and  the  evidence  brings 
the  defendant  under  the  protection  of  the  act  of  1839,  by 
the  unmolested  notorious  use  of  the  invention  before  the 
application  for  a  patent.  Nothing  has  been  shown,  on  the 
part  of  the  plaintiffs,  to  counteract  the  effect  of  this  prior 
use  ;  as  the  assignees  of  Harley,  they  stand  in  his  place  as 
to  right  and  responsibility ;  they  took  the  patent  subject 
to  the  legal  consequences  of  his  previous  acts  ;  and  connect- 
ing these  with  the  want  of  an  assertion  of  a  right  to  the  use 
by  the  defendants  of  the  invention  patented,  till  this  suit 
was  brought  in  September,  1835,  protects  them  from 
liability. 

"  In  our  opinion,  your  verdict  ought  to  be  for  the  defend- 
ants.    Verdict  accordingly,  and  judgment  for  defendants." 

Dunlapj  on  behalf  of  the  plaintiffs  in  error,  contended 
that  the  court  below  had  erred  in  charging  the  jury — 

1.  That  the  facts  justified  the  presumption  of  a  license  or 
grant  to  use  the  invention,  and  that  defendants  were  pro- 
tected thereby,  independent  of  any  act  of  Congress. 

2.  That  the  words  "  specific  machine,"  in  the  fourth  sec- 
tion of  the  act  of  1839,  referred  to  the  invention  itself,  and 
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that  the  authority  to  use  it  before  the  patent  carried  the 
right  to  continue  to  make  and  use  it  after  the  patent  had 
issued. 

Mr.  Justice  Baldwin  delivered  the  opinion  of  the  court. 
This  case  comes  here  on  a  writ  of  error  to  the  Circuit 
Court  for  the  Western  District  of  Pennsylvania,  in  an 
action  brought  by  the  plaintiffs,  assignees  of  James  Harley, 
against  the  defendants,  for  the  infringement  of  a  patent 
granted  to  Harley  for  an  improvement  in  the  mode  of  cast- 
ing chilled  rollers  and  other  metallic  cylinders  and  cones, 
in  which  judgment  was  rendered  for  the  defendants.  On 
the  trial,  it  appeared  in  evidence  that  it  had  long  been  a 
desideratum  to  find  out  some  mode  by  which  iron  rollers, 
or  cylinders,  could  be  so  cast  that  when  the  metal  was  in- 
troduced into  the  mould  it  should  cause  a  swirl  or  rotatory 

'•  motion,  by  which  the  flog  or  dross  would  be  thrown  into 

the  centre  instead  of  the  surface  of  the  cylinder.     By  the 

i  old  mode,  the  metal  was  conveyed  from  the  furnace  to  the 

mould  through  a  gate  or  pipe,  placed  in  a  horizontal  or 
perpendicular  direction.  The  mode  alleged  to  have  been 
invented  by  Harley  is  thus  described  in  the  specification 
annexed  to  the  patent :  '^  The  tube  or  tubes,  or  passages 

1  called  gates,  through  which  the  metal  to  be  conveyed  into 

the  moulds  shall  not  enter  the  mould  perpendicularly  at 
the  bottom,  but  slanting,  or  in  a  direction  approaching  to 
a  tangent  of  the  cylinder,  or  if  the  gates  enter  the  moulds 
horizontally,  or  nearly  so,  shall  not  enter  in  the  direction 
of  the  axis  of  the  cylinder,  but  in  a  tangent  form,  or  in- 
clining toward  a  tangent  of  the  cylinder." 
This  was  the  thing  patented,  consisting  solely  in  chang- 

^  ing  the  direction  of  the  tube  which  conveyed  the  metal  to 

the  mould,  from  a  horizontal  or  perpendicular  position  to 
an  angular  one.  It  produced  the  desired  effect,  and  was 
highly  useful. 

The  novelty  of  the  invention  was  much  contested  at  the 
trial,  but  as  the  case  turned  on  other  points,  that  became 
an  immaterial  question  ;  and  the  case  comes  before  us,  on 
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exceptions  to  the  charge  of  the  court,  which  assumed  that 
Harley  was  the  original  and  true  inventor  of  the  improve- 
ment, and  put  the  case  to  the  jury  on  the  following  facts, 
which  were  in  full  proof,  in  nowise  contradicted,  and 
admitted  to  be  true  : 

That  Harley  was  employed  by  the  defendants  at  their 
foundry  in  Pittsburg,  receiving  wages  from  them  by  the 
week  ;  while  so  employed,  he  claimed  to  have  invented  the 
improvements  patented,  and  after  several  unsuccessful  ex- 
periments made  a  successful  one  in  October,  1834.  The  ex- 
periments were  made  in  the  defendants'  foundry,  and 
wholly  at  their  expense,  while  Harley  was  receiving  his 
wages,  which  were  increased  on  account  of  the  useful  re- 
sult. Harley  continued  in  their  employment,  on  wages, 
until  January  or  February,  1835,  during  all  which  time  he 
had  made  rollers  for  them.  He  often  spoke  about  procur- 
ing a  patent,  and  prepared  more  than  one  set  of  papers  for 
the  purpose.  Made  his  application  the  17th  February, 
1835,  for  a  patent.  It  was  granted  on  the  3d  of  March,  and 
assigned  to  the  plaintiffs  on  the  16th  of  March,  pursuant  to 
an  agreement  made  in  January. 

While  Harley  continued  in  the  defendants'  employment, 
he  proposed  that  they  should  take  out  a  patent  and  pur- 
chase his  right,  which  they  declined.  He  made  no  demand 
on  them  for  any  compensation  for  using  his  improvement, 
nor  gave  them  any  notice  not  to  use  it,  till,  on  some  mis- 
understanding on  another  subject,  he  gave  them  such  notice 
about  the  time  of  his  leaving  their  foundry,  and  after  mak- 
ing the  agreement  with  the  plaintiffs,  who  owned  a  foundry 
in  Pittsburg,  for  an  assignment  to  them  of  his  right.  The 
defendants  continued  to  make  rollers  on  Harley' s  plan. 
The  present  action  was  brought  in  October,  1835,  without 
any  previous  notice  by  them.  The  court  left  it  to  the  jury 
to  decide  what  the  facts  of  the  case  were,  but,  if  they  were 
as  testified,  charged  that  they  would  fully  justify  the  pre- 
sumption of  a  license,  a  special  privilege  or  grant  to  the 
defendants  to  use  the  invention  ;  that  the  facts  amounted 
to  **  a  consent  and  allowance  of  such  use,"  and  show  such 
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a  consideration  as  would  support  an  express  license  or 
grant,  or  call  for  the  presumption  of  one  to  meet  the  justice 
of  the  case,  by  exempting  them  from  liability — ^having 
equal  effect  with  a  license,  and  giving  the  defendants  a 
right  to  the  continued  use  of  the  invention.  The  court 
also  charged  the  jury,  that  the  facts  of  the  case  which  were 
not  controverted  brought  it  within  the  provisions  of  the 
seventh  section  of  the  act  of  1839,  by  the  unmolested 
notorious  use  of  the  invention  before  the  application  for  a 
patent  by  Harley,  and  that  nothing  had  been  shown  by  the 
plaintiffs  to  counteract  the  effect  of  this  prior  use.  That  as 
assignees  of  Harley,  the  plaintiffs  stand  in  his  place  as  to 
right  and  responsibility  ;  they  took  the  assignment  of  the 
patent  subject  to  the  legal  consequences  of  his  previous 
acts,  and  connecting  these  with  the  absence  of  an  assertion 
of  a  right  adverse  to  the  defendants'  use  till  this  suit  was 
brought,  protected  the  defendants  from  liability  for  any 
damages  therefor. 

The  exceptions  to  the  charge  were  confined  to  these  two 
points,  which  constitute  the  only  subject  for  our  considera- 
tion. Whether  these  exceptions  are  well  taken  or  not, 
must  dei)end  on  th^law  as  it  stood  at  the  emanation  of  the 
patent,  together  with  such  changes  as  have  been  since 
made ;  for  though  they  may  be  retrosi)ective  in  their 
operation,  that  is  not  a  sound  objection  to  their  validity. 
The  power  of  Congress  to  legislate  upon  the  subject  of  pat- 
ents is  plenary,  by  the  terms  of  the  Constitution ;  and  as 
there  are  no  restraints  on  its  exercise,  there  can  be  no  limi- 
tation of  their  right  to  modify  them  at  their  pleasure,  so  | 
that  they  do  not  take  away  the  rights  of  property  in  exist-  j 
ing  patents.  .^ 

When  the  patent  to  Harley  was  granted  and  this  suit 
brought,  the  acts  of  1793  and  1800  were  the  tests  of  its 
validity,  but  the  twenty-first  section  of  the  act  of  1836 
repealed  aU  existing  laws  on  the  subject  of  patents,  with  a 
proviso,  that  all  suits  brought  before  may  be  prosecuted  in 
the  same  manner  as  if  that  act  had  not  been  passed,  "  ex- 
cepting and  saving  the  application  to  any  such  action  of 
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the  provisions  of  the  fourteenth  and  fifteenth  sections  of 
this  act,  so  far  as  they  may  be  applicable  thereto. ' '  This  re- 
peal, however,  can  have  no  effect  to  impair  the  right  of  \ 
property  then  existing  in  a  patentee  or  his  assignee,  accord- 
ing  to  the  well-established  principles  of  this  court  in  8 
Wheat.  493.  The  patent  must,  therefore,  stand  as  if  the 
acts  of  1793  and  1800  remained  in  force  ;  in  other  respects, 
the  fourteenth  and  fifteenth  sections  of  the  act  of  1836  pre- 
scribe the  rules  which  must  govern  on  the  trial  of  actions 
for  the  violation  of  patented  rights,  whether  granted  before 
or  after  its  passage. 

In  Pennock  v.  Dialogue,  this  court  held,  in  1829,  "  that 
if  an  inventor  makes  his  discovery  public,  looks  on,  and 
permits  others  freely  to  use  it,  without  objection  or  asser-  \ 

tion  of  claim  to  the  invention  of  which  the  public  might  I 

take  notice,  he  abandons  the  inchoate  right  to  the  exclusive  \ 

use  of  the  invention,  to  which  a  patent  would  have  entitled 
him,  had  it  been  applied  for  before  such  use,  and  that  it 
makes  no  difference  in  the  principle,  that  the  article  so 
publicly  used  and  afterward  patented  was  made  by  a  par- 
ticular individual,  who  did  so  by  the  private  permission  of 
the  inventor."  2  Peters,  14,  15 ;  Grant  v.  Raymond, 
6  Peters,  248,  249  ;  Shaw  v.  Cooper,  7  Peters,  313-323. 

On  this  construction  of  the  acts  of  1793  and  1800,  Harley's 
patent  would  have  been  void  on  the  evidence  in  this  caae. 
Such  seems  to  have  been  the  sense  of  Congress  as  expressed 
in  the  act  of  1832,  which  authorized  the  issuing  a  new  pat- 
ent, when  an  original  one  was  invalid  by  accident,  inadver- 
tence, or  mistake,  and  without  any  fraudulent  intent,  by 
reason  of  the  terms  of  the  third  section  of  the  act  of  1793 
not  having  been  complied  with  ;  "  provided,  however,  that 
such  new  patent  so  granted  shall  in  aU  respects  be  liable  to 
the  same  matters  of  objection  and  defence  as  any  original 
patent  granted  under  the  said  first-mentioned  act.  That 
no  public  use  or  privilege  of  the  invention  so  patented, 
derived  from  or  after  the  grant  of  the  original  patent,  either 
under  any  special  license  of  the  inventor,  or  without  the 
consent  of  the  patentee  that  there  shall  be  free  public  use 
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thereof,  shall  in  any  manner  prejudice  the  right  of  recovery 
for  any  use  or  violation  of  his  invention  after  the  grant  of 
such  new  patent  as  aforesaid."     4  Story,  2301. 

This  act  is  an  afBrmance  of  the  principles  laid  down  by 
this  court  in  the  three  cases  before  referred  to,  and  as  the 
exception  to  the  proviso  is  limited  to  an  use  of  the  inven- 
tion under  a  special  license  of  the  inventor  after  the  grant 
of  the  original  patent,  it  leaves  the  use  prior  to  the  applica- 
tion for  such  patent  clearly  obnoxious  to  the  principle 
established  in  2  Peters,  14,  15,  whereby  the  patent  would 
become  void. 

The  same  conclusion  follows  from  the  fifteenth  section  of 
the  act  of  1836,  which  declares,  that  if  the  thing  patented 
"  had  been  in  public  use  or  on  sale,  with  the  consent  and 
allowance  of  the  patentee,  before  the  application  for  a  pat- 
ent," judgment  shall  be  rendered  for  the  defendant  with 
costs.  4  Story,  2511.  The  case  before  us  is  one  of  this 
description  :  the  defendants  use  the  invention  of  Harley  for 
four  months  before  his  application  for  a  patent ;  this  use 
was  public ;  and  not  only  with  his  express  consent  and 
allowance,  but  he  himself  made  the  rollers,  on  the  plan  he 
invented,  during  those  months,  from  the  time  when  he  had 
ascertained  the  utility  of  his  invention. 

It  would,  therefore,  be  no  strained,  if  not  the  fair  con- 
struction of  this  act,  if,  under  such  and  the  other  circum- 
stances in  evidence  in  the  cause,  the  court  charged  the  jury 
that,  if  they  believed  the  witnesses,  the  patent  subsequently 
obtained  was  void.  The  Circuit  Court,  however,  did  not 
go  so  far.  They  held  that  the  defendants  might  continue 
to  use  the  invention,  without  saying  that  the  public  might 
use  it  without  liability  to  the  plaintiffs,  in  which  we  think 
there  was  no  error  in  their  direction  to  the  jury  ;  that  they 
might  presume  a  license  or  grant  from  Harley,  or  on  the 
legal  effect  of  the  uncontroverted  evidence  as  to  the  right 
of  recovery  by  the  plaintiffs,  or  on  the  construction  of  the 
acts  of  1793,  1800,  1832,  and  1836. 

The  remaining  exception  is  to  the  charge  of  the  court 
below,  on  the  effect  of  the  seventh  section  of  the  act  of 
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1839,  which  is  in  these  words  :  "  That  every  i)ersoii  or  cor- 
poration who  has  or  shall  have  purchased  or  constructed 
any  newly-invented  machine,  manufacture,  or  composition 
of  matter,  prior  to.  the  application  by  the  inventor  or  dis- 
coverer of  a  patent,  shall  be  held  to  possess  the  right  to 
use,  and  vend  to  others  to  be  used,  the  specific  machine, 
manufacture,  or  composition  of  matter  so  made  or  pur- 
chased, without  liability  therefor  to  the  inventor,  or  any 
other  person  interested  in  such  invention  ;  and  no  patent 
shall  be  held  invalid  by  reason  of  such  purchase,  sale,  or 
use  prior  to  the  application  for  a  patent  as  aforesaid,  ex- 
cept on  proof  of  abandonment  of  such  invention  to  the 
public,  or  that  such  purchase,  sale,  or  prior  use  has  been 
for  more  than  two  years  prior  to  such  application  for  a 
patent."     Pamphlet  Laws,  1839,  74,  75. 

The  object  of  this  provision  is  evidently  twofold :  first, 
to  protect  the  person  who  has  used  the  thing  patented,  by 
having  purchased,  constructed,  or  made  the  machine,  &c., 
to  which  the  invention  is  applied,  from  any  liability  to  the 
patentee  or  his  assignee ;  second,  to  protect  the  rights 
granted  to  the  patentee  against  any  infringement  by  any 
other  persons.  This  relieved  him  from  the  effects  of  former 
laws  and  their  construction  by  this  court,  unless  in  case  of 
abandonment  of  the  invention,  or  a  continued  prior  use  for 
more  than  two  years  before  the  application  for  a  patent ; 
while  it  puts  the  person  who  has  had  such  prior  use  on  the 
same  footing  as  if  he  had  a  special  license  from  the  inventor 
to  use  his  invention,  which,  if  given  before  the  application 
for  a  patent,  would  justify  the  continued  use  after  it  issued, 
without  liability. 

At  the  trial  below,  and  here,  the  plaintiffs'  counsel  have 
contended  that  this  act  cannot  apply  to  the  present  case, 
inasmuch  as  the  protection  it  affords  to  the  person  who  had 
the  prior  use  is  confined  to  the  specific  machine,  &c.,  and 
does  not  extend  to  such  use  of  the  invention  or  thing  pat- 
ented, if  it  does  not  consist  of  a  machine,  &c.,  as  contra- 
distinguished from  the  new  mode  or  manner  in  which  an 
old  machine  or  its  parts  operate,  so  as  to  produce  the  de- 
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sired  eifect ;  but  we  think  that  the  law  does  not  admit  of 
such  construction,  whether  we  look  at  its  words  or  its 
manifest  objects,  when  taken  in  connection  with  former 
laws,  and  the  decisions  of  this  court  in  analogous  cases. 

The  words  *^  such  invention"  must  be  referred  back  to 
the  preceding  part  of  the  sentence,  in  order  to  ascertain  the 
subject-matter  to  which  it  relates,  which  is  none  other  than 
the  newly-invented  machine,  manufacture,  or  composition 
of  matter  constituting  the  thing  patented  ;  otherwise  these 
words  become  senseless,  when  the  invention  is  not  strictly 
of  a  machine,  &c.  Now,  in  the  present  case,  we  find  the 
invention  consists  solely  in  the  angular  direction  given  to 
the  tube  through  which  the  metal  is  conducted  into  the 
cylinder  in  which  the  roller  is  cast.  Every  part  of  the 
machinery  is  old  ;  the  roller  itself  is  no  part  of  the  inven- 
tion, and  cannot  be  the  machine,  manufacture,  or  composi- 
tion of  matter  contemplated  by  Congress  ;  nor  can  the  word 
**  specific"  have  any  practical  effect,  unless  it  is  applied  to 
the  thing  patented,  whatever  it  may  be,  without  making  a 
distinction  between  a  machine,  &c.,  and  the  mode  of  pro- 
ducing a  useful  result  by  the  mere  direction  given  to  one 
of  the  parts  of  an  old  machine.  Such  a  construction  is  not 
justified  by  the  language  of  the  law,  and  would  defeat 
both  of  its  objects.  If  it  does  not  embrace  the  case  before 
us,  the  consequence  would  be  that  the  use  of  the  inven- 
tion, under  the  circumstances  in  evidence,  would,  according 
to  the  decision  in  2  Peters,  14,  15,  anta^  invalidate  the  pat- 
ent ;  for  if  the  act  operates  to  save  the  avoidance  of  the 
patent,  it  must,  of  consequence,  protect  the  person  who 
uses  the  invention  before  the  application  for  a  patent. 
Both  objects  must  be  effected  or  both  must  fail,  as  both 
parts  of  the  act  refer  to  the  same  thing,  and  the  same  state 
of  things,  as  affecting  the  person  using  the  newly-invented 
machine,  or  the  thing  patented,  as  well  as  the  inventor. 
Had  the  words  "invention"  or  "thing  patented"  been 
used  instead  of  machine,  &c. ,  there  could  have  been  no  room 
for  doubt  of  the  application  of  the  act  to  the  present  case  ; 
and  by  referring  to  the  phraseology  of  the  different  acts  of 
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Congress  denoting  the  invention,  it  is  apparent  that,  though 
there  is  a  diflference  in  the  words  used,  there  is  none  as  to 
their  meaning  or  reference  to  the  same  thing.  Thus,  we 
find  in  the  fourteenth  section  of  the  act  of  1836,  relating  to 
suits  for  using  "  the  thing  whereof  the  exclusive  right  is 
secured  by  any  patent ;"  in  the  fifteenth,  "  his  invention, 
his  discovery,  the  thing  patented,"  "  that  which  was  in 
fact  invented  or  discovered,'^  "  the  invention  or  discovery 
for  which  the  patent  issued,"  "  that  of  which  he  was  the 
first  inventor."  In  the  first  section  of  the  act  of  1837, 
''  any  patent  for  any  invention,  discovery,  or  improve- 
ment," *'  inventions  and  discoveries  ;' '  in  the  second  section, 
*'  the  invention  ;"  in  the  third,  "  invention  or  discovery  ;" 
in  the  fourth,  *'  patented  inventions  and  improvements  ;" 
in  the  fifth,  "  the  thing  as  originally  invented."  4  Story, 
2510,  2511,  2546. 

We,  therefore,  feel  bound  to  take  the  words  "newly- 
invented  machine,  manufacture,  or  composition  of  matter ' 
and  "such  invention,"  in  the  act  of  1839,  to  mean  the 
"invention  patented,"  and  the  words  "specific  machine" 
to  refer  to  "  the  thing  as  originally  invented,"  whereof  the 
right  is  secured  by  patent ;  but  not  to  any  newly-invented 
improvement  on  a  thing  once  patented.  The  use  of  the 
invention  before  fen  application  for  a  patent,  must  be  the 
specific  improvement  then  invented  and  used  by  the  person 
who  had  purchased,  constructed,  or  used  the  machine  to 
which  the  invention  is  applied.  So  construed,  the  objects 
of  the  act  of  1839  are  accomplished.  A  different  construc- 
tion would  make  it  necessary  to  carry  into  all  former  laws 
the  same  literal  exposition  of  the  various  terms  used  to 
express  the  same  thing,  and,  thereby  changing  the  law 
according  to  every  change  of  mere  plu»seology,  make  it  a 
labyrinth  of  inextricable  confusion. 

We  are,  therefore,  of  opinion  that  there  is  no  error  in  the 
charge  of  the  court  below,  and  that  its  judgment  be 
affirmed. 

This  cause  came  on  to  be  heard  on  the  transcript  of  the 


Jan.,  1843.]         McCLURG  v.  KINGSLAND.  893 

Notes  and  CitationB. 

record  from  the  Circuit  Court  of  the  United  States  for  the 
Western  District  of  Pennsylvania,  and  was  argued  by 
counsel ;  on  consideration  whereof,  it  is  now  here  ordered 
and  adjudged  by  this  court  that  the  judgment  of  the  said 
Circuit  Court  in  this  cause  be,  and  the  same  is  hereby, 

Affibked  with  costs. 
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JAMES  STIMP80N,  PLAINTIFF  IN  ERROR,  «.  THE 
WEST  CHESTER  RAILROAD  COMPANY,  DEFEND- 
ANTS. 

4  How.  S80-404.    Jmu,  1846, 

[Bk.  11,  L.  ed.  10^ ;  2  Robb.  335  ;  1  Whit.  880.] 

Exceptio7i8.     Use  after  reissue.     Identity  of  original  and  reissued 
patent.     Conclusiveness  of  grant  of"  reissue, 

1.  Exceptions  should  be  to  the  points  ruled  by  the  court,  and  not 

to  the  charge  as  published  at  length  (p.  428). 

2.  Under  Act  1832,  §  3,  no  prior  use  of  the  defective  original  pat- 

ent can  authorize  the  use  after  the  reissue  (p.  428). 

3.  The  use  referred  to  in  Act  1839,  §  7,  refers  to  the  original  ap- 

plication, and  not  to  a  reissue  of  it  (p.  429). 

4.  Whether  the  reissue  was  substantially  for  a  different  invention 

from  that  in  the  original  patent,  is  a  question  for  the  jury  on 
the  evidence  (p.  430). 

5.  Under  Act  1836,  §  13,  the  grant  of  a  reissue  is  conclusive  as  to 

how  the  mistake  or  inadvertence  arose,  leaving  open  the  ques- 
tion of  fraud  only  (p.  431). 

This  case  was  brought  up  by  writ  of  error  from  the  Cir- 
cuit Court  of  the  United  States  for  East  Pennsylvania. 

It  was  a  suit  brought  in  the  Circuit  Court  by  Stimpson 
against  the  Railroad  Company  for  a  violation  of  his  patent- 
right. 

On  the  23d  of  August,  1831,  Stimpson  took  out  letters 
I)atent  for  an  improvement  in  the  mode  of  turning  short 
curves  on  railroads.  These  letters  were  not  given  in  evi- 
dence upon  the  trial,  having  been  burned  in  the  conflagra- 
tion of  the  Patent  Office,  in  December,  1836,  and  no  copy 
could  ba  found.  Secondary  evidence  was  given  of  their 
contents  by  the  following  publication  in  the  Franklin 
Journal : 

' '  For  an  improvement  in  the  mode  of  turning  short 
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curves  on  railroads,  such  as  the  comers  of  streets :  James 
Stimpson,  city  of  Baltimore,  August  23. 

'^  37.  The  plan  proposed  is  to  make  the  extreme  edges  of 
the  flanches  flat,  and  of  greater  width  than  ordinary,  and 
to  construct  the  rails  in  such  a  manner  that,  where  a  short 
turn  is  to  be  made,  the  extreme  edge  of  the  flanch  shall 
rest  upon  it,  instead  of  upon  the  tread  of  the  wheel,  thus 
increasing  the  effective  diameter  of  the  wheel,  in  a  degree 
equal  to  twice  the  projection  of  the  flanch.  The  claim  is 
made  to  ^  the  application  of  the  flanches  of  railroad  car- 
riage-wheels to  turn  short  curvatures  upon  railroads  or 
tracks,  particularly  turning  the  comers  of  streets,  wharves, 
crossing  of  tracks  or  roads,  and  passing  over  turnabouts,' 
&c."     Franklin  Journal,  vol,  9,  p.  124. 

On  turning  to  pages  270  and  271,  volume  4,  there  wiU  be 
found  specifications  of  two  patents  granted  to  James 
Wright,  of  Columbia,  Pennsylvania,  for  the  mode  of  turn- 
ing curves  claimed  by  Mr.  Stimpson.  The  only  difference 
is,  that  Mr.  Wright  proposes  to  adapt  his  cars  to  several 
different  curves,  by  having  three  .or  more  offsets  in  his 
wheels,  when  necessary. 

On  the  same  day,  namely,  the  23d  of  August,  1831, 
Stimpson  took  out,  also,  letters  patent  for  an  improvement 
in  the  mode  of  forming  and  using  cast  or  wrought  iron 
plates  or  rails,  for  railroad  carriage-wheels  to  run  upon. 
These  letters  being  also  destroyed,  the  following  extract 
from  the  Franklin  Journal  was  given  in  evidence. 

Franklin  Journal,  vol.  9,  p.  126.  "  39.  For  an  improve- 
ment in  the  mode  ot/orming  arid  using  cast  or  wrought 
iron  plates  or  rails^  for  railroad  carriage-wheels  to  run 
upon :  James  Stimpson,  city  of  Baltimore,  Maryland, 
August  23,  1831. 

* '  The  claim  in  this  case  is  to  *  the  application  of  cast  or 
wrought  iron  plates  for  the  use  of  railways  on  the  streets  or 
wharves  of  cities  or  elsewhere.  The  objects  of  said  im- 
provement being  to  employ  rails  that  will  not  present  any 
obstacles  to  the  ordinary  use  of  streets,  or  sustain  injury 
therefrom,  and  so  to  form  the  plates  at  the  intersection  of 
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streets  or  other  crossings  that  cars  will  readily  pass  over 
them,  and  also  on  circles  of  small  radius.' 

"  The  rails  are  to  be  formed  with  a  groove  in  them  to 
receive  the  flanches  of  the  wheels ;  on  one  side  of  the 
groove,  the  width  is  to  be  sufficient  for  the  tread  of  the 
wheel ;  on  the  other,  it  need  not  exceed  three  quarters  of 
an  inch.  These  rails  are  to  be  laid  flush  with  the  pavement 
of  the  streets.  At  comers  to  be  turned,  the  rails  are  to  be 
cast  or  made  of  the  proper  curvature,  one  of  them  only 
being  provided  with  a  groove,  as  the  flanch  is  to  run  upon 
the  other,  upon  the  principle  described  in  No.  37.  Provision 
is  to  be  made  by  scrapers  or  brushes,  preceding  the  car- 
riages, to  clear  the  grooves  of  dust,  ice,  and  other  obstruc- 
tions." 

In  1835,  the  first  mentioned  of  these  letters,  namely,  for 
an  "  improvement  in  the  mode  of  turning  short  curves  on 
railroads,"  were  surrendered  on  account  of  a  defective 
specification  ;  and  on  the  26th  of  September,  1835,  a  renewed 
patent  was  issued  for  the  term  of  fourteen  years  from  the 
23d  of  August,  1831.  The  schedule  referred  to  in  this  pat- 
ent was  as  follows : 

'^  Short  Curves.  23d  August,  1831.  Renewed  26th  Sep- 
terriber^  1835. 

^'  To  all  whom  these  presents  shall  come  :  Be  it  known, 
that  I,  James  Stimpson,  of  the  city  and  county  of  Balti- 
more, and  the  State  of  Maryland,  have  invented  a  new  and 
useful  improvement  in  the  mode  of  turning  short  curves 
upon  railroads  with  railroad  carriages,  particularly  those 
round  the  comers  of  streets,  wharves,  &c.,  and  that  the 
following  is  a  full  and  exact  description  of  said  invention  or 
improvement,  as  invented  or  improved  by  me,  namely,  I 
use  or  apply  the  common  peripheries  of  the  flanches  of  the 
wheels  for  the  aforesaid  purpose,  in  the  f oUowing  manner : 
I  lay  a  flat  rail,  which,  however,  may  be  grooved,  if  pre- 
ferred,  at  the  commencement  of  the  curvation,  and  in  a 
position  to  be  centrally  under  the  flanches  of  the  wheels 
upon  the  outer  track  of  the  circle,  so  that  no  other  part  of 
the  wheels  which  run  upon  the  outer  circle  of  the  track 
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rails  shall  touch  or  bear  upon  the  rails,  but  the  peripheries 
of  the  flanches,  they  bearing  the  whole  weight  of  the  load 
and  carriage,  while  the  opposite  wheels,  which  run  upon 
the  inner  track  of  the  circle,  are  to  be  run  and  bear  upon 
their  treads  in  the  usual  way,  and  their  flanches  run  freely  in 
a  groove  or  channel,  which  treads  are  ordinarily  about  three 
inches  in  diameter  less  than  the-  peripheries  of  the  flanches. 

"  Were  the  bearing  surfaces  of  the  wheels  which  are  in 
contact  with  the  rails  while  thus  turning  the  curve,  to  be 
connected  by  the  straight  lines  from  every  point,  there 
would  thus  be  formed  the  frustums  of  two  cones,  if  there 
be  four  wheels  and  two  axles  to  the  carriage,  or  if  but  ane 
axle  and  two  wheels,  then  but  one  cone,  which  frustums,, 
or  the  wheels  representing  their  extremities,  will,  if  the* 
wheels  are  thirty  inches  in  diameter,  and  are  coupled  about 
three  feet  six  inches  apart,  turn  a  curve  of  about  sixty  feet 
radius  of  the  inner  track  rail.  The  difference  in  diameter 
between  the  flanches  and  treads  before  stated,  the  tracks  of 
the  usual  width,  and  the  wheels  coupled  as  stated,  would 
turn  a  curve  of  a  somewhat  smaller  radius,  if  the  axles  were 
not  confined  to  the  carriage  in  a  parallel  position  with  each 
other ;  but  this  being  generally  deemed  necessary,  the 
wheels  run  upon  lines  of  tangents,  and  these  upon  the  inner 
track,  being  as  wide  apart  in  the  coupling  as  the  outer 
ones,  keep  constantly  inclining  the  carriage  outward,  and 
thus  cause  the  carriage  to  tend  to  run  upon  a  larger  circle 
than  the  difference  in  diameter  of  the  treads  and  flanches 
would  otherwise  give ;  but  the  depth  of  the  flanches  and 
the  couplings  may  be  so  varied  as  to  turn  any  other  radius 
of  a  circle  desired. 

* '  What  I  claim  as  my  invention  or  improvement  is  the 
application  of  the  flanches  on  the  wheels  on  one  side  of  rail- 
road carriages,  and  of  the  treads  of  the  wheels  on  the  other 
side,  to  turn  curves  upon  railways,  particularly  such  as 
turning  the  comers  of  streets,  wharves,  &c.,  in  cities  and 
elsewhere,  operating  upon  the  principle  herein  set  forth. 

"  James  Stimpson. 
"  Witnesses :  James  H.  Stimpson,  George  C.  Penniman." 
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In  October,  1840,  Stimpson  brought  his  action  against  flie 
West  Chester  Railroad  Company  for  a  violation  of  this  re- 
newed patent,  and  laid  the  infringement  to  have  taken 
place  in  1839. 

In  April,  1842,  the  case  came  on  for  trial. 

The  plaintiff  produced  his  patent,  and  gave  evidence  that 
the  defendants  had  used  upon  their  road  several  curves  of 
this  description. 

The  defendants  disputed  the  originality  of  the  invention 
of  the  thing  patented,  under  which  head  of  defence  much 
evidence  was  given ;  and  also  contended  that  the  groove 
was  not  claimed  in  the  first  patent  of  1831,  and,  therefore, 
was  not  included  in  the  renewed  patent  of  1835.  The  evi- 
4eiice  of  Dr.  Jones  upon  this  last  head  being  referred  to  by 
the  court  below,  it  is  proper  to  insert  that  part  of  it. 

^^Irderrogaiory  fifth.  What  are  the  contents  of  the 
specification  of  the  alleged  improvement  of  August  23, 
1831  ?  What  are  your  means  of  knowing  what  were  their 
contents  ?  If  you  know  them,  are  they  dissimilar  or  similar 
to  those  of  the  plaintiff  s  specification  of  September  26, 1835, 
a  copy  of  which,  marked  A,  is  hereto  annexed  ?  If  dis- 
similar, state  in  what  particulars,  and  whether  they  are  as  to 
matters  of  form  and  substance,  and  particularly  describe  the 
difference,  if  any.    Answer  fully. 

**  To  the  fifth  interrogatory,  I  answer,  that  the  plaintiff 
exhibited  to  me  the  specification  in  question,  previously  to 
his  filing  the  same  in  the  Patent  Office  ;  as  he  likewise  did 
at  the  same  time  the  specification  of  a  patent  for  ^  forming 
and  using  cast-iron  plates  or  rails  for  railroad  carriage- 
wheels  to  run  upon,'  which  last  patent  is  noticed  on  page 
125,  vol.  9,  second  series,  of  the  Journal  of  the  Franklin 
Institute.  I  then  examined  them  cursorily,  and  expressed 
an  opinion  that  the  improvements  described  in  the  two 
specifications  might  have  been  embraced  in  one,  and  that  it 
would  have  been  better  to  have  pursued  that  course.  The 
specification  of  the  mode  of  turning  short  curves  appeared 
to  me  incomplete,  an  essential  feature  of  it  being  contained 
in  that  for  ^  forming  and  using  cast-iron  plates,'  &c.    The 
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papers,  however,  remained  as  drawn  up  by  Mr.  Stimpson's 
legal  adviser,  and  when  the  patents  were  subsequently  sur- 
rendered, in  1835,  it  was  thought  best  to  preserve  the  divi- 
sion into  two.  It  was  probably  in  fact  necessary  to  pursue 
this  course,  as  I  am  not  aware  of  any  precedent  for  uniting 
two  patents  into  one,  although  one  may  be  divided  into  two 
or  more. 

*' Nearly  ten  years  have  elai)sed  since  I  first  saw  the 
specifications  upon  which  these  patents  were  first  issued, 
and  nearly  six  years  since  1  last  read  them  ;  and  my  recol- 
lection of  them  extends  to  certain  prominent  points  only. 
The  claim  under  the  patent  for  turning  short  curves,  as 
given  in  vol.  9,  p.  124,  of  my  Journal,  is,  I  have  no  doubt, 
literally  correct.  There  has  been  an  omission  in  the  print' 
ing  of  inverted  commas  [*']  after  the  word  ^  turnabout,'  &c. 
In  this  specification  it  was  proposed  to  make  the  extreme 
edges  of  the  flanches  flat,  and  of  greater  width  than 
ordinary.  This,  however,  did  not  enter  in  the  claim,  and  it 
is  not  probable  that  I  should  have  recollected  the  fact,  had 
it  not  been  noted  in  my  Journal,  or  called  up  by  some  other 
collateral  circumstance.  The  main  defect,  in  my  judgment, 
of  the  original  specification  in  the  patent  for  turning  short 
curves,  was  the  omission  of  the  mention  of  the  groove  in 
the  inner  rail.  I  believe,  however,  that  it  was  alluded  to 
in  this  specification,  but  the  description  of  it  was  contained 
principally,  if  not  wholly,  in  the  specification  of  the  patent 
for  ^forming  and  using  cast-iron  or  wrought  plates,'  &c., 
above  noticed,  as  may  be  inferred  from  a  reference  to  my 
Journal,  vol.  9,  p.  125,  patent  39. 

"  CrosS'interrogatories.  1.  Did  you  or  did  you  not  pre- 
pare the  papers  of  the  plaintiff,  when  his  patent  for  short 
curves  was  surrendered  and  renewed  ?  What  was  the  object 
of  such  surrender  and  renewal  ?  Was  it  or  was  it  not  that 
the  claim  of  running  over  or  across  tracks  at  right  angles 
might  not  continue  any  longer  to  be  incorporated  in  the 
same  patent  with  the  claim  for  short  curves,  as  it  had  been 
theretofore  ? 

"  To  the  first  cross-interrogatory,  I  answer,  that  I  did 
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prepare  the  papers  of  the  plaintiff,  when  his  patent  for 
turning  short  curves  was  surrendered  for  reissue  ;  that  the 
object  of  such  surrender  and  renewal  was  to  limit  and  con- 
fine it  to  the  turning  short  curves  in  streets,  &c. ,  by  leaving 
out  certain  matters  in  it  respecting  the  crossing  of  tracks  or 
roads,  and  the  passing  over  turnabouts  ;  and  to  define  the 
subject-matter  of  the  patent  more  clearly,  without  its  being 
necessary  to  refer  to  that,  simultaneously  obtained,  for 
*  forming  and  using  cast  or  wrought  iron  plates,'  &c." 

The  bUl  of  exceptions  taken  by  the  plaintiff  was  to  the 
following  part  of  the  charge  of  the  court  to  the  jury, 
namely : 

'^  Having  thus  presented  you  with  a  view  of  the  rules  and 
principles  of  the  common  law  applicable  to  the  renewal  of 
patents,  as  laid  down  by  the  Supreme  Court,  together  with 
the  provisions  of  the  different  acts  of  Congress  on  this  sub- 
ject, we  will  now  state  to  you  what  is,  in  our  opinion,  their 
legal  result. 

"  To  authorize  the  surrender  of  an  old  patent  and  issue 
of  a  new  one,  consistently  with  the  provisions  of  the  orig- 
inal Patent  Law  of  1793  and  the  decisions  of  the  Supreme 
Court,  independently  of  any  act  of  Congress  conferring 
such  power,  there  are  these  requisites  indispensable  to  the 
power  arising :  (1.)  The  original  patent  must  be  inoperative 
or  invalid,  for  the  causes  set  forth  in  the  act  of  1832 — ^the 
non-compliance  with  the  third  section  of  the  act  of  1793, 
for  the  want  of  a  proper  specification  of  the  thing  patented, 
through  inadvertence,  accident,  or  mistake,  without  any 
fraudulent  or  deceptive  intention  ;  this  being  the  only  case 
embraced  in  the  law  to  which  the  authority  conferred 
applies.  (2.)  1,  The  defect  in  the  specification,  which 
makes  it  incompetent  to  secure  .the  rights  of  the  patentee, 
must  have  arisen  from  inadvertence,  accident,  or  mistake, 
and,  2,  not  from  any  fraud  or  misconduct.  The  reissue  of 
the  patent  by  the  appropriate  officer  is  presumptive  evi- 
dence that  the  requisites  of  the  law  have  been  complied 
with,  on  the  production  of  such  evidence  or  proof  otherwise 
as  justified  it ;  but  the  question  of  the  validity  of  the  new 
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patent  is  a  judicial  one,  depending  on  the  fact  of  inadver- 
tence or  fraud,  as  you  shaU  find  it,  and  the  opinion  of  the 
court  on  matters  of  law  involved  in  the  inquiry.  [Railroad 
Co.  V.  Stimpson]  14  Peters,  458 ;  [Grant  v.  Raymond] 
6  Peters,  243  ;  [Shaw  v.  Cooper]  7  Peters,  321 ;  act  of  1839 
(5  Little  &  Brown's  edition,  353).  The  reason  why  there 
must  be  an  inquiry  into  both  the  inadvertence  and  fraud, 
arises  from  the  settled  construction  of  the  act  of  1793,  that 
where  the  defect  is  not  owing  to  fraud,  the  defendant  is 
entitled  to  a  verdict  and  judgment  in  his  favor,  but  not  to 
a  judgment  that  the  patent  is  void  for  the  defect,  unless  he 
shows  that  the  defect  was  owing  to  fraud.  1  Bald.  ;  6 
Peters,  246.  You  must  then  be  satisfied,  affirmatively, 
that  the  defect  of  the  patent  arose  from  the  inadvertence  of 
the  patentee,  and,  negatively,  that  it  did  not  arise  from  his 
fraud  or  misconduct,  or,  in  the  words  of  the  acts  of  1832  and 
1836,  '  without  any  fraudulent  or  deceptive  intention.'  The 
finding  of  the  fact  of  inadvertence  may  negative  the  fact  of 
fraud  ;  but  in  this,  as  in  other  cases,  fraud  may  be  inferred 
from  gross  inadvertence  or  negligence,  such  as  may  be  the 
indication  of  a  design  to  deceive  the  public.  The  defects 
in  the  old  patent  must  be  in  the  specification,  when  it  does 
not  comply  with  the  requisites  of  the  third  section  of  the 
act  of  1793,  calling  for  a  correct  description  of  the  thing 
patented  ;  [Grant  v,  Raymond]  (6  Peters,  247  ;)  a  new  one 
may  be  issued  on  compliance  with  those  requisites  which 
I  are  there  prescribed.     But  the  new  patent  must  be  confined 

to  the  thing  patented  by  the  old  one — ^the  thing  invented  or 
,  discovered — ^  tJie  same  invention;^  it  cannot  embrace  an- 

!  other  substantive  and  essential  matter,  which  was  not  before 

\  patented ;  the  thing,  the  invention,  must  be  the  same  in 

both  patents  ;  the  only  object  in  the  renewal  being  to  cure 
a  defect  in  the  description, — not  to  supply  the  omission  of 
an  essential  part  of  the  invention.  The  new  patent  cannot 
be  broader  than  the  old  one.  If  the  thing  patented  is  the 
^  same  in  both  patents,  its  public  use  did  not,  under  the 

I  former   laws,   amount    to  an    abandonment,   or  such    an 

ac/quiescence  as  to  affect  the  new  patent  on  the  ground  of 
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delay  or  negligence  in  ther  assertion  of  the  right  of  the  pat- 
entee, from  the  date  of  the  old  patent  to  its  reissue.  But 
when  an  essential  part  is  omitted,  and  the  patentee  suffers 
it  to  remain  unpatented  until  it  has  come  into  pubho  use, 
before  the  new  patent  issues,  it  will  be  subject  to  the  same 
rules  which  apply  to  an  original  i)atent,  making  it  incom- 
petent to  protect  the  patentee  in  his  claim  to  such  part  in 
virtue  of  the  patent  reissued,  if  it  was  not  described  in  the 
one  surrendered.  The  thirteenth  section  of  the  act  of  1836 
authorizes  a  new  improvement,  invented  since  the  first  pat- 
ent, to  be  added  in  a  renewed  one.  No  law  gives  any 
authority  to  add  an  improvement  which  had  been  invented 
by  the  patentee  before  the  original  grant ;  for  it  is  not,  and 
cannot  be,  any  part  of  the  description  or  specification  of 
another  distinct  improvement.  A  patent  for  the  combina- 
tion of  the  parts  of  an  old  machine  must  show  wherein 
such  combination  exists  ;  what  parts  compose  it ;  how  they 
are  combined  in  their  action.  If  the  description  is  defec- 
tive, it  may  be  corrected  by  a  new  one.  The  correction, 
however,  must  not  extend  beyond  the  combination  of  the 
parts  first  specified,  as  the  introduction  of  other  parts,  not 
before  si)ecified,  makes  an  entirely  new  combination ;  con- 
sequently, the  thing  patented  becomes  essentially  different, 
being  not  the  same  invention,  but  a  new  one,  made  by  a 
combination  of  a  part  not  combined  before,  which  might  be 
a  proper  subject  of  an  original  patent,  yet  would  not  be 
authorized  in  a  renewed  one. 

"  These  are  the  tests  which  the  law  applies  to  the  de- 
scription of  the  thing  patented,  in  order  to  ascertain 
whether,  in  the  words  of  the  act  of  1832,  the  old  patent  was 
^  invalid  or  inoperative '  by  reason  that  the  conditions  of 
the  former  law  not  having  been  complied  with,  or,  in  the 
language  of  the  Supreme  Court,  the  patent  ^  is  found  to  be 
incompetent  to  secure  the  reward  which  the  law  intended 
to  confer  on  the  patentee  for  his  invention.'  In  such  case, 
the  patent  may  be  surrendered  for  reissue,  in  order  to  cor- 
rect the  defects  which  invalidated  the  first,  but  the  law  ex- 
pressly makes  the  new  patent '  in  aU  respects  liable  to  the 
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same  matter  of  objection  and  defence '  as  the  old  one,  and 
imposes  on  the  patentee  the  obligation  of  ^  compliance  with 
the  terms  and  conditions  prescribed  by  the  third  section  of 
the  act  of  1793.'  This  is  done  by  showing,  according  to  its 
requisitions,  what  was  the  invention,  the  thing  patented, 
by  a  designation  of  the  invention  principally,  made  in 
fuller,  clearer,  and  more  exact  terms  than  those  used,  so  as 
to  give  it  validity  and  effect,  and  secure  the  same  invention, 
which  is  the  only  legitimate  office  of  the  renewed  or  reissued 
patent.  A  specification  consists  of  two  parts — description 
and  claim.  The  descriptive  part  is  the  explanation  of  the 
improvement  in  all  the  particulars  required  by  the  law ; 
the  claim,  or  summary  at  the  close  of  the  description  or 
specification,  is  the  declaration  of  the  patentee  of  what  he 
claims  as  his  invention,  by  which  he  is  bound,  so  that  he 
can  claim  nothing  which  is  not  included  in  the  summary, 
and  could  disclaim  nothing  which  was  included  in  it,  till 
the  passage  of  the  act  of  1837.  But  the  summary  may  be 
referred  to  the  description,  and  both  will  be  liberally  con- 
strued, to  ascertain  what  was  claimed ;  and  if  the  words 
will  admit  of  it,  both  parts  will  be  connected,  in  order  to 
carry  into  effect  the  true  intention  of  the  patentee,  as  it 
may  appear  on  a  judicial  inspection  of  the  whole  specifica- 
tion. This  makes  it  a  question  of  law  what  is  the  thing 
patented,  depending  not  on  the  actual  or  supposed  intention 
of  the  patentee,  but  the  conclusion  of  the  law  on  the  lan- 
guage he  has  used  to  express  it.  A  part  of  the  description 
may  be  construed  as  a  claim,  and  carried  into  the  summary, 
and  made  a  part  of  the  thing  patented,  the  effect  of  which 
is  the  same  as  if  it  was  included  in  the  summary  in  express 
terms.  Cooper  t).  Matheys,  C.  C.  MS.  To  authorize  a  re- 
covery for  the  violation  of  a  patent-right,  the  plaintiff 
must  show  that  he  is  the  inventor  of  everything  he  claims 
as  new,  that  it  is  embraced  in  the  patent,  and  that  every- 
thing so  claimed  and  patented  has  been  infringed  by  the 
defendant.  Thus,  where  the  patent  is  for  a  particular  com- 
bination of  the  parts  of  an  old  machine,  and  the  defendant 
has  not  used  the   whole   combination,  as  specified  in  the 
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description  and  earned  into  the  summary,  the  plaintiff  can- 
not recover.     Prouty  et  al.  v.  Ruggles,  16  Peters,  336." 

The  court  then  proceeded  to  state  the  substance  of  the 
plaintiffs  declaration,  and  referred  to  the  patent  of  1835, 
and  the  specification  thereto  attached,  in  order  to  ascertain 
the  thing  patented  by  that  patent,  which  was  stated  there- 
from. They  then  inquired  what  was  the  thing  patented  in 
1831,  by  referring  to  the  evidence  of  Thomas  P.  Jones,  con- 
tained in  the  deposition  aforesaid,  in  connection  with  the 
Journal  of  the  Franklin  Institute,  referred  to  by  him.  The 
court,  remarking  that  there  being  in  evidence  no  copy  of 
the  patent  of  1831,  any  drawing  or  specification  of  the 
thing  patented,  or  other  proof  of  the  contents  of  either  than 
was  contained  in  the  deposition  and  Journal  aforesaid,  then 
gave  their  opinion  to  the  jury,  that,  on  this  evidence,  the 
use  of  grooves  was  not  claimed,  and  was  no  part  of  the 
thing  patented  in  1831  for  turning  short  curves,  but  was  a 
part  of  the  thing  patented  in  1835  ;  that  it  was  an  essential 
part  of  this  invention,  as  Jones  testified,  and  without  which 
all  the  witnesses  agreed  that  the  invention  was  useless,  as 
without  the  groove  the  cars  would  run  oflf  the  road ;  and 
that  the  patent  was  not  for  any  parts  of  the  machine  which 
were  new,  but  for  a  new  combination  of  the  old  parts.  It 
was  then  submitted  to  the  jury,  whether,  on  the  evidence 
aforesaid,  the  omission  of  the  groove  in  the  patent  of  1831 
arose  from  inadvertence,  and  if  it  was  done  contrary  to  the 
advice  of  Jones,  and  in  conformity  with  the  opinion  of  the 
legal  adviser  of  the  plaintiff,  and  whether,  without  the 
groove,  the  description  of  the  thing  patented  was  suflScient, 
under  the  third  section  of  the  act  of  1793,  which  was  read 
and  commented  on  by  the  court,  who  then  proceeded  as 
follows  : 

"  The  Secretary  of  State  is  a  ministerial  officer,  who  must 
issue  a  patent  if  the  requisites  are  performed.  6  Peters, 
241.  The  question  of  inadvertence  or  mistake  is  a  judicial 
one,  which  the  Secretary  cannot  decide,  nor  those  judicial 
questions  on  which  the  validity  of  the  patent  depends.  He 
issues  the  patent  without  inquiry.     The  correct  perform- 
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description  and  carried  into  the  summary,  the  plaintiff  can- 
not  recover.     Prouty  et  al.  v,  Ruggles,  16  Peters,  336." 

The  court  then  proceeded  to  state  the  substance  of  the 
plaintiffs  declaration,  and  referred  to  the  patent  of  1835, 
and  the  specification  thereto  attached,  in  order  to  ascertain 
the  thing  patented  by  that  patent,  which  was  stated  there- 
from. They  then  inquired  what  was  the  thing  patented  in 
1831,  by  referring  to  the  evidence  of  Thomas  P.  Jones,  con- 
tained in  the  deposition  aforesaid,  in  connection  with  the 
Journal  of  the  Franklin  Institute,  referred  to  by  him.  The 
court,  remarking  that  there  being  in  evidence  no  copy  of 
the  patent  of  1831,  any  drawing  or  specification  of  the 
thing  patented,  or  other  proof  of  the  contents  of  either  than 
was  contained  in  the  deposition  and  Journal  aforesaid,  then 
gave  their  opinion  to  the  jury,  that,  on  this  evidence,  the 
use  of  grooves  was  not  claimed,  and  was  no  part  of  the 
thing  patented  in  1831  for  turning  short  curves,  but  was  a 
part  of  the  thing  patented  in  1835  ;  that  it  was  an  essential 
part  of  this  invention,  as  Jones  testified,  and  without  which 
aU  the  witnesses  agreed  that  the  invention  was  useless,  aa 
-^dthout  the  groove  the  cars  would  run  off  the  road ;  and 
that  the  patent  was  not  for  any  parts  of  the  machine  which 
were  new,  but  for  a  new  combination  of  the  old  parts.  It 
was  then  submitted  to  the  jury,  whether,  on  the  evidence 
aforesaid,  the  omission  of  the  groove  in  the  patent  of  1831 
arose  from  inadvertence,  and  if  it  was  done  contrary  to  the 
advice  of  Jones,  and  in  conformity  with  the  opinion  of  the 
legal  adviser  of  the  plaintiflf,  and  whether,  without  the 
groove,  the  description  of  the  thing  patented  was  suflScient, 
under  the  third  section  of  the  act  of  1793,  which  was  read 
and  commented  on  by  the  court,  who  then  proceeded  as 
follows  : 

"  The  Secretary  of  State  is  a  ministerial  officer,  who  must 
issue  a  patent  if  the  requisites  are  performed.  6  Peters, 
241.  The  question  of  inadvertence  or  mistake  is  a  judicial 
one,  which  the  Secretary  cannot  decide,  nor  those  judicial 
questions  on  which  the  validity  of  the  patent  depends.  He 
issues  the  patent  without  inquiry.     The  correct  perform- 
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ance  of  all  the  preliminaries  to  the  validity  of  the  original 
patent  are  always  examinable  in  the  court  where  the  fact  is 
brought.  [Schimmelpennick  v.  Turner]  6  Peters,  6,  [Davis 
V.  Packard,  ibid.]  47,  [Grant  v.  Raymond,  ibid.]  242. 

"  In  the  application  of  the  law  to  the  evidence  before 
you,  the  first  inquiry  is  into  the  state  of  facts  existing  at 
the  time  of  granting  the  patent  of  1835  :  did  they  present  a 
case  for  renewal,  under  the  rules  of  law  on  which  we  have 
given  you  our  instructions  ?  Whether  the  original  patent 
was  invalid  or  inoperative,  is  more  a  question  of  law  than 
fact,  to  be  ascertained  on  a  judicial  inspection  of  the  pat- 
ent, specification,  drawings,  models,  and  the  evidence  of 
the  contents.  The  court  must  construe  all  written  evi- 
dence ;  but,  as  depositions  are  considered  merely  as  oral 
testimony,  a  jury  must  decide  what  parts  are  proved  by 
them.  The  court  must  take  as  true  the  statements  of  wit- 
nesses as  they  are  made,  and  lay  down  the  law  on  th^ 
assumption  of  their  credibility,  and  both  court  and  jury 
must  take  an  agreed  or  admitted,  uncontested  state  of  facts 
to  be  their  rule  of  action.  A  jury  may  deem  a  witness 
unworthy  of  credit,  or  not  believe  his  statement,  but  ought 
to  do  neither  without  good  cause.  Whether  the  defects  in 
the  old  patent  arose  from  inadvertence  or  otherwise,  is  also 
a  mixed  question  of  law  and  fact :  of  law,  so  far  as  depends 
on  written,  and  of  fact,  as  to  parol  evidence.  On  this  sub- 
ject you  have  the  evidence  of  Dr.  Jones,  who  officially  ex- 
amined the  old  patent,  &c.,  and  made  out  the  new,  and  we 
are  mainly  left  to  ascertain  the  facts  in  relation  to  both 
patents  from  him.  In  laying  down  the  law  to  you,  we 
assume  his  verity  in  aU  he  says,  and,  taking  his  statement 
as  proof  of  the  facts  there  existing,  our  opinion  is,  that, 
connected  with  the  publication  in  the  Journal  of  the  Frank- 
lin Institute,  in  1832,  when  the  matter  was  fresh  in  his 
recollection,  and  the  specification  in  the  new  patent,  the 
old  one  was  invalid  and  inoperative,  by  reason  of  non-com- 
pliance with  the  requisites  of  the  act  of  1793  ;  that  it  did 
not  embrace  the  groove,  which  was  essential  to  its  validity  ; 
that  the  new  patent  is  not  for  the  same  invention,  and  that 
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the  plaintiff  has  not  made  out  a  case  of  such  inadyertence^ 
accident,  or  mistake  as  justified  the  issue  of  the  new  pat- 
ent, inasmuch  as  it  appears — ^from  the  patent  for  plates  on 
railroads,  issued  at  the  same  time  with  the  one  for  short 
curves — that  he  had  known  and  described  the  grpoves. 

"  It  is  for  you  to  say  whether  you  will  take  this  evidence 
as  we  do.  If  you  discredit  it,  in  the  whole  or  in  part,  you 
will  find  accordingly. 

"  Another  important  question  arises  in  this  case,  on  the 
construction  of  the  seventh  section  of  the  act  of  1839,  taken 
in  connection  with  former  laws,  which  is,  whether  the 
plaintiff  can  sustain  an  action  for  the  use  of  his  invention 
in  the  construction  of  his  curves,  before  the  granting  of  the 
patent  of  1835. 

^'  This  section  provides  :  '  That  every  person  or  corpora- 
tion who  has,  or  shall  have,  purchased  or  constructed  any 
newly-invented  machine,  manufacture,  or  composition  of 
matter,  prior  to  the  application  by  the  inventor  or  dis- 
coverer for  a  patent,  shall  be  held  to  possess  the  right  to 
use,  and  vend  to  others  to  be  used,  the  specific  machine, 
manufacture,  or  composition  so  made  or  purchased,  with- 
out liability  therefor  to  the  inventor,  or  any  other  person 
interested  in  such  invention ;  and  no  patent  shall  be  held  to 
be  valid  by  reason  of  such  purchase,  sale,  or  use  prior  to  the 
application  for  a  patent  as  aforesaid,  except  on  proof  of 
abandonment  of  such  invention  to  the  public,  or  that  such 
purchase,  sale,  or  prior  use  has  been  for  more  than  two 
years  prior  to  such  application  for  a  patent.* 

"  Though  this  act  is  retrospective  in  its  effects  on  then  ex- 
isting patents,  it  is  not  void  on  that  account.  It  was  within 
the  constitutional  power  of  Congress  to  enact  it  as  a  rule  for 
all  cases  to  which  its  words  and  intentions  apply,  by  its  fair 
and  legal  interpretation,  which  we  must  ascertain  by  look- 
ing at  the  old  law,  the  mischief  and  the  remedy,  which 
must  be  traced  through  the  decisions  of  the  Supreme  Court, 
and  the  acts  of  Congress  on  the  same  subject. 

"  In  1808,  an  act  was  granted  to  Oliver  Evans,  renewing 
his  patent,  which  had  expired  by  its  own  limitation.     In 
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the  interval,  the  defendant  had  constructed  a  machine  of 
his  invention,  and  continued  to  use  it.  After  the  new  pat- 
ent issued,  he  was  held  liable,  according  to  the  words  of 
the  law,  for  such  subsequent  use  ;  but  the  Supreme  Court 
thus  express  their  opinion  of  the  case,  had  it  rested  on 
general  principles  :  ^  The  legislature  might  have  proceeded 
still  further,  by  providing  a  shield  for  persons  standing  in 
the  situation  of  these  defendants.  It  is  believed  that  the 
reasonableness  of  such  a  provision  could  have  been  ques- 
tioned by  no  one,  &c.  The  argument,  founded  on  the 
hardship  of  this  and  similar  cases,  would  be  entitledi  toi 
great  weight,  if  the  words  of  this  proviso  were  obscure  and 
open  to  construction.'     Evans  v.  Jordan,  9  Cranch,  203." 

And  thereupon  the  counsel  for  the  plaintiff  did  then  and 
there  except  to  the  aforesaid  charge  and  opinion  of  the  said 
court. 

The  above  not  being  enough  of  the  charge  of  the  court 
below  to  the  jury,  the  counsel  for  the  plaintiff  in  error 
applied  for  and  obtained  a  writ  of  certiorari  to  bring  up 
additional  extracts. 

The  return  was  as  follows : 

On  searching  the  record  and  proceedings  of  the  Circuit 
Court  of  the  United  States  in  and  for  the  Eastern  District 
of  Pennsylvania,  in  the  third  circuit,  in  a  certain  cause 
therein  lately  depending  between  James  Stimpson,  plaintiff, 
and  the  West  Chester  Railroad  Company,  defendants,  we 
find  the  following  omission  in  the  charge  of  the  judge  to 
the  jury,  which,  in  obedience  to  the  annexed  writ  of  cer- 
tiorari,  is  hereby  certified,  to  wit : 

"  In  Morris  v.  Huntington,  Judge  Thompson  held,  that 
after  a  patent  was  surrendered,  the  patent  would  be  open 
to  public  use  without  hazard,  so  far  as  depends  on  such 
patent.  1  Paine,  365.  In  Grant  v.  Raymond,  the  court 
notice  the  case  of  the  use  of  the  invention  between  the  date 
of  the  old  and  before  the  new  patent,  but  remark  that  that 
defence  is  not  made  ;  and  the  Circuit  Court  did  not  say  that 
•  such  defence  would  not  be  successful ;  and  they  add : 
^  The  defence,  when  true  in  fact,  may  be  sufficient  in  law, 
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notwithstanding  the  validity  of  the  new  patent.'  6  Peters, 
244.  The  court,  in  this  and  the  subsequent  case  of  Shaw 
V.  Cooper,  held,  that  the  new  patent  was  a  continuation  of 
the  old,  but  gave  no  opinion  on  the  question  whether  dam- 
ages could  be  recovered  for  the  intermediate  use  of  a  machine 
constructed  after  the  first. 

^'This  question  was,  however,  put  at  rest  by  the  last 
clause  of  the  act  of  1832,  which,  assuming  that  damages 
could  not  be  recovered  for  a  use  of  the  patented  invention 
before  the  new  patent,  provides :  ^  But  no  public  use  or 
privilege  of  the  invention  so  patented,  derived  from  or  after 
the  grant  of  the  original  patent,  either  under  any  special 
license  of  the  inventor,  or  without  the  consent  of  the  pat- 
ent^  that  there  shall  be  a  tree  public  use  thereof,  shall  in 
any  manner  prejudice  his  right  of  recovery  for  any  use  or 
violation  of  his  invention,  after  the  grant  of  such  new  pat- 
ent as  aforesaid,'  The  act  of  1836  is  still  more  explicit,  by 
providing  for  the  right  of  recovering  damages  only  for 
V causes  subsequently  accruing.' 

'  ^  It  thus  appears,  that  the  act  of  1839  goes  only  one  step 
beyond  those  of  1833  and  1836,  and  is  a  dead  letter,  if  it 
protects  the  person  who  has  purchased,  constructed,  or  used 
the  machine  invented  by  the  patentee,  no  farther  than  from 
damages  accruing  prior  to  the  new  patent ;  for  the  same 
protection  is  given  by  those  laws. 

^^  To  have  any  effect,  it  must  be  held  to  be,  in  the  words 
of  the  Supreme  Court,  *a  shield,'  which  covers  the  party 
from  aU  liability,  and  by  so  construing  it,  the  act  of  1839 
embodies  the  very  principle,  and  none  other,  which  in  Evans 
V.  Jordan,  9  Cranch,  203,  that  court  declared  to  be  one 
which  they  believed  that  no  one  coxdd  question  its  reason- 
ableness, in  order  to  prevent  the  hardship  of  a  case  precisely 
similar  in  principle  to  that  presented.  Such  construction 
is  the  more  reasonable,  when  it  is  considered  that  the  pro- 
tection is  confined  to  the  specific  machine  used  before  the 
patent,  and  cannot  be  extended  to  protect  the  use  of  any 
new  or  other  machine,  or  construed  to  invalidate  the  pat- 
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ent,  or  justify  the  subsequent  use  I       i 
than  those  so  protected. 

"  That  such  was  the  intention  of  C- 
an  original  patent,  cannot  be  doubted, 
no  reason  why  they  should  omit  the  v( 
Supreme  Court  had  so  explicitly  deola 
the  words  of  the  act  of  1808  woxdd  ha^ 
apply  an  unquestionable  principle.     ' 
only  does  not  exclude  its  application, 
requires  it.     In  referring  to  the  applic; 
was  evidently  intended  to  apply  it  to 
the  patentee  sought  to  recover,  the  rer 
alone  his  right  rested  ;  for  the  law  cai 
be  intended  to  apply  to  a  patent  whi 
inoperative,  as  a  ground  of  action,  ha 
cancelled,  and  cancelled  by  the  act  of  t    > 
and  was  thus  divested  of  all  intrinsic  el    i 
of  1832  and  1836.     It  could  have  no  efi    : 
of  the  new  one,  and  it  would  be  absurd    : 
law  overlooked  the  application  for  the  o 
and  looked  only  to  that  which  derive 
Besides,  the  act  of  1839  would  take  fr 
protection  of  the  acts  of  1832  and  185  ! 
operation  to  the  old  patent,  for  damag( 
coverable  for  the  use  between  the  date  a  . 
conclusion  wholly  inadmissible,  on  a  soi  i 
either  of  the  acts  in  question. 

"  The  act  of  1832  expressly  declares  t 
shall  be  subject  in  all  respects  to  the  san  ; 
tion  and  defence  as  the  original  one  ;  fi : 
sarily  foUows,  that  if  the  purchase  or 
machine,  before  the  application  for  a:  i 
would  protect  a  defendant  from  all  liabili : 
the  same  defence  is  available  when  appli  i 

"  This  view  of  the  act  of  1839  suffices  i  < 
the  present  case.  A  broader  one  has  b«  i 
aU  its  bearings,  in  another  district  in  th:. 
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is  not  now  necessary  to  examine,  to  decide  the  point  now 
under  consideration. 

* '  In  the  case  before  us,  it  clearly  appears  that  the  de- 
fendants constructed  their  railroad  with  the  plaintiffs 
curves  in  1834,  one  year  or  more  before  the  plaintiflPs  appli- 
cation for  his  renewed  patent ;  consequently,  they  may  con- 
tinue its  use,  without  liability  to  the  plaintiff." 

The  case  was  argued  by  C.  J,  IngersoU  and  J.  R.  Inger- 
soll^  for  the  plaintiff  in  error,  and  MileSy  for  the  defendants 
in  error. 

The  brief  of  the  counsel  on  the  part  of  the  plaintiff  in 
error  was  as  follows  : 

This  case  comes  up  for  argument  upon  a  bill  of  excep- 
tions taken  by  the  plaintiff  to  the  charge  of  the  learned 
judge  in  the  court  below,  by  which,  in  effect,  the  jury  were 
directed  to  find  for  the  defendants,  which  they  accordingly 
did. 

The  plaintiff  took  a  patent  the  23d  of  August,  1831,  for 
an  invention  or  improvement  in  the  application  of  the 
flanches  of  the  wheels  on  one  side  of  railroad  carriages,  and 
of  the  treads,  of  the  wheels  on  the  other  side,  to  turn  short 
curves  upon  railroads. 

It  was  surrendered,  in  consequence  of  a  defect  in  the 
specification,  and  a  new  patent  taken  by  him  the  26th  of 
September,  1835. 

' '  The  object  of  such  surrender  and  renewal  (see  deposi- 
tion of  Dr.  Thomas  P.  Jones,  a  witness  for  the  defendant, 
in  answer  to  the  first  cross-interrogatory,  ante)  was  to  limit 
and  confine  it  to  the  turning  short  curves  in  streets,  &c. , 
by  leaving  out  certain  matters  in  it  respecting  the  crossing 
of  tracks  or  roads,  and  the  passing  over  turnabouts,  and  to 
define  the  subject-matter  of  the  patent  more  clearly,  with- 
out its  being  necessary  to  refer  to  that,  simultaneously 
obtained,  '  for  forming  and  using  cast  or  wrought  iron 
plates,'  &c." 

The  action  was  brought  at  the  October  session,  1840.     Tlie 


Jan.,  1846.]    STIMPSON  v,  WEST  CHESTER  R  R.  CO.     415 

Argument  of  counsel. 

curves  used  by  the  defendants  were  said  to  have  been  con- 
stnicted  and  first  used  by  them  between  the  dates  of  the 
first  and  second  patents,  the  use  being  continued  by  them 
since  the  date  of  the  second  patent. 

The  learned  judge,  after  considering  at  length  the  law 
touching  this  part  of  the  case,  said  to  the  jury  : 

"  It  clearly  appears  that  the  defendants  constructed  their 
railroad  with  the  plaintiffs  curves  in  1834,  one  year  or 
more  before  the  plaintiflPs  application  for  his  renewed  pat- 
ent ;  consequently,  they  may  continue  its  use,  without  lia- 
bility to  the  plaintiff." 

In  Grant  v.  Raymond,  6  Peters,  244,  the  defendant  made 
it  a  question,  whether  the  patentee  who  took  an  amended 
patent  could  recover  damages  for  the  defendant's  use,  sub- 
sequent to  the  amendment  of  the  patent,  of  machinery 
which  had  been  constructed  prior  to  the  amendment.  The 
court  did  not  decide  the  point,  thinking  it  did  not  come 
directly  up  for  decision.  But  they  said  of  it,  "  This  objec- 
tion is  more  formidable  in  appearance  than  in  reality.  It 
is  not  probable  that  the  defect  in  the  specification  can  be 
so  apparent  as  to  be  perceived  by  any  but  those  who  exam- 
ined it  for  the  purpose  of  pirating  the  invention." 

Grant  v.  Raymond  was  decided  early  in  1832. 

On  the  3d  of  July,  1832,  was  passed  (4  Little  &  Brown's 
ed.  S.'JO)  the  first  act  by  which  the  amendment  of  patents 
for  defective  sjHJcifications  was  statutorily  recognized.  The 
third  section  of  the  act  contains  a  proviso,  that  the  new 
patent  shall  be  open  to  all  objections  which  existed  against 
the  old  one,  by  virtue  of  which,  if  the  phrase  stood  alone, 
a  defendant  in  this  case,  for  example,  might  say :  I  used 
your  curves  before  1835— before  the  date  of  your  patent — 
that  is,  between  the  new  patent  and  the  old  one  ;  and  as  a 
use  by  the  public  prior  to  the  date  of  the  patent  would  be 
fatal  as  against  the  old  patent,  so  it  is  against  the  new. 

If ow,  to  meet  such  an  argument,  the  same  proviso  goes 
on  to  say  that  no  use  of  the  patented  invention  between  the 
dates  of  the  first  and  second  patents,  excepting  under  a 
surrender  of  the  invention  to  public  use,  shall  prejudice  the 
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patentee's  right  to  recover  damages  ''for  any  use"  after 
the  grant  of  the  new  patent. 

We  quote  at  length  the  proviso  of  the  third  section : 
'^ Provided^  Jiowever^  That  such  new  patent  so  granted  shall, 
in  all  respects,  be  liable  to  the  same  matters  of  objection 
and  defence  as  any  original  patent  under  the  said  tirst- 
mentioned  act.  But  no  public  use  or  privilege  of  the  inven- 
tion so  patented,  derived  from  or  after  the  grant  of  the 
original,  either  under  any  special  license  of  the  inventor,  or 
without  the  consent  of  the  patentee  that  there  shall  be  a 
free  public  use  thereof,  shall,  in  any  manner,  prejudice  his 
right  of  recovery  for  any  use  or  violation  of  his  invention 
after  the  grant  of  such  new  patent  as  aforesaid." 

It  is  submitted,  that,  by  the  terms  of  this  statute,  to  use, 
after  date  of  the  second  patent,  the  patented  machinery, 
even  though  the  specific  machine  used  had  been  constructed 
and  used  between  the  dates  of  the  first  and  second  patents, 
is  expressly  denied  to  the  public. 

On  the  faith  of  this  statute  of  the  3d  of  July,  1832,  the 
plaintiff,  in  September,  1835,  surrendered  the  patent  granted 
him  the  23d  of  August,  1831,  and  took  an  amended  one. 

Has  any  act  of  Congress  changed  the  law,  in  this  particu- 
lar, since  1832  ? 

As  any  such  law,  so  far  as  regards  this  plaintiff,  would 
be  retroactive,  it  ought  to  be  clearly  expressed. 

On  the  6th  of  July,  1836,  was  passed  the  new  Patent  Act, 
by  which  the  whole  system  was  recast ;  but  the  thirteenth 
section,  which  relates  to  amended  patents,  says  in  broad 
terms : 

"  And  the  patent  so  reissued,  together  with  the  corrected 
description  and  specification,  shall  have  the  same  effect  and 
operation  in  law,  on  the  trial  of  all  actions  hereafter  com- 
menced, for  causes  subsequently  accruing,  as  though  the 
same  had  been  originally  filed  in  such  corrected  form  before 
the  issuing  of  the  original  patent." 

It  is  submitted,  that  the  words  "  for  causes  subsequently 
accruing,"  are  not  to  be  strained  from  their  natural  con- 
struction, in  order  to  be  made  to  retroact  against  the  rights 
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already  vested  under  the  protection  of  a  statute  ;  and  that 
the  cause  of  action  against  these  defendants,  as  far  as  con- 
cerns their  use  of  the  patented  invention  since  the  26th  of 
September,  1836,  is  a  cause  subsequently  accruing,  within 
the  just  and  obvious  meaning  of  the  act. 

In  1837,  the  3d  of  March,  was  passed  an  amendment  to 
the  law  of  1836. 

The  plaintiff  submits  that  the  seventh  and  ninth  sections 
of  the  act  of  1837  bear  on  his  case,  by  analogy.  They  per- 
mit a  patentee  who  has  patented  too  much,  and  more  than 
he  invented,  to  make  disclaimer  of  the  excess,  vdth  the 
same  effect,  as  regards  the  validity  of  the  patent,  as  if  his 
disclaimer  were  part  of  his  original  specification — that  is  to 
say,  the  patentee  shall  recover  as  if  his  patent  had  been 
originally  right,  instead  of  wrong ;  and  no  exception  is 
made  in  favor  of  parties  who,  like  the  defendants  here,  use, 
after  disclaimer,  one  of  the  patented  things  which  they  had 
constructed  and  begun  to  use  while  the  patent  was  too* 
broad  ;  the  legislature  being  influenced,  perhaps,  by  the 
suggestion  of  this  court  in  Grant  v.  Raymond,  that  that 
l^arty  is  not  entitled  to  much  favor  who  scans  a  specifica- 
tion in  order  to  pirate  it. 

On  the  3d  of  March,  1839,  the  latest  amendment  of  the 
Patent  Laws  was  passed. 

The  seventh  section  of  this  act  is  cited  by  the  learned 
judge,  who  asks  what  this  section  means,  if  it  do  not  mean 
that  the  use  of  a  patented  machine  shall  be  free  to  a  de- 
fendant after  the  patent,  if  he  constructed  it  before.  It 
reads  thus : 

"Sec.  7.  And  be  it  further  enacted^  That  every  person 
or  corporation  who  has,  or  shall  have,  purchased  or  con- 
structed any  newly-invented  machine,  manufacture,  or 
composition  of  matter,  prior  to  the  application  by  the  in- 
ventor or  discoverer  for  a  patent,  shall  be  held  to  possess 
the  right  to  use,  and  to  vend  to  others  to  be  used,  the  spe- 
cific machine,  or  manufacture,  or  composition  of  matter  so 
made  or  purchased,  without  liability  therefor  to  the  in- 
ventor, or  any  other  person  interested  in  such  invention ; 
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and  no  patent  shall  be  held  to  be  invalid  by  reason  of  such 
purchase,  sale,  or  use,  prior  to  the  application  for  a  patent 
as  aforesaid,  except  on  proof  of  abandonment  of  such  in- 
vention to  the  public,  or  that  such  purchase,  sale,  or  prior 
use  has  been  for  more  than  two  years  prior  to  such  applica- 
tion for  a  patent." 

It  is  admitted,  in  answer  to  the  learned  judge,  that  the 
seventh  section  of  the  act  of  1839  was  intended  to  protect 
defendants,  constructors  of  machinery  prior  to  the  patent, 
in  the  use  of  such  machinery  after  the  grant  to  the  pat- 
entee. This  section,  which  has  no  reference  to  renewed  or 
amended  more  than  to  aU  other  patents,  is  believed  to  pro- 
vide for  a  case  till  1839  unprovided  for,  namely,  the  case  in 
general,  whether  it  arise  under  an  original  patent,  or  under 
one  which  has  been  amended,  or  which  has  been  modified 
by  disclaimer  of  the  use  by  a  defendant,  after  the  issuing 
of  the  letters,  of  a  machine  such  as  they  patent,  but  which 
specific  machine  was  purchased  or  constructed  before  their 
date.  But  it  is  respectfully  submitted  that  this  prior  use 
meant  a  use  prior  to  the  first  or  original  application  of  the 
inventor  for  his  patent,  and  that  the  legislature  had  not  in 
their  contemplation  the  second  application  of  the  inventor, 
when  they  used  the  words  ' '  prior  to  the  application  of  the 
inventor  or  discoverer  for  a  patent."  The  last  clause  of 
the  section  has  obvious  reference  to  the  original  application 
alone,  when  it  is  declared  that  ' '  such  purchase,  sale,  or 
use,  prior  to  the  application  for  a  patent,"  shall  not  (except 
under  certain  circumstances)  make  the  patent  invalid  ;  for 
it  was  clear  already,  and  quite  independently  of  this 
statute,  that  no  renewed  or  amended  patent  could  be  worth 
paying  for,  if  the  use  of  the  patented  machinery  by  third 
persons,  prior  to  the  renewal,  could  make  it  invalid. 

Grant  v.  Raymond,  however,  furnishes  the  best  answer 
to  the  learned  judge' s  position,  that  the  plaintiflT  s  patent 
is  liable  to  be  damaged  by  what  has  taken  place  since  the 
date  of  the  original  letters.  At  page  244,  6  Peters,  the 
court  says : 

"  It  has  also  been  argued,  that  the  new  patent  must  issue 
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on  the  new  specification,  and  on  the  application  which 
accompanies  it ;  consequently,  it  will  be  true  that  the 
machine  was  ^  not  known  or  used  before  the  application.' 
But  the  new  patent,  and  the  proceedings  on  which  it  issues, 
have  relation  to  the  original  transaction.  The  time  of  the 
privilege  still  runs  from  the  date  of  the  original  patent. 
The  application  may  be  considered  as  appended  to  the  orig- 
inal application." 

The  plaintiff  in  error  contends,  that  a  true  interpretation 
of  the  letter  of  these  several  acts,  and  a  due  regard  to  the 
spirit  of  all  recent  legislation  on  the  subject  of  patent- 
rights,  which  has  been  kind  and  liberal  toward  patentees, 
enforce  the  conclusion  that  it  was  meant,  when  the  new 
patent  was  granted,  to  give  to  the  new,  in  all  particulars, 
the  charter  of  the  old,  unless  when  restrained  by  express 
words  to  narrower  limits.  And  further,  that  while,  for 
obvious  reasons,  the  acts  deny  to  the  patentee  a  right  to  re- 
cover damages,  under  the  new  patent,  for  a  use  of  the  in- 
vention of  earlier  date  than  the  patent  itself,  (which  denial 
is  in  terms,)  no  express  words  of  the  statutes,  or  fair  or 
necessary  implication  from  them,  or  leaning,  can  be  found, 
in  the  whole  course  of  the  legislation  since  1832,  to  warrant 
the  conclusion  that  the  new  patent  does  not  confer  upon  the 
grantee  an  entire  monopoly  of  the  fruits  of  his  invention 
from  the  date  of  the  second  letters  to  the  expiration  of  the 
fourteen  years  from  the  date  of  the  first. 

The  plaintiff  in  error  therefore  assigns  for  error  the 
learned  judge's  instructions  to  the  jury,  recognizing  the  de- 
fendants' right  to  use  the  patented  invention,  after  the  date 
of  the  second  patent,  provided  they  had  commenced  its  use 
prior  to  that  date,  and  continued  after  that  date  to  use  only 
the  specific  machine  at  first  used. 

The  learned  judge  also  charged  the  whole  case  to  be 
against  the  plaintiff  upon  another  question,  namely,  that 
of  the  description  of  the  ^*  groove"  in  the  original  pa- 
tent. 

The  judge  was  of  opinion  that  the  groove  was  not  in  the 
first  patent,  and  was  in  the  second  ;  and,  therefore,  that 
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the  second  was  broader  than  the  first,  and  not  confined  to 
the  thing  there  patented,  and  thus  was  defective  as  an 
amended  patent.  The  plaintiff  s  patent  being,  as  he  sup- 
posed, established  fully  by  judicial-  sanction  of  the  highest 
sort,  in  his  contest  with  the  Trenton  Railroad  Comiyany, 
reported  in  14  Peters,  448,  had  not  even  brought  with  him, 
when  he  came  to  try  his  cause  in  Philadelphia,  the  original 
letters  patent,  and  the  drawings  which  accompanied  them. 
Nor  was  any  notice  given  him  by  the  defendant  to  produce 
them. 

The  result  of  his  suit  against  the  Baltimore  and  Susque- 
hanna Railroad  Company,  tried  in  the  Maryland  District, 
in  April  Term,  1843,  when  both  the  original  patent  and  the 
drawings  were  produced  in  court,  proved  to  be  quite  ill- 
founded,  the  attempt  of  the  defendants,  in  the  present  case, 
to  criticise  his  second  patent  as  actually  varying  from  the 
first,  by  the  addition  of  this  new  matter,  the  groove. 

He  is  aware,  however,  that  he  must  sustain  his  case  as  it 
appears  by  this  record,  and  he  proceeds  to  do  so. 

The  whole  invention  of  the  plaintiff  consisted  of  a  new 
method  of  attaining  conical  action  in  turning  short  curves 
on  railroads ;  and  the  groove  had  no  more  to  do  with  it 
than  this  :  that  when,  to  attain  this  action,  the  outer  wheel 
was  mounted  upon  its  flanch,  the  groove,  by  receiving  the 
inner  wheel,  prevented  the  car  from  slipping  off  the  track — 
a  very  material  consideration,  it  is  true — in  turning  the 
comer  ;  and  so  was  the  car,  or  the  steam-engine  that  drew 
the  car ;  but  neither  of  them  had  anything  to  do  with 
the  plaintiffs  method  of  producing  conical  action,  ^th- 
out  a  groove, — ^just  as  without  steam,  a  horse,  or  other 
power, — ^the  comer  could  not  be  turned  ;  and,  therefore,  in 
describing  the  plaintiffs  invention,  both  this  power  and  the 
groove  must  needs  be  referred  to  ;  but  it  is  respectfully  de- 
nied that  more  than  the  merest  allusion  to  either  is  neces- 
sary, neither  of  them  being  any  part  of  the  invention,  nor 
so  occult  as  to  demand,  for  even  the  most  unenlightened 
observer,  more  than  a  mere  allusion  to  it. 

Now,  it  was  in  proof,  from  the  witness  called  by  the 
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defendants  to  testify  to  the  contents  of  the  original  specifi- 
cation, that  it  alluded  to  the  groove. 

'^  I  believe,  however,  that  it  (the  groove)  was  alluded  to 
in  this  specification."     Evidence  of  Dr.  Jones. 

This  allusion  to  the  groove  in  the  first  patent,  the  learned 
judge  rules,  in  his  charge,  to  be  insuflicient,  and  in  the 
paragraph  ante^  after  so  holding,  he  goes  on  to  declare  that 
the  groove  should  have  been  ''  claimed."  It  may  be  men- 
tioned that  it  is  not  claimed  in  the  new  patent,  nor  even 
alluded  to  in  the  summary  of  the  si)ecification,  so  collateral 
is  it  to  the  invention. 

The  plaintiff  in  error  further  assigns  for  error,  in  this 
portion  of  the  charge  touching  the  groove,  the  learned 
judge's  decision  against  the  plaintiflf's  right  to  claim  under 
his  patent,  because  of  his  alleged  omission  in  regard  to  the 
groove  ;  and  particularly  to  the  judge's  saying,  that,  assum- 
ing the  truth  of  Dr.  Jones'  deposition,  the  opinion  of  the 
court  was,  that  the  old  patent  was  ''invalid  and  inoper- 
ative by  I'eason  of  non-compliance  with  the  requisition  of 
the  act  of  1793  ;  that  it  did  not  embrace  the  groove,  which 
was  essential  to  its  validity  ;  that  the  new  patent  is  not  for 
the  same  invention." 

Also,  the  learned  judge's  taking  from  the  jury  the  ques- 
tion, which  came  fairly  up  as  a  question  of  fact,  namely, 
whether  this  mention  of,  or  allusion  to,  the  groove  was  or 
was  not  too  slight  a  description  of  that  part  of  the  combina- 
tion to  enable  one  skilled  as  an  engineer  to  make  a  curve,  or 
to  stand  for  a  compliance,  by  the  patentee,  with  the  req- 
uisition of  the  statute  touching  the  proper  description  of 
the  invention. 

Also,  the  learned  judge's  deciding  it  to  be  a  matter  of 
law,  and  not  of  fact  for  the  jury,  what  the  thing  patented 
in  1831  was,  when  the  evidence  of  what  it  was  lay  not  in  a 
written  paper,  which  the  judge  could  read  and  construe, 
but  in  parol  evidence  and  explanations  per  testes. 

Also,  the  learned  judge's  not  giving  the  due  legal  effect 
to  the  Secretary' s  seal  and  letters  patent,  as  prima  facte  evi- 
dence that  the  second  patent  legitimately  succeeded  to  the 
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first,  and  to  his  assuming,  on  the  contrary,  that  it  was  in- 
cumbent on  the  plaintiff,  and  not  on  the  defendant,  (who 
assailed  it,)  to  show  what  the  first  patent  contained,  and 
what  its  character  and  defects  were  ;  and  in  the  absence  of 
the  patent,  and  of  any  notice  or  call  for  it  by  the  defend- 
ant, and  in  the  absence  of  any  satisfactory  account  of  its 
contents  to  the  learned  judge,  making  the  plaintijBf,  and  not 
the  defendant,  responsible  for  the  imperfectness  of  the 
proofs  regarding  the  same. 

The  judge  left  nothing  to  the  jury,  as  distinctly  appears 
in  his  summing  up,  in  regard  to  the  groove,  but  the  ques- 
tion whether  Dr.  Jones'  testimony  was  to  be  believed  or 
not.  If  believed,  he  told  the  jury  they  must  find  for  the 
defendants,  the  old  patent  being  defective,  in  not  embracing 
the  groove,  and  the  new  patent,  which  he  said  did  embrace 
it,  being  therefore  for  a  different  invention  altogether. 

The  plaintiff  in  error  also  assigns  it  for  error,  that  the 
learned  judge  ruled  ^^  mistake,"  in  the  statute  about 
amending  patents,  to  mean  inadvertence  or  accident  only, 
and  excluded  cases  of  honest  mistakes  of  judgment. 

Mr.  Miles ^  for  the  dtfendants  in  error y  filed  the  follow- 
ing brief : 

AbatrcLCt  of  Com. 

1.  This  is  a  writ  of  error  to  the  Circuit  Court  for  the 
Eastern  District  of  Pennsylvania.  The  plaintiff  in  the  Cir- 
cuit Court  is  the  plaintiff  in  error  in  this  court.  The  ver- 
dict in  the  Circuit  Court  was  for  the  defendants. 

2.  The  action  was  brought  to  recover  damages  for  an 
alleged  infringement  by  the  defendants  of  an  exclusive 
right,  alleged  to  belong  to  the  plaintiff,  to  make,  use,  con- 
struct, and  vend  an  improvement  '  *  in  the  mode  of  turning 
short  curves  on  railroads,"  of  which  he  claimed  to  be  the 
original  inventor,  and  alleged  to  have  been  secured  to  him 
by  letters  patent  of  the  United  States,  according  to  the  acts 
of  Congress. 

The  plaintiff  claimed  under  letters  patent,  dated  Septem- 
ber 26th,  1835,  which  recited  that  letters  for  the  improve- 
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ment  were  granted  to  him  on  August  23d,  1831,  but  which 
were  "  hereby  cancelled,  on  account  of  a  defective  specifi- 
cation." 

3.  The  plaintiff  declared  on  the  letters  patent  of  Septem- 
ber 26th,  1835,  in  four  counts,  (only  varying  in  the  allega- 
tion of  different  modes  of  infringement,  namely,  making, 
constructing,  selling,  and  using,)  all  setting  forth  that 
"  the  said  letters  patent  (that  is,  of  August  23d,  1831)  were 
cancelled  in  due  form  of  law,  on  account  of  a  defective 
specification." 

4.  The  defendants  pleaded  not  guilty,  gave  due  notice  to 
the  plaintiff,  under  the  acts  of  Congress,  of  a  defence  based 
upon  the  want  of  originality  of  invention  of  the  thing  pat- 
ented on  the  part  of  the  plaintiff,  under  the  several  patents 
of  1831  and  1835,  said  notice  including  the  prior  use  and 
knowledge  of  other  persons,  and  of  prior  printed  and  pub- 
lished descriptions  of  the  same,  &c.,  and  under  such  plea 
and  notice  gave  evidence  to  the  jury. 

The  original  letters  of  the  23d  of  August,  1831,  were  not 
in  evidence,  they  having  been  destroyed  in  the  conflagra- 
tion of  the  Patent  Ofiice  in  December,  1836,  nor  was  there 
any  copy  of  them  given  in  evidence. 

Their  loss  or  destruction  having  been  proved,  secondary 
evidence  was  given  of  their  contents.  (Journal  of  Franklin 
Institute,  vol.  9,  p.  124,  No.  37 ;  and  by  deposition  of  Dr. 
Thomas  P.  Jones.) 

The  claim  by  this  evidence,  under  the  patent  of  1831,  was 
*^  to  the  application  of  the  flanches  of  railroad  carriage- 
wheels  to  turn  short  curvatures  upon  railroads  or  tracks, 
particularly  turning  the  comers  of  streets,  wharves,  cross- 
ings of  tracks  or  roads,  and  passing  over  turnabouts,"  &c. 
No  mention  was  made  therein  of  the  use  of  a  groove  upon 
the  inner  circle  for  the  flanch  to  run  in,  so  as  to  enable  the 
wheel  on  the  inner  circle  to  run  on  its  tread,  without  which 
there  was  evidence  tending  to  show  that  the  whole  alleged 
invention  was  useless. 

The  claim  under  the  patent  of  1836  was  to  ^^  the  applica- 
tion of  the  flanches  of  the  wheels  on  one  side  of  railroad 
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ciuriages,  and  of  the  treads  of  the  wheels  on  the  other  side, 
to  turn  curves  upon  railways,"  &c.,  "  operating  upon  the 
principles  herein  set  forth."  The  specification  referred  to 
in  this  summary  describes  the  use  of  the  flanch  running  on 
the  surface  of  the  outer  rail,  and  of  the  tread  running  on 
the  inner  rail,  which  is  formed  with  a  groove  to  receive  the 
flanch  of  the  wheel  on  the  inner  rail^  as  the  essential  parts 
which,  combined  together,  form  the  improvement. 

6.  Ui)on  the  trial,  several  questions  of  law  and  of  fact 
arose.  His  honor,  Mr.  Justice  Baldwin,  charged  the  jury 
upon  the  law,  and  left  the  facts  falling  within  the  scope  of 
the  principles  of  the  law,  as  laid  down  by  him,  to  the  deter- 
mination of  the  jury. 

JMfUsqflaw,  ari^ng  under  the  charge,  contended  for  by  dtfendante 

The  third  section  of  the  act  of  21st  February,  1793,  in 
substance,  provides  that  the  applicant  for  a  patent  shall 
give  a  description,  in  full,  clear,  and  exact  terms,  of  the 
thing  invented,  and  its  modes  of  application. 

By  the  sixth  section  of  the  same  act,  a  defendant  in  a 
suit  brought  on  letters  patent  may  show  that  the  descrip- 
tion (that  is,  specification)  does  not  contain  the  whole  truth 
relative  to  his  discovery,  or  that  it  contains  more  than  is 
necessary  to  produce  the  desired  effect,  which  concealment 
or  addition  shall  fully  appear  to  have  been  made  for  the 
purpose  of  deceiving  the  public,  or  that  the  thing  secured 
by  patent  was  not  originally  discovered  by  the  patentee,  &c. 

The  third  section  of  the  act  of  July  3,  1832,  provides,  in 
substance,  that  if  any  patent  shall  be  invalid  or  inoperative 
by  reason  of  non-compliance  with  the  terms  of  the  third 
section  of  1793,  by  "  inadvertence,  accident,  or  mistake," 
and  "without  any  fraudulent  or  deceptive  intention,"  it 
may  be  lawful  for  the  Secretary  of  State,  on  surrender  of 
the  original  patent,  to  grant  a  new  patent,  on  compliance 
with  the  conditions  of  the  third  section  of  the  act  of  1793, 
for  the  residue  of  the  term  unexpired. 

The  thirteenth  and  fifteenth  sections  of  the  act  of  4th 
July,  1836,  which  supplied  the  former  laws  enacted  on  the 
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subject,  contain  in  substance  the  same  provisions  as  to  the 
inoperation  of  a  patent  by  reason  of  the  defective  descrip- 
tion, and  allowing  a  surrender  and  regrant  where  the  defect 
arose  from  '  *  inadvertency,  accident,  or  mistake,  and  with- 
out any  fraudulent  or  deceptive  intention." 

The  seventh  section  of  the  act  of  March  3,  1839,  provides 
"  that  every  person  or  corporation  who  has,  or  shall  have, 
purchased  or  constructed  any  newly-invented  machine,  &c., 
prior  to  the  application  by  the  inventor,  &c.,  for  a  patent,'^ 
may  use  and  vend  it  at  all  times,  without  liability  to  the 
inventor,  or  any  person,  &c. 

Under  these  acts,  the  following  points  are  submitted  to 
have  been  judicially  decided  : 

1.  That  where  a  patentee,  under  the  act  of  February  21, 
1793,  has  not  complied  with  the  terms  of  its  third  section, 
even  through  inadvertence,  accident,  or  mistake,  the  plain- 
tiff cannot  recover  for  an  infringement  prior  to  a  surrender 
and  new  grant.  Grant  v.  Raymond,  6  Peters,  244 ;  Shaw 
7>.  Cooper,  7  Peters,  320 ;  Whitney  t?.  Emmett,  1  Bald.  303. 

2.  That  if  the  patentee,  under  the  act  of  1793,  has  not 
complied  with  the  terms  of  its  third  section,  through  fraudu- 
lent and  deceptive  intention,  by  the  concealment  of  or  addi- 
tion to  his  real  discovery,  his  patent,  by  the  sixth  section, 
is  absolutely  void.  Grant  v.  Raymond,  6  Peters,  246,  247 ; 
Whitney  v.  Emmett,  1  Bald.  303. 

3.  (1.)  That  a  surrender,  under  the  act  of  1832,  and  a  new 
grant,  are  only  sustainable  where  the  defect  in  the  descrip- 
tion of  the  first  patent  was  the  result  of  inadvertence,  acci- 
dent, or  mistake.  Grant  v.  Raymond,  Q  Peters,  246,  247. 
(2.)  That  a  new  grant,  on  such  a  surrender,  is  not  sustain- 
able, but  is  absolutely  void,  if  it  appear  that  the  defect  in 
the  description  of  the  first  patent,  whether  of  ox)ncealment 
or  addition,  was  Ihe  result  of  a  fraudulent  and  deceptive 
intention  on  the  part  of  the  patentee.  (3.)  That  if  a  pat- 
entee surrendered  his  first  patent,  and,  under  pretence  of 
an  inadvertence,  accident,  or  mistake  in  its  description, 
obtained  a  new  patent,  adding  thereto  a  new  material  or 
element  of  which  he  was  not  the  original  inventor,  and 
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which  is  necessary  to  make  the  thing  patented  useful,  thus 
in  the  second  patent  specifying  another  combination,  con- 
stituting a  mode  or  a  machine  substantially  different  from 
that  described  and  claimed  in  the  first,  it  is  fraud  in  the 
patentee,  and  the  patent  is  void.  Grant  v,  Raymond, 
6  Peters,  218,  244 ;  Philadelphia  Railroad  v.  Stimpson, 
14  Peters,  462  ;  Shaw  v.  Cooper,  7  Peters,  292. 

Note.  The  act  of  1832,  (July  3d,)  authorizing  a  surrender 
and  regrant,  shortly  followed  the  decision  in  Grant  v.  Ray- 
mond, 6  Peters,  (January  Term,  1832,)  and,  by  express 
enactment,  provided  for  that  which  had  before  been  allowed 
by  practice  and  judicial  construction  only. 

4.  That  an  original  patent,  as  well  as  that  granted  on  a 
surrender  of  the  first  under  these  acts,  are  prima /ode  evi- 
dence only  of  the  novelty  and  utility  of  the  alleged  inven- 
tion, and  of  the  compliance -by  the  patentee  with  the  terms 
of  the  several  acts  of  Congress  entitling  him  to  a  patent ; 
but  their  validity  is  examinable  in  a  judicial  proceeding 
upon  any  such  patent,  part  of  the  inquiry  being  within  the 
province  of  the  court,  where  the  construction  of  written 
documents  is  to  be  made,  and  part  being  for  the  determina- 
tion of  the  jury,  where  questions  of  fact  are  involved. 
Grant  v.  Raymond,  6  Peters,  218  ;  Shaw  v.  Cooper,  7  Peters, 
292 ;  Philadelphia  Railroad  v.  Stimpson,  14  Peters,  448 ; 
Prouty  V.  Ruggles,  16  Peters,  336. 

5.  If  a  patentee's  first  patent  be  inoi)erative,  for  want  of 
a  full  and  exact  description,  and  he  stands  by  for  a  long 
and  unreasonable  period  of  time,  without  surrendering  and 
remedying  the  defect,  by  furnishing  such  a  description  and 
obtaining  a  regrant,  and  in  the  meantime  permits  others  to 
use  what  he  subsequently  claims  to  be  his  invention,  with 
a  knowledge  of  such  use,  without  objection  or  asserting  his 
right,  this  is  evidence  from  which  a  jury  may  infer  his 
acquiescence  and  abandonment  to  the  public  as  a  matter  of 
fact.     Shaw  v.  Cooper,  7  Peters,  320-322. 

6.  Under  the  act  of  1839,  if  the  defendants  purchased  or 
constructed  this  mode  of  turning  curves  before  the  applica- 
tion for  the  patent  of  1835,  and  this  combination  or  mode 
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described  in  that  patent  was  newly  invented  by  the  pat- 
entee, the  plaintiff  cannot  recover,  notwithstanding  the  act 
of  1^9  was  subsequent  to  the  dates  of  such  purchase  or 
construction,  and  the  patent  of  1835.  Shaw  v.  Cooper, 
7  Peters,  330-322 ;  McClurg  7>.  Kingsland,  1  How.  204 ; 
Evans  v.  Jordan,  9  Cranch,  201. 

Note  1.  This  statute  was  intended  to  provide  expressly, 
and  in  terms,  (designating  a  specific  point  of  time,)  for  all 
tliat  class  of  cases  of  implied  acquiescence  and  waiver  in 
favor  of  the  public,  resulting  from  the  negligence  of  the 
patentee,  by  which  judicial  construction  held  that  the  i)at- 
entee  had  no  claim  against  persons  using  or  constructing 
the  alleged  invention  under  such  circumstances. 

Note  2.  This  action  was  brought  in  the  Circuit  Court 
after  the  passage  of  the  act  of  1839,  to  wit,  at  the  October 
session,  1840. 

The  charge  of  the  court  left  all  the  facts  falling  within 
the  scope  of  the  legal  principles  therein  stated  to  the  deter- 
mination of  the  jury. 

1.  "  The  question  of  the  validity  of  the  new  patent  is  a 
judicial  one,  depending  on  the  fact  of  inadvertence  or 
fraud,  as  you  shall  find  it."  "  You  must  then  be  satisfied 
affirmatively,"  &c.  "  The  finding  of  the  fact  of  inadver- 
tence may  negative  the  fact  of  fraud,"  &c. 

2.  "It  was  then  submitted  to  the  jury,  whether,  on  the 
evidence  aforesaid,  the  omission  in  the  patent  of  1831  arose 
from  inadvertence,"  &c. 

3.  "  Dei)ositions  are  considered  merely  as  oral  testimony. 
A  jury  must  decide  what  facts  are  proved  by  them  ;  *  ♦  * 
a  mixed  question  of  law  and  fact :  of  law,  so  far  aa  depends 
on  written,  and  of  fact,  as  to  parol,  evidence,"  &c. 

4.  *'  It  is  for  you  to  say  whether  you  will  take  the  evi- 
dence as  we  do.  If  you  discredit  it,  in  whole  or  in  part, 
you  will  find  accordingly," 

Mr.  Justice  WTjran  delivered  the  opinion  of  the  court. 
The  plaintiff  brought  an  action  against  the  defendant  for 
an  infringement  of  his  patent  for  a  ''new and  useful im- 
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provement  in  tlie  mode  of  turning  short  curves  on  rail- 
roads." The  questions  for  decision  arise  on  exceptions  to 
the  charge  of  the  court  to  the  jury.  And  here  it  may  be 
proper  to  remark  that  the  exceptions  are  to  the  charge  as 
published  at  length,  and  not  to  the  points  ruled  by  the 
court,  as  is  the  correct  practice.  Under  the  peculiar  cir- 
cumstances of  this  case,  the  court  will  not  dismiss  the  writ 
of  error  upon  this  ground,  but  it  is  expected  that  a  differ- 
ent course  will  hereafter  be  pursued. 

On  the  21st  of  August,  1831,  the  plaintiff  obtained  a  pat- 
ent for  an  invention  or  improvement  in  the  application  of 
the  flanches  of  the  wheels  on  one  side  of  railroad  carriages, 
and  of  the  treads  of  the  wheels  on  the  other  side,  to  turn 
short  curves  upon  railroads.  The  specification  of  this  pat- 
ent being  defective,  it  was  surrendered  the  26th  of  Septem- 
ber, 1835,  and  a  renewed  one  obtained,  in  order,  as  proved, 
'*to  limit  and  confine  it  to  the  turning  short  curves  in 
streets,  &c.,  by  leaving  out  certain  matters  in  it  respecting 
the  crossing  of  tracks  or  roads,  and  the  passing  over  turn- 
abouts, and  to  define  the  subject-matter  of  the  patent  more 
clearly,  without  its  being  necessary  to  refer  to  that,  simul- 
taneously obtained,  for  forming  or  using  cast  or  wrought 
iron  plates,"  &c. 

In  his  charge,  the  judge  said  to  the  jury :  "  It  clearly 
api)ears  that  the  defendants  constructed  their  railroad  with 
the  plaintiff's  curves,  in  1834,  one  year  or  more  before  the 
plaintiff' s  application  for  his  renewed  patent ;  consequently, 
they  may  continue  its  use,  without  liability  to  the  plain- 
tiff." 

The  p&.tent  was  surrendered,  and  a  new  one  obtained, 
under  the  third  section  of  the  "  Act  concerning  Patents," 
of  the  3d  of  July,  1832,  and  the  correctness  of  the  above 
opinion  is  to  be  ascertained  by  a  reference  to  the  proviso  of 
that  section.  It  is  there  c'  3clared :  "  No  public  use  or 
privilege  of  the  invention  so  patented,  derived  from  or  after 
the  grant  of  the  original  patent,  either  under  any  si)edal 
license  of  the  inventor,  or  without  the  consent  of  the  pat- 
entee that  there  shall  be  a  free  public  use  thereof,  shall,  in 
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any  manner,  prejudice  Ms  right  of  recovery  for  any  nse  or 
violation  of  his  invention,  after  the  grant  of  such  new  pat- 
ent as  aforesaid." 

The  charge  of  infringement,  in  the  declaration,  is  laid 
some  years  after  the  new  patent ;  so  that  the  question  does 
not  arise,  whether  an  action  could  be  sustained  for  a  viola- 
tion of  the  right  prior  to  the  corrected  patent.  The  above 
proviso  would  seem  to  be  susceptible  of  but  one  construc- 
tion, and  that  is,  that  the  patentee  may  sustain  an  action 
"  for  any  use  or  violation  of  his  invention  after  the  grant 
of  a  new  patent."  Now,  it  is  plain  that  no  prior  use  of  the 
defective  patent  can  authorize  the  use  of  the  invention  after 
the  emanation  of  the  renewed  patent  under  the  above  sec- 
tion. To  give  to  the  patentee  the  fruits  of  his  invention, 
was  the  object  of  the  provision  ;  and  this  object  would  be 
defeated,  if  a  right  could  be  founded  on  a  use  subsequent 
to  the  original  patent,  and  prior  to  the  renewed  one. 

The  thirteenth  section  of  the  act  of  the  4th  of  July,  1836, 
which  remodelled  the  Patent  Law  in  this  respect,  made  no 
material  change  in  the  act  of  1832.  The  words  in  the  latter 
act  are :  ^^  And  the  patent  so  reissued,  together  with  the 
corrected  description  and  specification,  shall  have  the  same 
effect  and  oi)eration  in  law,  on  the  trial  of  all  actions  here- 
after commenced,  for  causes  subsequently  accruing,  as 
though  the  same  had  been  originally  filed  in  such  corrected 
form,  before  the  issuing  out  of  the  original  patent."  Now, 
any  person  using  an  invention  protected  by  a  renewed  pat- 
ent, subsequently  to  the  date  of  this  act,  is  guilty  of  an  in- 
fringement, however  long  he  may  have  used  the  same  after 
the  date  of  the  defective  and  surrendered  patent. 

The  Circuit  Court  relied  upon  the  seventh  section  of  the 
act  of  the  3d  of  March,  1839,  as  sustaining  their  construc- 
tion in  regard  to  the  use  of  the  invention  after  the  renewed 
patent.  But  that  section  has  exclusive  reference  to  an  orig- 
inal application  for  a  patent,  and  not  to  a  renewal  of  it. 
We  think  the  court  erred  in  their  instruction  to  the  jury, 
above  stated. 

» 

In  their  charge,  the  court  said  :  **  The  use  of  grooves  was 
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uot  claimed,  and  was  no  part  of  the  thing  i)atented  in  1831, 
for  taming  short  curves,  but  was  a  'part  of  the  thing  i)at- 
ented  in  1835."  "  That  it  was  an  essential  part  of  the  in- 
vention." And  further,  "  in  taking  the  statement"  of  Dr. 
Jones,  "  as  proof  of  the  facts  there  existing,  our  opinion  is, 
that,  connected  with  the  publication  in  the  Journal  of  the 
Franklin  Institute,  in  1882,  when  the  matter  was  fresh  in 
his  recollection,  and  the  specification  in  the  new  patent, 
the  old  one  was  invalid  and  inoperative,  by  reason  of  non- 
compliance with  the  requisites  of  the  act  of  1793  ;  that  it 
did  not  embrace  the  groove,  which  was  essential  to  its  va- 
lidity ;  that  the  new  patent  is  not  the  same  Invention,  and 
that  the  plaintiff  has  not  made  out  a  case  of  such  '  inad- 
vertence, accident,  or  mistake,'  as  justified  the  issue  of  the 
new  patent,  inasmuch  as  it  appears,  from  the  patent  tot 
plates  on  railroads,  issued  at  the  same  time  with  the  one 
for  short  curves,  that  he  had  known  and  described  the 
grooves." 

The  original  patent,  as  proved  by  Dr,  Jones,  was  burnt 
with  the  Patent  Office,  and  no  part  of  the  si)ecifications  is 
preserved,  except  that  which  was  published  by  the  witness 
in  the  Franklin  Journal.  That  publication  does  not  pur- 
port to  give  the  whole  of  the  specifications,  and,  conse- 
quently, the  claim  is  not  limited  by  the  notice  in  that  jour- 
nal. Doctor  Jones,  speaking  of  the  patent  issued  in  1831, 
says :  "  The  main  defect,  in  my  judgment,  of  the  original 
specifications  in  the  patent  for  turning  short  curves,  was 
the  omission  of  the  mention  of  the  groove  in  the  inner  rail. 
I  believe,  however,  that  it  was  alluded  to  in  the  specifica- 
tions, but  the  description  of  it  was  contained  principally,  if 
not  whoUy,  in  the  specification  of  the  patent  for  forming 
and  using  cast-iron  or  wrought  plates,"  &c. 

That  there  was  a  defect  in  regard  to  the  grooves  in  the 
specifications  of  the  first  patent,  is  shown,  and,  also,  that 
the  patent  was  surrendered  in  order  to  remedy  that  defect. 
But  whether  this  vitiated  the  patent,  is  not  a  question  in 
this  case,  as  it  does  not  affect  the  right  now  asserted,  if  the 
first  patent  were  void.     Whether  the  new  patent  was  sub- 
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stantially  for  a  different  invention  from  the  first  one,  was  a 
question  for  the  jury  on  the  evidence.  But  the  court  ruled 
this  point,  withdrawing  the  facts  from  the  jury.  The  wit- 
ness thinks  "  that  in  the  first  patent  the  grooves  were 
alluded  to,"  but  the  terms  used  are  not  recollected  by  him  ; 
and,  as  the  patent  has  been  burnt,  they  cannot  now  be 
proved.  We  think  the  Circuit  Court  erred  in  not  leaving 
the  jury  to  act  upon  the  facts,  as  regards  the  difference 
between  the  original  and  the  renewed  patent.  On  the 
facts,  we  should  draw  a  different  conclusion  from  that 
which  was  given  to  the  jury  by  the  Circuit  Court.  An 
allusion  to  the  grooves  in  tlds  specification,  as  more  par- 
ticularly described  in  the  other  patent,  would,  at  least, 
show  the  intention  of  the  patentee,  if  it  did  not  make  good 
his  patent. 

By  the  thirteenth  section  of  the  act  of  1836,  "  if  the  pat- 
ent shall  be  inoperative  or  invalid,  by  reason  of  a  defective 
or  insufficient  description  or  specification,"  &c.,  "if  the 
error  has  or  shall  have  arisen  by  inadvertency,  accident,  or 
mistake,  and  without  any  fraudulent  or  deceptive  intention, 
it  shall  be  lawful "  to  surrender  it,  &o.  Now,  as  in  grant- 
ing the  renewed  patent,  the  officers  of  the  government  act 
under  the  above  provisions,  their  decisions  must,  at  least, 
be  considered  as  prima  facie  evidence  that  the  claim  for  a 
renewal  was  within  the  statute.  But  this  would  not  be 
conclusive  against  fraud  in  the  surrender  and  renewal, 
which,  on  the  evidence,  would  be  a  matter  for  the  jury. 
And  we  supi)ose  that  the  inquiry  in  regard  to  the  surrender 
is  limited  to  the  fairness  of  the  transaction.  In  whatever 
manner  the  mistake  or  inadvertence  may  have  occurred,  is 
immaterial.  The  action  of  the  government,  renewing  the 
patent,  must  be  considered  as  closing  this  point,  and  as 
leaving  open  for  inquiry,  before  the  court  and  jury,  the 
question  of  fraud  only. 

The  judgment  of  the  Circuit  Court  is  reversed,  and  the 
cause  remanded  to  that  court,  with  instructions  to  award  a 
venire  fa^das  de  novo. 
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JAMES  G.  WILSON,  PLAINTIFF,  v.  LEWIS  ROUSSEAU 

AND  CHARLES  EASTON. 

4  How.  646-709.    Jan.,  1846. 

[Bk.  11,  L.  ed.  1140  ;  2  Robb.  378 :  1  Whit.  357.] 

Grant  of  extension  to  administrator.  Assignee's  right  to  use  dur^ 
ing  extension.  Particular  reissue  sustained.  Reissue  dur- 
ing extension, 

1.  Act  1836^  §  18^  authorized  the  extension  of  a  patent  on  the  ap- 

plication of  the  executor  or  administrator  of  a  deceased  pat- 
entee (p.  477). 

2.  The  extension  of  the  patent  under  Act  1836,  §  18,  is  a  new  grant 

of  the  exclusive  right  for  a  term  of  seven  years,  and  all  rights  of 
assignees  or  grantees  terminate  at  the  end  of  the  original  term 
and  become  reinvested  in  the  patentee,  and  Woodworth's  pat- 
ent inured  to  the  benefit  of  the  administrator  only  in  his  said 
capacity  (p.  482). 

3.  Rule  of  construction  of  statutes  in  cases  of  obscure  and  doubt- 

ful phraseology  (p.  483). 

4.  Act  1836,  g§  11  and  14.     Interest  of  assignee  and  grantee  con- 

sidered (p.  485). 

5.  Assignee's  "  right  to  use  the  thing  patented,*'  Act  1836,  §  18, 

during  extended  term,  extends  to  the  specific  thing  in  use  at 
the  time  of  the  extension  (p.  490). 

6.  The  "thing  patented,''  Act  1836,  §  18,  is  the  invention  (p.  491). 

7.  A  covenant  dated  1829  construed  in  view  of  the  then  established 

law,  and  the  term  "renewal"  held  not  to  cover  an  extension 
authorized  only  by  Act  1832,  subsequent  thereto  (p.  494). 

8.  Under  Act  1836,  §  14,  the  grantee  of  an  exclusive  right  to  con- 

struct, use,  and  vend  to  others  to  use,  two  machines  within  a 
certain  town,  may  maintain  an  action  for  infringement  in  his 
own  name  (p.  496). 
1).  Reissued  patent  No.  71  granted  Woodworth,  W.,  July  8,  1845, 
for  planing  mill,  held  sufficiently  full  and  explicit  in  its  specifi- 
cation and  drawings  (p.  498). 
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10.  The  decision  of  the  Board  of  Commissioners,  who  are  to  deter- 
mine upon  the  application  for  the  extension  under  Act  1836, 
§  18,  is  not  conclusiye  upon  the  question  of  their  jurisdiction 
to  act  in  a  given  case  (p.  498). 

11.  An  extended  patent  can  be  reissued  at  any  time  during  the 
extended  term  (p.  498). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  McClurg  V.  Eingsland,  1  How.  202  [p.  882  ante],  p.  481. 

(2)  Grant  v.  Raymond,  6  Peters,  218  [p.  246  ante],  p.  496. 
[Citations  in  dissenting  opinions  :] 

(8)  Brooks  v.  Bicknell,  4  McLean,  64,  p.  499. 
(4)  Wilson  V.  Turner,  Taney,  278,  p.  607. 
(6)  Dwarris  od  Statutes,  692,  p.  607. 

(6)  Bac.  AJbT.  Statute,  T..  p.  607. 

(7)  2  Inst  107,  886,  p.  607. 

(8)  Brandling  v.  Barrington,  6  Bam.  and  Cressw.  476,  p.  610. 

(9)  McClurg  V.  Eingsland,  1  How.  210  [p.  882  ante],  p.  612. 

(10)  Dwarris,  668,  p.  616. 

(11)  Standen  v.  University  of  Oxford,  1  Jones,  26,  p.  616. 

(12)  8  Coke,  118  b.,  p.  616. 

(18)  Webster's  Pat  Cases,  477,  p.  617. 

(14)  Herbert  v.  Adams,  4  Mason,  16,  p.  619. 

(16)  1  Hawk.  P.  C.  477,  not€,  p.  519. ' 

(16)  Wood  worth  v.  Sherman.  8  Story,  171,  p.  620. 

(17)  Van  Hook  v.  Wood.,  p.  620. 

(18)  Wilson  V.  Curties,  p.  620. 

(19)  Butler's  Opinion.    Opin.  of  Atty.  Qen.,  pp.  1184,  1209,  p.  620. 

(20)  Jones  v.  Smart,  1  D.  and  £.  52,  pp.  621,  528. 

(21)  Dwarris  on  Statutes.  711.  p.  621. 

(22)  The  King  v.  The  Poor  Law  Commr..  6  Adolph.  and  Ellis,  7,  p.  628. 
(28)  Grant  v.  Raymond,  6  Peters,  218,  p.  61^. 

(24)  1  Sumner,  486,  p.  627. 

(26)  Wyeth  v.  Stone,  1  Story,  287,  p.  627. 

(26)  Blanchard  v.  Sprague,  2  Story,  169,  p.  627. 

This  case  and  the  three  subsequent  ones,  namely,  Wilson 
V.  Turner,  Simpson  et  al.  v.  Wilson,  and  Woodworth  & 
Bunn  V.  Wilson,  were  argued  together,  being  known  as  the 
patent  cases.  Many  of  the  i)oints  of  law  involved  were 
common  to  them  all,  and  those  which  were  fully  argued  in 
the  first  case  which  came  up  were  but  incidentally  touched 
in  the  discussion  of  the  subsequent  cases.  They  all  related 
to  the  rights  which  were  derived  under  a  patent  for  a  plan- 
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ing  machine  taken  out  by  Woodworth,  and  renewed  and 
extended  by  his  administrator.  The  validity  of  the  orig- 
inal patent  was  questioned  only  in  one  case,  namely,  that 
which  came  from  Kentucky,  which  was  the  last  ai^ed. 
There  were  four  cases  in  all,  namely,  one  from  New  York, 
one  from  Maryland,  one  from  Louisiana,  and  one  from 
Kentucky.  In  the  course  of  the  argument,  counsel  referred 
indiscriminately  to  the  four  records,  as  some  documents 
were  in  one  which  were  not  to  be  found  in  another. 

The  cases  will  be  taken  up  and  reported  seriatim^  and 
the  documents  which  are  cited  in  the  first  wiU  not  be  re- 
peated in  the  others. 

The  first  in  order  was  the  case  from  New  York,  the  titling 
of  which  is  given  at  the  head  of  this  rei)ort. 

It  came  up  from  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York,  on  a  certificate  of 
division  in  opinion. 

On  the  26th  of  November,  1828,  William  Woodworth 
presented  the  following  petition  : 

'*  Tothe  Eon.  Henry  Clay,  Secretary  of  State  of  the  United  States, 

"The  petition  of  WUliam  Woodworth,  of  the  city  of 
Hudson,  in  the  county  of  Columbia,  and  State  of  New 
York,  respectfully  represents : 

"  That  your  petitioner  has  invented  a  new  and  improved 
method  of  planing,  tonguing,  grooving,  and  cutting  into 
mouldings,  or  either  plank,  boards,  or  any  other  material, 
and  for  reducing  the  same  to  an  equal  width  and  thickness, 
and  also  for  facing  and  dressing  brick,  and  cutting  mould- 
ings on  or  facing  metallic,  mineral,  or  other  substances,  not 
known  or  used  before  the  application  by  him,  the  advan- 
tages of  which  he  is  desirous  of  securing  to  himself  and  his 
legal  representatives.  He  therefore  prays  that  letters  pat- 
ent of  the  United  States  may  be  issued,  granting  unto  your 
petitioner,  his  heirs,  administrators,  or  assigns,  the  full  and 
exclusive  right  of  making,  constructing,  using,  and  vending 
to  others  to  be  used  his  aforesaid  new  and  improved  method, 
agreeably  to  the  acts  of  Congress  in  such  case  made  and 
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provided ;  your  petitioner  having  paid  thirty  dollars  into 
the  treasury  of  the  United  States,  and  complied  with  the 
other  provisions  of  the  said  acts. 
"  November  26,  1828.  William  Woodwokth.'' 

On  the  4th  of  December,  1828,  Woodworth  executed  to 
James  Strong  the  following  assignment : 

"  Whereas  I,  William  Woodworth,  of  the  city  of  Hudson, 
in  the  State  of  New  York,  heretofore,  to  wit,  on  the  13th 
day  of  September,  1828,  assigned  and  transferred,  for  a 
legal  and  valuable  consideration,  the  one  equal  half  of  all 
my  right,  title,  claim,  and  interest  in  and  to  the  invention 
or  improvement  mentioned  and  intended  in  the  foregoing 
petition,  oath,  and  specification,  to  James  Strong,  of  the  city 
of  Hudson ; 

"  And  whereas,  also,  the  subjoined  assignment  is  in- 
tended only  to  convey  and  assign  the  same  interest  trans- 
ierred  and  assigned  in  the  assignment  of  the  13th  of  Sep- 
tember above  mentioned,  without  any  prejudice  to  my  one 
equal  half  part  of  said  invention  or  improvement,  which 
is  expressly  reserved  to  myself  and  my  legal  representa- 
tives : 

**  Now,  know  all  men,  that  I,  the  said  William  Wood- 
worth,  for  and  in  consideration  of  the  sum  of  ten  dollars, 
and  other  valuable  considerations  me  moving,  have,  and  do 
hereby,  for  myself  and  legal  representatives,  give,  assign, 
transfer,  and  assure  to  the  said  James  Strong  and  his  legal 
representatives  the  one  full  and  equal  half  of  all  my  right, 
title,  interest,  and  claim  in  and  to  my  new  and  improved 
method  of  planing,  tonguing,  grooving,  and  cutting  into 
mouldings,  either  plank,  boards,  or  any  other  material, 
and  for  reducing  the  same  to  an  equal  width  and  thickness, 
and  also  for  facing  and  dressing  brick,  and  cutting  mould- 
ings on  or  facing  metallic,  mineral,  or  other  substances, 
mentioned  and  intended  to  be  secured  by  the  foregoing 
petition,  oath,  and  specification,  together  with  all  the  priv- 
ileges and  immunities,  as  fully  and  absolutely  as  I  do  or 
shall  enjoy  or  possess  the  same ;  to  have  and  to  hold  and 
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enjoy  the  same,  to  the  said  James  Strong  and  his  legal 
representatives,  do  or  may. 

"  In  witness  whereof,  I  have  hereunto  set  my  hand  and 
seal,  the  4th  day  of  December,  1828. 

"William  Wood  worth;     [seal.] 

*^  Witnesses  :  Henry  Everts,  David  Gleason." 

On  the  6th  of  December,  1828,  Woodworth  took  the  fol- 
lowing oath : 

^^  State  of  New  Tork^  Rensselaer  County^  ss.: 

"  On  this  sixth  day  of  December,  A.D.  1828,  before  the 
subscriber,  a  justice  of  the  peace  in  and  for  the  county  of 
Rensselaer  aforesaid,  personally  appeared  the  aforesaid 
William  Woodworth,  and  made  solemn  oath,  according  to 
law,  that  he  verily  believes  himself  to  be  the  true  and  orig- 
inal inventor  of  the  new  and  improved  method,  above  de- 
scribed and  specified,  for  planing,  tonguing,  grooving,  and 
cutting  into  mouldings,  or  either  plank,  boards,  or  any 
other  material,  and  for  reducing  the  same  to  an  equal  width 
and  thickness,  and  also  for  facing  and  dressing  brick,  and 
cutting  mouldings  on  or  facing  metallic,  mineral,  or  other 
substances  ;  and  that  he  is  a  citizen  of  the  United  States. 

*  John  Thomas,  Justice  of  the  Peace.^^ 

The  above  documents  appear  to  be  recorded  in  the  third 
volume  of  Transfers  of  Patent-Rights,  pages  165,  156,  in 
the  Patent  OflSce  of  the  United  States. 

On  the  27th  of  December,  1828,  a  patent  was  issued  as 
follows : 

"  Letters  Patent  to  W.  Woodworth.  The  United  States 
of  America  to  aU  to  whom  these  letters  patent  shall  come  : 

"  Whereas,  William  Woodworth,  a  citizen  of  the  United 
States,  hath  alleged  that  he  has  invented  a  new  and  useful 
improvement  in  the  method  of  planing,  tonguing,  grooving, 
and  cutting  into  mouldings,  or  either  plank,  boards,  or  any 
other  material,  and  for  reducing  the  same  to  an  equal  width 
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and  thickness,  and  also  for  facing  and  dressing  brick,  and 
cutting  moulding  on  or  facing  metallic,  mineral,  or  other 
substances,  which  improvements,  he  states,  have  not  been 
known  or  used  bsfore  his  application  ;  hath  made  oath  that 
he  does  verily  balieve  that  he  is  the  true  inventor  or  dis- 
coverer of  the  said  improvement ;  hath  paid  into  the 
treasury  of  the  United  States  the  sum  of  thirty  dollars, 
delivered  a  receipt  for  the  same,  and  presented  a  petition 
to  the  Secretary  of  State,  signifying  a  desire  of  obtaining 
an  exclusive  property  in  the  said  improvements,  and  pray- 
ing that  a  patent  may  be  granted  for  that  purpose  :  These 
are,  therefore,  to  grant,  according  to  law,  to  the  said 
William  Woodworth,  his  heirs,  administrators,  or  assigns, 
for  the  term  of  fourteen  years  from  the  27th  of  December, 
1828,  the  full  and  exclusive  right  and  liberty  of  making, 
constructing,  using,  and  vending  to  others  to  be  used  the 
said  improvement,  a  description  whereof  is  given,  in  the 
words  of  the  said  William  Woodworth  himself,  in  the 
schedule  hereto  annexed,  and  is  made  a  part  of  these  pres- 
ents. 

''  In  testimony  whereof,  I  have  caused  these  letters  to  be 
made  patent,  and  the  seal  of  the  United  States  to  be  here- 
unto aflBixed. 

"  Given  under  my  hand,  at  the  city  of  Washington,  this 
27th  day  of  December,  in  the  year  of  our  Lord  1828,  and  of 
the  independence  of  the  United  States  of  America  the  fifty- 
third. 

[seal.]  ^'  (Signed,)  J.  Q.  Adams. 

"  By  the  President. 

"(Signed,)  H.  Clay,  Secretary  of  Siate.^^ 

Certificate  of  William  Wirt,  Attorney-Qeneralofths  United  States, 

"  OUy  of  Washington,  to  wit : 

"  I  do  hereby  certify,  that  the  foregoing  letters  patent 
were  delivered  to  me  on  the  27th  day  of  December,  in  the 
year  of  our  Lord  1828,  to  be  examined  ;  that  I  have  ex- 
amined the  same,  and  find  them  conformable  to  law ;  and 
I  do  hereby  return  the  same  to  the  Secretary  of  State, 
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within  fifteen  days  from  the  date  aforesaid,  to  wit,  on  this 
27th  day  of  December,  in  the  year  aforesaid. 

"William  Wibt, 
^Attornep-General  of  the  United  StxUesy 


a 


Schedule, 

"The  schedule  referred  to  in  these  letters  patent,  and 
making  part  of  the  same,  containing  a  description,  in  the 
words  of  the  said  William  Woodworth  himself,  of  his  im- 
provement in  the  method  of  planing,  tonguing,  grooving, 
and  cutting  into  mouldings,  or  either  plank,  boards,  or  any 
other  material,  and  for  reducing  the  same  to  an  equal  width 
and  thickness,  and  also  for  facing  and  dressing  brick,  and 
cutting  mouldings  on  or  facing  metallic,  mineral,  or  other 
substances. 

"  The  plank,  boards,  or  other  material,  being  reduced  to 
a  width  by  circular  saws  or  f riction-wheek,  as  the  case  may 
be,  is  then  placed  on  a  carriage,  resting  on  a  platform,  with 
a  rotary  cutting- wheel  in  the  centre,  either  horizontal  or 
vertical.  The  heads  or  circular  plates,  fixed  to  an  axis, 
may  have  one  of  the  heads  movable,  to  accommodate  any 
length  of  knife  required  ;  the  knife  fitted  to  the  head  with 
screws  or  bolts,  or  the  knives  or  cutters  for  moulding,  fitted 
by  screws  or  bolts  to  logs,  connecting  the  heads  of  the  cyl- 
inder, and  forming,  with  the  edges  of  the  knives  or  cutters, 
a  cylinder.  The  knives  may  be  placed  in  a  line  with  the 
axis  of  the  cylinder,  or  diagonally.  The  plank  or  other 
material,  resting  on  the  carriage,  may  be  set  so  as  to  reduce 
it  to  any  thickness  required  ;  and  the  carriage,  moving  by 
a  rack  and  pinion,  or  rollers,  or  any  lateral  motion,  to  the 
edge  of  the  knives  or  cutters  on  the  periphery  of  the  cyl- 
inder or  wheel,  reduces  it  to  any  given  thickness.  After 
passing  the  planing  and  reducing  wheel,  it  then  approaches, 
if  required,  two  revolving  cutter- wheels,  one  for  cutting  the 
groove,  and  the  other  for  cutting  the  rabbets  that  form  the 
tongue ;  one  wheel  is  placed  directly  over  the  other,  and 
the  lateral  motion  moving  the  plank  or  other  material 
between  the  grooving  and  rabbeting  wheels,  so  that  one 
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edge  has  a  groove  cut  the  whole  length,  and  the  other  edge 
a  rabbet  cut  on  each  side,  leaving  a  tongue  to  match  the 
groove.  The  grooving-wheel  is  a  circular  plate,  fixed  on 
an  axis,  with  a  number  of  cutters  attached  to  it,  to  project 
beyond  the  periphery  of  the  plate,  so  that  when  put  in 
motion  it  will  perform  a  deep  cut  or  groove,  parallel  with 
the  face  of  the  plank  or  other  material.  The  rabbeting- 
wheel,  also  of  similar  form,  having  a  number  of  cutters  on 
each  side  of  the  plate,  projecting  like  those  on  the  grooving- 
wheel,  cuts  the  rabbet  on  the  side  of  the  edge  of  the  plank„ 
and  leaves  the  tongue  or  match  for  the  groove.  By  placing* 
the  planing- wheel  axis  and  cutter-knives  vertical,  the  sama* 
wheel  will  plane  two  planks  or  other  material  in  the  same 
time  of  one,  by  moving  the  plank  or  other  material  opposite 
ways,  and  parallel  with  each  other,  against  the  periphery 
of  the  planing  or  moulding  wheel.  The  groove  and  tongue 
may  be  cut  in  the  plank  or  other  material  at  the  same  time, 
by  adding  a  grooving  and  rabbeting- wheel. 

"  Said  William  Wood  worth  does  not  claim  the  invention 
of  circular  saws  or  cutter- wheels,  knowing  they  have  long 
been  in  use ;  but  he  claims  as  his  invention  the  improve- 
ment and  application  of  cutter  or  planing  wheels  to  planing 
boards,  plank,  timber,  or  other  material ;  also  his  improved 
method  of  cutters  for  grooving  and  tonguing,  and  cutting 
mouldings  on  wood,  stone,  iron,  metal,  or  other  material, 
and  also  for  facing  and  dressing  brick ;  as  all  the  wheels 
may  be  used  single  and  separately  for  moulding,  or  any 
other  purpose  before  indicated.  He  also  claims,  as  his  im- 
proved method,  the  application  of  circular  saws  for  reduc- 
ing floor-plank  and  other  materials  to  a  width. 

"  Dated  Troy,  December  4, 1828. 

"William  Wood  worth. 

"  Witnesses :  Henry  Everts,  D.  S.  Gleason.'* 

On  the  25th  of  April,  1829,  one  Uri  Emmons  obtained  a 
patent  for  a  new  and  useful  improvement  in  the  mode  of 
planing  floor-plank,  and  grooving  and  tonguing  and 
straightening  the    edges    of    the    same,    planing    boards, 
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straightening  and  planing  square  timber,  &c.,  by  machinery, 
at  one  ox)eration,  called  the  cylindrical  planing  machine ; 
the  said  letters  patent,  and  specification  attached  thereto, 
being  in  the  following  words  and  figures  : 

Uri  Emmons*  Pat&rU. 

"  United  States  of  America  to  all  to  whom  these  letters 
patent  shall  come : 

"  Whereas,  Uri  Enmions,  a  citizen  of  the  United  States, 
hath  alleged  that  he  has  invented  a  new  and  useful  improve- 
ment in  the  mode  of  planing  floor-plank,  and  grooving  and 
tonguing  the  edges  of  the  same,  planing  boards,  straighten- 
ing and  planing  square  timber,  &c.,  by  machinery,  at  one 
operation,  caUed  '  the  cylindrical  planing  machine,'  which 
improvement,  he  states,  has  not  been  known  or  used  before 
his  application  ;  hath  made  oath  that  he  does  verily  believe 
that  he  is  the  true  inventor  or  discoverer  of  the  said  im- 
provement ;  hath  paid  into  the  treasury  of  the  United 
States  the  sum  of  thirty  dollars,  delivered  a  receipt  for  the 
same,  and  presented  a  petition  to  the  Secretary  of  State, 
signifying  a  desire  of  obtaining  an  exclusive  property  in 
the  said  improvement,  and  praying  that  a  patent  may  be 
granted  for  that  purpose :  These  are,  therefore,  to  grant, 
according  to  law,  to  the  said  Uri  Emmons,  his  heirs,  admin- 
istrators, or  assigns,  for  the  term  of  fourteen  years  from 
the  twenty-fifth  day  of  April,  one  thousand  eight  hundred 
and  twenty-nine,  the  full  and  exclusive  right  and  liberty 
of  making,  constructing,  using,  and  vending  to  others  to 
be  used  the  said  improvement,  a  description  whereof  is 
given,  in  the  words  of  the  said  Uri  Emmons  himself,  in 
schedule  hereto  annexed,  and  is  made  a  part  of  these 
presents. 

"  In  testimony  whereof,  I  have  caused  these  letters  to  be 
made  patent,  and  the  seal  of  the  United  States  to  be  here- 
unto affixed. 

"  Given  under  my  hand,  at  the  city  of  Washington,  this 
twenty-fifth  day  of  April,  in  the  year  of  our  Lord  one 
thousand  eight  hundred  and  twenty-nine,  and  of  the  in- 
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dependence  of  the  United  States  of  America  the  fifty- 
third. 

[seal.  ]  '  *  (Signed, )  Akdrew  Jaokson. 

"  By  the  President. 

"(Signed,)  M.  Van  Buren.' 

*'  City  of  Washington,  to  wit : 

"  I  do  hereby  certify  that  the  foregoing  letters  patent  were 
delivered  to  me  on  the  twenty-fifth  day  of  April,  in  the  year 
of  our  Lord  one  thousand  eight  hundred  and  twenty-nine, 
to  be  examined  ;  that  I  have  examined  the  same,  and  find 
them  conformable  to  law  ;  and  I  do  hereby  return  the  same 
to  the  Secretary  of  State,  within  fifteen  days  from  the  date 
aforesaid,  to  wit,  on  the  twenty -fifth  day  of  April,  in  the 
year  aforesaid. 

"  (Signed,)  J.  Macpherson  Berrien, 

'  ^A  ttorney-  OeneraZ  of  the  United  States. ' ' 

Schedule, 

'*The  schedule  referred  to  in  these  letters  patent,  and 
making  part  of  the  same,  containing  a  description,  in  the 
words  of  the  said  Uri  Emmons  himself,  of  his  improvement 
in  the  mode  of  planing  floor-plank,  and  grooving  and 
tonguing  and  straightening  the  edges  of  the  same,  planing 
boards,  straightening  and  planing  square  timber,  &c.,  by 
machinery,  at  one  operation,  called  the  cylindrical  planing 
machine. 

"  The  machinery  for  the  improvement  consists — 

"  1st.  Of  a  frame  of  wood  or  metal. 

* '  2d;  Of  the  gear  and  fixtures  combined  and  connected 
together  for  the  above-named  operation,  the  principle  of 
which  consists  in  running  the  plank,  boards,  or  timber 
over,  under,  or  at  the  sides  of  a  cylinder  of  wood  or  metal, 
on  which  knives  arie  placed,  straight  or  spiral,  with  their 
edges  exactly  corresponding  with  each  other,  having  from 
two  to  twelve  knives  or  edges  ;  also  burrs  or  saws,  similar 
to  those  used  for  cutting  teeth  in  brass  wheels,  to  groove 
and  tongue  the  edge  of  the  boards  or  plank  as  they  pass 
through  between  rollers,  or  on  a  carriage,  by  the  surface  of 
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the  cylinder.  The  shape,  fonn,  and  oonstniction  of  the 
above  principle  may  be  varied  in  shape  and  position, 
dimensions,  &c.,  still  the  same  in  substance, — ^the  same 
principle  producing  the  same  eflfect.  I  have,  by  experi- 
mental operation,  found  that  the  following  mode,  in  form, 
is  the  best : 

'^  1st.  A  frame  composed  of  two  pieces  of  timber,  from 
twelve  to  eighteen  feet  long,  about  six  to  ten  inches  broad, 
placed  about  fifteen  inches  apart,  framed  together  with  four 
girths,  one  at  each  end,  and  at  equal  distances  from  the 
centre,  and  flush  with  the  under  side.  This  frame  is  sup- 
ported by  posts  of  a  proper  length,  framed  into  the  under 
side  of  the  above  pieces  of  timber,  and  braced  so  as  to  be  of 
suflBcient  strength  to  maintain  the  oi)erative  posts.  There 
is  placed  a  roller  in  the  centre,  of  metal  or  hard  wood, 
across  the  frame,  the  surface  of  the  roller  being  even  with 
the  surface  of  the  frame  ;  directly  above  and  parallel  with 
this  roller  is  hung  the  cylinder,  with  two  or  four  spiral 
edges  or  knives,  six  to  ten  inches  diameter  and  hung  on  a 
cast-steel  arbor,  resting  in  movable  boxes  attached  to  the 
sides  of  the  frame,  so  as  to  set  the  cylinder  up  and  down 
from  the  roller,  to  give  the  thickness  of  the  timber  to  be 
planed.  On  each  side  of  the  cylinder  is  placed  a  pair  of 
feeding-roUers,  of  hard  wood  or  metal,  the  under  one  of 
each  pair  being  level  with  the  centre  one.  The  upj)er  ones 
are  hung  in  boxes,  which  are  pressed  down  with  springs  or 
weights,  so  that,  when  the  timber  comes  between  them, 
they  will  hug  and  carry  it  through.  These  rollers  are  con- 
nected and  turned  by  wheels,  at  a  velocity  of  about  twelve 
feet  surface  of  the  roUer  per  minute ;  the  cylinder,  with 
two  edges,  to  make  about  two  thousand  five  hundred  revo- 
lutions per  minute,  cutting  five  thousand  strokes  every 
twelve  feet.  This  can  be  varied,  according  to  the  number 
of  edges,  power,  and  velocity  of  the  different  parts.  The 
power  is  att^ached  to  the  cylinder  by  a  bolt  running  on  a 
pulley,  on  the  outward  end  of  the  cylinder  shaft.  Each 
way  from  the  feeding-rollers  is  placed  rollers,  about  two 
feet  apart,  for  the  timber  to  rest  on  while  running  through. 
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On  one  side  of  the  frame  is  fastened  a  straight  edge,  to 
serve  as  a  guide,  lined  with  metal ;  on  the  other  side, 
rollers  are  placed  in  a  piece  of  timber,  which  is  pressed  up 
to  the  plank  or  board,  to  keep  it  close  to  the  guide  or 
straight  edge,  by  a  spring.  The  grooving  and  tonguing  is 
done  by  burrs  or  circular  cutters  similar  to  a  saw ;  these 
burrs  are  hung  on  i)erpendicular  spindles,  the  arbors  of 
which  rest  in  boxes  attached  to  the  inward  side  of  the 
frame,  a  burr  on  one  side  to  cut  the  groove,  and  on  the 
other  is  placed  two  burrs,  just  as  far  apart  as  the  thickness 
of  the  above  one,  for  cutting  the  groove.  At  or  near  one 
end  of  the  frame  is  hung  a  shaft,  with  a  drum  or  roller, 
from  which  belts  pass  over  to  puUeys  on  each  spindle  of 
the  burrs  or  circular  cutters,  which  must  have  about  the 
same  velocity  of  the  cylinder.  These  burrs  are  placed  on 
one  side  of  the  cylinder,  opposite  to  each  other,  so  as  to 
cut  the  tongue  to  match  the  groove  ;  on  the  other  side  of 
the  cylinder  is  an  arbor  parallel  with  the  cylinder,  on  which 
is  placed  circular  cutters,  for  planing  the  edges  of  the  board 
or  plank  as  they  pass  through.  The  cutter  on  the  side 
next  to  the  guide  is  stationary  on  the  arbor ;  the  opposite 
one  is  movable  in  the  arbor,  but  fastened  with  screws,  to 
set  it  for  different  widths.  A  belt  runs  from  a  pulley  on 
the  end  of  the  arbor,  outside  the  frame,  to  the  said  drum, 
as  also  the  same  from  the  cylinder,  each  having  about  the 
same  motion.  The  feeding-rollers  are  put  in  motion  by  a 
belt  from  the  slow  part  of  the  driving  power.  I'have  also 
put  in  operation  a  carriage  for  feeding,  but  rollers  save  the 
time  of  running  the  carriage  back. 

''  Now,  what  I,  the  said  Uri  Emmons,  consider  and  claim 
as  my  improvement,  and  for  which  I  solicit  a  patent,  is  as 
follows,  namely : 

'*  1st.  The  principle  of  planing  boards  and  plank  with  a 
rotary  motion,  with  knives  or  edges  on  a  cylinder,  placed 
on  the  same,  straight  or  spiral,  as  before  described,  which 
I  put  in  operation  at  Syracuse,  in  the  county  of  Onondaga, 
in  the  State  of  New  York,  in  the  early  part  of  the  year  1824. 

'*  2d.  The  burrs  for  grooving  and  tonguing,  in  contradis- 
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tinction  from  the  mode  used  by  William  Woodworth,  he 
using  the  duck-bill  cutters. 

"  3d.  The  feeding,  by  running  the  timber  through  on  a 
carriage,  or  between  feeding-rollers,  guided  by  a  straight 
edge,  as  before  described. 

"  In  testimony  that  the  foregoing  is  a  true  specification  of 
my  said  improvement,  as  before  described,  I  have  hereunto 
set  my  hand  and  seal,  the  eighth  day  of  April,  in  the  year 
of  our  Lord  one  thousand  eight  hundred  and  twenty-nine. 
'^  (Signed,)  Uri  Emmons. 

''  Witnesses :  Thos.  Thomas,  Silas  Hathaway." 

On  the  16th  of  May,  1839,  the  said  Emmons  sold  his 
entire  interest  in  the  last-mentioned  patent  to  Daniel 
H.  Toogood,  Daniel  Halstead,  and  William  Tyack,  by  the 
following  instrument : 

Deed  from  £hnmana  to  Toogood,  Halstead,  and  Tyaek, 

^'  Whereas,  Uri  Emmons,  of  the  State  of  New  York, 
machinist,  has  received  letters  patent  of  the  United  States 
of  America,  dated  April  25th,  one  thousand  eight  hundred 
and  twenty-nine,  [for]  the  full  and  exclusive  right  and 
liberty  of  making,  constructing,  using,  and  vending  to 
others  to  be  used  a  new  and  useful  improvement  in  the 
mode  of  planing  floor- plank,  and  grooving  and  tonguing 
and  straightening  the  edges  of  the  same,  planing  boards, 
straightening  and  planing  square  timber,  &c.,  by  machinery, 
at  one  operation,  called  the  cylindrical  planing-machine  : 

'  *  Now,  know  all  men  by  these  presents,  that  I,  Uri 
Emmons,  of  the  city  of  New  York,  in  consideration  of  five 
dollars  to  me  in  hand  paid  by  Daniel  H.  Toogood,  Daniel 
Halstead,  and  William  Tyack,  all  of  said  city  of  New  York, 
who  fully  viewed  and  considered  the  said  improvement, 
and  the  said  patent  and  specifications  therein  contained, 
have  granted,  sold,  and  conveyed,  and  by  these  presents  do 
grant,  sell,  and  convey,  tb  the  said  Daniel  H.  Toogood, 
Daniel  Halstead,  and  William  Tyack,  their  heirs,  executors, 
administrators,  and  assigns,  the  full  and  exclusive  right 
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and  liberty  derived  from  the  said  patent,  of  making,  using, 
and  vending  to  others  to  be  made,  used,  and  sold  the  said 
improvement,  within  and  throughout  the  United  States  of 
America.  To  have  and  to  hold  and  enjoy  all  the  privileges 
and  benefits  which  may  in  any  way  arise  from  the  said  im- 
jirovement  by  virtue  of  said  letters  patent.  And  I  do 
hereby  empower  the  said  Daniel  H.  Toogood,  Daniel  Hal- 
stead,  and  William  Tyack,  their  heirs,  executors,  admin- 
istrators, and  assigns,  to  commence  and  prosecute  to  final 
judgment  and  execution,  at  their  own  cost,  any  suit  or 
suits  against  any  person  or  persons  who  shall  make,  use, 
or  vend  the  said  improvement,  contrary  to  the  intent  of  the 
said  letters  patent  and  law  in  such  case  made  and  provided, 
and  to  receive,  for  their  own  benefit,  the  avails  thereof,  in 
such  manner  as  I  might  do. 

"  In  witness  whereof,  I  have  hereunto  set  my  hand  and 
seal,  this  sixteenth  day  of  May,  in  the  year  of  our  Lord  one 
thousand  eight  hundred  and  twenty-nine. 

'^Uri  Emmons,     [seal.] 

*' Witnesses :  Thomas  Ap  Thomas,  Alex.  Dedder." 

*'  City  and  County  of  New  Tork^  ss.: 

''  Be  it  remembered,  that  on  the  sixteenth  day  of  May, 
in  the  year  of  our  Lord  one  thousand  eight  hundred  and 
twenty-nine,  before  me  personally  appeared  Uri  Emmons, 
known  to  me  to  be  the  person  described  in  and  who  exe- 
cuted the  within  deed,  and  acknowledged  that  he  executed 
the  same  for  the  purposes  therein  mentioned ;  and  there 
being  no  material  alterations,  erasures,  or  interlineations, 
I  allow  the  same  to  be  recorded. 

"  Thomas  Thomas,  Commissioner^  <£c?." 

On  the  28th  of  November,  1829,  the  following  mutual 
deed  of  assignment  was  executed  between  Woodworth  and 
Strong,  on  the  one  part,  and  Toogood,  Halstead,  Tyack, 
and  Emmons,  on  the  other  part,  by  which  Woodworth  and 
Strong  convey  to  Toogood,  Halstead,  and  Tyack  all  their 
interest  in  the  patent  of  December  27th,  1828,  in  the  follow- 
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ing  places,  namely :  In  the  city  and  county  of  Albany,  in 
the  State  of  New  York  ;  in  the  State  of  Maryland,  except 
the  western  part  which  lies  west  of  the  Blue  Ridge ;  in 
Tennessee,  Alabama,  South  Carolina,  Greorgia,  the  Floridas, 
Louisiana,  Missouri,  and  the  territory  west  of  the  Missis- 
sippi ; — and  Toogood,  Halstead,  Tyack,  and  Emmons  con- 
veyed to  Strong  and  Woodworth  all  their  interest  in 
Emmons'  patent  of  25th  April,  1829,  for  the  rest  and  residue 
of  the  United  States  ;  by  which  mutual  deed  of  assignment 
the  parties  agreed  that  any  improvement  in  the  machinery, 
or  alteration  or  renewal  of  either  patent,  such  improvement, 
alteration,  or  renewal  should  accrue  to  the  benefit  of  the 
respective  parties  in  interest,  and  might  be  applied  and 
used  within  their  respective  districts. 


Mutual   Deed   between   Woodworth,    Strong,    Toogood,  HdUtead,    Tyack,    and 

Emfnon». 

"  Know  all  men  by  these  presents,  that  William  Wood- 
worth,  now  of  the  city  of  New  York,  the  patent-ee  of  an 
improved  method  of  planing,  tonguing,  grooving,  &c., 
plank,  boards,  &c. ,  by  letters  patent  from  the  United  States, 
dated  December  29th,  1828,  and  James  Strong,  of  the  city 
of  Hudson,  in  the  State  of  New  York,  the  assignee  of  one 
equal  half  of  the  rights  and  interests  secured  by  the  afore- 
said letters  patent,  of  the  one  part,  and  Uri  Emmons,  of  the 
city  of  New  York,  the  patentee  of  an  improvement  in  the 
mode  of  planing  floor-plank,  and  grooving,  tonguing,  and 
straightening  the  ed^^es  of  the  same,  &c. ,  by  letters  patent 
from  the  United  States,  dated  April  25th,  1829,  and  Daniel 
H.  Toogood,  Daniel  Halstead,  and  William  Tyack,  of  the 
city  of  New  York,  the  assignees,  by  deed  dated  the  16th 
day  of  May,  1829,  of  all  the  rights  and  interest  secured  by 
the  last  aforesaid  patent  to  said  Emmons,  of  the  other  part, 
in  consideration  of  the  following  covenants  and  agreements, 
do  hereby  covenant  and  agree  as  follows  : 

*'  First.  The  said  Woodworth  and  Strong,  and  their 
assigns,  have,  and  hereby  do  assign  to  the  said  Toogood, 
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Halstead,  and  Tyack,  and  their  assigns,  all  their  right  and 
interest  in  the  aforesaid  patent  to  William  Woodworth,  to 
be  sold  and  used,  and  the  plank  or  other  materials  prepared 
thereby  to  be  vended  and  used,  in  the  following  places, 
namely  :  In  the  city  and  county  of  Albany,  in  the  State  of 
New  York ;  in  the  State  of  Maryland,  except  the  western 
part  thereof  which  lies  west  of  the  Blue  Ridge ;  in  Ten- 
nessee, Mississippi,  Alabama,  South  Carolina,  Georgia,  the 
Floridas,  Louisiana,  and  the  territory  west  of  the  river 
Mississippi,  and  not  in  any  other  State  or  place  within  the 
limits  of  the  United  States  or  the  Territories  thereof.  To 
have  and  to  hold  the  rights  and  privileges  hereby  granted 
to  them  and  their  assigns  for  and  during  the  term  of  four- 
teen years  from  the  date  of  the  patent.  And  they  are  also 
authorized  to  prosecute,  at  their  own  costs  and  charges, 
any  violation  of  the  said  patent,  in  the  same  manner  as  the 
patentee,  Woodworth,  might  lawfully  do. 

"  Secondly.  The  said  Emmons,  Toogood,  Halstead,  and 
Tyack,  in  consideration  aforesaid,  have,  and  hereby  do 
covenant  and  agree  to  assign,  and  do  assign,  for  themselves 
and  assigns,  to  the  said  Woodworth  and  Strong  and  their 
assigns,  all  their  right  and  interest  in  the  aforesaid  patent 
granted  to  the  said  Uri  Emmons,  to  be  sold  and  used,  and 
the  plank  or  other  material  prepared  thereby  to  be  vended 
and  used,  in  all  and  singular  the  rest  and  residue  of  the 
United  States  and  the  Territories  thereof  ;  that  is  to  say,  in 
all  places  other  than  in  those  especially  assigned  to  the 
said  Toogood,  Halstead,  and  Tyack,  as  aforesaid.  To  have 
and  to  hold  the  said  rights  and  privileges  hereby  granted 
to  them  and  their  assigns  for  and  during  the  term  of  four- 
teen years  from  the  date  of  the  said  letters  patent  to  the 
said  Uri  Emmons.  And  they  are  also  authorized  to  prose- 
cute, at  their  own  costs  and  charges,  any  violation  of  the 
said  patent,  in  the  same  manner  as  the  patentee,  Uri 
Emmons,  might  lawfully  do. 

"  Thirdly.  And  the  two  parties  further  agree,  that  any 
improvement  in  the  machinery,  or  alteration  or  renewal  of 
either  patent,  such   alteration,  improvement,   or  renewal 
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shall  accrue  to  the  benefit  of  the  respective  parties  in  inter- 
est, and  may  be  applied  and  used  within  their  respective 
districts,  as  hereinbefore  designated. 

^ '  Witness  our  hands  and  seals,  at  the  city  of  New  York, 
the  28th  of  November,  1829. 

"  William  Wood  worth,     [seal.] 
"James  Strong.  [seal.] 

"  William  Tyack.  [seal.] 

"d.  h.  toooood.  [seal.] 

"Daniel  Halstead.  [seal.] 

"Uri  Emmons.  [seal.] 

"  Sealed  and  delivered  in  presence  of  Thomas  Ap  Thomas, 
witness  to  the  signing  of  Toogood,  Tyack,  Halstead,  and 
Emmons." 

Under  this  mutual  assignment,  the  respective  parties  and 
their  assignees  would  possess  the  following  rights,  namely  : 
If  they  claimed  under  Wood  worth' s  patent,  to  use  the  same 
for  fourteen  years  from  the  29th  of  December,  1828,  that  is 
to  say,  until  the  29th  of  December,  1842 ;  and  if  they 
claimed  under  Emmons'  patent,  to  use  the  same  for  four- 
teen years  from  the  25th  of  April,  1829,  that  is  to  say,  tmtil 
the  25th  of  April,  1843. 

On  one  or  the  other  of  these  days,  therefore,  if  things 
had  remained  in  the  same  condition,  all  rights,  either  in 
the  patentees  or  their  assignees,  would  have  ceased,  as  far 
as  resjjected  an  exclusive  use  of  the  thing  patented. 

In  1836,  Congress  passed  an  act  from  which  the  following 
is  an  extract,  and  the  construction  of  which  was  the  chief 
controversy  (Act  approved  July  4th,  1836,  ch.  357,  5  Little 
&  Brown's  ed.,  117,  sec.  18) :  "  And  be  it  further  enacted, 
that  whenever  any  patentee  of  an  invention  or  discovery 
shall  desire  an  extension  of  his  patent  beyond  the  term  of  its 
limitation,  he  may  make  application  therefor,  in  writing, 
to  the  Commissioner  of  the  Patent  Office,  setting  forth  the 
grounds  thereof  ;  and  the  Commissioner  shall,  on  the  appli- 
cant' s  paying  the  sum  of  forty  dollars  to  the  credit  of  the 
treasury,  as  in  the  case  of  an  original  application  for  a 
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patent,  cause  to  be  published,  in  one  or  more  of  the  prin- 
cipal newspapers  in  the  city  of  Washington,  and  in  such 
other  paper  or  papers  as  he  may  deem  proper,  published  in 
the  section  of  country  most  interested  adversely  to  the  ex- 
tension of  the  patent,  a  notice  of  such  application,  and  of 
the  time  and  place  when  and  where  the  same  will  be  con- 
sidered, that  any  person  md,y  appear  and  show  cause  why 
the  extension  should  not  be  granted.  And  the  Secretary 
of  State,  the  Commissioner  of  the  Patent  Office,  and  the 
Solicitor  of  the  Treasury  shall  constitute  a  board  to  hear 
and  decide  upon  the  evidence  produced  before  them,  both 
for  and  against  the  extension,  and  shall  sit,  for  that  pur- 
pose, at  the  time  and  place  designated  in  the  published 
notice  thereof.  The  patentee  shall  furnish  to  the  said 
board  a  statement  in  writing,  under  oath,  of  the  ascertained 
value  of  the  invention,  and  of  his  receipts  and  expenditures, 
sufficiently  in  detail  to  exhibit  a  true  and  faithful  account 
of  loss  and  profit  in  any  manner  accruing  to  him  from  and 
by  reason  of  said  invention.  And  if,  upon  a  hearing  of  the 
matter,  it  shall  appear,  to  the  full  and  entire  satisfaction  of 
said  board,  having  due  regard  to  the  public  interest  there- 
in, that  it  is  just  and  proper  that  the  term  of  the  patent 
should  be  extended,  by  reason  of  the  patentee,  without 
neglect  or  fault  upon  his  part,  having  failed  to  obtain,  from 
the  use  and  sale  of  his  invention,  a  reasonable  remuneration 
for  the  time,  ingenuity,  and  expense  bestowed  upon  the 
same,  and  the  introduction  thereof  into  use,  it  shall  be  the 
duty  of  the  Commissioner  to  renew  and  extend  the  patent, 
by  making  a  certificate  thereon  of  such  extension,  for  the 
term  of  seven  years  from  and  after  the  expiration  of  the 
term, — which  certificate,  with  a  certificate  of  said  board  of 
their  judgment  and  opinion  as  aforesaid,  shall  be  entered 
on  record  in  the  Patent  Office  ;  and  thereupon  the  said  pat- 
ent shall  have  the  same  effect  in  law  as  though  it  had  been 
originally  granted  for  the  term  of  twenty-one  years.  And 
the  benefit  of  such  renewal  shall  extend  to  assignees  and 
grantees  of  the  right  to  use  the  thing  patented,  to  the  ex- 
tent of  their  re9i)ective  intarest  therein :  Provided,  how- 
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ever,  that  no  extension  of  a  patent  shall  be  granted  after 
the  expiration  of  the  terra  for  which  it  was  originally 
issued." 

On  the  3d  of  Pebraary,  1839,  William  Woodworth,  the 
patentee,  died  ;  and  on  the  14th  of  February,  1839,  William 
W.  Woodworth  took  out  letters  of  administration  upon  his 
estate,  in  the  county  of  New  York. 

In  1842,  William  W.  Woodworth,  the  administrator, 
applied  for  an  extension  of  the  patent  under  the  above- 
recited  act  of  1836,  and  on  the  16th  of  November,  1842,  the 
board  issued  the  following  certificate : 

"  In  the  matter  of  the  application  of  William  W.  Wood- 
worth,  administrator  of  the  estate  of  William  Woodworth, 
deceased,  in  writing,  to  the  Commissioner  of  Patents,  for 
the  extension  of  the  patent  for  a  new  and  useful  improve- 
ment in  the  method  of  planing,  tonguing,  and  grooving, 
and  cutting  into  mouldings,  or  either  plank,  boards,  or  any 
other  material,  and  for  reducing  the  same  to  an  equal  width 
and  thickness,  and  also  for  facing  and  dressing  brick,  and 
cutting  mouldings  on  or  facing  metallic,  mineral,  or  other 
substances,  granted  to  the  said  William  Woodworth,  de- 
ceased, on  the  27th  day  of  December,  1828,  for  fourteen 
years  from  said  27th  day  of  December. 

* '  The  applicant  having  paid  into  the  treasury  the  sum  of 
forty  dollars,  and  having  furnished  to  the  undersigned  a 
statement  in  writing,  under  oath,  of  the  ascertained  yalxie 
of  the  invention,  and  of  the  receipts  and  expenditures 
thereon,  sufficiently  in  detail  to  exhibit  a  true  and  faith- 
ful account  of  loss  and  profits  in  any  manner  accruing  to 
said  patentee  from  or  by  reason  of  said  invention ;  and 
notice  of  application  having  been  given  by  the  Commis- 
sioner of  Patents  according  to  law,  said  board  met  at  the 
time  and  place  appointed,  namely,  at  the  Patent  Oflice,  on 
the  1st  September,  1842,  and  their  meetings  having  been 
continued  by  regular  adjournments  until  this  16th  day  of 
November,  1842,  they,  on  that  day,  heard  the  evidence  pro- 
duced before  them,  both  for  and  against  the  extension  of 
said  patent,  and  do  now  certify,  that,  upon  hearing  of  the 
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matter,  it  appears,  to  their  full  and  entire  satisfaction, 
having  due  regard  to  the  public  interest  therein,  that  it  is 
just  and  proper  that  the  term  of  the  said  patent  should  be 
extended,  by  reason  of  the  patentee,  without  neglect  on  his 
part,  having  failed  to  obtain  from  the  use  and  sale  of  his 
invention  a  reasonable  remuneration  for  the  time,  ingenuity, 
and  expense  bestowed  upon  the  same,  and  the  introduction 
thereof  into  use. 

"  Washington  City,  Patent  Office,  November  16th,  1842. 

Daniel  Webster, 

Secretary  of  State. 
Chas.  B.  Penrose, 

Solicitor  of  the  Treasury. 
Henry  L.  Ellsworth, 

Commissioner  of  Paients.'*^ 

And  on  the  same  day  the  Commissioner  of  Patents  issued 
the  following  certificate : 

"  Whereas,  upon  the  petition  of  William  W.  Wood  worth, 
administrator  of  the  estate  of  William  Woodworth,  de- 
ceased, for  an  extension  of  the  within  patent,  granted  to 
William  Woodworth,  deceased,  on  the  27th  day  of  Decem- 
ber, 1828,  the  Board  of  Commissioners,  under  the  eighteenth 
section  of  the  act  of  Congress  approved  the  4th  day  of  July, 
1836,  entitled  '  An  act  to  promote  the  progress  of  useful 
arts,  to  repeal  all  acts  and  parts  of  acts  heretofore  made  for 
that  purpose,'  did,  on  the  16th  day  of  November,  1842,  cer- 
tify that  the  said  patent  ought  to  be  extended  : 

"  Now,  therefore,  I,  Henry  L.  Ellsworth,  Commissioner 
of  Patents,  by  virtue  of  the  power  vested  in  me  by  said 
eighteenth  section,  do  renew  and  extend  said  patent,  and 
certify  that  the  same  is  hereby  extended  for  the  term  of 
seven  years  from  and  after  the  expiration  of  the  first  term, 
namely,  the  27th  day  of  December,  1842,  which  certificate 
of  said  Board  of  Commissioners,  together  with  this  cer- 
tificate of  the  Commissioner  of  Patents,  having  been 
duly  entered  of  record  in  the  Patent  Office,  the  said  pat- 
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ent  now  has  the  same  effect  in  law  as  though  the  term 
had  been  originally  granted  for  the  term  of  twenty-one 
years. 

"  In  testimony  whereof,  I  have  caused  the  seal  of  the 
Patent  OflBice  to  be  hereunto  affixed,  this  16th  day  of 
November,  1842. 

[seal.]  "Henry  L.  Ellsworth, 

"  Commissioner  of  PcUents.^^ 

On  the  2d  of  January,  1843,  William  W.  Woodworth,  the 
administrator,  filed  the  following  disclaimer : 

"To  all  men  to  whom  these  presents  shall  come:  I, 
William  W.  Woodworth,  of  Hyde  Park,  in  the  county  of 
Duchess,  and  Stat«  of  New  York,  Esq.,  as  I  am  adminis- 
trator of  the  goods  and  estate  which  were  of  William  Wood- 
worth,  deceased,  hereinafter  named,  send  greeting  : 

"  Whereas  letters  patent,  bearing  date  on  the  twenty- 
seventh  day  of  December,  in  the  year  of  our  Lord  eighteen 
hundred  and  twenty-eight,  were  granted  by  the  United 
States  to  Wm.  Woodworth,  now  deceased,  for  an  improve- 
ment in  the  method  of  planing,  tonguing,  grooving,  and 
cutting  into  mouldings,  or  either  boards,  plank,  or  any 
other  material,  and  for  reducing  the  same  to  an  equal  width 
and  thickness,  and  also  for  facing  and  dressing  brick,  and 
cutting  mouldings  on  or  facing  metallic,  mineral,  or  other 
substances  ;  and  whereas,  before  the  term  of  fourteen  years, 
for  which  the  said  letters  piatent  were  granted,  had  fully 
expired,  such  proceedings  were  had  that,  pursuant  to  the 
act  of  Congress  in  such  case  made  and  provided,  the  said 
letters  patent  were  renewed  or  extended  for  the  term  of 
seven  years  from  and  after  the  expiration  of  the  said  term 
of  fourteen  years,  and  to  the  certificate  granting  the  said 
extension  and  renewal  unto  me,  in  my  said  capacity,  bear- 
ing date  on  the  sixteenth  day  of  November  now  last  past, 
and  which  is  duly  recorded  according  to  act  of  Congress  in 
that  behalf,  reference  is  hereby  made,  as  showing  my  title 
and  interest  in  and  to  the  said  letters  patent ; 
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**And  whereas  the  said  William  Woodworth,  through 
inadvertence,  accident,  or  mistake  in  his  application  for 
letters  patent,  made  his  specification  of  claim  too  broad,  in 
this,  namely,  that  he,  the  said  William  Woodworth,  claimed 
as  his  improved  method  the  application  of  circular  saws  for 
reducing  floor-plank  and  other  material  to  width,  of  which 
he  was  not  the  original  and  first  inventor ;  and  whereas 
some  material  and  substantial  part  of  the  said  patented 
thing  was  justly  and  truly  the  invention  and  improvement 
of  the  said  William  Woodworth  : 

"Now,  therefore,  know  ye,  that  I,  the  said  William 
W.  Woodworth,  in  my  capacity  aforesaid,  and  as  the  person 
to  whom  the  said  certificate  was  granted  as  aforesaid,  have 
disclaimed,  and  do  by  these  presents,  for  myself  and  for  all 
claiming  under  me,  disclaim,  all  and  any  exclusive  right, 
title,  property,  or  interest  of,  in,  or  to  the  application  of 
circular  saws  for  reducing  floor-plank  or  other  materials  to 
a  width,  by  reason  of  the  aforesaid  letters  patent,  and  the 
aforesaid  renewal  or  extension  thereof. 

"  In  testimony  whereof,  I  have  hereto,  in  my  capa- 
city aforesaid,  set  my  hand  and  seal,  on  this  second  day 
of  January,  in  the  year  eighteen  hundred  and  forty-three. 

[SEAL.]  "William  W.  Woodworth, 

^^Administrator  of  W.  Woodworth^  deceased. 
"  Executed  in  presence  of  Chas.  W.  Emesn,  B.  R.  Curtis." 

In  March,  1843,  Woodworth,  the  administrator,  made  an 
assignment  of  his  patent-rights  in  some  of  the  States  to 
James  G.  Wilson,  the  plaintiff.  At  what  time  the  assign- 
ment was  made  for  New  York,  the  record  in  that  case  did 
not  state  ;  but  it  was  one  of  the  admitted  facts  that  he  was 
the  grantee.  The  assignment  first  referred  to  was  recorded 
in  the  Patent  Office,  in  liber  4,  pages  291,  292,  on  the  20th 
of  March,  1843. 

On  the  9th  of  August,  1843,  the  administrator  assigned 
his  right  to  Wilson  in  and  for  the  State  of  Maayland. 

On  the  26th  of  February,  1845,  Congress  passed  the  fol- 
lowing act : 
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"  Be  it  enacted  by  the  Senate  and  Honse  of  Representa- 
tives of  the  United  States  of  America  in  Congress  assembled, 
That  the  patent  granted  to  William  Woodworth  on  the 
twenty-seventh  day  of  December,  in  the  year  one  thousand 
eight  hundred  and  twenty-eight,  for  his  improvement  on 
the  method  of  planing,  tonguing,  grooving,  and  cutting 
into  mouldings,  or  either  plank,  boards,  or  any  other 
material,  and  for  reducing  the  same  to  an  equal  width  and 
thickness,  and  also  for  facing  and  dressing  brick,  and 
cutting  mouldings  on  and  facing  several  other  substances, 
a  description  of  which  is  given  in  a  schedule  annexed  to 
the  letters  patent  granted  as  aforesaid,  be,  and  the  same  is 
hereby,  extended  for  the  term  of  seven  years  from  and  after 
the  2'Zth  day  of  December,  in  the  year  one  thousand  eight 
hundred  and  forty-nine  ;  and  the  Commissioner  of  Patents 
is  hereby  directed  to  make  a  certificate  of  such  extension, 
in  the  name  of  the  administrator  of  the  said  William  Wood- 
worth,  and  to  append  an  authenticated  copy  thereof  to  the 
original  letters  patent,  whenever  the  same  shall  be  requested 
by  the  said  administrator  or  his  assigns. 

"  Approved  February  26,  1845. 

"  A  true  copy  from  the  roll  of  this  office. 

"R.  K.  Cralle,  Chief  Clerk. 

^^ Department  of  State^  March  3,  1845." 

And  on  the  3d  of  March,  1846,  the  following  certificate 
was  issued  : 

"  In  conformity,  therefore,  with  the  directions  in  the  said 
act  contained,  I,  Henry  L.  Ellsworth,  Commissioner  of 
Patents,  do  hereby  certify  that  the  patent  therein  described 
is,  by  the  said  act,  extended  to  William  W.  Woodworth, 
administrator  of  said  William  Woodworth,  for  the  term  of 
seven  years  from  and  after  the  twenty-seventh  day  of 
December,  in  the  year  one  thousand  eight  hundred  and 
forty-nine  ;  and  this  certificate  of  such  extension  is  made 
on  the  original  letters  patent,  on  the  application  of  William 
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W.   Woodworth,   the  administrator  of  the  said  William 
Woodworth. 

"  In  testimony  whereof,  I  have  caused  the  seal  of  the 
Patent  Office  to  be  hereunto  affixed,  this  3d  day  of  March, 
1846. 

[SEAL.]  "  Henry  L.  Ellsworth, 

''  Commissioner  of  Patents, '^'^ 

On  the  8th  of  July,  1846,  a  new  patent  was  issued,  with 
an  amended  specification,  as  follows  : 

"  The  United  States  of  America  to  aU  to  whom  these* 
letters  patent  shall  come  : 

"Whereas,  William  W.  Woodworth,  administrator  a£" 
W^illiam  Woodworth,  deceased,  of  Hyde  Park,  N.  Y.,  has 
alleged  that  said  William  Woodworth  invented  a  new  and 
useful  improvement  in  machines  for  planing,  tonguing,  and 
grooving  and  dressing  boards,  &c.,  for  which  letters  patent 
were  granted,  dated  the  27th  day  of  December,  1828,  which 
letters  patent  have  been  extended  (as  wiU  appear  by  the 
certificates  appended  thereto,  copies  of  which  are  hereunto 
attax5hed)  for  fourteen  years  from  the  expiration  of  said 
letters  patent ;  and  which  letters  patent  are  hereby  can- 
celled, on  account  of  a  defective  specification,  which  he 
states  has  not  been  known  or  used  before  said  William 
Woodworth' s  application ;  has  made  oath  that  he  is,  and 
that  said  William  Woodworth  was;,  a  citizen  of  the  United 
States  ;  that  he  does  verily  believe  that  said  William  Wood- 
worth  was  the  original  and  first  inventor  or  discoverer  of  the 
said  improvement,  and  that  the  same  hath  not,  to  the  best 
of  his  knowledge  and  belief,  been  previously  known  or  used ; 
has  paid  into  the  treasury  of  the  United  States  the  sum  of 
fifteen  dollars,  and  presented  a  petition  to  the  Commissioner 
of  Patents,  signifying  a  desire  of  obtaining  an  exclusive 
property  in  the  said  improvement,  and  praying  that  a  patent 
may  be  granted  for  that  purpose : 

''  These  are,  therefore,  to  grant,  according  to  law,  to  the 
said  William  \V.  Woodworth,  in  trust  for  the  heirs  at  law 
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of  said  W.  Woodworth,  their  heirs,  administrators,  or 
assigns,  for  the  term  of  twenty-eight  years  from  the  twenty- 
seventh  day  of  December,  one  thousand  eight  hundred  and 
twenty-eight,  the  full  and  exclusive  right  and  liberty  of 
making,  constructing,  using,  and  vending  to  others  to  be 
used  the  said  improvement,  a  description  whereof  is  given, 
in  the  words  of  the  said  William  W.  Woodworth,  in  the 
schedule  hereunto  annexed,  and  is  made  part  of  these 
presents. 

"  In  testimony  whereof,  I  have  caused  these  letters  to  be 
made  patent,  and  the  seal  of  the  Patent  Office  has  been 
hereunto  affixed. 

''  Given  under  my  hand,  at  the  city  of  Washington,  this 
eighth  day  of  July,  in  the  year  of  our  Lord  one  thousand 
eight  hundred  and  forty-five,  and  of  the  independence  of 
the  United  States  of  America  the  seventieth. 

[seal.]  "James  Buchanan, 

Secretary  of  l^ate.^^ 

"  Countersigned,  and  sealed  with  the  seal  of  the  Patent 
Office.  "HENRt  H.  Sylvester, 

Acting  Commissioner  of  Patents.^^ 

"The  schedule  referred  to  in  these  letters  patent,  and 
making  part  of  the  same : 

"To  all  whom  it  may  concern :  Be  it  known  that  the 
following  is  a  full,  clear,  and  exact  description  of  the 
method  of  planing,  tonguing,  and  grooving  plank  or  boards, 
invented  by  William  Woodworth,  deceased,  and  for  which 
letters  patent  of  the  United  States  were  granted  to  him  on 
the  27th  day  of  December,  in  the  year  one  thousand  eight 
hundred  and  twenty-eight,  the  said  letters  patent  having 
been  surrendered  for  the  purpose  of  describing  the  same 
invention,  and  pointing  out  in  what  it  consists,  in  more 
clear,  full,  and  exact  terms  than  was  done  in  the  original 
specification. 

**  Amended  Bpeeification, 

"  The  plank  or  boards  which  are  to  be  planed,  tongued, 
or  grooved  are  first  to  be  reduced  to  a  width,  by  means  of 
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circular  saws,  by  reducing- wheels,  or  by  any  other  means. 
When  circular  saws  are  used  for  this  purpose,  two  such 
saws  should  be  placed  upon  the  same  shaft,  on  which  they 
are  to  be  capable  of  adjustment,  so  that  they  may  be  made 
to  stand  at  any  required  distance  apart ;  under  these,  the 
board  or  plank  is  to  be  forced  forward,  and  brought  to  the 
width  required.  This  apparatus  and  process  do  not  require 
to  be  further  explained,  they  being  well  understood  by 
mechanicians. 

"  When  what  has  been  above  denominated  reducing- 
wheels  are  used,  these  are  to  consist  of  revolving  cutting- 
wheels,  which  resemble  in  their  construction  and  action  the 
planing  and  reducing  wheel  to  be  presently  described ; 
these  are  to  be  made  adjustable,  like  the  circular  saws,  but 
the  latter  are  preferred  for  this  purpose.  The  plank  may 
be  reduced  to  a  width  on  a  separate  machine. 

*'  When  the  plank  or  boards  have  been  thus  prepared, 
(on  a  separate  machine,)  they  may  be  placed  on  or  against 
a  suitable  carriage,  resting  on  a  frame  or  platform,  so  as  to 
be  acted  upon  by  a  rotary  cutting  or  planiiig  and  reducing 
wheel,  which  wheel  may  be  made  to  revolve  either  horizon- 
tally or  vertically,  as  may  be  preferred.  The  carriage 
which  sustains  the  plank  or  board  to  be  operst/eA  upon  may 
be  moved  forward,  by  means  of  a  rack  and  pinion,  by  an 
endless  chain  or  band,  by  geared  friction-rollers,  or  by  any 
of  the  devices  well  known  to  machinists  for  advancing  a 
carriage,  or  materials  to  be  acted  upon,  in  machines  for 
various  purposes.  The  plank  or  board  is  to  be  moved  on 
toward  the  cutting  edges  of  the  cutters  or  knives  on  the 
planing-cylinder,  so  that  its  knives  or  cutters,  as  they  re- 
volve, may  meet  and  cut  the  plank  or  board  in  a  direction 
contrary  to  that  in  which  it  is  made  to  advance  ;  the  edges 
of  the  cutters  are,  in  this  method,  prevented  from  coming 
first  into  contact  with  its  surface,  and  are  made  to  cut 
upward  from  the  reduced  part  of  the  plank  toward  said  sur- 
face, by  which  means  their  edges  are  protected  from  injury 
by  gritty  matter,  and  the  board  or  plank  is  more  evenly 
and  better  planed  than  when  moved  in  the  reversed  direction. 
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"  After  the  board  or  plank  passes  the  planing-cylinder, 
and  as  soon  or  fast  as  the  planing-cylinder  has  done  its 
work  on  any  part  of  the  board  or  plank,  the  edges  are 
brought  into  contact  with  two  revolving  cutter- wheels,  one 
of  which  wheels  is  adapted  to  the  cutting  of  the  groove, 
and  the  other  to  the  cutting  of  the  two  rebates  that  form 
the  tongue.  When  the  axis  of  the  planing  and  reducing 
wheel  stands  vertically,  the  grooving  and  tonguing  wheels 
are  placed  one  above  the  other,  with  the  plank  edge- 
wise between  them.  When  the  axis  of  the  planing- wheel 
stands  horizontally,  these  wheels  are  on  the  same  hori- 
zontal plane  with  each  other,  standing  on  perpendicular 
spindles. 

*'  The  grooving- wheel  consists  of  a  circular  plate  fixed  on 
an  axis,  and  having  one,  two,  three,  four,  or  more  cutters, 
which  are  to  be  screwed,  bolted,  or  otherwise  attached  to  it, 
the  edges  of  which  cutters  project  beyond  the  periphery  of 
the  plate  to  such  distance  as  is  required  for  the  depth  of 
the  groove.  Their  thickness  may  be  such  as  is  necessary 
for  its  width. '  They  are,  of  course,  so  situated  as  to  cut 
the  groove  in  the  middle  of  the  edge  of  the  board,  or  as 
nearly  so  as  may  be  required.  The  tonguing- wheel  is 
similar  in  form  to  the  grooving- wheel,  but  it  has  cutters  on 
each  of  its  sides,  or  otherwise  so  formed  and  arranged  as  to 
cut  the  two  rebates  which  are  necessary  to  the  formation  of 
the  tongue. 

* '  The  grooving  and  tonguing  cutters,  at  the  same  time, 
and  by  the  same  operation,  reduce  the  board  or  plank  to  an 
exact  width  throughout.  When  the  axis  of  the  planing- 
wheel  is  placed  vertically,  the  knives  or  cutters  may  be 
made  to  plane  two  planks  at  the  same  time,  the  planks 
being  in  this  case  moved  in  contrary  directions,  and  so  as 
to  meet  the  edges  of  the  revolving  knives  or  cutters.  When 
the  machine  is  thus  constructed,  a  second  pair  of  grooving 
and  tonguing  wheels  may  be  made  to  operate  in  the  same 
way  with  those  above  described.  A  machine  to  oi)erate 
upon  a  single  plank  or  board,  and  having  the  axis  of  the 
planing- wheel  placed  horizontally,  will,  however,  be  more 
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simple  and  less  expensive  than  that  intended  to  operate  on 
two  planks  simnltaneonsly. 

"  In  the  accompanying  drawing,  fig.  1  is  a  perspective 
representation  of  the  principal  operating  parts  of  the 
machine,  when  arranged  and  combined  for  planing, 
tonguing,  and  grooving,  and  when  so  arranged  as  to  be 
capable  of  planing  two  planks  at  the  same  time,  the  axis  of 
the  planing- wheel  being  placed  vertically.  A  A  is  a  stout, 
substantial  frame  of  the  machine,  which  may  be  of  wood  or 
iron,  and  may  be  varied  in  length,  size,  and  strength, 
according  to  the  work  to  be  done.  B  B  are  the  heads  of 
the  planing-cylinder,  and  C  C  the  knives  or  cutters,  which 
extend  from  one  to  the  other  of  said  heads,  to  the  pe- 
ripheries of  which  they  may  be  attached,  by  means  of  screws. 
The  knives,  C  C,  with  the  faces  forming  a  planing  angle, 
may  be  placed  in  a  line  with  the  axis,  J,  of  the  cylinder,  or 
they  may  stand  obliquely  thereto,  as  may  be  preferred  ; 
but  in  the  latter  case  the  edge  should  form  the  segment  or 
portion  of  a  helix  ;  b  represents  a  pulley  near  to  the  upper 
end  of  the  axis,  J ;  and  1^  a  pulley,  or  drum,  which  may 
be  made  to  revolve  by  horse,  steam,  or  other  motive  power, 
and  from  which  a  belt  may  extend  around  the  pulley,  J,  to 
drive  the  planing-cylinder  and  other  parts  of  the  machinery. 
G  is  the  carriage  which  is  represented  as  being  driven  for- 
ward by  means  of  a  rack  and  pinion,  H  ;  against  this  car- 
riage, the  plank,  K,  which  is  to  be  planed,  tongued,  and 
grooved,  is  placed,  and  is  made  to  advance  with  it.  It  will 
be  manifest,  however,  that  the  plank  may  be  moved  for- 
ward by  other  means,  as,  for  example,  by  an  endless  chain 
or  band  passing  around  drums  or  chain- wheels,  or  by  means 
of  geared  friction- wheels  borne  up  against  it.  To  cause  the 
carriage  and  plank  to  move  forward  readily,  there  may  bo 
friction-roUers,  ///,  placed  horizontally,  and  extending 
under  them  ;  the  rollers,  ///,  which  stand  vertically,  arcj 
to  be  made  to  press  against  the  plank  and  keep  it  close  to 
the  carriage,  and  thus  prevent  the  action  of  the  cutters  from 
drawing  the  plank  up  from  its  bed,  in  cutting  from  the 
planed  surface  upward ;  they  may  be  borne  against  it  by 
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means  of  weights  or  springs,  in  a  manner  well  known  to 
machinists.  In  a  single  horizontal  machine,  the  horizontal 
friction-roUers  may  be  geared,  and  the  pressure-rollers 
placed  above  them,  to  feed  the  board,  with  or  without  the 
carriages,  a  bed-plate  being  used  directly  under  the  planing- 
cylinder. 

"  Pig.  2  is  a  separate  view  of  the  planing-cyli^jider,  with 
its  knives  or  cutters,  and  fig.  3  an  end  view  of  one  of  the 
heads.  E  E  are  the  revolving  cutters,  or  tonguing  and 
grooving  wheels,  and  D  D  whirls  ui)on  their  shafts,  which 
may  be  driven  by  bands,  or  otherwise,  so  as  to  cause  said 
wheels  to  revolve  in  the  proper  direction. 

'^  Pig.  4  is  a  side  view  of  one  of  these  wheels  ;  fig.  6  is  an 
edge  view  of  the  tonguing- wheel ;  and  fig.  6  an  edge  view 
of  the  grooving- wheel,  the  latter  being  each  shown  with 
two  cutters  in  place.  The  number  of  cutters  on  these 
wheels  may  be  varied,  but  they  are  represented  and  fur- 
nished with  four.  The  cutters  may  be  fixed  on  the  sides  of 
circular  plates,  with  their  edges  projecting  beyond  the 
periphery  of  said  plate. 

''  The  edges  of  the  plank,  as  its  planed  part  passes  the 
planing-cylinder,  are  brought  in  contact  with  the  above- 
described  tonguing  and  grooving  wheels,  which  are  so 
placed  upon  their  shafts  as  that  the  tongue  and  groove  shall 
be  left  at  the  proper  distance  from  the  face  of  the  plank, 
the  latter  being  sustained  against  the  planing-cylinder  by 
means  of  the  carriage  or  bed-plate,  or  otherwise,  so  that  it 
cannot  deviate,  but  must  be  reduced  to  a  proper  thickness, 
and  correctly  tongued  and  grooved. 

''  In  fig.  1,  above  referred  to,  only  one  carriage  and  one 
pair  of  cutter- wheels  are  shown,  it  not  being  deemed  neces- 
sary to  represent  those  on  the  opposite  side,  they  being 
similar  in  all  respects. 

*  ^  Pig.  7  represents  the  same  machine,  with  the  axis  of 
the  planing-cylinder  placed  horizontally,  and  intended  to 
operate  on  one  plank  only  at  the  same  time.  A  A  is  the 
frame ;  B  B,  the  heads  of  the  planing-cylinder ;  0  C,  the 
knives  or  cutters  attached  to  said  heads.     To  meet  the 
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different  thicknesses  of  the  planks  or  boards,  the  bearings 
of  the  shaft  or  cylinder  may  be  made  movable,  by  screws  or 
other  means,  to  adjust  it  to  the  work  ;  or  tho  carriage  or 
bed  plate  may  be  made  so  as  to  raise  the  board  or  plank  up 
to  the  planing-cylinder.  E  and  E'  are  the  revolving  cutters, 
or  tonguing  and  grooving  wheels,  which  are  placed  upon 
vertical  shafts,  having  upon  them  pulleys,  D  D,  around 
which  pass  belts  or  bands  from  the  main  drum,  I,  to  which  a 
revolving  motion  may  be  given  by  any  adequate  motive 
power. 

"  From  the  drum,  I,  a  belt,  L,  passes  also  around  the 
pulley,  &,  on  the  shaft  of  the  planing-cylinder,  and  gives  to 
it  the  requisite  motion.  There  may,  in  this  machine,  be  a 
horizontal  carriage,  moved  forward  by  a  rack  and  pinion, 
in  a  manner  analogous  to  that  represented  in  fig.  1 ;  but,  in 
the  present  instance,  the  plank  is  supposed  to  be  advanced 
by  means  of  one  or  two  pairs  of  friction  or  feed  rollers, 
shown  at  ff;  the  uppermost,  fj^y  of  the  pairs  of  rollers 
may  be  held  down  by  springs  or  weighted  levers,  which  it 
has  not  been  thought  necessary  to  show  in  this  drawing, 
as  such  are  in  common  use.  The  lowermost  of  these  rollers 
may  be  fluted,  or  made  rough  on  their  surfaces,  so  as  to 
cause  friction  on  the  under  side  of  the  plank.  M  M'  are 
pulleys  on  the  axles  of  these  lower  rollers,  which  are  em- 
braced by  bands,  N  W,  which  also  pass  around  a  pulley,  O, 
on  a  shaft  which  crosses  the  frame,  A  A,  and  has  a  pulley, 
T,  on  it,  which  is  embraced  by  the  belt,  P,  on  a  puUey,  Q, 
on  the  shaft  of  the  main  drum,  I.  These  bands  and  pulleys 
serve  to  give  motion  to  the  feed-rollers,  as  will  be  readily 
understood  by  inspecting  the  drawing.  R  R  are  guide- 
strips,  used  in  place  of  the  rollers  used  for  the  same  pur- 
pose, and  also  for  bearing  or  friction  rollers,  when  the 
machine  is  vertical,  to  direct  one  edge  of  the  plank,  and 
against  its  opposite  edge.  Any  pressure  may  be  used, 
equal  to  the  weight  of  the  board  or  plank,  when  worked  in 
a  vertical  position.  One  of  the  cutter-wheels  should  be 
made  adjustable,  to  adapt  it  to  stuff  of  different  widths. 

''The  planing-cylinder,   and,   likewise,   the   cutter,    or 
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tonguing  and  grooving  wheels,  may  be  constructed  in  the 
manner  represented  in  figures  2,  3,  4,  5,  and  6,  and  herein- 
before fully  described.  One  of  the  heads  of  the  planing- 
wheel  may  be  made  movable,  to  accommodate  its  width  to 
the  width  of  the  boards  or  plank  to*  be  planed. 

"  The  respective  parts  of  this  machine  may  be  varied  in 
size,  as  may  also  the  velocity  of  the  motion  of  the  planing- 
cylinders  and  cutter- wheels  ;  but  the  following  has  been 
found  to  answer  well  in  practice :  Tlie  planing-cylinder, 
having  four  knives  or  cutters,  may  be  twelve  inches  in 
diameter,  and  may  make  two  thousand  and  upward  revolu- 
tions in  a  minute.  In  a  machine  like  that  shown  in  fig.  7, 
the  main  drum,  I,  may  be  two  feet  in  diameter,  and  may 
be  driven  with  the  speed  of  five  hundred  and  upward  rev- 
olutions in  a  minute.  The  pulleys  on  the  planing-cy Under, 
and  on  the  cutter- wheels,  may  be  six  inches  in  diameter. 
The  plank  should  be  moved  forward  at  the  rate  of  about 
one  foot  for  every  hundred  revolutions  of  the  cutter- wheel ; 
and,  of  course,  the  diameter  of  the  feed-rollers,  and  of  the 
pulleys  by  which  they  are  turned,  must  be  so  graduated  as 
to  produce  this  result.  The  size  and  speed  of  the  above 
parts  of  this  machine  may  be,  in  some  degree,  varied  ;  but 
the  above  have  been  found  to  work  well. 

"  Having  thus  fully  described  the  parts,  and  combination 
of  parts,  and  operation  of  the  machine  for  planing,  tongu- 
ing, and  grooving  boards  or  plank,  and  shown  various 
modes  in  which  the  same  may  be  constructed  and  made  to 
operate,  without  changing  the  principle  or  mode  of  opera- 
tion of  the  machine,  what  is  claimed  therein  as  the  inven- 
tion of  WUliam  Woodworth,  deceased,  is  the  employment 
of  rotating  planes,  substantially  such  as  herein  described, 
in  combination  with  the  rollers,  or  any  analogous  device,  to 
prevent  the  boards  from  being  drawn  up  by  the  planes, 
when  cutting  upward,  or  from  the  reduced  or  planed  to  the 
unplaned  surface,  as  described. 

'*  And,  also,  the  combination  of  the  rotating  planes  with 
the  cutter- wheels  for  tonguing  and  grooving,  for  the  pur- 
pose of  planing,  tonguing,  and  grooving  boards,  &c.,  at  one 
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operation,  as  described.  And,  also,  the  combination  of  the 
tonguing  and  grooving  cutter-wheels  for  tonguing  and 
grooving  boards,  and  at  one  operation,  as  described. 

"  And,  finally,  the  combination  of  either  the  tonguing  or 
the  grooving  cutter- wheel  for  tonguing  or  grooving  boards, 
&c.,  with  the  pressure-rollers,  as  described,  the  effect  of  the 
pressure-rollers  in  these  operations  being  such  as  to  keep 
the  boards,  &c.,  steady,  and  prevent  the  cutters  from  draw- 
ing the  boards  toward  the  centre  of  the  cutter- wheels,  while 
it  is  moved  through  by  machinery.  In  the  planing  opera- 
tion, the  tendency  of  the  plane  is  to  lift  the  boards  directly 
up  against  the  rollers  ;  but  in  the  tonguing  and  grooving, 
the  tendency  is  to  overcome  the  friction  occasioned  by  the 

pressure  of  the  rollers. 

"William  W.  Wood  worth, 

^^Administrator  of  William  WoodwortTi,  deceased. 

"  Witnesses :  James  Milholland,  Chas.  M.  Keller.*' 

The  above  papers  show  the  title  of  the  administrator, 
who  was  the  grantor  of  Wilson,  the  plaintiff  in  the  suit. 
The  record  in  the  New  York  case  was  exceedingly  brief, 
and  contained  neither  the  declaration  nor  pleas,  but  only 
the  state  of  the  pleadings  and  the  existence  of  demurrers. 
But  from  the  eighth  fact  in  the  statement  of  facts,  in  which 
it  is  said  that  * '  the  defendants  trace  no  title  to  themselves 
to  a  right  to  use  said  machines  from  the  assignment  made 
by  William  Woodworth  and  James  Strong  to  Halstead, 
Toogood,  and  Tyack,"  the  inference  must  be,  that  their 
defence  was  in  showing  an  outstanding  title. 

The  following  is  the  entire  case  presented  by  the  New 
York  record : 

^^  United  States  of  America^  Northern  District  of  New 

TorJc : 

"  At  a  Circuit  Court  of  the  United  States,  begun  and  held 
at  Albany,  for  the  Northern  District  of  New  York,  on 
Tuesday,  the  twenty-first  day  of  October,  in  the  year  of  our 
Lord  one  thousand  eight  hundred  and  forty -five,  and  in  the 
seventieth  year  of  American  independence— 


472  WILSON  V.  ROUSSEAU.  [Sup.  Ct. 

Statement  of  the  case. 

"  Present :  Hon.  Samuel  Nelson  and  Hon.  Alfred  Conk- 
ling. 

"James  G.  Wilsow  * 

Lewis  Rousseau  and  Charles  Easton. 

"  State  €f  the  Pleadings, 

"  This  is  an  action  on  the  case  to  recover  damages  for  the 
alleged  infringement  of  letters  patent  issued  to  WiUiam 
Woodworth,  on  the  27th  day  of  December,  1828,  for  the 
term  of  fourteen  years,  for  an  improvement  in  machinery 
for  planing,  tonguing,  and  grooving  boards  and  plank  at 
one  operation,  which  letters  patent  were,  on  the  16th  day 
of  November,  1842,  extended  for  seven  years  more,  such 
extension  being  granted  to  William  W.  Woodworth,  as 
administrator  of  said  WiUiara  Woodworth. 

"  To  the  first  count  of  the  plaintiflfs  declaration,  the 
defendants  interposed  three  several  special  pleas  in  bar,  to 
each  of  which  pleas  the  plaintiff  demurred,  and  the  defend- 
ants joined  in  demurrer.  To  the  second  count  of  the  plain- 
tiflfs  declaration,  the  defendants  demurred,  and  the  plaintiff 
joined  in  demurrer. 

"The  case  coming  on  to  be  argued  at  this  term,  the 
following  questions  occurred  for  decisions,  to  wit : 

"  1.  Whether  the  eighteenth  section  of  the  Patent  Act  of 
1836  authorized  the  extension  of  a  patent,  on  the  applica- 
tion of  the  executor  or  administrator  of  a  deceased  patentee. 

"  2.  Whether,  by  force  and  operation  of  the  eighteenth 
section  of  the  act  of  July  4,  1836,  entitled  '  An  act  to  pro- 
mote the  progress  of  the  useful  arts,'  &c.,  the  extension 
granted  to  William  W.  Woodworth,  as  administrator,  on 
the  16th  day  of  November,  1842,  inured  to  the  benefit  of 
assignees  under  the  original  patent  granted  to  William 
Woodworth,  on  the  27th  day  of  December,  1828,  or  whether 
said  extension  inured  to  the  benefit  of  the  administrator 
only,  in  his  said  capacity. 

3.  Whether  the  extension  specified  in  the  foregoing 
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second  point  inured  to  the  benefit  of  the  administrator,  to 
whom  the  same  was  granted,  and  to  him  in  that  capacity 
exclusively,  or  whether,  as  to  the  territory  specified  in  the 
contract  of  assignment  made  by  William  Woodworth  and 
James  Strong  to  Toogood,  Halstead,  and  Tyack,  on  the 
28th  day  of  November,  1829,  (and  set  forth  in  the  second 
plea  of  the  defendants  to  the  first  count  of  the  declaration,) 
and  by  legal  operation  of  the  covenants  contained  in  said 
contract,  the  said  extension  inured  to  the  benefit  of  the  said 
Toogood,  Halstead,  and  Tyack,  or  their  assigns. 

"4.  Whether  the  plaintiff,  claiming  title  under  the  ex- 
tension from  the  administrator,  can  maintain  an  action  for  an 
infringement  of  the  patent-right  within  the  territory  specified 
in-  the  contract  of  assignment  to  Toogood,  Halstead,  and 
Tyack,  against  any  person  not  claiming  under  said  assign- 
ment, or  whether  the  said  assignment  be,  of  itself,  a  per- 
fect bar  to  the  plaintiflPs  suit. 

"  5.  Whether  the  extension  specified  in  the  second  point 
could  be  applied  for  and  obtained  by  WiUiam  W.  Wood- 
worth,  as  administrator  of  William  Woodworth,  deceased, 
if  the  said  William  Woodworth,  the  original  patentee,  had, 
in  his  lifetime,  disposed  of  all  his  interest  in  the  then  ex- 
isting patent,  having,  at  the  time  of  his  death,  no  right  or 
title  to,  or  interest  in,  the  said  original  patent,  or  whether 
such  sale  carried  with  it  nothing  beyond  the  term  of  said 
original  patent ;  and  if  it  did  not,  whether  any  contingent 
rights  remained  in  the  patentee,  or  his  representatives. 

*'  6.  Whether  the  plaintiff,  if  he  be  an  assignee  of  an  ex- 
clusive right  to  use  two  of  the  patented  machines  within 
the  town  of  \Vatervliet,  has  such  an  exclusive  right  as  will 
enable  him  to  maintain  an  action  for  an  infringement  of  the 
patent  within  said  town,  or  whether,  to  maintain  such 
action,  the  plaintiff  must  be  possessed,  as  to  that  territory, 
of  all  the  rights  of  the  original  patentee. 

'^  7.  Whether  the  letters  patent  of  renewal,  issued  to 
William  W.  Woodworth,  as  administrator  aforesaid,  on  the 
8th  day  of  July,  1845,  upon  the  amended  specification  and 
explanatory  drawings  then  filed,  be  good  and  valid  in  law, 
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or  whether  the  same  be  void  for  uncertainty,  ambiguity,  or 
multiplicity  of  claim,  or  any  other  cause. 

^'  8.  Whether  the  court  can  determine,  as  matter  of  law, 
upon  an  inspection  of  the  said  two  x)atents  and  their  respec- 
tive specifications,  that  the  said  new  patent  of  the  8th  of 
July,  1845,  is  not  for  the  same  invention  for  which  the  said 
patent  of  1828  was  granted. 

"  9.  Whether  the  decision  of  the  Board  of  Commissionera 
who  are  to  determine  upon  the  application  for  the  extension 
of  a  patent,  under  the  eighteenth  section  of  the  act  of  1836, 
is  conclusive  upon  the  question  of  their  jurisdiction  to  act 
in  the  given  case. 

''  10.  Whether  the  Commissioner  of  Patents  can  lawfully 
receive  a  surrender  of  letters  patent  for  a  defective  specifi- 
cation, and  issue  new  letters  patent  upon  an  amended  speci- 
fication, after  the  expiration  of  the  term  for  which  the  orig- 
inal patent  was  granted,  and  pending  the  existence  of  an 
extended  term  of  seven  years,  or  whether  such  surrender 
and  renewal  may  be  made  at  any  time  during  such  ex- 
tended term. 

"  On  which  questions  the  opinions  of  the  judges  were 
opposed. 

"  Whereupon,  on  a  motion  of  the  plaintiff,  by  William 
H.  Seward,  his  counsel,  that  the  points  on  which  the  dis- 
agreement hath  happened  may,  during  the  term,  be  stated 
under  the  direction  of  the  judges,  and  certified  under  the 
seal  of  the  court  to  the  Supreme  Court,  to  be  finally 
decided— 

"  It  is  ordered  that  the  foregoing  state  of  the  pleadings, 
and  the  following  statement  of  facts,  which  is  made  under 
the  direction  of  the  judges,  be  certified,  according  to  the 
request  of  the  plaintiff,  by  his  counsel,  and  the  law  in  that 
case  made  and  provided,  to  wit : 

*'  1.  That  William  Woodworth,  as  the  inventor  of  a 
machine,  or  improvement  in  machinery,  for  planing,  tongu- 
ing,  and  grooving  boards  and  plank  at  one  operation,  on 
the  27th  day  of  December,  in  the  year  1828,  applied  to  the 
proper  department  of  the  government  for  a  patent  for  said 
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invention,  and  upon  the  same  day,  on  filing  his  si)ecifica- 
tions  and  explanatory^  drawings,  and  complying  with  the 
other  legal  prerequisites,  letters  patent,  signed  by  the 
President,  and  under  the  seal  of  the  United  States,  were 
duly  issued  to  the  said  William  Wood  worth,  granting  to 
him  the  exclusive  right  throughout  the  United  Stat;es  to 
construct  and  use,  and  vend  to  others  to  be  used,  the 
machine  or.improvement  patented,  for  and  during  the  term 
of  fourteen  years  from  the  said  27th  day  of  December,  1828. 

"2.  That  subsequently,  to  wit,  on  the  28th  day  of 
November,  1829,  the  said  William  Woodworth  and  James 
Strong,  who  had  become  jointly  interested  with  said  Wood- 
worth  in  the  rights  secured  by  the  said  letters  patent,  by 
contract  of  assignment  of  that  date,  transferred  to  Daniel 
H.  Toogood,  Daniel  Halstead,  and  William  Tyack  all  their 
right  and  interest  in  and  to  the  said  patent  for  certain  parts 
and  portions  of  the  United  States,  in  said  contract  specifi- 
cally set  forth,  including  the  city  and  county  of  Albany,  in 
the  State  of  New  York,  which  is  the  domicile  of  the  de- 
fendants. 

"  3.  That  the  habendum  in  said  contract  or  assignment 
is  in  the  words  following,  to  wit : 

"  *  To  have  and  to  hold  the  rights  and  privileges  hereby 
granted  for  and  during  the  term  of  fourteen  years  from  the 
date  of  the  patent.' 

"  And  that  the  third  clause  in  said  contract  of  assign- 
ment is  in  the  following  words,  to  wit : 

"  '  And  the  two  parties  further  agree,  that  any  improve- 
ment in  the  machinery,  or  alteration  or  renewal  of  either 
patent,  such  improvement,  alteration,  or  renewal  shall  inure 
to  the  benefit  of  the  respective  parties  interested,  and  may 
be  appUed  and  used  within  their  respective  districts,  as 
hereinbefore  designated.' 

"  4.  That  previous  to  the  expiration  of  the  fourteen 
years'  limitation  of  said  patent,  William  Woodworth,  the 
patentee,  died,  to  wit,  on  the  9th  day  of  February,  1839 ; 
that  William  W.  Woodworth  was  thereupon  duly  ap- 
pointed, and  now  is,  administrator  of  the  estate  of  the  said 
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William  Woodworth,  and  that  the  said  Woodworth,  in 
his  lifetime,  had  sold  all  his  interest  in  the  said  original 
patent. 

"6.  That  William  W.  Woodworth,  as  administrator 
aforesaid,  on  the  16th  day  of  November,  1842,  under  the 
eighteenth  section  of  the  act  of  Congress  of  July  4th,  1836, 
applied  to  the  Board  of  Commissioners  created  by  the  said 
section  for  an  extension  of  said  patent ;  and  that,  upon 
complying  with  the  requisites  in  said  section  prescribed,  an 
extension  of  said  patent  was  granted  by  said  board  to 
William  W.  Woodworth,  as  administrator  of  the  estate  of 
William  Woodworth,  on  said  16th  day  of  November,  1842, 
and  letters  patent  of  extension  were  on  said  day  duly  issued 
to  him,  granting  to  him,  in  his  aforesaid  capacity,  the  ex- 
clusive right  to  make  and  use,  and  vend  to  others  to  be 
used,  the  said  invention  or  improvement,  for  the  term  of 
seven  years  from  and  after  the  term  of  limitation  of  said 
original  patent. 

''  6.  That  on  the  8th  day  of  July,  1845,  the  said  William 
W.  Woodworth,  in  his  capacity  as  administrator  aforesaid, 
and  in  accordance  with  the  provisions  of  the  thirteenth  sec- 
tion of  the  said  act  of  July  4th,  1836,*  made  a  surrender  to 
the  Commissioner  of  Patents  of  the  letters  patent  to  him 
granted  on  the  16th  day  of  November,  1842,  for  an  insuffi- 
ciency of  the  specification  upon  which  the  said  original 
patent  was  issued,  and  upon  filing  a  corrected  and  amended 
specification,  with  explanatory  drawings,  a  copy  of  which 
is  annexed  hereto  and  made  a  part  of  this  statement,  the 
said  Commissioner,  on  the  said  8th  day  of  July,  1846,  issued 
to  the  said  William  W.  Woodworth  new  letters  patent  of 
said  invention  for  the  unexpired  term  of  the  first  extension 
thereof,  and  of  the  extension  granted  by  special  act  of  Con- 
gress on  the  26th  day  of  February,  1845. 

"  7.  That  the  defendants  in  this  action  have  erected  and 
put  in  oi)eration,  in  the  town  of  Watervliet,  which  ig  within 
the  county  of  Albany  and  State  of  New  York,  one  or  more 
machines  for  planing,  tonguing,  and  grooving  boards  and 
plank,  substantially  the  same  in  principle  and  mode  of  oper- 
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ation  as  that  the  subject  of  the  patent  granted  to  William 
Woodworth. 

"  8.  That  the  defendants  trace  no  title  to  themselves,  to 
a  right  to  use  said  machines,  from  the  assignment  made  by 
William  Woodworth  and  James  Strong  to  Halstead,  Too- 
good,  and  Tyack. 

"  9.  That  the  plaintiff  in  this  action  is  the  grantee  of 
William  W.  Woodworth,  as  administrator,  of  the  exclusive 
right  to  construct  and  use,  and  vend  to  others  to  be  used, 
two  of  said  patented  machines  within  the  said  town  of 
Watervliet,  in  said  county  of  Albany  and  State  of  New 
York.'' 

The  case  was  argued  by  Mr.  Seward^  Mr.  Latrobe,  and 
Mr.  Webster^  (the  latter  two  dividing  the  points,)  on  behalf 
of  the  plaintiff,  and  Mr.  SteoeTis^  for  the  defendants.  The 
reporter  has  been  kindly  furnished  with  the  arguments  of 
these  gentlemen,  but  his  limits  will  not  i)ermit  their  publi- 
cation in  extenso^  and  he  is  unwilling  to  take  the  responsi- 
bility of  condensing  them. 

Mr.  Justice  Nei^son  delivered  the  opinion  of  the  court. 

The  questions  in  this  case  come  before  us  on  a  certificate 
of  division  of  opinion  from  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  New  York,  involving 
the  construction  of  various  provisions  of  the  act  of  Congress 
to  promote  the  progress  of  useful  arts,  commonly  called  the 
Patent  Act.  We  shall  examine  the  questions  in  the  order 
in  which  they  appear  on  the  record.  The  first  is  as  fol- 
lows : 

1.  Whether  the  eighteenth  section  of  the  act  of  1836 
authorized  the  extension  of  a  patent  on  the  application  of 
the  executor  or  administrator  of  a  deceased  patentee. 

The  eighteenth  section  provides,  in  substance,  that  when- 
ever any  patentee  of  an  invention  or  discovery  shall  desire 
an  extension  of  his  patent  beyond  the  term  of  its  limitation, 
he  may  make  application  therefor,  in  writing,  to  the  Com- 
missioner of  the  Patent  OflBce,  setting  forth  the  grounds 
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thereof.  That  the  Secretary  of  State,  the  Commissioner  of 
the  Patent  OflSce,  and  the  Solicitor  of  the  Treasury  shall 
constitute  a  board  to  hear  and  decide  upon  the  application. 
The  patent;ee  shall  furnish  to  the  board  a  statement  in  writ- 
ing, under  oath,  of  the  value  and  usefulness  of  the  inven- 
tion, and  of  his  receipts  and  expenditures,  sufficiently  in 
detail  to  exhibit  a  true  and  faithful  account  of  loss  and 

• 

profit  in  any  manner  accruing  to  him  from  and  by  reason 
of  the  invention  ;  and  if,  ui)on  a  hearing  of  the  matter,  it 
shall  appear,  to  the  satisfaction  of  the  board,  having  a  due 
regard  to  the  public  interest,  that  it  is  just  and  proi)er  that 
the  term  of  the  patent  should  be  extended,  by  reason  of  the 
patentee,  without  neglect  or  fault  on  his  part,  having  failed 
to  obtain,  from  the  use  and  sale  of  his  invention,  a  reason- 
able remuneration  for  the  time,  ingenuity,  and  expense 
bestowed  upon  the  same,  and  the  introduction  thereof  into 
use,  it  shaU  be  the  duty  of  the  Commissioner  to  renew  and 
extend  the  patent,  by  making  a  certiticate  thereon  of  such 
extension  for  the  term  of  seven  years  from  and  after  the 
expiration  of  the  first  term,  &c. 

This  is  the  substance  of  the  section,  so  far  as  is  material 
to  the  consideration  of  the  question  ;  and  it  will  be  seen, 
that,  according  to  the  words  of  the  provision,  the  applica- 
tion is  to  be  made  by,  and  the  new  term  to  be  granted  to, 
the  patentee  himself ;  and  hence  the  objection  on  account 
of  its  having  been  granted  to  the  administrator. 

The  main  argument  relied  on  to  support  the  objection  is, 
that  the  patentee  had  no  interest  or  right  of  property  in 
the  extended  term  at  the  time*  of  his  death.  That  all  he 
had  was  a  mere  possibility,  too  remote  and  contingent  to 
be  regarded  as  property,  or  any  right  of  property,  in  the 
sense  of  the  law,  and  therefore  not  assets  or  rights  in  the 
hands  of  the  administrator  which  would  authorize  an  appli- 
cation within  the  meaning  of  the  statute. 

At  common  law,  the  better  opinion  probably  is,  that  the 
right  of  ijroperty  of  the  inventor  to  his  invention  or  dis- 
covery passed  from  him  as  soon  as  it  went  into  public  use 
with  his  consent.     It  was  then  regarded  as  having  been  ded- 
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icated  to  the  public,  as  common  pp( 
the  common  use  and  enjoyment  of  aU 

The  act  of  Congress  for  the  encoui 
and  to  promote  the  progress  of  the  u 
purpose  of  remedying  the  imi)erfec1 
want  of  protection,  of  this  species  of 
to  him,  for  a  limited  term,  the  full  an 
of  his  discovery. 

The  law  has  thus  impressed  upon  1 
characteristics  of  property,  for  the  i 
has  enabled  him  to  hold  and  deal  w 
case  of  any  other  description  of  prop( 
and  on  his  death  it  passes,  with  tl 
estate,  to  his  legal  representatives,  an 
assets. 

Congress  have  not  only  secured  to  t 
lute  and  indefeasible  interest  and  pr< 
of  the  invention  for  the  fourteen  ; 
agreed,  that  upon  certain  conditions 
shown,  before  the  expiration  of  this  p  • 
tion  of  a  Board  of  Commissioners,  an 
designated  for  the  purpose,  this  rigli 
invention  shall  be  continued  for  the  I 
years.  Subject  to  this  condition,  thi 
the  second  term  is  as  i)erfect,  to  the 
as  the  right  of  property  in  the  first. 

The  circumstances  upon  which  the 
the  occurrence  of  which  gives  effect 
further  grant  of  the  government,  are  i 
mon  or  difficult  to  be  shown.  They 
to  inventors,  in  the  course  of  their  deal 
of  property.  The  act  of  Congress  coni 
rence  again,  and  has  therefore  provi 
and  protection,  by  enlargtog  the  inten 
erty  in  the  subject  of  their  invention. 

The  provision  is  founded  upon  the 
ment,  to  encourage  genius  and  promot 
useful  arts,  by  holding  out  an  addit 
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the  enjoyment  of  the  right  secured  under  the  first  term, 
and  as  an  act  of  justice  to  the  inventors  for  the  time,  in- 
genuity, and  e3q)ense  bestowed  in  bringing  out  the  dis- 
covery, frequently  of  incalculable  value  to  the  business  in- 
terests of  the  country.  And  it  is  apparent,  therefore,  un- 
less the  executor  or  administrator  is  permitted  to  take  the 
place  of  the  patentee  in  case  of  his  death,  and  make  appli- 
cation for  the  grant  of  the  second  term,  which  continues 
the  exclusive  enjoyment  of  the  right  of  proi)erty  in  the  in- 
vention, the  object  of  the  statute  will  be  defeated,  and  a 
valuable  right  of  property,  intended  to  be  secured,  lost  to 
his  estate. 

The  statute  is  not  founded  upon  the  idea  of  conferring  a 
mere  personal  reward  and  gratuity  upon  the  individual,  aa 
a  mark  of  distinction  for  a  great  public  service,  which 
would  terminate  with  his  death,  but  of  awarding  to  him  an 
enlarged  interest  and  right  of  property  in  the  invention 
itself,  with  a  view  to  secure  to  him,  with  greater  certainty, 
a  fair  and  reasonable  remuneration.  And  to  the  extent  of 
this  further  right  of  property,  thus  secured,  whatever  that 
may  be,  it  is  of  the  same  description  and  character  as  that 
held  and  enjoyed  under  the  patent  for  the  first  term.  In 
its  nature,  therefore,  it  continues,  and  is  to  be  dealt  with, 
after  the  decease  of  the  patentee,  the  same  as  an  intereot 
under  the  first,  and  passes,  with  other  rights  of  property 
belonging  to  him,  to  the  personal  representatives,  as  part 
of  the  effects  of  the  estate. 

It  would  seem,  therefore,  from  the  nature  of  this  interest 
in  an  extended  term  itself,  as  well  as  from  a  consideratioi^ 
of  the  object  and  purpose  of  the  statute,  plainly  expressed 
upon  its  face,  in  providing  for  the  prolonged  enjoyment 
and  protection  of  this  species  of  property,  that  the  Board 
of  Commissioners  were  weU  warranted  in  making  the  re- 
newed grant  to  the  administrator,  upon  his  complying  with 
the  conditions. 

An  argument  has  been  urged  against  this  conclusion, 
grounded  upon  the  tenth  and  thirteenth  sections  of  the 
Patent  Law.     The  former  provides  in  express  tarms  for  the 
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issuing  of  a  patent  to  the  executor  or  administrator,  in  case 
of  the  death  of  the  inventor  before  it  is  taken  out ;  and  the 
latter,  for  the  surrender  of  a  patent  defective  by  reason  of 
an  insufficient  descriptioii,  and  the  reissuing  of  a  new  one. 
These  are  supposed  to  be  analogous  cases,  and  manifest  the 
sense  of  Congress,  that,  without  the  express  provisions  of 
law,  the  patent  in  the  one  case,  and  the  surrender  in  the 
other,  could  not  be  issued  to  or  be  made  by  the  legal  repre- 
sentative. The  argument  is  no  doubt  a  proi)er  one,  and 
entitled  to  consideration ;  but  it  is  not  necessarily  con- 
clusive. 

As  it  resi)ects  the  provision  for  a  surrender  by  the  ex- 
ecutor or  administrator,  which  is  most  analogous  to  the 
question  in  hand,  we  think  there  could  be  no  great  doubt 
that  the  right  would  exist  in  the  absence  of  any  such  ex- 
press authority,  regard  being  had  to  the  nature  of  the  prop- 
erty, and  the  rights  and  duties  of  the  legal  representative, 
within  the  spirit  and  object  of  the  Patent  Law.  It  would 
be  the  surrender  of  a  patent,  the  legal  interest  and  property 
in  which  had  become  vested  in  him  as  part  of  the  assets, 
which  he  was  bound  to  take  care  of  and  protect  against 
waste.  A  step  necessary  to  i)erfect  the  title  and  give  value 
to  the  property,  would  seem  to  be  not  only  directly  within 
the  line  of  his  duty,  but  in  furtherance  of  the  chief  object 
of  the  law,  namely,  to  secure  remuneration  to  the  meri- 
torious inventor. 

It  has  also  been  argued,  that  the  executor  or  adminis- 
trator could  not  comply  with  the  terms  and  conditions  of 
the  eighteenth  section,  upon  which  the  right  of  property  in 
the  extended  term  is  made  to  dei)end.  In  other  words, 
that  he  would  be  unable  to  furnish  to  the  Board  of  Com- 
missioners a  statement,  under  oath,  of  the  usefulness  of  the 
invention,  and  of  the  receipts  and  expenditures  of  the  pat- 
entee, exhibiting  a  true  and  faithful  account  of  the  loss  and 
profit  in  any  manner  accruing  from  and  by  reason  of  the 
invention.  This  argument  assumes,  as  a  matter  of  fact, 
that  which  may  well  be  denied.  Suppose  the  dealings  of 
the  patentee  in  the  subject  of  his  discovery  have  been 
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oarried  on  through  the  instrumeiitality  of  agents  or  clerks, 
or,  if  not,  that  the  jmtentee  himself,  as  business  men 
usually  do,  has  kept  an  accurate  account  of  his  receipts  and 
expenditures,  all  difficulty  at  once  disappears.  The 
account-books  of  a  deceased  party,  in  many  of  the  States 
of  the  Union,  identified,  and  the  handwriting  proved,  are 
received  as  legal  evidence  of  the  demand  in  the  courts  of 
justice,  and  afford  full  authority,  upon  legal  principles,  for 
the  admission  of  the  books  before  the  board,  in  support  of 
the  application.  We  perceive  no  great  difficulty  in  a  sub- 
stantial compliance  with  the  terms  of  the  section  on  the 
part  of  the  executor  or  administrator. 

The  second  question  is,  whether,  by  force  and  oi)eration 
of  the  eighteenth  section,  already  referred  to,  the  extension 
granted  to  W.  W.  Woodworth,  as  administrator,  on  the 
16th  day  of  November,  1842,  inured  to  the  benefit  of 
assignees  under  the  original  patent  granted  to  William 
Woodworth,  on  the  27th  day  of  December,  1828,  or  whether 
said  extension  inured  to  the  benefit  of  the  administrator 
only,  in  his  said  capacity. 

The  most  of  this  section  has  already  been  recited  in  the 
consideration  of  the  first  question,  and  it  will  be  unneces- 
sary to  repeat  it.  It  provides  for  the  application  of  the 
patentee  to  the  commission  for  an  extension  of  the  patent 
for  seven  years ;  constitutes  a  board  to  hear  and  decide 
upon  the  application  ;  and  if  his  receipts  and  expenditures, 
showing  the  loss  and  profits  accruing  to  him  from  and  on 
account  of  his  invention,  shall  establish,  to  the  satisfaction 
of  the  board,  that  the  patent  should  be  extended,  by  reason 
of  the  patentee,  without  any  fault  on  his  part,  having  failed 
to  obtaiQ,  from  the  use  and  sale  of  his  invention,  a  reason- 
able remuneration  for  his  time,  ingenuity,  and  expense 
bestowed  upon  the  same,  and  the  introduction  of  it  into 
use,  it  shall  be  the  duty  of  the  Commissioners  to  extend 
the  same,  by  making  a  certificate  thereon  of  such  extension 
for  the  term  of  seven  years  from  and  after  the  first  term  ; 
^'  and  thereupon  the  said  patent  shall  have  the  same  effect 
in  law  as  though  it  had  been  originally  granted  for  the 
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term  of  twenty-one  years."  And  1 
question  :  ^^And  the  benefit  of  sue 
to  assignees  and  grantees  of  the  rit 
ented^  to  the  extent  of  their  respecti 

The  answer  to  the  second  que 
upon  the  true  construction  of  the  i 
the  rights  of  assignees  and  grantees 

Various  aad  conflicting  interpre 
to  it  by  the  learned  counsel,  on  tl 
different  and  opposite  results,  whic. 
examine. 

On  one  side,  it  has  been  strongl 
operation  and  effect  of  the  clause 
rights  and  interests  of  assignees  an( 
existing  at  the  time  of  the  extensioi 
continue  the  exclusive  use  and  en 
and  interests  for  the  seven  years,  t 
in  as  ample  a  manner,  as  held  and 
term.     That  if  A  holds  an  assigni 
patent,  he  will  hold  the  same  for 
years  ;  if  of  the  whole  patent,  thei  i 
that  period  ;  and  that  as  soon  as  tl  i 
the  patentee  the  interest  therein  pas : 
clause,  to  the  assignees  of  the  old 
their  resi)ective  shares. 

On  the  other  side,  it  has  been  argi 
ness,  that,  according  to  the  true 
effect  of  the  clause,  protection  is  gi  i 
given,  only  to  the  rights  and  int(! 
grantees  acquired  and  held  by  assigi 
the  patentee  in  and  under  the  se( 
that  it  does  not  refer  to  or  embrace 
the  rights  and  interests  of  assignc: 
under  the  old. 

In  connection  with  this  view,  it 
thus  protected  in  the  new  term  maj 
of  the  legal  operation  of  the  claus 
assignment  or  grant  after  the  extens: 
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an  appropriate  provi^on  for  that  purpose,  looking  to  an 
extension,  contained  in  the  assignment  or  grant  under  the 
old. 

It  is  not  to  be  denied,  but  that,  upon  any  view  that  has 
been  taken  or  that  may  be  taken  of  the  clause,  its  true 
meaning  and  legal  eflfect  cannot  be  asserted  with  entire 
confidence ;  and,  after  all,  must  depend  upon  such  con- 
struction as  the  court  can  best  give  to  doubtful  phraseology 
and  obscure  legislation,  having  a  due  regard  to  the  great 
object  and  intent  of  Congress,  as  collected  from  the  context 
and  general  provisions  and  policy  of  the  Patent  Law. 

The  rule  is  familiar  and  well  settled,  that,  in  case  of  ob- 
scure and  doubtful  words  of  phraseology,  the  intention  of 
the  law-makers  is  to  be  resorted  to,  if  discoverable  from  the 
context,  in  order  to  fix  and  control  their  meaning,  so  as  to 
reconcile  it,  if  possible,  with  the  general  policy  of  the  law. 

Now,  the  serious  diflEiculty  in  the  way,  and  which  renders 
the  first  interpretation  inadmissible,  except  upon  the  most 
explicit  and  positive  words,  is,  that  it  subverts  at  once  the 
whole  object  and  purpose  of  the  enactment,  as  is  plainly 
written  in  every  line  of  the  previous  part  of  the  section.  It 
gives  the  assignees  and  grantees  of  the  patent,  as  far  as 
assigned  under  the  old  term,  the  exclusive  right  and  enjoy- 
ment of  the  invention — tne  monopoly — in  the  extended 
term  for  the  seven  years  ;  when,  by  the  same  provision,  it 
clearly  appears  that  it  was  intended  to  be  secured  to  the 
patentee,  as  an  additional  remuneration  for  his  time,  in- 
genuity, and  expense  in  bringing  out  the  discovery,  and  in 
introducing  it  into  public  use.  It  gives  this  remuneration 
to  parties  that  have  no  peculiar  claims  upon  the  govern- 
ment or  the  public,  and  takes  it  from  those  who  confessedly 
have. 

The  whole  structure  of  the  eighteenth  section  turns  upon 
the  idea  of  affording  this  additional  protection  and  compen- 
sation to  the  patentee,  and  to  the  patentee  alone ;  and 
hence  the  reason  for  instituting  the  inquiry  before  the 
grant  of  the  extension,  to  ascertain  whether  or  not  he  has 
failed  to  realize  a  reasonable  remuneration  from  the  sale 
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and  use  of  the^discovery,— the  pro< 
profit  and  loss,  to  enable  the  boarc 
tion  ;  and  as  it  comes  to  the  one  or 
grant  the  extended  term  or  not. 

It  is  obvious,  therefore,  that  Cc 
view  protection  to  assignees;  tl 
account  of  dealing  in  the  subject  of 
successful  or  otherwise,  was  not  in 
nor  can  any  good  reason  be  given  \^ 

They  had  purchased  portions  of  t 
tion,  and  dealt  with  the  patent-rig 
ness  and  speculation  ;  and  stood  in 
the  government  or  the  public  than 
in  the  common  affairs  of  life. 

Nothing  short  of  the  most  fixed 
statute  could  justify  an  interpretat 
whole  scope  and  policy  of  it,  and 
legislation. 

We  think  this  construction  not  i 
the  language  of  the  clause,  and  is  a 

Then,  as  to  the  second  interprets, 
clause  refers  to  and  includes  assign « 
terests  acquired  in  the  new  term,  ei 
or  grant  from  the  patentee  after  the 
of  a  proper  clause  for  that  purpose  i 
the  old  term. 

The  difficulty  attending  this  cons 
lessness  of  the  clause  upon  the  hyj 
discover  any  subject-matter  upon  w 
operation  and  effect  to  it ;  and  he 
struction  is  to  make  the  clause  virti 
grounds  for  which  conclusion  we  wil 

The  eleventh  section  of  the  Pat 
every  patent  shall  be  assignable  ii 
whole  interest  or  any  undivided  pai 
ment  in  writing,  which  assignment 
and  conveyance  of  the  exclusive  r 
&c.,  shall  be  recorded  in  the  Patent 
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teenth  section  authorizes  suits  to  be  brought  in  the  name  of 
the  assignee  or  grantee,  for  an  infringement  of  his  rights, 
in  a  court  of  law. 

One  object  of  these  provisions  found  in  the  general  patent 
system,  is  to  separate  the  interest  of  the  assignee  and 
grantee  from  that  which  may  be  held  by  the  patentee,  and 
to  make  each  fractional  interest  held  under  the  patent  dis- 
tinct and  separate  ;  in  other  words,  to  change  a  mere  equi- 
table into  a  legal  title  and  interest,  so  that  it  may  be  dealt 
with  in  a  court  of  law. 

Now,  in  view  of  these  provisions,  it  is  diflBicult  to  perceive 
the  materiality  of  the  clause  in  question,  as  it  respects  the 
rights  of  assignees  and  grantees,  held  by  an  assignment  or 
grant  in  and  under  the  new  term,  any  more  than  in  respect 
to  like  rights  and  interests  in  and  under  the  old. 

The  eleventh  and  fourteentn  sections  embrace  every 
jissignment  or  grant  of  a  part  or  the  whole  of  the  interest 
in  the  invention,  and  enable  these  parties  to  deal  with  it, 
in  all  respects,  the  same  as  the  patentee.  They  stand  upon 
the  same  footing,  under  the  new  term,  as  in  the  case  of 
former  assignments  under  the  old.  Nothing  can  be  clearer. 
It  is  impossible  to  satisfy  the  clause  by  referring  it  to  these 
assignments  and  grants,  or  to  see  how  Congress  could,  for 
a  moment,  have  imagined  that  there  would  be  any  necessity 
for  the  clause,  in  this  aspect  of  it.  It  would  have  been  as 
clear  a  work  of  supererogation  as  can  be  stated. 

The  only  color  for  the  argument  in  favor  of  the  necessity 
of  this  clause,  in  the  aspect  in  which  we  are  viewing  it,  is 
as  respects  the  contingent  interest  in  the  new  term,  derived 
from  a  provision  in  an  assignment  under  the  old  one,  look- 
ing to  the  extension.  As  the  right  necessarily  rested  on 
contract,  at  least  till  the  contingency  occurred,  there  may 
be  some  doubt  whether,  even  after  its  occurrence,  the  elev- 
enth and  fourteenth  sections  had  the  effect  to  change  it  into 
a  vested  legal  interest,  so  that  it  could  be  dealt  with  at 
law  ;  and  that  a  new  assignment  or  grant  from  the  patentee 
would  be  required,  which  could  be  enforced  only  in  a  court 
of  equity.     To  this  extent,  there  may  be  some  color  for  the 
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argament — some  supposed  matter  1 
effect  to  the  clause. 

But  what  is  the  amount  of  it? 
creates  or  secures  this  contingent  int 
for  that  depends  upon  the  contract  he 
the  contract  alone,  and  which,  even 
sions  of  the  law  respecting  the  rif 
grantees  could  not  have  the  effect  1 
right,  might  be  enforced  in  a  court  oi 

The  only  effect,  therefore,  of  the  p 
assignees  and  grantees  of  this  desc 
change  the  nature  of  the  contingent  h 
happened,  from  a  right  resting  in  con 
interest ;  or,  to  speak  with  more  pi 
doubt  about  the  nature  of  the  intei 
after  the  happening  of  a  certain  con 
in  itself  was  quite  remote.  This  s€ 
amount  of  the  effect  that  even  ingen 
have  succeeded  in  finding,  to  satisfy  t 
poses  that  Congress  looked  to  this  g 
the  new  term,  which  might  or  migl 
about  to  provide  for  it,  for  fear  of 
nature  and  legal  character,  and  the 
system  upon  it. 

We  cannot  but  think  a  court  shouL 
ing  a  construction  to  the  clause  so  de( 
in  its  consequences,  both  as  it  respects 
vidual  rights  and  interests,  upon  so  m 

But  there  are  other  difliculties  in 
struction. 

The  eleventh  section,  regulating  th 
and  grantees,  provides  *'  that  every  p 
able  at  law,"  &c.,  *^  which  assignment 
and  conveyance  of  the  exclusive  right 
make  and  use,  and  to  grant  to  others 
thing  patented  within  and  throughout 
portion  of  the  United  States,"  &c.,  '*  i 

"  Now,  it  will  be  apparent,  we  thin 
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examination  of  the  clause  in  question,  that  it  does  not  em- 
brace assignees  or  grantees,  in  the  sense  of  the  eleventh 
section,  at  all ;  nor  in  the  sense  in  which  they  are  referred 
to,  when  speaking  of  these  interests  generally,  under  the 
Patent  Law,  without  interpolating  words  or  giving  a  very 
forced  construction  to  those  composing  it. 

The  clause  is  as  follows:  "And  the  benefit  of  such  re- 
newal shall  extend  to  assignees  and  grantees  of  the  right  to 
use  the  thing  patented,  to  the  extent  of  their  respective 
interests  therein." 

It  will  be  seen  that  the  word  "  exclusive,"  used  to  qualify 
the  right  of  a  grantee  in  the  eleventh  section,  and,  indeed, 
always  when  referred  to  in  the  Patent  Law,  (sec.  14,)  and 
also  the  words  "  to  make,"  "  and  to  grant  to  others  to 
make  and  use,"  are  dropped  ;  so  that  there  is  not  only  no 
exclusive  right  in  the  grantee,  in  terms,  granted  or  secured 
by  the  clause,  but  no  right  at  all — ^no  right  whatever — ^to 
make,  or  to  grant  to  others  to  make  and  use,  the  thing  pat- 
ented ;  in  other  words,  no  exclusive  right  to  make  or  vend. 
And  it  is,  we  think,  quite  obvious,  from  the  connection  and 
phraseology,  that  assignees  and  grantees  are  placed,  and 
were  intended  to  be  placed,  in  this  respect,  upon  the  same 
footing.  We  should  scarcely  be  justified  in  giving  to  this 
term  a  more  enlarged  meaning  as  to  the  right  to  make  and 
sell,  as  it  respects  the  one  class,  than  is  given  to  the  others, 
as  they  are  always  used  as  correlative  in  the  Patent  Laws, 
to  the  extent  of  the  interests  held  by  them.  The  clause, 
therefore,  in  terms,  seems  to  limit  studiously  the  benefit  or 
reservation,  or  whatever  it  may  be  called,  under  or  from 
the  new  grant,  to  the  naked  right  to  use  the  thing  patented  ; 
not  au  exclusive  right  even  for  that,  which  might  denote 
monopoly,  nor  any  right  at  all,  much  less  exclusive,  to 
make  and  vend.  That  seems  to  have  been  guardedly 
omitted.  We  do  not  forget  the  remaining  part  of  the  sen- 
tence, "  to  the  extent  of  their  respective  interests  therein," 
which  is  relied  on  to  help  out  the  difficulty.  But  we  see 
nothing  in  the  phrase,  giving  full  effect  to  it,  necessarily 
inconsistent  with  the  plain  meaning  of  the  previous  words. 
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The  exact  idea  intended  to  be  expressed  may  be  open  to 
observation  ;  but  we  think  it  far  from  justifying  the  court 
in  holding  that  the  grant  or  reservation  of  a  right  to  use  a 
thing  patented,  weU  known  and  in  general  use  at  the  time, 
means  an  exclusive  right  to  make  and  use  it ;  and  not  only 
this,  but  an  exclusive  right  to  grant  to  others  the  right  to 
make  and  use  it,  meaning  an  exclusive  right  to  vend  it. 

The  court  is  asked  to  build  up  a  complete  monopoly,  in 
the  hands  of  the  assignees  and  grantees,  in  the  thing  pat- 
ented, by  judicial  construction,  founded  upon  the  grant  of 
a  simple  right  to  use  it  to  the  extent  of  the  interest  pos- 
sessed ;  for  the  argument  comes  to  this  complexion.  A 
simple  right  to  use  is  given,  arid  we  are  asked  to  read  it  an 
exclusive  right ;  and  not  only  to  read  it  an  exclusive  right 
to  use,  but  an  exclusive  right  to  make  and  vend  the  pat- 
ented article. 

Recurring  to  the  Patent  Law,  it  will  be  seen  that  Con- 
gress, in  granting  monopolies  of  this  description,  have 
deemed  it  necessary  to  use  very  different  language.  The 
grant  in  the  patent  must  be  in  express  terms,  for  '*  the  full 
and  exclusive  right  and  liberty  of  making,  using,  and  vend- 
ing," in  order  to  confer  exclusive  privileges.  The  same 
language  is  also  used  in  the  act,  when  speaking  of  portions 
of  the  monopoly  in  the  hands  of  assignees  and  grantees. 
Sections  11, 14. 

We  cannot  but  think,  therefore,  if  Congress  had  intended 
to  confer  a  monopoly  in  the  patented  article  upon  the 
assignees  and  grantees,  by  the  clause  in  question,  the  usual 
formula  in  all  such  grants  would  have  been  observed,  and 
that  we  should  be  defeating  their  understanding  and  intent, 
as  well  as  doing  violence  to  the  language,  to  sanction  or 
uphold  rights  and  privileges  of  such  magnitude,  by  the 
mere  force  of  judicial  construction. 

We  conclude,  therefore,  that  the  clause  has  no  reference 
to  the  rights  or  interest  of  assignees  and  grantees  under  the 
new  and  extended  term — 

1.  Because,  in  that  view,  giving  to  the  words  the  widest 
construction,  there  is  nothing  to  satisfy  the  clause,  or  upon 
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which  any  substantial  eflEect  and  operation  can  be  given  to 
it.  It  becomes  virtually  a  dead-letter,  and  work  of  legisla- 
tive superfluity.     And, 

2.  Because  the  clause  in  question,  ux)on  a  true  and  reason- 
able interpretation,  does  not  operate  to  vest  the  assignees 
and  grantees  named  therein  with  any  exclusive  privil^es 
whatever,  in  the  eirtended  term,  and  therefore  cannot  be 
construed  as  relating  to  or  embracing  such  interests,  in  the 
sense  of  the  law. 

The  extension  of  the  patent  under  the  eighteenth  section 
is  a  new  grant  of  the  exclusive  right  or  monopoly  in  the 
subject  of  the  invention  for  the  seven  years.  AU  the  rights 
of  assignees  or  grantees,  whether  in  a  share  of  the  patent, 
or  to  a  specified  portion  of  the  territory  held  under  it, 
terminate  at  the  end  of  the  fourteen  years,  and  become  re- 
invested in  the  patentee  by  the  new  grant. 

From  that  date,  he  is  again  possessed  of  "  the  full  and 
exclusive  right  and  liberty  of  making,  using,  and  vending 
to  others  the  invention,"  whatever  it  may  be.  Not  only 
portions  of  the  monopoly  held  by  assignees  and  grantees  as 
subjects  of  trade  and  commerce,  but  the  patented  articles 
or  machines,  throughout  the  country,  purchased  for  practi- 
cal use  in  the  business  affairs  of  life,  are  embraced  within 
the  operation  of  the  extension.  This  latter  class  of  assignees 
and  grantees  are  reached  by  the  new  grant  of  the  exclusive 
right  to  use  the  thing  patented.  Purchasers  of  the  ma- 
chines who  were  in  the  use  of  them  at  the  time  are  disabled 
from  further  use  immediately,  as  that  right  became  vested 
exclusively  in  the  patentee.  Making  and  vending  the  in- 
vention are  prohibited  by  the  corresponding  terms  of  this 
grant. 
/  Now,  if  we  read  the  clause  in  question  with  reference  to 

this  state  of  things,  we  think  that  much  of  the  difficulty 
attending  it  will  disapi)ear.  By  the  previous  part  of  the 
section,  the  patentee  would  become  reinvested  with  the  ex- 
clusive right  to  make,  use,  and  vend  the  thing  patented ; 
and  the  clause  in  question  follows,  and  was  so  intended,  as 
a  qualification.     To  what  extent,  is  the  question.     The  Ian- 
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guage  is,  "  And  the  benefit  of  such  renewal  shall  extend  to 
assignees  and  grantees  of  the  right  to  use  the  thing  pat- 
ented, to  the  extent  of  their  respective  interests  therein," 
—naturally,  we  think,  pointing  to  those  who  were  in  the 
use  of  the  patented  article  at  the  time  of  the  renewal,  and 
intended  to  restore  or  save  to  them  that  right  which,  with- 
out the  clause,  would  have  been  vested  again  exclusively  in 
the  fyatentee.  The  previous  part  of  the  section  operating 
in  terms  to  vest  him  with  the  exclusive  right  to  use  as  well 
as  to  make  and  vend,  there  is  nothing  very  remarkable  in 
the  words,  the  legislature  intending  thereby  to  qualify  the 
right  in  respect  to  a  certain  class  only,  leaving  the  right  as 
to  all  others  in  the  patentee,  in  speaking  of  the  benefit  of 
the  renewal  extending  to  this  class.  The  renewal  vested 
him  with  the  whole  right  to  use,  and  therefore  there  is  no 
great  impropriety  of  language,  if  intended  to  protect  this 
class,  by  giving  them  in  terms  the  benefit  of  the  renewal. 
Against  this  view,  it  may  be  said  that  '^the  thing  pat- 
ented" means  the  invention  or  discovery,  as  held  in 
McClurg  V.  Kingsland,  1  How.  202,  ante^  and  that  the  right 
to  use  the  *^  thing  patented  "  is  what,  in  terms,  is  provided 
for  in  the  clause.  That  is  admitted,  but  the  words,  as  used 
in  the  connection  here  found,  with  the  right  simply  to  use 
the  thing  patented,  (not  the  exclusive  right,  which  would 
be  a  monopoly,)  necessarily  refer  to  the  patented  machine, 
and  not  to  the  invention ;  and,  indeed,  it  is  in  that  sense 
that  the  expression  is  to  be  understood  generally  throughout 
the  Patent  Law,  when  taken  in  connection  with  the  right 
to  use,  in  contradistinction  to  the  right  to  make  and  seU. 

The  "  thing  patented  "  is  the  invention  ;  so  the  machine 
is  the  thing  patented  ;  and  to  use  the  machine  is  to  use  the 
invention,  because  it  is  the  thi%  invented,  and  in  respect 
to  which  the  exclusive  right  is  secured,  as  is  also  held  in. 
McClurg  V.  Kingsland.  The  patented  machine  is  frequently 
used  as  equivalent  for  the  "  thing  patented,"  as  well  as  for 
the  invention  or  discovery,  and,  no  doubt,  when  found  in 
connection  with  the  exclusive  right  to  make  and  vend, 
always  means  the  right  of  property  in  the  invention — ^the 
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The  consequences  of  any  different 
one  proposed  to  be  given,  are  alwj 
courts,  when  dealing  with  a  statute 
for  between  two  different  interpn 
judicial  expositions  of  ambiguous  anc 
that  which  wiU  result  in  what  may 
nearest  to  the  intention  of  the  legii 
ferred. 

We  must  remember,  too,  that  we  a 
decision  of  the  particular  case  before 
volved  in  the  inquiry  ;  but  with  a  g( 
practical  interest  to  the  country  ;  an« 
decision  upon  the  operation  of  the  s 
its  chief  importance. 

The  eighteenth  section  authorizes 
in  all  cases  where  the  Board  of  Con 
of  the  usefulness  of  the  invention,  ji 
of  remuneration  to  the  patentee.  In 
are  the  subject  of  the  new  grant,- 
public  confidence,  and  which  it  maj 
entered  largely,  in  one  way  and  anot 
affairs  of  life. 

By  the  report  of  the  Commissioner 
that  five  hundred  and  two  patents  w 
1844,  — ^f or  the  last  fourteen  years,  th 
exceeded  this  number, — and  embrace 
common  use  in  every  department  o 
farm,  in  the  workshop  and  factory, 
been  purchased  from  the  patentee, 
common  use.  But  if  the  construct 
have  been  contending  should  prevail, 
ent  of  either  article  is  renewed,  the  cc 
by  the  exclusive  grant  to  the  pate 
owner  may  repurchase  the  right  t 
would  be  compelled,  from  necessity  ; 
discretion  or  caprice  of  the  patentee, 
ing  to  such  consequences,  and  fraugl 
evil,  we  must  be  satisfied,  was  never 
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gress,  and  should  not  be  adopted,  unless  compelled  by  the 
most  express  and  positive  language  of  the  statute. 

The  third  question  certified  is,  whether  the  extension  of 
the  patent  granted  to  W.  W.  Woodworth,  as  administrator, 
on  the  16th  of  November,  1842,  inured  to  the  benefit  of  the 
administrator  exclusively,  or  whether,  as  to  certain  territory 
specified  in  the  contract  of  assignment  made  by  W.  W. 
Woodworth  and  James  Strong  to  Toogood,  Halstead,  and 
Tyack,  on  the  28th  of  November,  1829,  and  by  legal  opera- 
tion of  the  covenants  contained  in  said  contract,  the  said 
extension  inured  to  the  benefit  of  said  Toogood,  Halstead, 
and  Tyack,  or  their  assigns. 

William  Woodworth  was  the  original  patentee,  and  took 
out  letters  patent  on  the  27th  of  December,  1828,  and  soon 
after  conveyed  a  moiety  of  the  same  to  James  Strong.  One 
Uri  Emmons  also  obtained  a  patent  for  a  similar  machine 
on  the  25th  of  April,  1829,  and  soon  after  conveyed  all  his 
interest  in  the  same  to  Toogood,  Halstead,  and  Tyack. 
With  a  view  to  avoid  litigation,  both  parties  mutually 
assigned  to  each  other  their  interests  in  the  respective 
patents  to  different  and  separate  portions  of  the  United 
States  ;  and  in  the  assignment  from  Woodworth  and  Strong 
to  Toogood,  Halstead,  and  Tyack,  the  following  covenant 
was  entered  into  by  the  parties :  ''  And  the  two  parties 
further  agree,  that  any  improvement  in  the  machinery,  or 
alteration  or  renewal  of  either  patent,  such  improvement, 
alteration,  or  renewal  shall  inure  to  the  benefit  of  the 
respective  parties  interested,  and  may  be  applied  and 
used  within  their  respective  districts,  as  hereinbefore  desig- 
nated." 

At  the  time  this  covenant  was  entered  into,  there  was  no 
provision  in  the  Patent  Laws  authorizing  an  extension  or 
renewal  of  the  same  beyond  the  original  term  of  fourteen 
years.  The  first  act  providing  for  it  was  passed  in  July, 
1832.  Before  this  time,  the  only  mode  of  prolonging  the 
term  beyond  the  original  grant  was  by  means  of  private 
acts  of  Congress,  upon  individual  applications. 

A  construction  had  been  given  by  the  Circuit  Court  of 
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the  United  States,  in  New  York,  as  early  as  1824,  by  which 
the  patentee,  on  surrendering  his  patent  on  account  of  a 
defective  specification,  would  be  entitled  to  take  out  a  new 
patent  correcting  the  defect,  which  construction  was  after- 
ward upheld  by  this  court  in  Grant  v,  Eaymond,  6  Peters, 
218,  and  the  principle  since  ingrafted  into  the  Patent  Law 
by  the  act  of  1832. 

The  court  is  of  opinion,  that  the  covenant  in  question 
should  be  construed  as  having  been  entered  into  by  th^ 
parties,  with  a  reference  to  the  known  and  existing  rights 
and  privileges  secured  to  patentees  under  the  general  sys- 
tem of  the  government  established  for  that  purpose }  t^t 
the  parties  would  naturally  look  to  the  established  systenfe 
of  law  on  the  subject  o;f  arranging  their  several  rights  and; 
obligations,  in  dealing  with  property  of  this  description,, 
rather  than  to  any  possible  change  that  might  be  effected 
by  private  acts  of  Congress,  upon  individual  application. 
Contracts  are  usually  made  with  reference  to  the  established 
law  of  the  land,  and  should  be  so  understood  and  construed, 
unless  otherwise  clearly  indicated  by  the  terms  of  the  agree- 
ment. If  the  parties  in  this  case  ccoitemplated  any  altera- 
tion or  modification  of  their  rights,,  more  advantageous,  by 
the  further  legislation  of  Congress,  we  think  some  more 
specific  provision,  having  reference  to  it,  should  have  been 
inserted  in  their  covenant.  The  term  renewal  may  be  satis- 
fied by  a  reference  to  the  law  as  it  then  stood.  The  pat- 
entee might  surrender  his  patent,  and  take  out  a  new  one, 
within  the  fourteen  years ;  and  the  term  was  used,  prob- 
ably, to  guard  against  any  question  that  might  be  raised  as 
to  the  right  under  the  assignment  in  the. new  patent,  if  a 
surrender  and  new  issue  should  become  necessary.  The 
specification  accompanying  the  patent  was  a  complicated 
one,  and  has  been  the  subject  of  much  controversy,  and  the 
necessity  of  a  surrender  for  correction  and  amendment 
might  very  well  have  been  anticipated. 

We  think  this  view  satisfies^  the  use  of  the  term,  and  that 
no  right  is  acquired  in  the^  ijew  grant  by  virtue  of  the 
assignment  or  covenant 
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The  fourth  and  fifth  questions  certified  are  answered  by 
the  opinion  of  the  court  upon  the  first  and  second  ques- 
tions. 

The  sixth  question  certified  is  as  follows :  Whether  the 
plaintiff,  if  he  be  an  assignee  of  an  exclusive  right  to  use 
two  of  the  patented  machines  w^ithin  the  town  of  Water- 
vliet,  has  such  an  exclusive  right  as  will  enable  him  to 
maintain  an  action  for  an  infringement  of  the  patent  within 
the  said  town,  or  whether,  to  maintain  such  action,  the 
plaintiff  must  be  possessed,  as  to  that  territory,  of  all  the 
rights  of  the  original  patentee. 

The  plaintiff  is  the  grantee  of  the  exclusive  right  to  con- 
struct and  use,  and  to  vend  to  others  to  be  used,  two  of  the 
patented  machines  within  the  town  of  Watervliet,  in  the 
county  of  Albany. 

The  fourteenth  section  of  the  Patent  Law  authorizes  any 
person,  who  is  a  grantee  of  the  exclusive  right  in  a  patent 
within  and  throughout  a  specified  portion  of  the  United 
States,  to  maintain  an  action  in  his  own  name  for  an  in- 
fringement of  the  right. 

The  plaintiff  comes  within  the  very  terms  of  the  section. 
Although  limited  to  the  use  of  two  machines  within  the 
town,  the  right  to  use  them  is  exclusive.  No  other  party, 
not  even  the  patentee,  can  use  a  right  under  the  patent 
within  the  territory,  without  infringing  the  grant. 

The  seventh  question  certified  is  as  follows  :  Whether  the 
letters  patent  of  renewal  issued  to  W.  W.  Woodworth,  as 
.  administrator,  on  the  8th  of  July,  1846,  upon  the  amended 
specification  and  explanatory  drawings  then  filed,  be  good 
and  valid  in  law,  or  whether  the  same  be  void  for  uncer- 
tainty, ambiguity,  or  multiplicity  of  claim,  or  any  other 
cause. 

The  court  is  satisfied,  upon  an  examination  of  the  specifi- 
cation and  drawings  referred  to  in  the  question  certified, 
that  it  is  sufficiently  full  and  explicit,  and  is  not  subject  to 
any  of  the  objections  taken  to  it. 

The  remaining  questions  will  be  sufficiently  answered  by 
the  certificate  sent  to  the  court  below. 
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Order.  This  cause  came  on  to  be  heard  on  the  transcript 
of  the  record  from  the  Circnit  Court  of  the  United  States 
for  the  Northern  District  of  New  York,  and  on  the  points 
and  questions  on  which  the  judges  of  the  said  Circuit  Court 
were  opposed  in  opinion,  and  which  were  certified  to  this 
court  for  its  opinion,  agreeably  to  the  act  of  Congress  in 
such  case  made  and  provided,  and  was  argued  by  counsel ; 
on  consideration  whereof,  it  is  the  opinion  of  this  court — 

1.  That  the  eighteenth  section  of  the  Patent  Act  of  1830 
did  authorize  the  extension  of  a  patent  on  the  application 
of  the  executor  or  administrator  of  a  deceased  patentee. 

2.  That,  by  force  and  operation  of  the  eighteenth  section 
of  the  act  of  July  4,  1836,  entitled  "  An  act  to  promote  the 
progress  of  the  useful  arts,"  &c.,  the  extension  granted  to 
WUliam  W.  Woodworth,  as  administrator,  on  the  16th  day 
of  November,  1842,  did  not  inure  to  the  benefit  of  assignees 
under  the  original  patent  granted  to  William  Woodworth, 
on  thfe  27th  day  of  December,  1828,  but  that  the  said  exten- 
sion inured  to  the  benefit  of  the  administrator  only,  in  his 
said  capacity. 

3.  That  the  extension  specified  in  the  foregoing  second 
point  did  inure  to  the  benefit  of  the  administrator,  to  whom 
the  same  was  granted,  and  to  him,  in  that  capacity,  exclu- 
sively ;  and  that,  as  to  the  territory  specified  in  the  con- 
tract of  assignment  made  by  William  Woodworth  and 
James  Strong  to  Toogood,  Halstead,  and  Tyack,  on  the 
28th  day  of  November,  1829,  (and  set  forth  in  the  second 
plea  of  the  defendants  to  the  first  count  of  the  declaration, ) 
and  by  legal  operation  of  the  covenants  contained  in  said 
contract,  the  said  extension  did  not  inure  to  the  benefit  of 
the  said  Toogood,  Halstead,  and  Tyack,  or  their  assigns. 

4.  That  the  plaintiff,  claiming  title  under  the  extension 
from  the  administrator,  can  maintain  an  action  for  an  in- 
fringement of  the  patent-right  within  the  territory  specified 
in  the  contract  of  assignment  to  Toogood,  Halstead,  and 
Tyack,  against  any  person  not  claiming  under  said  assign- 
ment ;  and  that  the  said  assignment  is  not,  of  itself,  a  per- 
fect bar  to  the  plaintiff' s  suit. 
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6.  That  the  extension  specified  in  the  second  point  could 
be  applied  for  and  obtained  by  William  W.  Woodworth,  as 
administrator  of  William  Woodworth,  deceased,  although 
the  said  William  Woodworth,  the  original  patentee,  had, 
in  his  lifetime,  disposed  of  all  his  interest  in  the  then  ex- 
isting patent,  having  at  the  time  of  his  death  no  right  or 
title  to  or  interest  in  the  said  original  patent ;  and  that 
such  sale  did  not  cany  anything  beyond  the  term  of  said 
original  patent ;  and  that  no  contingent  rights  remained  in 
the  patentee  or  his  representatives. 

0.  That  the  plaintiff,  if  he  be  an  assignee  of  an  exclusive 
right  to  use  two  of  the  patented  machines  within  the  town 
of  Watervliet,  has  such  an  exclusive  right  as  will  enable 
him  to  maintain  an  action  for  an  infringement  of  the  patent 
within  said  town. 

7.  That  the  letters  patent  of  renewal  issued  to  William 
W.  Woodworth,  as  administrator  as  aforesaid,  on  the  8th 
day  of  July,  1846,  upon  the  amended  specification  and  ex- 
planatory drawings  then  filed,  are  good  and  valid  in  law  ; 
and  are  not  void  for  uncertainty,  ambiguity,  or  multiplicity 
of  claim,  or  any  other  cause. 

8.  That  the  question  involved  in  the  eighth  ix)int  pro- 
pounded does  not  present  any  question  of  law  which  this 
court  can  answer. 

9.  That  the  decision  of  the  Board  of  Commissioners,  who 
are  to  determine  upon  the  application  for  the  extension  of 
a  patent  under  the  eighteenth  section  of  the  act  of  1836,  is 
not  conclusive  upon  the  question  of  their  jurisdiction  to  act 
in  a  given  case. 

10.  That  the  Commissioner  of  Patents  can  lawfully  re- 
ceive a  surrender  of  letters  patent  for  a  defective  specifica- 
tion, and  issue  new  letters  patent  upon  an  amended  specifi- 
cation, after  the  expiration  of  the  term  for  which  the  orig- 
inal patent  was  granted,  and  pending  the  existence  of  an 
extended  term  of  seven  years  ;  and  that  such  surrender  and 
renewal  may  be  made  at  any  time  during  such  extended  term. 

It  is  thereupon  now  here  ordered  and  adjudged  by  this 
court,  that  it  be  so  certified  to  the  said  Circuit  Court. 
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M'Lean,  J.  As  I  dissent  from  the  opinion  of  the  court, 
in  their  answer  to  the  second  question  certified,  I  will  state, 
in  few  words,  the  reasons  of  my  dissent. 

The  question  is,  whether  the  extension  of  the  patent, 
under  the  act  of  1836,  to  William  W.  Woodworth,  the  ad- 
ministrator, inured  to  the  benefit  of  the  assignees  of  the 
first  patent. 

I  had  occasion  to  consider  this  question  in  the  case  of 
Brooks  &  Morris  v.  BickneU  &  Jenkins,  [4  McL.  64,  ]  on  my 
circuit,  and,  on  a  deliberate  examination  of  the  eighteenth 
section  of  the  above  act,  I  came  to  the  conclusion  that, 
unless  the  assignment  gave  to  the  assignee  the  right  in  the 
extended  or  renewed  patent,  his  interest  expired  with  the 
limitation  of  the  original  patent. 

The  lamented  Justice  Story,  without  any  interchange  of 
opinion  between  us,  about  the  same  time,  gave  the  same 
construction  to  the  section.  The  late  Mr.  Justice  Thomp- 
son, and  several  of  the  district  judges  of  the  United  States, 
have  construed  the  act  in  the  same  way. 

The  eleventh  section  of  the  act  makes  the  patent  assign- 
able in  law,  either  as  to  the  whole  interest  or  any  undivided 
part  thereof,  by  any  instrument  of  writing,  which  is  re- 
quired to  be  recorded  in  the  Patent  OflBice  within  three 
months  from  the  date. 

By  the  eighteenth  section,  the  patentee  may  make  appli- 
cation for  the  extension  of  his  patent  to  the  Commissioner, 
who  is  required  to  publish  a  notice  of  such  application  "  in 
one  or  more  of  the  principal  newspapers  in  the  city  of 
Washington,  and  in  such  other  paper  or  papers  as  he  may 
deem  proper,  published  in  the  section  of  country  most  in- 
terested adversely  to  the  extension  of  the  patent."  "  And 
the  Secretary  of  State,  the  Commissioner  of  the  Patent 
Office,  and  the  Solicitor  of  the  Treasury  shaU  constitute  a 
board  to  hear  and  decide  upon  the  evidence  produced 
before  them,  both  for  and  against  the  extension,  and  shall 
sit  for  that  purpose  at  the  time  and  place  designated  in  the 
published  notice  thereof.  The  patentee  shall  furnish  to 
said  board  a  statement  in  writing,  under  oath,  of  the  ascer^ 
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tained  value  of  the  invention,  and  of  his  receipts  and  ex- 
penditures, sufficiently  in  detail  to  exhibit  a  true  and  faith- 
ful .  account  of  loss  and  profit  in  any  manner  accruing  to 
him  from  and  by  reason  of  said  invention.  And  if,  upon  a 
hearing  of  the  matter,  it  shall  appear,  to  the  full  and  entire 
satisfaction  of  the  said  board,  having  due  regard  to  the 
public  interest  therein,  that  it  is  just  and  proper  that  the 
term  of  the  patent  should  be  extended,  by  reason  of  the 
patentee,  without  neglect  or  fault  on  his  part,  having  failed 
to  obtain,  from  the  use  and  sale  of  his  invention,  a  reason- 
able remuneration  for  the  time,  ingenuity,  and  expense 
bestowed  upon  the  same,  and  the  introduction  thereof  into 
use,  it  shall  be  the  duty  of  the  Commissioner  to  renew  and 
extend  the  patent,"  &c.  ;  "  and  thereupon  the  said  patent 
shall  have  the  same  effect  in  law  as  though  it  had  been  orig- 
inally granted  for  the  term  of  twenty-one  years.  And  the 
benefit  of  such  renewal  shall  extend  to  assignees  and 
grantees  of  the  right  to  use  the  thing  patented,  to  the  ex- 
tent of  their  respective  interests  therein. ' ' 

This  section  embraces  patents  previously  issued,  and  the 
construction  now  to  be  given  to  it  operates  on  all  cases  of 
extensions  under  it,  whether  the  assignments  were  made 
before  or  after  the  passage  of  the  act. 

The  object  of  this  section  is  so  clearly  expressed  as  not  to 
admit  of  doubt.  It  was  for  the  exclusive  benefit  of  the  pat- 
entee :  for  the  extension  can  only  be  granted  when  it  shall 
be  made  to  appear  that  the  patentee,  * '  without  neglect  or 
fault  on  his  part,  having  failed  to  obtain,  from  the  use  and 
sale  of  his  invention,  a  reasonable  remuneration  for  his 
time,  ingenuity,  and  expense,"  &c.  This,  then,  being  the 
clear  intent  of  Congress,  expressed  in  this  section,  it  must 
have  a  controlling  influence  in  the  construction  of  other 
parts  of  the  section.  A  statute  is  construed  by  the  same 
rule  as  a  written  contract.  The  intent  of  law-makers,  and 
of  the  persons  contracting,  where  that  intent  clearly  ap- 
pears, must  be  carried  into  effect.  Where  the  statute  or 
the  contract  is  so  repugnant  in  its  language  as  not  to  show 
the  intent,  then  no  effect  can  be  given  to  it.     If  the  words 
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used  be  susceptible  of  such  a  construction  as  not  only  to 
show  the  intent,  but  to  enable  the  court  to  give  effect  to  it, 
it  is  the  duty  of  the  court  so  to  construe  it. 

Bacon,  on  the  construction  of  statutes,  says  :  ''  The  most 
natural  and  genuine  way  of  construing  a  statute,  is  to  con- 
strue one  part  by  another  part  of  the  same  statute  ;  for  this 
best  expresseth  the  meaning  of  the  makers."  And,  *'  If 
any  part  of  a  statute  be  obscure,  it  is  proper  to  consider  the 
other  parts  ;  for  the  words  and  meaning  of  one  part  of  a 
statute  frequently  lead  to  the  sense  of  another."  ''A 
statute  ought,  upon  the  whole,  to  be  so  construed,  that,  if 
it  can  be  prevented,  no  clause,  sentence,  or  word  phall  be 
superfluous,  void,  or  insignificant." 

That  the  patentee  may  have  his  patent  extended,  though 
the  assignee  held  the  entire  interest  in  it,  is  undoubted. 
He  has  only  to  show  that  he  has  not  been  reimbursed,  &c. , 
within  the  meaning  of  the  section,  to  establish  his  claim  for 
an  extension.  And  in  such  a  case,  if  the  benefit  of  the  ex- 
tension go  to  the  assignee,  he  having  the  entire  interest  in 
the  patent,  how  is  the  patentee  benefited?  And  yet  the 
law  was  enacted  exclusively  for  his  benefit.  Does  not  such 
a  construction  defeat  the  object  of  the  law  ?  And  if  it  does, 
can  it  be  maintained  ?  Where  the  assignment  of  the  patent 
has  been  for  less  than  the  whole,  the  same  objection  lies, 
though  the  object  of  the  law  is  subverted  only  to  the  extent 
of  the  assignment. 

The  interest  of  the  assignee,  it  is  supposed,  is  protected 
by  the  provision  that  * '  the  benefit  of  such  renewals  shall 
extend  to  assignees  and  grantees  of  the  right  to  use  the 
thing  patented,  to  the  extent  of  their  respective  interests 
therein."  There  can  be  no  doubt  that  the  words,  ^*  to  the 
extent  of  their  respective  interests  therein,"  refer  to  their 
right  to  use  the  thing  patented  ;  and  this,  it  is  contended, 
is  the  benefit  which  results  to  the  assignee  from  the  renewal. 
That  this  would  seem  to  be  the  import  of  these  words,  dis- 
connected from  other  parts  of  the  section,  is  admitted  ;  but 
such  a  construction  is  wholly  inadmissible,  when  the  object 
of  the  section  is  considered. 
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The  patent  is  extended  for  the  benefit  of  the  patentee. 
Tills  is  so  obvious  that  no  one  will  deny  it.  And  the  above 
construction  gives  the  benefit  to  the  assignee.  Here  is  a 
direct  repugnancy,  and  there  is  no  escape  from  it ;  for  the 
same  repugnancy  exists,  though  in  a  less  degree,  where  a 
part  of  the  patent  only  has  been  assigned.  Under  such  cir- 
cumstances, we  must  inquire  whether  this  repugnancy  may 
not  be  avoided  by  giving  another  and  a  different  applica- 
tion to  the  provision,  of  which  the  words  may  be  sus- 
ceptible. 

The  benefit  of  the  renewal  is  given  to  the  assignees  ;  but 
to  what  extent  ?  To  the  extent  of  their  interest  in  the  re- 
newal. But  it  is  said  that  this  cannot  be  the  true  construc- 
tion, as  it  renders  the  provision  inoperative.  If,  by  the 
assignment,  there  was  an  express  contract  that  the  assignee 
should  enjoy  the  same  interest  in  the  renewal  or  extension 
of  a  patent,  this  would  secure  such  interest  without  the 
provision. 

To  this  it  may  be  answered,  that  such  an  assignment  of  a 
thing  not  in  esse  would,  at  most,  only  be  a  contract  to 
convey  the  legal  right.  But,  under  the  eighteenth  section, 
the  assignment,  after  the  extension,  becomes  a  legal  trans- 
fer. In  addition  to  this,  the  right  under  the  extension 
being  legal,  all  purchasers  would  be  affected  with  notice, 
where  the  assignment  had  been  recorded  in  the  Patent 
Office.  This  view  gives  effect  to  the  section,  and  harmo- 
nizes its  provisions.  The  other  construction  makes  the  parts 
of  the  section  repugnant,  and  nullifies  the  whole  of  it. 
Now,  which  is  the  more  reasonable  view  ?  But,  in  addition 
to  this,  what  conceivable  motive  could  Congress  have  had 
to  give  a  boon  to  the  assignee  ?  How  is  he  injured  by  the 
extension  ? 

Without  the  extension,  the  assignee  would  only  have  a 
right,  in  common  with  all  others,  to  use  the  invention. 
This  could  be  of  no  more  value  to  him  than  the  worth  of 
his  machinery  ;  for  competition  equally  open  to  all  cannot 
be  estimated  of  any  value.  Under  the  assignment,  the 
assignee  claims  a  monopoly.     Now,  did  Congress  intend  to 
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give  him  this  boon  ?  Why  should  he  be  an  object  of  public 
munificence  ?  He  laid  out  his  money,  in  the  purchase  of 
the  patent-right,  because  he  believed  it  would  be  profitable. 
And,  in  most  cases,  the  assignee  speculates  upon  the  pov- 
erty of  the  inventor.  Inventors  are  proverbially  poor  and 
dependent.  The  history  of  this  patent  illustrates  strongly 
this  fact.  Half  of  the  right  was  originally  assigned  to  pay 
the  expense  and  trouble  of  taking  out  the  patent.  Another 
part  of  the  patent  was  assigned  to  compromise  a  pretended 
claim  to  a  similar  invention. 

The  hardship  complained  of  by  the  assignee  is  more  imag- 
inary than  real.  If  the  patentee  takes  all  the  benefit  of  the 
extension,  the  assignee  loses,  it  is  said,  the  value  of  his 
machinery.  This  does  not  necessarily  foUow ;  for  if  the 
machinery  has  been  judiciously  selected,  and  put  in  opera- 
tion at  a  proper  place,  it  will  sell  for  its  value  generally,  if 
not  always.  If  the  invention  be  of  great  value,  as  is  un- 
doubtedly the  case  in  this  instance,  the  machinery  wiU  be 
wanted  by  any  one  who  may  wish  to  continue  the  business, 
under  the  extended  patent.  So  that  the  loss  in  the  sale  of 
the  machinery  would  not  be  greater  than  would  have  been 
suffered  by  a  sale  if  the  patent  had  not  been  extended. 

This  construction,  then,  inflicts  little  or  no  injury  on  the 
assignee,  while  the  other  construction,  as  has  been  shown, 
defeats  the  object  of  the  statute.  But  this  inconvenience  or 
loss  to  the  assignee  is  duly  considered  and  weighed,  under 
the  statute,  as  the  board,  in  granting  the  extension,  must 
have  a  due  regard  to  the  public  interest.  Notice  is  to  be 
given,  as  far  as  practicable,  to  all  persons  interested  against 
the  extension  of  the  patent,  who  may  appear  before  the 
board  and  oppose  it ;  and  it  was  stated  in  the  argument 
that  the  assignees  of  this  patent  did  oppose  the  extension 
of  it.  Little  did  they  suppose,  at  the  time,  that  they  were 
resisting  a  boon  secured  to  them  by  the  above  section. 
Whatever  loss,  real  or  imaginary,  the  assignee  may  suffer 
from  the  extension  of  the  patent,  is  a  loss  or  inconvenience 
which  results  from  the  general  advancement  of  the  public 
good,  and  for  which  society  does  not,  and  indeed  cannot^ 
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make  compensation.  The  price  of  property  is  aflfected  by 
general  legislation.  An  embargo  is  laid,  and  ships,  during 
its  continuance,  are  valueless.  The  increase  or  diminution 
of  the  tariff  affects  beneficially  or  injuriously  the  value  of 
machinery  used  in  manufactures.  The  reduction  of  the 
price  of  the  public  lands  affects  the  price  of  lands  generally 
in  the  new  States.  An  act  authorizing  a  company  or  indi- 
vidual to  construct  a  railroad,  renders  useless  turnpike 
roads  in  its  neighborhood,  and  the  public  houses  established 
thereon.  But  for  these  injuries,  no  compensation  is  made. 
Indeed,  it  is  difficult  to  find  any  great  public  enterprise 
which  does  not,  in  a  greater  or  less  degree,  affect  injuriously 
private  rights.  But  these  must  yield  to  the  general  welfare 
of  society. 

All  enlightened  governments  reward  the  inventor.  He  is 
justly  considered  a  public  benefactor.  Many  of  the  most 
splendid  productions  of  genius,  in  literature  and  in  the 
arts,  have  been  conceived  and  elaborated  in  a  garret  or 
hovel.  Such  results  not  only  enrich  a  nation,  but  render  it 
illustrious.  And  should  not  their  authors  be  cherished 
and  rewarded  i 

If  the  assignee,  under  the  eighteenth  section,  take  any- 
thing, in  my  judgment,  he  takes  the  wholft  extent  of  his 
interest, — the  whole  or  nothing.  And  it  appeal's  to  me  the 
construction  given  by  the  court  is,  if  possible,  less  war- 
ranted by  the  section,  than  to  hold  that  the  assignee  takes 
under  the  extension  the  entire  interest  assigned. 

The  words,  "  and  the  benefit  of  such  renewal  shall  extend 
to  assignees  and  grantees  of  the  right  to  use  the  thing  pat- 
ented, to  the  extent  of  their  respective  interests  therein," 
cannot,  it  seems  to  me,  by  any  known  rule  of  construction, 
be  held  to  give  to  the  assignee  or  grantee  the  right  to  use 
the  machine  he  may  have  had  in  operation  at  the  time  the 
extension  took  effect.  The  words,  ' '  to  use  the  thing  pat- 
ented," are  descriptive  of  the  right  assigned  or  granted, 
and  refer  to  such  right, — not  to  the  mere  use  of  the  ma- 
chine. '  ^  The  extent  of  their  respective  interests  therein' ' 
undoubtedly  covers  the  whole  interest,  and  cannot  refer 
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merely  to  the  number  of  machines  the  individual  may  have 
in  operation. 

Mr.  Justice  Wayne  expressed  his  dissent  from  that  part 
of  the  opinion  of  the  court  which,  in  answer  to  the  second 
question,  gave  a  right  to  an  assignee  to  continue  the  use  of 
the  patented  machine,  and  said  he  would  probably  file  his 
reasons  with  the  clerk. 

Woodbury,  J.  There  is  one  of  the  leading  questions 
certified  to  us  in  this  cause,  in  the  decision  of  which  I  have 
the  misfortune  to  differ  from  a  majority  of  the  court. 

As  that  decision  bears  on  several  of  the  other  questions, 
and  also  disposes  entirely  of  some  of  the  four  causes  con- 
nected with  this  matter,  which  have  been  so  long  and  so 
ably  under  argunlent  before  us,  I  consider  it  due  to  the 
importance  of  this  subject,  to  the  parties  and  the  public,  as 
well  as  just  to  myself,  to  state  the  reasons  for  my  dissent. 

The  difference  in  our  views  arises  in  the  construction  of 
the  eighteenth  section  of  the  Patent  Law  of  July  4,  1836, 
and  relates  to  the  benefits  which  may  be  enjoyed  under  it 
by  assignees  and  grantees. 

Before  the  passage  of  that  law,  a  patent  could  not,  under 
any  circumstances,  be  extended  in  its  operation,  for  the 
benefit  of  anybody,  beyond  its  original  term,  except  by  a 
special  act  of  Congress.  But  this  section  allowed  a  pat- 
entee to  apply  to  a  board  of  officers  and  obtain  from  them  a 
renewal  of  liis  patent  for  seven  years  longer,  provided  he 
offered  to  them  satisfactory  proofs  that  his  expenses  and 
labor  in  relation  to  the  patent  had  not  been  indemnified. 
It  provided,  further,  that  the  renewal  be  indorsed  on  the 
back  of  the  original  i)atent ;  '^  and  thereupon  the  said  pat- 
ent shall  have  the  same  effect  in  law  as  though  it  had  been 
originally  granted  for  the  term  of  twenty-one  years."  It 
then  added :  '^  And  the  benefit  of  such  renewal  shall  ex- 
tend to  assignees  and  grantees  of  the  right  to  use  the  thing 
patented,  to  the  extent  of  their  respective  interests  therein." 
This  last  clause  creates  the  chief  embarrassment.    In  this 
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case,  the  patentee  having  died,  and  we  having  just  decided 
that  a  renewal  was  legally  granted  to  his  administrator,  the 
controverted  question  about  which  we  differ  is,  whether 
that  renewal  inures  exclusively  to  the  use  of  the  patentee, 
through  his  administrator,  or  goes,  either  in  full  or  in  part, 
to  his  assignees  and  grantees  under  the  old  patent.  In  the 
present  case,  it  is  conceded  that,  by  the  contract  of  assign- 
ment or  grant,  nothing  is  expressly  conveyed  but  the  old 
patent,  and  in  words  only,  for  the  original  term  of  "  four- 
teen years." 

The  question  is  not,  then,  whether,  when  assigning  an 
interest  in  the  old  term,  before  or  after  the  passage  of  the 
act  of  1836,  it  might  not  be  competent  and  easy  to  use  lan- 
guage broad  and  explicit  enough  to  transfer  an  interest  in 
any  subsequent  extension  by  means  of  the  contract  of 
assignment,  and  this  be  confirmed  by  the  words  of  the 
eighteenth  section  ;  but  whether  those  words  alone  transfer 
it,  or  were  intended  to  transfer  it,  when  the  contract  of 
assignment,  as  in  this  case,  was  made  before  the  act  of  1836 
passed,  and  referred  eo  nomine  only  to  the  old  patent,  and 
expressly  limited  the  time  for  which  the  patent  was  as- 
signed to  the  old  term. 

In  such  case,  it  seems  to  me  that  both  the  language  and 
spirit  of  this  section  restrain  its  operation  to  the  patentee 
or  his  legal  representatives,  and  convey  no  righta  in  the  ex- 
tension to  assignees  or  grantees,  whether  prior  or  subse- 
quent, except  where  the  patentee  had  clearly  contracted 
that  they  should  have  an  interest  beyond  the  original  term. 

But  the  majority  of  the  court  hold  here  that  this  clause, 
independent  of  any  expression  in  the  assignment,  transfers 
an  interest  in  the  extension  to  all  assignees  and  grantees, 
so  that  they  may  continue  to  use  any  machine  already  in 
operation  during  the  new  term,  without  any  new  contract, 
or  any  new  compensation  for  such  farther  use. 

The  argument  on  the  part  of  the  assignees,  in  all  the  cases 
before  us,  on  this  subject,  has  been,  that,  by  force  of  this 
section,  all  assignees  before  authorized  to  malie,  vend,  or 
use  these  machines  for  fourteen  years,  could  continue  to 
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make  and  vend,  as  well  as  use  them,  for  seven  more,  with- 
out any  new  contract  or  new  consideration  ;  and  that 
*'  grantees  of  the  right  to  use"  should  have  a  like  prolonga- 
tion of  all  their  interests.  And  such  seems  to  have  been 
the  opinion  of  the  Circuit  Court  in  Maryland,  in  Wilson 
7).  Turner,  [Taney,  278,]  October  Term,  1844,  Chief  Justice 
Taney  presiding,  though  other  points  arose  there,  and  were 
disposed  of  in  that  opinion. 

But  now,  for  the  first  time,  it  is  believed,  since  the  pas- 
sage of  the  Patent  Law,  this  court,  by  force  of  the  last 
clause  in  the  eighteenth  section,  not  only  give  to  assignees 
and  grantees  a  greater  or  longer  interest  in  the  thing  pat- 
ented than  was  given  in  the  contract  of  assignment  to  them, 
but  undertake  to  introduce  a  novel  discrimination,  not 
seeming  to  me  to  be  made  in  the  clause  itself,  and  give  to 
assignees  of  the  patent-right  itself  an  extension  of  only  a 
part  of  their  former  interest,  but  to  "  grantees  of  the  right 
to  use"  the  patent,  an  extension  of  all  their  former  interests. 

We  propose  to  examine  the  objections  to  this  decision  of 
the  court,  first,  on  the  principle  of  giving  to  old  assignees 
and  grantees  an  extension  of  their  interests  to  the  new  pat- 
ent at  all,  unless  the  contract  of  assignment  to  them  was 
manifestly  meant  to  embrace  any  new  term  ;  and,  after 
that,  to  examine  the  propriety  of  the  discrimination  in 
allowing  a  right  in  the  renewed  patent  to  grantees  of  the 
use,  to  the  extent  of  all  their  old  interests,  and  withholding 
a  like  privilege  from  assignees  of  the  patent  itself. 

First,  it  has  been  repeatedly  decided,  that  "a  thing 
which  is  in  the  letter  of  a  statute  is  not  within  the  statute, 
unless  it  be  within  the  intention  of  the  makers."  Dwarris 
on  Statutes,  692  ;  Bac.  Abr.  Statute,  T ;  2  Instit.  107,  386. 

Here,  the  great  design  of  the  whole  section  was  to  extend 
assistance  to  an  unfortunate  and  needy  class  of  men  of 
genius,  who  had  failed  to  realize  any  profits  from  their 
valuable  inventions  during  the  first  term  of  their  patents. 
The  intention  of  the  makers  of  this  law  is  usually  conceded 
to  have  been  relief  to  such  patentees,  and  not  to  assignees 
or  grantees. 
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It  was  the  former,  and  not  the  latter,  who  were  sufFerera, 
and  whom  Congress  had  before,  by  special  acts  of  exten- 
sion, occasionally  tried  to  indemnify  for  their  losses  ;  and 
to  whom  now,  in  a  more  summary  way,  on  application  and 
proof  by  them  alone,  an  extension  was  authorized  to  be 
given  by  a  board  of  officers,  in  order  that  they,  and  not 
others,  might  reap  the  profits  of  such  extension. 

But,  by  allowing  the  benefit  of  it  to  go  to  the  former 
assignees  of  only  the  old  patent,  the  intention  of  the 
makers  appears  to  be  defeated,  and  those  profited  who  have 
not  proved  any  loss  or  suffering,  bat^  on  the  eontrarj-,  may 
have  already  derived  great  advantages  from  the  assignment 

It  might  thus  happen,  likewise,  whare,  in  a  case  like  this, 
the  patentee  has  assigned  all  his  old  patent  before  the  ex- 
tension, and  the  use  of  it  under  the  extension  would  consti- 
tute all  or  its  chief  value,  that  neither  he  nor  his  represent- 
atives -he  whose  genius  had  produced  the  whole  invention, 
at  the  sacrifice  of  time  and  toil,  and  whose  sufferings,  losses, 
and  disappointments  the  law  is  expressly  made  to  indem- 
nify—would receive  the  smallest  pittance  from  it ;  but 
those  reap  all  its  advantages  who  may  already  have  grown 
rich  by  the  assignment  to  them  of  the  old  ^latent,  and  who 
nobody  can  pretend  were  the  particular  or  principal  objects 
of  relief.  Under  such  a  construction,  how  absurd  would  it 
be  for  such  a  patentee  ever  to  apply  for  an  extension,  when 
he  must  do  it  at  new  cost  and  expense,  and  then  have  the 
whole  fruits  of  it  stripped  from  him  by  persons  who  had 
neither  paid  for  the  extension  nor  had  it  conveyed  to  them. 
It  is  an  equal  violation  of  the  leading  intention  of  this  sec- 
tion, and  of  most  of  these  principles  and  of  -much  of  this 
reasoning,  to  allow,  as  the  opinion  of  the  court  does,  such 
nersons  to  take,  unpaid  for  and  unboucht.  a  part  of  the 
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Stipulation  of  the  parties.  Congress  wiU,  in  this  way,  be 
made  unworthily  to  tamper  with  the  private  obligations  of 
individuals,  and  will  impair  them  by  taking  from  the  rights 
of  one,  and  enlarging  or  adding  to  the  rights  of  the  other  ; 
and  this  without  any  new  consideration  or  new  engagement 
passing  between  them,  but,  on  the  contrary,  against  the 
wishes,  assent,  and  interests  of  one.  That  view,  also,  in- 
volves us  in  the  unreasonable  inference,  that  Congress  in- 
tended to  violate  a  solemn  compact,  to  disturb  the  vested 
rights  and  written  agreements  of  parties,  when  the  language 
used  is  susceptible  of  a  different  construction,  and  one  that 
is  consistent  with  what  is  just,  and  with  the  spirit  of  the 
whole  section. 

By  that  view,  an  assignee  or  grantee  will  obtain  "  a  right 
to  use  the  thing  patented  "  for  a  term  of  seven  years  longer 
than  he  contracted  or  paid  for ;  while  the  patentee,  with- 
out any  such  agreement  in  his  contract  assigning  or  grant- 
ing the  right  to  use,  and  without  any  new  consideration, 
will  be  deprived  of  all  his  new  and  vested  rights  in  the  ex- 
tension, so  far  as  regards  that  use,  and  will  have  his  former 
contract  impaired  virtually  in  its  whole  vitality,  by  making 
him  part  with  the  use  for  a  term  of  twenty-one  years,  when 
the  contract  says  but  fourteen,  and  making  him  do  it,  also, 
without  any  application  by  others  for  the  extension,  any 
proof  by  others  of  not  being  indemnified,  any  payment  by 
others  of  the  cost  and  exi)enses  for  procuring  the  additional 
seven  years,  and  when  the  avowed  and  cardinal  object  of 
the  renewal  was  to  indemnify  him  alone  for  losses  which 
he,  and  not  others,  had  sustained.  Well  may  he  say,  as  to 
these  new  and  extended  interests  attempted  to  be  conferred 
on  assignees  and  grantees  beyond  the  contract  of  assign- 
ment, in  hcec/edera  non  vent. 

Thirdly,  the  construction  I  contend  for  seems  to  me  the 
only  one  consistent  with  the  language  used  in  the  latter 
portion  of  the  eighteenth  section.  By  this,  no  part  of  those 
troublesome  four  lines  is  senseless,  or  expunged,  or  un- 
grammatical,  or  contradictory  to  the  object  of  the  previous 
portion  of  the  section ;  while  the  construction  opposed  to 
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this  mast,  in  my  view,  require  interpolations  or  extirpa- 
tions of  words,  and  a  violation  of  the  object  of  the  rest  of 
the  section,  in  order  to  give  to  the  clause  the  meaning  the 
advocates  of  that  construction  impute  to  it.  Look  at  the 
phraseology  of  the  clause  :  "  The  benefit  of  such  renewaZ 
sJiall  extend  to  assignees  and  grantees  of  the  Tight  to  use 
the  thing  patented,  to  the  extent  of  their  respective  interests 
therein" — but  surely  to  no  more  than  that  extent.  It 
would  violate  both  the  words  and  design  to  have  them  enjoy 
more  than  the  extent  of  their  interests  therein,  quite  as 
much  as  not  to  let  them  enjoy  all  of  the  extent  of  them. 
In  the  construction  of  statutes,  it  is  a  weU-settled  axiom, 
that,  "  to  bring  a  case  within  the  statute,  it  should  be  not 
only  within  the  mischief  contemplated  by  the  legislature, 
but  also  within  the  plain,  intelligible  import  of  the  words 
of  the  act  of  Parliament."  Brandling  t.  Barrington, 
6  Barn.  &  Cressw.  475.  In  this  case,  the  assignees  and 
grantees  were  not  within  either  the  mischief  intended  to  be 
remedied,  that  is,  a  want  of  indemnity  for  losses  by  the 
patentee,  or  within  the  "  plain,  intelligible  import  of  the 
words,"  as  their  contract  of  assignment  or  grant  did  not 
extend  to  the  renewed  term  at  all,  for  any  purpose  what- 
ever, but  was  expressly  limited  to  the  fourteen  years  of  the 
original  patent. 

There  must  be  some  measure  of  their  respective  interests, 
when  the  act  passed.  What  was  it  ?  Clearly,  the  contracts 
under  which  they  had  been  acquired.  Nothing  had  been 
done,  either  in  other  acts  or  previous  portions  of  this,  to 
increase  those  interests  beyond  the  contracts,  but  merely  to 
enable  assignees  and  grantees  of  exclusive  rights  to  protect 
them  by  suits  in  their  own  names.  The  present  clause, 
also,  does  not  profess  to  increase  those  interests,  but  simply 
to  let  assignees  and  grantees  enjoy  them  under  the  renewal, 
if  by  their  extent  by  the  contract  which  limits  and  defines 
them  they  run  into  the  extended  term.  Various  hypotheses 
and  metaphysical  refinements  have  been  resorted  to,  for  the 
purpose  of  putting  a  meaning  on  the  words  of  this  clause 
differing  from  this,  which  is  so  plain  and  so  consistent  with 
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the  spirit  of  the  section  ;  and  virti 
that  assignees  and  grantees  shall  h 
the  renewal  in  the  thing  patented  tl 
respective  interests  therein." 

But  before  testing  more  critically 
terests  by  the  only  standard  applies 
necessary  to  consider  separately  the 
the  words  employed  in  this  clause,  n 
*'  therein^ 

Much  research  has  been  exhibitec 
distinctions  in  this  case  between  1 
extension.     But  I  am  not  satisfied 
these  words  are  employed  as  in  thi 
contracts  relating  to  this  subject. 
"  renewals"  are  not ''  extensions,"  i 
ing  the  term  of  the  patent,— that  is 
surrendered  and  a  new  one  taken 
for  the  rest  of  the  term, — while  all 
term.     But,  still,  ''renewals"  are  r 
longation  of  the  term,  or  for  a  new  t  • 
and  in  this  very  section  *'  to  renew  : 
if  synonymous,  and  this  in  sound  an 
word  renewal  on  several  other  subj<! 
lease,  is  to  extend  it  another  term  ; 
extend  it  another  term  ;  to  renew  j; 
is  to  extend  them.     Again,  the  sec 
close  of  the  clause,  has  been  conside: 
"  in  the  renewaly^^  and  by  others, 
and  by  others  stiU,  ''  in  the  thing  ji 
matically ,  it  refers  to  the  '  *  thing 
''the  interests  therein"   are  "the 
patented.^  ^ 

Phillips  treats  it  as  a  matter  of 
^^ patent j^^  and  uses  that  as  synonym 
though,  in  regard  to  my  constructio 
the  result  is  much  the  same,  whel 
sidered  to  mean  in  "  the  thing  paten 
or  "  the  renewal,"  yet  I  incline  to 
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that  most  strictly  grammatical  and  the  most  natnrdl,  as 
well  aa  coming  nearest  to  the  views  of  this  court  in  McClnrg 
V.  Kingsland,  1  How.  210.  Further  objections  to  its  mean- 
ing ' '  in  the  right  to  use' '  will  be  stated  hereafter,  under  an- 
other head.  Passing,  then,  to  a  more  carefnl  scrutiny  of 
the  whole  clause,  it  would  seem  that  there  could  be  but  one 
rational  test  of  "  the  extent"  of  the  interpsts  of  assignees 
and  grantees  in  the  thing  patented,  and  that  such  test  must 
be  the  previous  contract  of  assignment  or  grant  under  which 
alone  they  hold  any  interests. 

If  that  contract  grants  to  them  one-fourth  or  one-half  of 
the  old  patent,  or  the  use  of  it  in  one  State  or  county,  and 
for  a  tenn  of  iive  years,  or  ten,  or  fourteen,  from  the  issue 
of  the  patent,  then  such,  and  such  alone,  is  the  extent  of 
their  interests,  and  they  wiU  not  run  into  the  new  term. 
But  if  the  contract  goes  further,  and  grants  one-half  or  all 
of  the  old  patent  to  assignees,  and  for  a  term  not  only  of 
fourteen  years,  but  twenty-one  years,  or  any  number  to 
which  the  patentee  may  afterward  become  entitled  by  any 
extension  or  new  grant,  then  such  is  the  extent  of  their 
interests,  and  they  wiU  in  such  case  ran  into  the  new  term. 
This  view  gives  meaning  and  spirit  to  every  word,  and  ex- 
cludes or  alters  none.  This,  too,  conforms  to  the  design  of 
the  section  in  taking  away  no  part  of  the  benefit  intended 
to  be  conferred  by  it  on  the  patentee,  unless  he  has  chosen 
to  dispose  of  it  clearly  and  deliberately,  and  receive  there- 
for, either  in  advance  or  after  actually  granted,  such  addi- 
tional consideration  as  he  deemed  adequate  and  contracted 
to  be  sufficient. 

If  after  the  word  "  extent,"  in  this  clause,  there  had  been 
added,  what  is  the  legal  inference,  both  in  time  and  quan- 
tity, this  meaning  might  have  been  still  more  clear  to  some. 
But  witliout  those  words,  the  extent  of  interest  seems  to 
me  to  depend  aa  much  on  the  length  of  time  the  patent  is 
granted  to  the  assignee,  as  on  the  dimensions  of  territory 
over  which  he  may  use  it,  or  the  proportion  of  the  whole 
patent  he  is  authorized  to  use.  It  is  like  a  leasehold  inter- 
est in  land,  or  a  grant  of  it.     The  extent  of  interest  by  such 
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a  grant  of  land  is  more  or  less,  as  the  term  is  shorter  or 
longer,  quite  as  much  as  if  the  land  conveyed  is  more  or 
less  in  quantity. 

The  word  ''extent,"  in  common  parlance,  varies  some- 
what in  meaning,  according  to  the  subject  to  which  it  is  ap- 
plied, and  aa  that  changes,  it  may  as  well  refer  to  time  as  to 
space  or  proportion  ;  and  more  especially  so,  when  applied 
to  interests,  as  in  patents,  for  a  particular  term  of  years. 

There  is  another  analogy  in  support  of  this  view,  that 
has  not  been  urged  in  the  ingenious  arguments  offered,  but 
has  struck  me  with  some  force.  A  patent  was  the  descrip- 
tion  once  applied  to  commissions  for  office  ;  and  the  records 
of  this  court  at  first  speak  of  the  commissions  of  the  judges 
as  patents. 

Now,  what  is  the  extent  of  interest  the  incumbent  has  in 
any  office  under  his  commission  or  patent?  Clearly,  in 
part,  the  length  of  time  it  is  to  run,  whether  four  years, 
during  good  behavior,  or  for  life,  and  in  part  only  its 
yearly  profits,  often  quite  as  much  depending  on  that 
length  of  time,  as  the  amount  of  the  salary  or  fees  annually 
attached  to  the  office. 

What  is  the  chief  objection  in  reply  to  all  this  ?  Nothing, 
except  that  the  assignee  could  get  protected  to  the  extent 
of  his  interest,  in  this  view,  by  the  contract  alone,  without 
the  aid  of  the  provision  at  the  close  of  the  eighteenth  sec- 
tion, and  hence  that  the  provision  is  in  this  view  unneces- 
sary or  nugatory,  and  must  have  been  inserted  for  some 
other  purpose.  But  were  it  in  reality  unnecessary,  that 
would  not  require  us  to  consider  it  as  intending  something 
different  from  its  words,  or  different  from  the  previous  con- 
tracts of  the  parties.  Legislatures  often  add  clauses  to 
acts,  which  do  not  prove  to  be  in  reality  necessary,  but  are 
inserted  from  abundant  caution  and  to  remove  future 
doubts  or  litigation.  So,  in  this  very  act,  in  the  eleventh 
section,  it  is  declared  that  a  patent  may  be  assigned.  Yet 
this  is  probably  unnecessary,  as  an  interest  like  that  of  a 
patentee  can,  of  course,  be  assigned,  on  common-law  prin- 
ciples, without  the  aid  of  a  statute. 
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When  we  look,  however,  to  another  circamstance, — that, 
though  a  contract  of  assignment  would,  without  any  clause 
in  the  statute,  pass  the  interest  to  the  assignee,  yet  it  would 
not  enable  him  to  sue  in  his  own  name, — we  can  discover 
another  reason  for  this  provision,  still  more  effective,  A 
clause  had  been  inserted  in  a  previous  part  of  the  act  to 
enable  the  assignee  to  sue  in  his  own  name  on  the  old  patent, 
if  violated  ;  and,  probably  in  doubt  whether  such  provision 
would  be  extended  to  assignees  under  the  renewal,  when 
having  any  interest  therein,  it  was  provided  further,  that 
"  the  benefit  of  the  renewal"  should  reach  them  to  the  ex- 
tent of  their  interests  therein — a  part  of  which  benefit  would 
be  to  sue  in  their  own  name  for  any  infringement  on  their 
rights  to  it,  as  fuUy  as  they  could  do  for  a  violation  of  their 
rights  in  the  original  patent,  and  as  if  that  had  been  for 
tweaty-one  years.  The  provision  thus  would  be  far  from 
nugatory,  by  clearly  conferring  on  them  every  power  and 
privilege  to  sue,  under  the  extension,  which  they  possessed 
under  the  original  patent. 

By  means  of  this  provision,  also,  in  another  view,  the 
condition  of  the  parties  might  be  changed,  from  a  reliance 
on  a  contract  alone  that  they  should  have  a  certain  interest 
in  the  new  patent,  to  a  vested  interest  in  it ;  or,  in  another 
view  etui,  from  an  executory  to  an  executed  right. 

There  is,  in  the  construction  given  by  some  of  the 
majority  of  the  court  to  the  clause  immediately  preceding 
this,  another  ample  reason  for  inserting  such  a  provision. 

The  previous  claiise,  stating  that  "  thereupon  the  said 
patent  shall  have  the  same  effect  in  law  as  though  it  had 
been  originally  granted  for  the  term  of  twenty-one  years," 
would,  it  is  argued,  if  the  section  had  there  ended,  have 
conferred  on  any  assignee  or  grantee  of  the  old  patent,  or 
any  part  of  it.  the  extended  term,  so  as  to  enable  them  to 
use  the  patent  as  if  it  originally  had  been  granted  for 
twenty-one  years  instead  of  fourteen. 

Suppose,  then,  for  a  moment,  that  this  construction  was 
considered  by  Congress  proper,  or  only  jwssible,  it  is  mani- 
fest that  the  additional  clause  which  follows  had  a  second 
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and  most  pregnant  object, — ^no  less  than  to  prevent  that 
consequence,  so  hostile  to  the  design  of  inserting  the  whole 
section, — to  grant  an  extended  term  for  the  benefit  and  in- 
demnity of  the  patentee,  and  not  of  the  assignee.  In  this 
view,  the  last  clause  might  well  be  added,  as  a  limitation 
on  what  would  otherwise  be  the  inference  from  that  just 
preceding  it ;  and  might  well  declare,  instead  of  this  infer- 
ence, that  assignees  of  the  old  patent  should  not  hold  it,  in 
all  cases,  as  if  originally  granted  for  twenty-one  years, 
though  patentees  might ;  but  that  assignees  should  hold 
only  in  conformity  to  ''  the  extent  of  their  respective  inter- 
ests" in  the  thing  patented.  In  other  words,  if  by  contract 
they  had  acquired  clearly  an  interest  for  twenty-one  years, 
they  should  hold  for  that  time ;  but  if  by  contract  they 
had  acquired  an  interest  for  only  five  or  fourteen  years, 
they  should  hold  it  only  to  that  extent.  This  is  rational, 
consistent  with  the  great  object  of  the  section,  and  gives 
new  and  increased  force  and  necessity  to  the  clause.  The 
assignees  would  then,  after  the  renewal,  hold  the  patent  for 
all  the  time  they  had  stipulated,  and  for  all  they  had  paid, 
but  for  no  more. 

It  will  be  perceived,  that  very  few  assignees  or  grantees, 
prior  to  the  passage  of  the  act  of  1836,  would,  in  this  view, 
be  likely  to  come  under  this  provision,  and  be  benefited  by 
it ;  because,  not  knowing  that  any  future  law  would  pass 
allowing  an  extension,  very  few  would  be  likely  to  antici- 
pate one,  and  provide  in  their  contract  and  pay  for  a  con- 
tingent interest  in  its  benefits. 

This  would  make  the  provision,  in  practice,  apply  chiefly 
to  future  assignees,  who,  knowing  that  such  a  provision 
existed,  might  be  willing  to  give  something  for  a  right  to 
any  extension  which  might  ever  take  place  under  it ;  and, 
therefore,  might  expressly  stipulate  in  the  assignment  for 
that  right.  Indeed,  the  arguments  on  the  part  of  the  pat- 
entee in  this  case  have  mostly  proceeded  on  the  ground  that 
this  provision  was  intended  to  apply  solely  and  exclusively 
to  future  assignees.  Considering  that  any  other  construc- 
tion is  in  some  degree  retrospective,  and  that  this  would 
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give  iorce  to  the  provision  aa  well  as  preserve  the  spirit  of 
the  section,  I  should  be  inclined  to  adopt  it,  if  mine  did  not 
produce  a  like  effect,  and  was  not  alike  frea  from  objection, 
as  limited  by  me ;  because  I  do  not  make  the  provision  re- 
trosx)ective,  except  in  cases  where  the  parties  had  expressly 
contacted  that  the  prior  assignee  should  receive  the  benefit 
of  any  extension,  and  in  that  case  it  has  the  preference  in 
its  operation  over  the  other  view,  as  it  carries  into  effect 
that  express  compact,  and  does  not  cramp  the  force  of  it  to 
the  future  alone,  where  the  language  and  the  considera- 
tion are  equally  applicable  to  past  engagements  of  this 
character. 

This  conclusion  is  also  strengthened  by  being  in  harmony 
with  all  the  leading  rules  of  construction  applicable  to 
statutes,  while  that  adopted  by  the  court  seems,  to  my 
mind,  to  violate  some  of  the  most  important  of  them. 

Besides  those  already  referred  to,  it  is  well  settled,  that, 
"  if  a  particular  thing  be  given  or  limited  in  the  preceding 
parts  of  a  statute,  this  shall  not  be  taken  away  or  altered 
by  any  subsequent  general  words  of  the  same  statute." 
Dwarris,  658  ;  Standen  v.  The  University  of  Oxford,  1  Jones, 
26 ;  8  Coke,  118,  b.  Here  a  particular  benefit  is,  by  the 
former  part  of  the  eighteenth  section,  conferred  on  a  jmt- 
pnt^M   for  rn».<mn)4  n.rmlicji.hlB  t/i  him  n.lnnn  ;  and  vet.  in  this 
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be  copied  or  adopted  ;  and  as,  under  that,  assignees  have 
been  allowed  to  participate  in  the  extended  time,  it  has  been 
argued  that  such  was  the  intention  here.  But  it  is  doubt- 
ful whether  that  act  was  before  the  committee  when  they 
reported  the  bill  in  1836,  as  the  intervening  time  had  been 
short,  and  the  eighteenth  section,  on  examining  the  journals 
and  files,  appears  not  to  have  been  in  the  biU  at  all  as  orig- 
inally introduced,  or  as  originally  reported  ;  but  was  after- 
ward inserted  as  an  amendment  in  the  Senate.  The  con- 
sideration of  this  section,  therefore,  does  not  seem  to  have 
been  so  f uU  as  of  the  rest  of  the  bill ;  and  it  is  very  far,  in 
language,  from  being  a  copy  of  the  English  act.  Assignees 
are  not  named  at  all  in  that  act ;  and  though,  in  extensions 
under  it,  assignees  have,  in  two  or  three  cases,  been  allowed 
to  participate,  it  has  only  been  where  an  enlarged  equity 
justified  it — as  where  the  patentee  consented,  or  was  to  re- 
ceive a  due  share  in  the  benefits,  or  had  clearly  conferred  a 
right  in  the  extension  by  the  assignment ;  and  where,  also, 
the  assignees  are  expressly  named  in  the  new  grant  or  patent 
as  entitled  to  a  share  of  it.    See  Webster's  Patent  Cases,  477. 

There,  also,  an  assignee,  under  Uke  circumstances,  would 
doubtless  benefit  by  the  renewal,  under  its  ordinary  opera- 
tions ;  and  the  practice  in  England,  thus  limited,  will  fortify 
rather  than  weaken  the  construction .  I  adopt  of  the  true 
design  of  the  last  clause  in  our  own  law. 

There  is  much,  also,  in  another  collateral  consideration 
here,  which  does  not  apply  in  Great  Britain,  and  which  re- 
stricts conferring  the  benefit  of  an  extension,  or  an  exten- 
sion itself,  on  an  assignee  by  or  under  any  statute,  if  it  goes 
beyond  what  a  patentee  had  himself  contracted  to  do. 

Here  the  Constitution  limits  the  powers  of  Congress  to 
give  patents  to  inventors  alone. 

''  The  Congress  shall  have  power  to  promote  the  progress 
of  science  and  the  useful  arts,  by  securing,  for  limited 
times,  to  authors  and  inventors,  the  exclusive  right  to  their 
respective  writings  and  discoveries."     Article  I,  section  8. 

No  authority  is  conferred  to  bestow  exclusive  rights  on 
others  than  "  authors  and  inventors"  themselves. 
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Hence  a  patent  could  not  probably  be  granted  to  an 
assignee,  nor  an  extension  bestowed  on  one,  independent  of 
the  assent  or  agreement  of  the  patentee,  or  of  its  inuring  to 
his  benefit,  without  raising  grave  doubts  as  to  its  being  a 
violation  of  the  Constitution.  But  so  far  as  inventors  have 
expressly  agreed  that  assignees  shall  be  interested  in  their 
patents,  or  in  the  eirtensions  of  them,  the  latter  may  well 
be  protected  ;  and  so,  as  far  as  administrators  represent  the 
inventor  or  patentee,  when  deceased,  the  grant  to  them  is 
substantially  a  grant  to  the  inventor,  as  the  benefit  then 
inures  to  his  estate  and  heirs.  But  to  grant  an  exclusive 
right  to  an  assignee  would  confer  no  benefit  on  the  patentee 
or  his  estate  ;  and  it  would  violate  the  spirit  as  well  as 
letter  of  the  Constitution  unless  the  inventor  had  himself 
agreed  to  it,  and  had  substituted  the  assignee  for  himself 
by  plain  contract,  whether  for  the  original  term  or  any  ex- 
tension of  it. 

Cases  have  been  cited  in  this  country,  likewise,  where 
Congress,  in  ten  or  twelve  instances,  have  renewed  patents 
to  the  inventors  ;  but  they  have  never  done  it  to  assignees. 
And  though  in  two  out  of  the  whole  which  were  renewed 
after  the  term  had  expired  and  the  assignees  and  the  public 
were  in  the  free  use  of  the  patent,  some  limitations  have 
been  imposed  on  requiring  further  payments  from  the 
assignees  for  the  longer  use  of  the  old  patent,  yet  in  these 
only,  and  under  such  peculiar  circumstances,  has  it  been 
done,  and  in  these  no  term  was  granted  by  Congress  directly 
to  the  assignee  rather  than  the  patentee ;  and  this  limi- 
tation or  condition  in  favor  of  the  assignee,  in  the  grant  to 
the  patentee,  is  of  very  questionable  validity,  unless  it  was 
assented  to  by  the  patentee.  In  this  case,  it  is  most  signifi- 
cant of  the  views  of  Congress  to  relieve  the  patentee,  rather 
than  assignees,  that  by  a  special  law,  passed  February  26, 
1845,  they  have  conferred  on  the  representative  of  the  orig- 
inal patentee  still  another  term  of  seven  years,  without 
mentioning  the  assignees  in  any  way,  and  without  any  pre- 
tence that  the  benefits  of  this  extension  were  designed  for 
them. 
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The  argament,  that  the  assignee  is  sometimes  a  partner  . 
and  makes  liberal  advances,  furnishes  a  good  reason,  in  a 
pecuniary  view,  why  an  assignment  should  be  made  to  him 
of  such  an  interest  in  the  old  patent  as  will  indemnify  him, 
but  furnishes  none  for  giving  him,  even  if  he  regards  money 
above  public  spirit  or  benevolence,  more  than  an  indemnity, 
or  for  giving  him  a  benefit  in  any  renewal,  which  it  has 
never  been  agreed  he  should  have,  and  for  which  he  never 
has  paid. 

So,  the  reasoning  that  the  assignee  stands  in  the  shoes  or 
in  the  place  of  the  patentee,  and  represents  him,  and  there- 
fore should  have  an  interest  in  the  extension,  applies  very 
well,  so  far  as  he  is  assignee,  or  so  far  ?ja  the  contract  ex- 
tends ;  but  he  no  more  stands  in  the  shoes  of  the  patentee, 
beyond  the  extent  of  his  contract,  than  an  entire  stranger 
does.  Such  are  the  cases  of  Herbert  v.  Adams,  4  Mason, 
15,  and  that  cited  in  1  Hawk.  P.  C.  477,  note. 

In  one,  the  assignee  of  the  old  patent  represented  the  'pat- 
entee as  to  that,  and  that  only  ;  and  in  the  other,  where  by 
law  a  further  copyright  was  authorized  in  aU  cases,  and  the 
patentee  assigned  his  whole  interest,  the  second  term  passed 
also,  because  the  law  had  previously  given  it  absolutely, 
without  contingency  or  evidence  of  losses,  but  in  connection 
with  or  appurtenant  to  the  first  copyright. 

Again,  it  has  been  urged  that  the  assignee  should  have 
the  benefit  of  the  extension  ;  otherwise  he  may  have  made 
large  expenditures,  in  preparing  for  a  free  use  of  the  patent 
after  the  original  term  expires,  and  will  lose  them  in  a  great 
degree,  or  be  obliged  to  pay  largely  for  the  continued  use 
of  the  patent.  But  this  same  reasoning  applies  equally 
well  to  the  whole  world  as  to  the  assignee,  because  any  in- 
dividual, not  an  assignee,  may  have  incurred  like  expendi- 
tures in  anticipation  of  the  expiration  and  free  use  of  the 
old  patent.  In  fact,  the  argument  is  rather  a  legislative 
than  judicial  one,  and  operates  against  the  policy  of  the 
whole  section,  rather  than  the  constraction  put  on  the  last 
clause. 

But  the  hardship  to  any  person,  in  such  case,  is  more 
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apparent  than  reaL  The  price  to  be  paid  for  the  new  pat- 
ent is  not  so  much  as  the  gain  by  it,  and  hence  those  who 
have  proposed  to  use  it,  and  do  use  it,  after  the  extension, 
and  pay  anew  for  a  new  or  further  term,  gain  rather  than 
lose,  or  they  would  have  employed  the  old  machinery  in 
operation  before  this  invention. 

Nor  is  it  any  relief  to  the  community  at  large,  as  seems 
by  some  to  have  been  argued,  to  hold  that  the  renewal,  or 
a  large  part  of  it,  vests  in  the  assignee  and  grantee  rather 
than  in  the  patentee  ;  for  the  great  mass  of  the  people  must 
still  purchase  the  patent,  or  the  right  to  use  it,  of  some  one, 
and  must  pay  as  much  for  it  to  the  assignee  as  to  the 
patentee. 

Finally,  the  construction  of  the  court,  by  conferring  any 
privilege  whatever  on  assignees  and  grantees  beyond  the 
eitent  of  their  interests  in  the  thing  patented,  when  those 
interests,  as  in  this  case,  were  expressly  limited  in  the  con- 
tract to  the  term  of  the  old  patent,  goes,  in  my  view, 
beyond  the  language  of  the  act,  beyond  the  contract  of 
assignment,  beyond  the  consideration  paid  for  only  the  old 
term,  and  beyond  any  intention  of  the  legislature  for  relief 
or  indemnity  to  others  than  unfortunate  patentees. 

I  feel  not  a  little  fortified  in  these  views  on  the  case  by 
several  decisions  and  opinions  that  have  heretofore  been 
made,  in  substantial  conformity  to  them.  Indeed,  inde- 
pendent of  opinions  in  some  of  the  actions  now  before  us, 
(from  which  an  appeal  has  been  taken,  or  the  cause  has 
come  up  on  a  certificate  of  division,)  every  reported  case  on 
this  subject  has  been  settled  substantially  in  accordance 
with  these  views.  See  Woodworth  v,  Sherman,  and  Wood- 
worth  V.  Cheever  et  al.y  [3  Story,  171,]  Circuit  Court  for 
Massachusetts,  May  Term,  1844,  decided  by  Justice  Story  ; 
Van  Hook  v.  Wood,  Circuit  Court  for  New  York,  October 
Term,  1844,  by  Justice  Betts  ;  Wilson  v.  Curties  &  Grabon, 
Circuit  Court  for  Louisiana,  by  Justice  McCaleb  ;  Brooks 
&  Morris  v,  Bicknell  et  al.,  Circuit  Court  for  Ohio,  July 
Term,  1844,  by  Justice  McLean,  (Western  Law  Journal, 
October,  1846 ;)  Butler's  opinion,  as  Attorney-General,  in 
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Blanchard's  case,  (Opinions  of  Attorney-Generals,  pages 
1134  and  1209,) 

All  that  remains  for  me  is  to  advert  a  moment  to  that 
branch  of  the  construction  adopted  by  the  majority  of  the 
court,  which,  after  giving  to  both  assignees  and  grantees  a 
benefit  in  the  new  patent  or  term  beyond  "  the  extent  of 
their  interests' '  under  the  contract  of  assignment,  under- 
takes to  go  still  farther,  and  make  a  discrimination  between 
assignees  and  grantees,  as  to  the  enjoyment,  under  the  re- 
newal, of  their  different  original  interests.  It  gives  to  the 
latter,  the  grantees,  by  the  mere  force  of  this  last  clause  in 
the  eighteenth  section,  the  enjoyment  of  all  their  old  inter- 
ests during  the  whole  of  the  new  term  ;  but  it  gives  to  the 
former,  the  assignees,  the  enjoyment  of  only  about  a  third 
portion  of  their  old  interests,  during  that  term.  In  other 
words,  it  gives  to  "  grantees  of  the  right  to  use  the  thing 
patented  "  a  continuance  of  all  their  interests  ;  but  to  as- 
signees, whose  interests  extended  to  the  right  to  make  and 
to  vend,  as  well  as  use,  the  thing  patented,  a  continuance 
of  only  a  part  of  theirs.  In  such  a  discrimination,  un- 
countenanced  and  unwarranted,  as  it  seems  to  me,  by  either 
the  words  or  the  spirit  of  the  act  of  Congress,  I  am  sorry  to 
find  another  strong  ground  of  dissent  to  the  opinion  of  the 
court.  The  act  does  not  say,  as  is  their  construction,  that 
* '  the  benefit' '  of  only  '  ^  the  right  to  use  the  thing  patented ' ' 
shall  extend  to  any  one,  whether  an  assignee  or  grantee ; 
but  that  the  benefit  of  the  rei^wal  shall  extend  to  both, 
"  to  the  extent  of  their  respective  interests,"  though  differ- 
ing clearly  in  extent  as  they  do,  and  as  will  soon  be  more 
fully  shown. 

"  Judges  are  bound  to  take  the  act  of  Parliament  as  the 
legislature  have  made  it."  [Jones  v.  Smart]  1  D.  &  E.  52, 
and  Dwarris  on  Statutes,  711. 

But  the  words  in  this  act,  "  the  right  to  use  the  thing 
patented,"  must  be  transposed,  and  other  words  altered  in 
their  ordinary  meaning,  to  make  these  a  description  of  the 
interests  conferred. 

They  are  now  a  description  of  one  kind  of  purchasers, 
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festly,  then,  there  is  not  conferred  on  these  two  clauses,  by 
this  clause,  either  in  its  spirit  or  in  totidem  verbis^  merely 
"  the  right  to  use  the  thing  patented,"  but,  on  the  con- 
trary, ''  the  benefit  of  the  renewal,"  '^  to  the  extent  of  their 
respective  interests  in  the  thing  patented."  The  interests 
of  the  grantees  may  be  limited  to  the  use,  and  those  of  the 
assignees  may  not  be,  but  include  the  right  to  make  and 
vend  as  weU  as  use  ;  yet  large  or  long  as  may  be  the  inter- 
ests of  either,  the  benefit  of  the  renewal  is  to  cover  them,  if 
the  extent  of  them,  under  the  original  assignment  or  grant, 
reached  to  the  new  term.  One  is  not  to  have  the  whole  of 
his  interests  protected  and  the  other  a  part  only,  when  their 
equities  are  the  same.  But  the  assignee  is  to  have  to  the 
extent  of  his,  which  is  to  make,  vend,  and  use ;  and  the 
grantee  only  ''  of  the  right  to  use"  is  to  have  to  the  extent 
of  his. 

This,  to  my  apprehension,  is  unquestionably  the  substance 
of  what  Congress  has  said  on  this  topic  ;  and  yet  it  is  only 
by  supposing  new  language  not  in  the  act,  or  by  transposing 
some  of  the  old,  so  as  not  to  be  in  harmony  with  the  orig- 
inal structure  of  the  sentence,  or  by  giving  a  meaning  to 
words  different  from  what  has  been  established,  and,  in  my 
view,  only  by  doing  this,  that  any  foundation  can  be  laid 
in  support  of  this  part  of  the  construction  approved  by  the 
court.  But  "  it  is  safer,"  said  Mr.  J.  Ashhurst,  "  to  adopt 
what  the  legislature  have  actually  said,  than  to  suppose 
what  they  meant  to  say."  [Jones  o.  Smart]  1  D.  &  E.  52  ; 
[The  King  v.  The  Poor  Law  Commissioners]  6  Adolph. 
&  Ellis,  7. 

It  may  be  well,  also,  not  to  forget,  that  it  is  always  more 
judicial,  and  less  like  legislation,  to  adhere  to  what  Con- 
gress have  actually  said,  and  that  it  is  more  imperative  to 
do  this  when,  by  adhering  to  it,  you  carry  out,  as  in  this 
case,  the  manifest  intention  of  the  previous  part  of  the  sec- 
tion. Nor  can  the  inconsistency  produced  by  the  construc- 
tion of  the  court  be  without  infiuence  in  creating  doubts  as 
to  its  correctness  ;  as  by  it  "  the  benefit  of  the  renewal " 
will  be  extended  to  assignees  and  grantees  not  in  ratio  with 
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"  their  respective  interests,"  (the  words  of  the  law,)  nor  in 
conformity  with  their  respective  contracts,  nor  according  to 
the  respective  considerations  they  have  paid,  nor  in  propor- 
tion to  the  respective  losses  they  have  sustained,  but,  under 
the  same  general  permission  as  to  the  extent  of  the  "  re- 
spective interests"  of  both,  one  class  will  be  allowed  to  the 
full  extent  of  his  previous  interest,  and  the  other  to  only  a 
part  of  that  extent. 

By  what  authority,  let  me  respectfully  ask,  is  this  gen- 
eral permission  thus  divided,  and  in  one  class  or  case  lim- 
ited, and  in  the  other  not  1  By  what  legal  authority  are 
assignees  cut  off  from  a  valuable  portion  of  their  interests 
in  a  patent,  while  grantees  to  use  the  thing  patented  are 
allowed  to  exercise  the  whole  of  theirs,  and  both  under  one 
and  the  same  general  permission,  covering  all  "  their  re- 
spective interests"  %  To  make  this  discrimination,  and 
allow  to  one  class  llie  fuU  extent  of  their  intOTests,  and  to 
the  other  not  the  full  extent  of  theirs,  when  the  law  says  it 
shall  be  "  to  the  extent  of  their  respective  interests,"  and 
when  their  respective  contracts  and  equities  show  that  this 
should  include  both  the  duration  and  quantity  of  their  in- 
terests, looks  like  a  distinction  in  a  great  degree  arbitrary, 
and  not  a  little  in  conflict  with  the  plain  words  and  design 
of  the  act  of  Congress. 

But,  beside  this  further  departure  from  what  seems  to 
me  the  obvious  meaning  of  the  eighteenth  section,  caused 
by  this  branch  of  the  construction  of  the  court,  it  will  fail, 
I  fear,  as  any  compromise  of  the  difficulties  arising  under 
the  section,  if  any  compromise  be  expected  from  it.  It  is 
not  likely  to  avert  ruin  from  most  of  those  indigent  in- 
ventors who  have,  in  their  distresses,  resorted  for  aid  to  the 
delusive  provisions  of  that  section.  Their  very  necessities 
and  embarrassments,  which  are  the  justification  for  granting 
the  renewal  to  them,  have  usually  forced  them  to  sell  and 
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the  assignees  and  grantees  of  the  old  patent,  the  law  is  per- 
fectly suicidal  as  to  the  only  design  to  be  effected  by  its 
bounty.  But  if,  seeing  this,  the  construction  is  modified, 
as  here,  by  the  court,  so  as  to  deprive  the  patentee  in  such 
cases  of  only  the  benefits  of  the  use  of  his  old  patent  or  old 
machines  during  the  new  term,  this  qualification  in  the 
oi)eration  of  the  law  will,  it  is  apprehended,  usually  prove 
a  mere  mockery,  working,  in  most  cases,  as  fully  as  the 
court's  construction  without  the  qualification  would,  the 
entire  defeat  of  the  laudable  object  of  the  renewal  toward 
patentees.  In  one  or  two  of  the  cases  now  before  us,  the 
patentee,  under  this  construction,  will  still  be  subjected  to 
defeat  and  burdensome  costs.  In  relation  to  its  effect  on 
the  present  patent  as  a  whole,  all  the  consequences  cannot 
now  be  ascertained.  But  it  is  admitted  that  the  inventor 
had  assigned  the  whole  of  the  old  patent,  so  that  no  right 
whatever  to  use  will  remain  in  his  representatives  to  dispose 
of ;  or  if  a  right  remains  where  machines  are  not  now  in 
actual  use,  probably  enough  are  now  in  use  to  supply,  for 
some  time,  the  public  wants  in  most  parts  of  the  United 
States. 

The  right  to  continue  to  use  them  will  probably  last  dur- 
ing the  whole  seven  years  the  renewal  runs,  as  the  machine 
will  usually,  with  proi)er  repairs,  do  service  beyond  that 
time.  It  will  not,  then,  be  very  difficult  to  calculate  what 
value,  during  the  seven  years,  will  be  derived  from  the 
right  to  make  and  vend  machines,  when  the  use  of  others 
already  in  existence  is  scattered  over  every  section  of  the 
country,  and  they  may  be  employed  all  the  time  of  the  ex- 
tended patent,  without  the  assignees  or  grantees  ever  hav- 
ing paid,  or  being  obliged  to  pay,  a  dollar  for  that  extended 
use. 

Looking,  then,  to  the  beneficent  design  of  the  eighteenth 
section,  to  enforce  the  Constitution,  by  advancing  science 
and  the  arts,  and  protecting  useful  inventions,  through  the 
security  for  a  longer  term  to  men  of  genius  of  a  proi>erty  in 
their  own  labors,  in  cases  where  they  had  not  been  already 
remunerated  for  their  time  and  expenses,  I  cannot  but  fear 
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that  the  construction  given  by  the  majority  of  the  court 
will  prove  most  unfortunate.  It  will  tend  to  plunge  into 
still  deeper  embarrassment  and  destitution,  by  losses  in 
litigation  and  by  deprivation  of  a  further  extended  sale  of 
their  inventions,  those  whose  worth  and  poverty  induced 
Congress  to  attempt  to  aid  them. 

Nor  would  a  different  construction  tie  up,  as  some  sup- 
pose, the  future  use  of  numerous  patents.  Of  the  fourteen 
thousand  five  hundred  and  twenty-six  heretofore  issued, 
since  the  Constitution  was  adopted,  I  am  enabled,  by  the 
kindness  of  the  Commissioner  of  Patents,  to  state  that  only 
ten  have  been  renewed  under  the  eighteenth  section  during 
nearly  ten  years  it  has  been  in  operation. 

And  if  the  individuals  who  use  the  improved  machines, 
the  fruit  of  the  toil  and  expense  and  science  of  others,  were 
obliged  in  but  one  case  in  a  year,  over  the  whole  country, 
to  pay  something  for  that  further  use,  is  it  a  great  griev- 
ance ?  They  are  not  obliged  to  employ  the  patent  at  all, 
and  will  not,  unless  it  is  better  by  the  amount  they  pay 
than  what  was  in  use  before.  And  is  it  a  great  hardship, 
or  inequitable,  where  they  are  benefited  by  another's 
talents,  money,  and  labor,  to  compensate  him  in  some 
degree  therefor  1 

While  other  countries,  and  Congress,  and  our  State  courts 
are  adopting  a  more  liberal  course  yearly  toward  such 
public  benefactors  as  inventors,  I  should  regret  to  see  this 
high  tribunal  pursue  a  kind  of  construction  open  to  the 
imputation  of  an  opi)osite  character,  or  be  supposed  by  any 
one  to  evince  a  feeling  toward  patentees  which  belongs  to 
other  ages  rather  than  this,  (and  which  I  am  satisfied  is  not 
cherished,)  as  if  patentees  were  odious  monopolists  of  the 
property  and  labors  of  others,  when  in  truth  they  are  only 
asking  to  be  protected  in  the  enjoyment  and  sale  of  their 
own, — ^as  truly  their  own  as  the  wheat  grown  by  the  farmer, 
or  the  wagon  built  by  the  mechanic. 

Nor  should  we  allow  any  prejudices  against  the  utility  of 
patents  generally,  and  much  less  against  the  utility  of  the 
invention  now  under  consideration,  to  make  our  construe- 
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tions  more  rigid  in  this  case.  The 
conrts  now,  under  the  lights  of  loi 
once  otherwise,  is,  in  doubtful  casei 
tions  most  favorable  to  patentees.  ( 
6  Peters,  218 ;  1  Sumner,  486 ;  Wj 
Bep.  287 ;  Blanchard  v.  Sprague,  2 
is  it  strange  that  this  should  be  th 
century,  however  different  it  was 
when  we  daily  witness  how  the  w< 
since  by  the  patented  inventions  ai 
in  all  its  wonderful  varieties  and  u1 
spinning,  and  weaving  cotton  by  m£ 
the  human  race,  and  in  myriads  of 
other  things,  shedding  so  benign  ) 
which  we  live,  and  most  of  them  ex 
under  the  protection  secured  to  t 
enlightened  government. 

Some  estimate  can  be  formed  oi 
present  patent,  and  its  title  to  f  avoi 
computed  to  i)erf  orm  the  labor  of  p 
one  day  that  would  require  fifty  daj 
is  supposed  to  reduce  near  seven-te: 
such  work  in  every  building  where  t 
used, — ^as  it  ere  long  will  be  by  thei 
own  population,   and  in  time  ovei' 
Every  honest  social  system  must  s! 
and    every   wise    one    seeks   undoi: 
them. 

To  be  liberal,  then,  in  the  protectit: 
to  be  just  toward  the  rights  of  prt 
them  in  this  and  other  ways  to  g\i 
genuity  and  talent,  is  to  increase  tl 
hasten  the  progress  of  practical  impn 
science.  And  to  discountenance  en 
rights,  and  defeat  piracies  of  their  i 
lated  in  the  end  to  better  the  cone 
society,  and  introduce  wider  and  fas 
superior  state  of  civilization  and  the 
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ANDREW  P.  SIMPSON,  JOSEPH  FORSYTH,  AND 
BAGDAD  MILLS,  APPELLANTS,  v.  JAMES  G. 
WILSON. 

4  How.  709-711.    Jan.,  1S46. 

[Bk.  11,  L.  ed.  1169 ;  2  Robb.  469  ;  1  Whit,  424.] 

Exclusive  territorial  assignee.     Sale  of  product  of  patented 

machine, 

1,  Assignee  of  an  exclasive  territorial  right  to  make^  use,  and  vend 
to  others  a  patented  machine,  may  vend  the  product  elsewhere 
(p.  535). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Wilson  V,  Rousseau,  4  How.  646,  p.  585. 

This  case  came  up  on  a  certificate  of  division  in  opinion 
between  the  judges  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Louisiana,  sitting  as  a  court  of 
equity. 

Wilson  was  the  complainant  below,  who  filed  a  bill,  and 
obtained  an  injunction  against  Simpson,  Forsyth,  and  MiUs. 
After  sundry  proceedings  in  the  case,  Forsyth  put  in  a 
plea,  and  a  rule  was  obtained  that  the  plaintiff  should  show 
cause  why  the  injunction  should  not  be  dissolved.  Upon 
argument,  the  court  dismissed  the  rule,  and  the  case  was 
set  down  for  hearing,  by  consent  of  parties,  the  complain- 
ants not  admitting  the  facts  alleged  in  the  plea,  but  for  the 
purpose  of  raising  the  questions  of  law  which  they  involved, 
and  obtaining  a  speedy  decision  of  the  same. 

Upon  the  argument,  the  division  of  opinion  arose  which 
will  be  presently  stated. 

The  facts  in  the  case  were  these : 

The  patent  for  planing,  &c.,  having  been  obtained  by 
Woodworth  in  1828,  as  has  been  particularly  mentioned  in 
the  report  of  the  preceding  case  of  Wilson  v.  Rousseau  el 
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aZ.y  Forsyth,  one  of  the  defendants  below,  became  an 
assignee  under  that  patent  for  all  its  rights  within  the 
connty  of  Escambia,  in  West  Florida.  This  took  place  in 
1836. 

Woodworth,  the  patentee,  having  died,  his  administrator, 
in  1843,  obtained  a  renewal  of  the  patent  under  the  act  of 
1836,  and,  in  1843,  assigned  to  Wilson,  the  complainant 
below,  all  the  rights  nnder  the  extended  patent  for  the 
States  of  Louisiana,  Alabama,  and  the  Territory  of  Florida. 

On  the  13th  of  April,  1844,  the  said  Wilson  instituted 
proceedings  in  equity,  in  the  Circuit  Court  of  Louisiana, 
against  the  defendants,  on  the  ground  that  they  infringed 
on  his  just  rights,  by  setting  up  and  putting  in  operation 
the  said  patented  machines  in  the  Territory  of  Florida,  and 
by  vending  in  New  Orleans  large  quantities  of  dressed 
lumber,  plank,  &c.,  the  product  of  the  machines  there 
established. 

In  May,  1846,  the  cause  came  up  for  hearing,  as  above 
stated,  when  the  following  points  were  ordered  to  be  certified 
to  this  court,  namely  : 
"J.  G.  Wilson  ) 

V.  J- No.  1,226. 

Simpson  et  al.  ) 

"  This  case  coming  on  to  be  heard,  on  demurrer  filed  to 
the  plea  of  Joseph  Forsyth,  one  of  the  defendants,  set  down 
for  hearing  by  consent,  and  the  matters  of  law  arising  on 
said  plea,  the  following  points  became  material  to  the  deci- 
sion, and,  being  considered,  the  court  were  divided  in 
opinion  on  the  following  points  : 

"  1.  Whether,  by  law,  the  extension  and  the  renewal  of 
the  said  patent,  granted  to  William  Woodworth,  and  ob- 
tained by  William  W.  Woodworth,  his  executor,  inured  to 
the  benefit  of  said  defendant,  to  the  extent  that  said  de- 
fendant was  interested  in  said  patent  before  such  renewal 
and  extension. 

"2.  Whether,  by  law,  the  assignment  of  an  exclusive 
right  to  the  defendant,  by  the  original  patentee,  or  those 
claiming  under  him,  to  use  said  machine,  and  to  vend  the 
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same  to  others  for  use,  within  tl] 
the  Territory  of  West  Florida^  die 
to  Tend  elsewhere  than  in  said  co 
in  the  city  of  New  Orleans,  St 
boards,  and  other  materials  pro^ 
lished  and  used  within  the  said  cc 
Territory  of  West  Florida. 

"  Wherefore,  upon  the  request 
is  ordered  and  directed  that  the  i 
certified  for  the  opinion  of  the  Su] 
States." 

The  case  was  argued  by  Oilpin 
fendants  below,  who  were  the  apj 
by  Henderson  and  R.  Johnson,  f  c 

Mr.  Justice  Nelson  delivered  i 
The  questions  in  this  case  come  i 
division  of  opinion  in  the  court  1 
this  court  in  the  previous  case  c 
aZ.,  upon  the  second  question  certil 
of  the  first  question  certified  here, 

ingly. 

The  second  question  certified  in; 
or  not  the  assignment  of  an  excli 
use,  and  to  vend  to  others,  planing 
territory  only,  authorizes  the  assi 
out  of  the  said  territory,  the  pi 
materials  the  product  of  said  mach 

The  court  have  no  doubt  but  thi 
restriction  in  the  assignment  is  to  1 
solely  to  the  using  of  the  machine. 
as  to  place  of  the  sale  of  the  prod 
ingly  to  the  court  below. 

Order.  This  cause  came  on  to  b 
of  the  record  from  the  Circuit  Co 
for  the  District  of  Louisiana,  and 
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tions  on  which  the  judgea  of  the  said  Circnit  Court  were 
opposed  in  opinion,  and  which  were  certified  to  this  court 
for  ita  opinion  agreeably  to  the  act  of  Congress  in  such  case 
made  and  provided,  aad  was  argued  by  counsel ;  on  consid- 
eration whereof,  it  is  the  opinion  of  this  court — 1.  That,  by 
law,  the  extension  and  renewal  of  the  said  patent  granted 
to  William  Woodworth,  and  obtained  by  William  W. 
Woodworth,  his  executor,  did  not  inure  to  the  benefit  of 
aaid  defendant  to  the  extent  that  said  defendant  waa  inter- 
ested in  said  patent  before  such  renewal  and  extension ; 
but  the  law  saved  to  persons  in  the  use  of  machines  at  the 
time  the  extension  takes  effect  the  right  to  continue  the 
use.  2.  That  an  assignment  of  an  exclusive  right  to  use  a 
machine,  and  to  vend  the  same  to  others  for  use,  within  a 
specified  territory,  does  authorize  an  assignee  to  vend  else- 
where, out  of  the  said  territory,  plank,  boards,  and  other 
materials  the  product  of  such  machine. 

It  is,  therefore,  now  here  ordered  and  decreed  by  this 
court,  that  it  be  so  certified  to  the  said  Circuit  Court. 

Patent  In  salt ; 

No.  .     Woodworth,  W.     December  27,  1838.     Pianing 

Mill.     Reissue  No.  71.     July  8, 1845. 

Otheb  Sous  on  Same  Patent  : 
See  Wilson  v.  Turner,  4  How.  71^  [p.  539  post]. 


Citations : 

ly  Supreme  Court  of  United  States: 
Wilson  V.  Simpson,  1840.     9  How.  109  ;  Bk.  13,  L.  ed.  i 
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Blanchard's  Gun  Stock  Turning  Factory  v.  Warner,  April,  1846. 

1  Blatch.  258 ;  Fish.  Pat.  Rep.  184. 
Woodworth  v.  Hall,  May,  1846.     1  Wood.  &  Minot,  248 ;  2  Eobb. 

495. 
Wilson  V,  Sherman,  June,  1850.     1  Blatch.  536 ;  Fish.  Pat.  Rep. 

361. 
Pitcher's  Case,  October,  1863.     1  Ct.  of  Claims,  7. 
Wood  r.  Mich.   Southern  R.   R.,  November,  1868.     2  Biss.  62  ; 

3  Fish.  464. 


In  State  Courts  : 
Howe  V,  Wooldredge,  January,  1866,     12  Allen,  18. 


In  Text-Books  : 

2  Abb.  Pat.  Law,  1886,  pp.  101,  221. 

Curt,  on  Pats.,  4th  ed.,  §§  203,  note,  295,  note,  297,  498. 
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JAMES  G.  WILSON,  COMPLAINANT  AND  APPEL- 
LANT, V.  JOSEPH  TURNER,  JUNIOR,  AND  JOHN 
C.  TURNER,  DEPENDANTS. 

4  How,  712-      «    Jtau,  1840. 

[Bk.  11,  L.  ed.  1171 ;  2  Bobb.  467  ;  1  Whit.  4d7.] 
Affirming  ibid.,  Taney,  278. 

1,  The  judgment  of  the  court  in  Wilson  v.  Bousseau,  4  How.  646 
[p.  436  ante],  disposes  of  this  case  (p.  540). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Wilson  t7.  Rousseau,  4  How.  646,  p.  540. 

This  case  came  up  by  appeal  from  the  Circuit  Court  of 
the  United  States  for  the  District  of  Maryland,  sitting  as  a 
court  of  equity. 

The  bill  was  filed  by  Wilson,  as  the  assignee  of  William 
W.  Woodworth,  the  administrator  of  Woodworth,  the  pat- 
entee, as  stated  in  the  rex>ort  of  the  preceding  case.  It  set 
out  the  patent  and  assignment,  and  then  prayed  for  an 
injunction  and  account. 

The  answer  referred  to  the  mutual  assignment  made 
between  Woodworth  and  Strong  on  the  one  part,  and  Too- 
good,  Halstead,  Tyack,  and  Emmons  of  the  other  part, 
which  was  recited  in  the  preceding  case,  and  traced  title 
regularly  down  from  these  latter  parties  to  the  defendants. 

A  statement  of  these  facts  was  agreed  xrpon.  by  counsel, 
and  all  the  documents  set  forth  at  length ;  and  upon  this 
statement,  together  with  the  bill  and  answer,  the  cause  was 
argued. 

At  April  Term,  1845,  the  court  dismissed  the  bill,  and 
from  this  decree  the  case  was  brought  up  by  appeal  to  this 
court. 

It  was  argued  by  PTielps  and  Webster^  for  Wilson,  the 
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appellant,  and  Schley,  for  the  appellees,   who  were  the 
defendants  below. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  conrt. 

The  judgment  of  the  court  in  the  previous  case  of  Wilson 
■0.  Rousseau  et  al.  disposes  of  the  question  in  this  case,  and 
affirms  the  decree  of  the  Circuit  Court. 

Patent  In  talt : 

No.  .     Woodworth,  W.     December  27,  1828.     Planing 

Mill.     Reissue  No.  71.     July  8,  1845. 
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WILLIAM  W.  WOODWORTH,  ADMINISTRATOR,  &c., 
AND  E.  V.  BUNN,  ASSIGNEE,  COMPLAINANTS 
AND  APPELLANTS,  v.  JAMES,  BENJAMIN,  AND 
ALPHEUS  WILSON. 

4  How.  712-7ie.    Jan.,  1840. 

[Bk.  11,  L.  ed.  1171 ;  2  Bobb.  478 ;  1  Whit  438.] 

Original  inventor.     Grant  of  extension  to  administrator. 

Joinder  of  parties  plaintiff, 

1.  Legality  of  an  extension  granted  the  administrator  of  patentee 

determined  in  conformity  with  Wilson  v.  Bousseau^  4  How. 
646  (p.  547). 

2.  Held  that  Woodworth  was  the  original  inventor  of  the  patent 

for  Planing  Mills  granted  him  December  27>  1828,  and  that 
the  specifications  accompanying  the  patent  were  sufficiently 
full  and  explicit  (p.  547). 

3.  Patentee  held  properly  joined  as  plaintiff  in  suit  for  infringe- 

ment brought  by  assignee,  of  an  exclusiye  right  within  a 
limited  territory  (p.  547). 

[Citations  la  the  opinion  of  the  Court :] 

(1)  Wilson  V,  Rousseau,  4  How.  646,  p.  647. 

The  bill  was  filed  in  this  case  in  the  Circuit  Court  for  the 
District  of  Kentucky,  by  the  complainants,  setting  forth 
that  William  Woodworth  was  the  inventor  and  patentee  of 
a  certain  planing-machine,  describing  it ;  also,  the  exten- 
sion of  the  said  patent  to  W.  W.  Woodworth,  as  adminis- 
trator, and  that  E,  V.  Bunn,  one  of  the  complainants,  took 
an  assignment  from  the  said  W.  W.  Woodworth  for  the  ex- 
clusive right  of  making,  using,  and  vending  machines  for 
planing,  &c.,  under  the  extension  of  the  patent,  within  the 
limits  of  the  city  of  Louisville,  and  in  the  district  of 
country  ten  miles  around  said  city. 

The  bill  further  charges  that  the  defendants  have,  in  vio- 
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lation  of  the  rights  of  the  complainants,  erected  and  put  in 
operation,  in  the  city  of  Louisville,  a  planing-machine,  &c., 
which  machine  is,  in  aU.  its  material  i>arts,  substantially 
like  and  upon  the  plan  of  the  machine  of  the  complainants, 
and  persists  in  using  the  same. 

The  defendant,  James  Wilson,  answered  the  bill,  sub- 
stantially denying  most  of  the  material  allegations  con- 
tained in  it.  The  other  defendants  answered,  by  denying 
that  they  had  any  interest  in  the  machine. 

The  court  granted  an  injunction,  enjoining  the  defendant, 
James  Wilson,  from  using  the  machine. 

Afterward,  an  application  was  made  to  the  court,  on 
behalf  of  the  complainants,  for  a  rule  upon  the  defendant, 
James  Wilson,  to  show  cause  why  an  attachment  should 
not  be  issued  against  him  for  a  violation  of  the  injunction, 
which  was  accordingly  granted. 

The  defendant  showed  cause  by  affidavit,  in  which  he 
affirms  that  immediately  on  the  service  of  the  injunction  he 
had  ceased  to  use  the  machine  mentioned  in  the  bill,  and 
conformed  himself  to  the  order  of  the  court,  and  that  he 
had  purchased  and  set  up  Bicknell's  planing-machine, 
which  he  was  using,  and  which  was  substantially  different 
from  the  machine  of  the  complainants. 

Much  testimony  was  taken  in  the  court  below,  on  the 
question  whether  the  machine  which  the  defendant  had 
substituted  and  was  using  was,  in  all  its  material  and  sub- 
stantial parts,  like  Wood  worth's,  which  it  is  not  material 
to  ^f er  to  more  particularly.  A  great  deal  of  testimony 
was  also  taken,  for  the  purpose  of  showing  that  Woodworth 
was  not  the  original  inventor  of  the  complainants'  machine, 
which  it  is  also  not  necessary  to  recite. 

The  cause  afterward  came  to  a  hearing  on  the  merits, 
u])on  the  pleadings  and  proofs,  and  also  u])on  the  rule  pre- 
viously granted  against  the  defendant,  to  show  cause  why 
an  attachment  should  not  issue  for  a  violation  of  the  in- 
junction, and,  after  consideration,  the  court  dissolved  the 
injunction  and  dismissed  the  bill,  and  discharged  the  rule 
to  show  cause,  with  costs. 
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As  the  opinion  of  the  court  refers,  in  general  terms,  to 
the  interest  of  Woodworth  under  the  assignment,  as  a  justi- 
fication for  his  being  joined  as  a  party  in  the  suit,  it  is 
proper  to  set  forth  the  assignment,  Ttrhich  was  as  follows : 

"  Tretntferflvm  Woodworth,  Adminutrator,  tibe,,  to  E,  F.  BwMi, 

"  Whereas,  William  Woodworth,  now  deceased,  did,  in 
his  lifetime,  obtain  letters  patent,  issued  under  the  great 
seal  of  the  United  States,  bearing  date  the  27th  day  of 
December,  1828,  giving  and  granting  to  him,  the  said 
Woodworth,  his  heirs,  administrators,  and  assigns,  for  and 
during  the  term  of  fourteen  years  from  the  date  of  the  said 
letters  patent,  the  full  and  exclusive  right  and  liberty  of 
making,  constructing,  using,  and  vending  to  others  to  be 
used  a  certain  improved  method  for  planing,  tonguing, 
grooving,  and  cutting  into  mouldings,  or  either  plank, 
boards,  or  any  materials,  and  for  reducing  the  same  to  an 
equal  width  and  thickness,  and  also  for  facing  and  dressing 
brick,  and  cutting  mouldings  in  or  facing  metallic,  mineral, 
or  other  substances ; 

"And  whereas,  William  W.  Woodworth,  administrator 
of  said  William  Woodworth,  hath  applied  for  and  obtained 
an  extension  of  said  letters  patent  for  the  term  of  seven 
years  from  and  after  the  expiration  of  said  patent,  to  wit, 
the  27th  day  of  December,  1842,  pursuant  to  an  act  of  Con- 
gress in  such  case  made  and  provided,  and  hath  a  certificate 
of  said  extension  annexed  to  said  patent,  signed  by  the 
Commissioner  of  Patents,  under  the  great  seal  of  the  Patent 
Office  of  the  United  States,  and  dated  November  16th,  A.D. 
1842 ;  and  whereas,  E.  V.  Bunn,  of  the  city  of  Louisville, 
in  the  State  of  Kentucky,  hath  fully  viewed,  examined, 
and  considered  for  himself  the  said  improvement,  and,  of 
his  own  motion,  hath  requested  and  desired  the  said 
William  W.  Woodworth,  administrator  of  said  William 
Woodworth,  deceased,  to  give  a  license  and  permission,  in 
writing,  for  constructing  and  using  machines  on  the  said 
improved  plan  in  the  city  of  Louisville  aforesaid,  including 
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the  district  of  country  within  ten  miles  of  said  city,  and  in 
no  other  city,  town,  or  place  in  the  United  States,  or  the 
territories  thereof,  on  the  conditions  hereinafter  mentioned, 
and  have  offered  to  pay  him  the  sum  of  fifteen  hundred 
dollars  for  such  license  and  consent  in  writing,  with  which 
request  and  desire  the  said  William  W.  Woodworth,  admin- 
istrator of  William  Woodworth,  deceased,  has  agreed  to 
comply : 

*'  Now,  know  all  men  by  these  presents,  that  the  said 
W.  W.  Woodworth,  administrator  of  William  Woodworth, 
deceased,  in  consideration  of  the  said  sum  of  fifteen  hundred 
dollars,  secured  to  be  paid  to  him,  the  said  William 
W.  Woodworth,  administrator  of  William  Woodworth,  de- 
ceased, doth  hereby  give  his  full  consent  and  permission,  in 
writing,  and  license  to  the  said  E.  Y.  Bunn,  and  to  his 
executors,  administrators,  and  assigns,  to  construct  and 
use,  during  the  said  extension  of  the  aforesaid  patent,  ten 
planing-machines  on  the  improved  plan  aforesaid,  within 
the  city  of  Louisville,  and  including  the  district  of  country 
within  ten  miles  of  said  city,  and  in  no  other  city,  town,  or 
place  within  the  United  States  or  the  territories  thereof ; 
and  also,  within  said  limits,  to  disi)ose  of  the  plank  or 
other  things  dressed  and  prepared  in  the  said  machines. 
And  he  doth  also  hereby  authorize  and  empower  the  said 
E.  Y.  Bunn,  and  his  executors,  administrators,  and  assigns, 
in  the  name  of  said  Woodworth,  administrator  aforesaid,  or 
in  his  own  name,  to  commence  and  prosecute  to  final  judg- 
ment  any  suit  or  suits  against  any  person  or  persons  who 
shall  construct  or  use  the  said  improvements  within  the  said 
limits,  contrary  to  the  true  meaning  and  intent  of  the  afore- 
said letters  patent,  and  the  extension  thereof,  and  the  law 
in  such  case  made  and  provided  ;  and  to  receive  for  his  own 
benefit,  and  at  his  own  proi)er  costs  and  charges,  any 
penalty  or  penalties  which  he  may  recover.  And,  in  con- 
sideration of  the  premises,  it  is  hereby  covenanted  and 
agreed,  by  and  between  the  said  William  W.  Woodworth, 
administrator  of  William  Woodworth,  deceased,  his  exec- 
utors, administrators,  and  assigns,  of  the  one  part,  and 
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the  said  K  Y.  Bunn,  his  executors,  administrators,  and 
assigns,  of  the  other  i)art,  as  follows,  namely : 

"  1st.  That  the  said  William  W.  Woodworth,  adminis- 
trator of  William  Woodworth,  deceased,  his  executors  or 
administrators,  during  the  terms  aforesaid,  shall  not,  nor 
with  themselves,  construct  or  use,  nor  give  their  license, 
consent,  and  permission  to  any  other  person  than  the  said 
E.  V.  Bunn  to  construct  or  use,  the  improved  planing- 
machine  aforesaid,  within  the  said  city  of  Louisville,  or 
within  tile  district  of  country  within  ten  miles  of  said  city. 

^^  2d.  That  the  said  E.  Y.  Bunn,  his  executors,  adminis- 
trators, and  assigns,  shaU  not  nor  will,  during  the  times 
aforesaid,  construct  or  use  more  than  ten  machines  as  afore- 
said within  the  limits  above  mentioned,  nor  construct  or 
use  any  such  machines,  nor  sell  and  dispose  of  any  plank 
or  other  thing  dressed  and  prepared  in  such  machhie  any- 
where else  within  the  United  States  and  the  territories 
thereof ;  it  being  declared  to  be  the  true  intent  and  meaning 
of  these  presents  that  not  more  than  ten  planing-machines 
in  the  whole  shall  be  constructed  and  used,  by  virtue  of  the 
license,  consent,  and  permission  herein  given. 

'^  3d.  It  is  understood  and  agreed  that  the  said  William 
W.  Woodworth  has  entered  and  filed,  at  the  Patent  Office 
at  Washington,  a  disclaimer  of  that  part  of  said  patent  for 
the  planing-machine  which  claims  the  reduction  of  ma- 
terials, boards,  and  plank  to  an  equal  width  and  thickness 
by  circular  saws ;  and  a  lien  is  retained  and  renewed  on 
this  assignment  for  the  security  of  the  payment  of  the 
fifteen  hundred  dollars,  the  consideration  and  purchase- 
money  to  be  paid  to  said  Woodworth. 

'^  Signed,  sealed,  and  delivered  this  21st  day  of  June, 
1843. 

[SEAL.]  "W.  W.  Woodworth, 

^^Admdnistrator  of  W.  Woodworth^  deceased. 

**  The  words  *  to  him  in  hand  paid  by  the  said '  were 
erased,  and  the  word  '  ten,^  and  the  words  ^  in  the  name  of 
said  Woodworth,  administrator  aforesaid,  or  in  his  own 
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name, '  ^veere  interlined  before  the  execution  of  the  foregoing 
instrument,  in  presence  of  D.  E,  Sickles." 

The  canse  was  aigaed  by  Latrdbe  and  Staples^  for  the 
complainants,  Wobdworth  and  Bonn,  and  by  Bibh^  for  the 
defendants. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

The  objection  taken,  that  the  administrator  could  not 
apply  for  an  extension  of  the  patent  granted  to  Woodworth^ 
his  intestate,  under  the  eighteenth  section  of  the  Patent 
Law,  has  been  disposed  of  in  the  previous  case  of  Wilson 
t.  Rousseau  et  df*.^  and  need  not  be  further  noticed. 

Another  objection  taken  to  the  right  of  the  complainants 
to  maintain  the  suit,  is  that  Woodworth  was  not  the  first 
and  original  inventor  of  the  planing-machine,  against  the 
using  of  which  the  defendant  was  enjoined. 

Without  going  into  the  proofs  in  the  case,  which  are  very 
voluminous,  it  wUl  be  sufficient  to  state  that,  after  fully 
considering  all  the  evidence  produced  bearing  upon  the 
question,  the  court  is  satisfied  that  the  weight  of  it  is  de- 
cidedly against  the  objection,  and  in  favor  of  the  allegation 
in  the  bill,  that  Woodworth  was  the  original  inventor  of 
the  machine. 

It  is  objected,  also,  that  the  specifications  accompanjring 
the  patent  were  not  sufficiently  full  and  explicit,  so  as  to 
enable  a  mechanic  of  ordinary  skill  to  build  a  machine. 
The  court  is  not  satisfied,  according  to  the  proof  in  the  case, 
that  the  objection  is  well  founded,  and  it  cannot  be  relied 
on  as  affording  sufficient  ground  for  the  dismissal  of  the 
biU. 

A  further  objection  was  taken,  that  W.  W.  Woodworth, 
one  of  the  complainants,  was  improperly  joined  with  E.  V. 
Bunn,  the  assignee  of  the  exclusive  right  in  Louisville  and 
ten  mUes  around  it.  The  court  is  of  opinion  that  the  in- 
terest of  Woodworth  in  the  assignment,  as  apx)ears  from 
the  record,  is  sufficient  to  justify  his  being  made  a  i)arty 
jointly  with  the  assignee. 
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Some  other  objections  were  taken  to  the  maintenance  of 
the  suit  on  the  arg^oment,  which  it  is  not  material  to  notice 
particnhtrly.  They  hare  all  been  considered,  and,  in  the 
judgment  uf  the  conrt,  afford  no  sufficient  groond  for  the 
dismissal  of  the  bill  and  the  dissolving  of  the  injunction. 

We  think  the  court  erred,  and  that  the  decree  dismissing 
the  bill,  as  to  the  detendant  James  Wilson,  and  dissoMng 
the  injunction,  should  be  reversed,  and  that  a  perpetual  in- 
junction should  issue. 

Notet: 

1.  Extension. 

See  notee  to  Wilson  v.  Boossean  [p.  436  ante]. 


.  Joinder  of  parties. 

See  uote  8  to  same  and  Tfler  v.  Tuel  [p.  1  ante],  note  1. 
liiTiugston  V.  Woodworth,  16  How.  646. 


Patent  In  inftt: 

No.  .     Woodworth,  W.     December  27,  1888.     Planing 

Mill.    Reissue  No.  71.    July  8,  1845. 

Othbe  Suits  on  Same  Patent  ; 
See  Wilson  v.  Turner,  i  How.  712  [p.  639  ante]. 


Citations : 

In  Supreue  Court  op  TTnited  States  : 
Brooks  V.  Fiske,  Diss,  opin.,  1853.     15  How.  212 ;  Bk.  14,  L.  ed. 
665. 


Jan.,  1846.]  WOODWOETH  v.  WILSON".  649 

Notes  and  Citationfl, 
Moore  v.  Marsh,  1868.     7  WaU.  616  ;  Bk.  19,  L.  ed.  37. 


In  CiBcun  Coubts  : 

Wood  worth  v.  Hall,  May,  1846.     1  Wood.  &  Minot,  248 ;  2  Eobb. 

496. 
Van  Hook  v.  Pendleton,  October,  1846.     1  Blatch.  187 ;  Fish. 

Pat.  Hep.  120. 
Woodworth  v.  Rogers,  May,  1847.    8  Wood.  &  Minot,  136;  2 

Bobb.  626. 
Olcott  V.  Hawkins,  1849.    2  Am.  L.  J.  (9  Penn.  L.  J.)  317. 
Gibson  v.  Van  Dresar,  June,  1860.     1  Blatch.  632 ;   Fish.  Pat. 

Bep.  369. 
Jenkins  v.  Greenwald,  April,  1867.     1  Bond,  126  ;  2  Fish.  37. 
Baldwin  v.  Sibley,  October,  1868.     1  Cliflf.  160. 
Kelson  v.  McMann,  April,  1879.     16  Blatch.  139 ;  4  Ban.  &  Ard. 

203  ;  16  0.  G.  761, 


In  Text-Books  : 

2  Abb.  Pat.  Law,  1886,  pp.  93,  284. 

Ourt.  on  Pats.,  4th  ed.,  §§  212,  347,  note,  406. 


660 


WOODWOETH  V.  WILSON. 


[Sup,  Ct. 


Jan.,  1847.]  WOOD  v.  UNDEBHILL.  651 

Statement  of  the  case. 


JAMES  WOOD,  PLAINTIFF  IN  ERROR,  v.  WILLIAM 
A.  UNDERHILL  AND  ASCHEL  H.  GEROW,  DE- 
FENDANTS. 

6  How.  l-A.    Jn.,  1847. 

[Bk.  12,  L.  ed.  28;  9  Bobb.  688  ;  1  Whit  483.] 

Description,     Composition  of  matter.    Particular  patent  sus 

taified. 

1.  The  degree  of  certainty  required  by  the  law  (Act  1836,  §  6)  is 

that  the  specification  be  in  such  f  uU^  clear^  and  exact  terms  as 
to  enable  any  one  skilled  in  the  art  to  compound  and  use  the 
invention  without  making  any  experiments  of  his  OMm  (p.  556), 

2.  In  patents  for  machines  the  sufficiency  of  the  description  must  * 

in  general  be  a  question  of  fact  for  the  jury  (p.  556). 
8.  Where  the  specification  of  a  new  composition  of  matter  fails  to 
state  the  relative  proportions  of  the  substances  mixed  together, 
or  the  proportions  are  ambiguously  and  vaguely  stated,  the 
patent  would  be  void  for  insufficient  description  (p.  556). 

4.  Where  patentee  in  his  patent.  No.  97,  Wood,  J.,  December  2, 

1836,  Bridk  Making,  gave  a  certain  proportion  of  the  ingredi- 
ents as  a  general  rule,  and  also  pointed  out  the  variations, 
the  specification  was  held  sufficiently  clear  to  support  the 
patent  (p.  556). 

5.  Where,  from  the  nature  and  character  of  the  ingredients  used 

in  a  composition  of  matter,  they  are  not  susceptible  of  the  de- 
scription required  by  law,  the  inventor  is  not  entitled  to  a  pat- 
ent (p.  557). 

This  case  was  brought  tip  by  writ  of  error  from  the  Cir- 
cuit Court  of  the  United  States  for  the  Southern  District  of 
New  York. 

It  appeared  that,  in  the  year  1836,  Wood  took  out 
amended  letters  patent  for  '^  a  new  and  useful  improvement 
in  the  mode  of  making  brick,  tile,  and  other  clay  ware," 
and  filed  the  following  specification  of  his  invention : 
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"  Be  it  known,  that  I,  the  said  James  Wood,  have  in- 
vented a  new  and  useful  improvement  in  the  art  of  manu- 
facturing bricks  and  tiles.  The  process  is  as  follows  :  Take 
of  common  anthracite  coal,  unbumed,  such  quantity  as  will 
best  suit  the  kind  of  clay  to  be  made  into  brick  or  tUe,  and 
mix  the  same,  when  well  pulverized,  with  the  clay  before 
[it]  is  moulded.  That  clay  which  requires  the  most  burning 
will  require  the  greatest  proportion  of  coal-dust.  The  ex- 
act proportion,  therefore,  cannot  be  specified ;  but,  in  gen- 
eral, three-fourths  of  a  bushel  of  coal-dust  to  one  thousand 
brick  will  be  correct.  Some  clay  may  require  one-eighth 
more,  and  some  not  exceeding  a  haU-bushel.  The  benefits 
resulting  from  this  composition  are  the  saving  of  fuel,  and 
the  more  general  diflPusion  of  heat  through  the  kiln,  by 
which  the  whole  contents  are  more  equally  burned.  If  the 
heat  is  raised  too  high,  the  brick  will  swell,  and  be  injured 
in  their  form.  If  the  heat  is  too  moderate,  the  coal-dust 
will  be  consumed  before  the  desired  effect  is  produced. 
Extremes  are  therefore  to  be  avoided.  I  claim  as  my  inven- 
tion the  using  of  fine  anthracite  coal,  or  coal-dust,  with 
clay,  for  the  purpose  of  making  brick  and  tile  as  aforesaid, 
and  for  that  only  claim  letters  patent  from  the  United 
States. 

"  James  Wood. 

"  Dated  9th  November,  1836.'' 

In  July,  1843,  he  brought  a  suit  against  the  defendants  in 
error,  for  a  violation  of  this  patent. 

And  at  the  trial  the  defendant  objected  to  the  sufficiency 
of  the  specification,  "  because  no  certain  proportion  for  the 
mixture  is  pointed  out,  but  only  that  such  quantity  of  coal 
must  be  taken  as  will  best  suit  the  kind  of  clay  to  be  made 
into  brick  or  tile  ;  but  that  clay  which  requires  most  burn- 
ing will  require  the  greatest  quantity  of  coal-dust.  The 
exact  proportion  cannot,  therefore,  be  specified ;  but,  in 
general,  three-fourths  of  a  bushel  of  coal-dust  to  one  thou- 
sand brick  will  be  correct.  Some  clay  may  require  one- 
eighth  more,  and  some  not  exceeding  half  a  bushel ;  so  that 
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there  is  no  fixed  rule  by  wMch  the  manufacturer  can  make 
the  mixture,  but  that  must  be  ascertained  by  experiments 
upon  the  clay ;  and  the  claiming  clause  in  the  specification 
is  only  for  the  abstract  general  principle  of  mixing  anthracite 
coal-dust  with  clay,  for  thp  purpose  of  making  brick,  with- 
out any  practical  rule  as  to  the  proportions,  which  is  too 
vague  and  uncertain  to  sustain  a  patent," — ^which  objection 
was  sustained  by  the  court.  The  plaintiff  excepted.  And 
the  verdict  and  judgment  being  against  him,  the  case  was 
brought  up  here  upon  this  exception. 

The  cause  was  argued  by  SilUman,  for  the  plaintiff  in 
error,  and  Bowley^  for  the  defendants. 

SilliTnaUy  for  the  plaintiff  in  error ^  made  the  following 
points: 

The  plaintiff  insists— 

1.  That  he  has,  in  his  specification,  given  a  general  rule 
by  which  every  kind  of  clay  may  be  much  better  burned 
than  by  any  previous  process  ;  and  that  the  general  propor- 
tions specified  are,  yith  some  exceptions,  the  very  best  that 
can  be  used. 

That  a  patent  may  properly  be  granted  for  a  heneficiaZ 
general  rvle^  although  there  might  be  some  exceptions  to  it 
not  provided  for. 

2.  That  if  it  is  necessary  to  entitle  the  plaintiff  to  a  pat- 
ent for  a  most  beneficial  invention  for  burning  clay  of  the 
qualities  usually  found,  that  he  should  also  discover  the 
means  of  burning,  to  best  advantage,  clays  of  qualities  not 
usually  found,  that  his  patent  should  not  therefore  be 
deemed  void  on  its  face ;  but  he  should  be  permitted  to 
prove,  by  persons  conversant  with  the  business,  that  they 
could  instantly  determine,  on  inspection  of  clays  of  uncom- 
mon qualities,  whether  they  required  more  or  less  than  the 
usual  burning,  and  how  much  more  or  less,  so  as  to  regulate 
the  variation  of  proportions  in  such  manner  as  to  bum  to 
the  best  advantage. 
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8.  The  plaintiff  shoald  have  been  permitted  to  show, 
nnder  his  specification,  by  eapertt,  that  any  kind  of  clay 
of  which  bricks  can  be  made,  however  varied  the  qualities, 
can  be  better  bnmed  nnder  his  general  rale  than  by  any  pre- 
vloas  process  ;  and  if  such  is  tlie  fact,  the  plaintiff  shonld 
be  entitled  to  a  patent  for  the  discovery,  if  he  had  given 
the  general  role  only,  and  had  taken  no  notice  of  those  ex- 
ceptions, in  which  some  nnconunon  kinds  of  clay  can  be 
best  burned  with  a  greater  or  less  proportion  of  coal  than 
that  specified  in  the  general  rule. 

4.  The  judge,  in  his  decision,  adopts  all  the  errors  of  the 
defendants'  objection,  which  states  that  there  is  no  fixed 
rule  by  which  the  manufacturer  can  make  the  mixture,  but 
that  must  be  ascertained  by  experiments  upon  the  clay. 
Suppose  this  to  be  so,  and  that  the  inventor  has  only  fur- 
nished a  guide  by  which  such  experiments  can  be  success- 
fully made,  and  that  the  subject,  on  account  of  the  variable 
qualities  of  the  materials,  does  not  admit  of  greater  cer- 
tainty, and  that  by  the  simplest  and  cheapest  experiments 
the  manufacturer,  in  consequence  of  the  plaintiff's  inven- 
tion, will  be  able  to  bum  his  bricks  much  bettier  in  lees  than 
half  the  time,  and  at  less  than  half  the  cost  of  bnming,  by 
any  other  process,  ia  not  the  inventor  entitled  to  a  patent 
for  an  invention  practically  so  useful  I 

The  fact  that  not  a  single  brick  has,  for  some  years  past, 
been  burned,  except  according  to  the  plaintiff's  specifica- 
tion, is  pretty  good  evidence  that  the  manafacturets  have 
l)een  able  to  discover  something  from  plaintiff's  specifi- 
cation. 

5.  The  objection,  as  adopted  by  the  court.,  declares  that 
the  claiming  clanse  in  the  specification  is  only  for  the  ab- 
stract general  principle  of  mixing  anthracite  coal-dust  with 
clay,  for  the  purpose  of  making  bricks  and  tiles,  without 
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asoertained  by  an  experiment  on  each  bed  of  clay,  it  might, 
nevertheless,  be  a  very  nsefnl  invention,  for  which  the  in- 
ventor should  be  in  some  measure  compensated  by  a  patent. 
But  this  part  of  the  objection  is  not  true  in  fact ;  for  the 
claiming  clause  is  of  the  invention  of  using  fine  anthracite 
coal,  or  coal-dust,  with  clay,  for  the  purpose  of  making 
brick  aud  tile  "  ds  aforesaid.^ ^  These  words,  "  as  afore- 
said," refer  to  the  general  rule  of  three-fourths  of  a  bushel 
of  coal  for  a  thousand  bricks,  with  the  exceptions  or  varia- 
tions previously  expressed. 

6.  The  judgment  should  be  reversed,  with  costs,  includ- 
ing the  costs  in  the  Circuit  Court. 

Jiowlepjfor  the  d^endants  in  error. 

The  patentee's  specification  is  uncertain  and  insufficient. 
It  furnishes  no  rule  for  making  bricks,  without  the  manu- 
facturer' s  first  making  a  series  of  experiments.  The  most  it 
does  is  to  prescribe  in  about  what  manner  the  trials  are  to 
be  conducted,  which  is  not  enough  to  sustain  his  patent. 
The  King  v.  Arkwright,  Dav.  Pat,  Cases,  106  (per  Buller, 
J.) ;  Turner  v.  Winter,  1  Term  R.  606  [1  Am.  &  Eng.  48] 
(per  Ashurst,  J.) ;  Boulton  v.  Bull,  2  H.  BL  484  [1  Am.  & 
Eng.  69]  (Buller,  J.);  Harmer  v.  Playne,  11  East,  101 
[1  Am.  &  Eng.  171]  (Lord  EUenborough) ;  The  King 
t).  Wheeler,  2  Bam.  &  Aid.  345  [1  Am.  &  Eng.  317]  (Abbott, 
Ch.  J.) ;  GK)dson  on  Patents,  85 ;  Lowell  v.  Lewis,  1 
Mason's  R.  182  (Story,  J.) ;  Langdon  v.  De  Groot,  1  Paine' s 
R.  203  ;  Phillips  on  Patents,  83,  267,  268,  283,  284,  289. 

Mr.  Chief  Justice  Tanet  delivered  the  opinion  of  the 
court. 

The  question  presented  in  this  ca^e  is  a  narrow  one,  and 
may  be  dis})Osed  of  in  a  few  words. 

The  plaintifF  claims  that  he  has  invented  a  new  and  use- 
ful improvement  in  the  art  of  manufacturing  bricks  and 
tiles ;  and  states  his  invention  to  consist  in  using  fine 
anthracite  coal,  or  coal-dust,  with  clay,  for  the  purpose  of 
making  brick  or  tile  ;  and  for  that  only  he  claims  a  patent. 
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And  the  only  question  presented  by  the  record  is,  whether 
his  description  of  the  relative  proportions  of  coal-dust  and 
clay,  as  given  in  his  specification,  is  npon  the  face  of  it  too 
va^e  and  uncertain  to  support  a  patent. 

The  degree  of  certainty  which  the  law  requires  is  set 
forth  in  the  act  of  Congress.  The  specificatiou  must  be  in 
such  full,  clear,  and  exact  terms  as  to  enable  any  one  skilled 
in  the  art  to  which  it  appertains  to  compound  and  use  the 
invention  ;  that  is  to  say,  to  compound  and  use  it  without 
making  any  experiments  of  his  own.  In  patents  for  ma- 
chines, the  sufficiency  of  the  description  must,  in  general, 
be  a  question  of  fact,  to  be  determined  by  the  jury.  And 
this  must  also  be  the  case  in  compositions  of  matter,  where 
any  of  the  ingredients  mentioned  in  the  specification  do  not 
always  possess  exactly  the  same  properties  in  the  same 


But  when  the  specification  of  a  new  composition  of 
matter  gives  only  the  names  of  the  substances  which  are  to 
be  mixed  together,  without  stating  any  relative  proportion, 
undoubtedly  it  would  be  the  duty  of  the  court  to  declare 
the  patent  to  be  void.  And  the  same  rule  would  prevail 
where  it  was  apparent  that  the  proportions  were  stated 
ambiguously  and  vaguely ;  for  in  such  cases  it  would  be 
evident,  on  the  face  of  the  specification,  that  no  one  coold 
use  the  invention  without  first  ascertaining  by  experiment 
the  exact  proportion  oil  the  different  ingredients  required  to 
produce  the  result  intended  to  be  obtained.  And  if  the 
specification  before  us  was  liable  to  either  of  these  objec- 
tions, the  patent  would  be  void,  and  the  instruction  given 
by  the  Circuit  Court  undoubtedly  right. 

But  we  do  not  think  this  degree  of  vagueness  and  uncer- 
tainty exista.  The  patentee  gives  a  certain  proportion  as  a 
general  rule ;  that  is,  three-fourths  of  a  bushel  of  coal-dust 
to  one  thousand  bricks.  It  is  true,  he  also  states  that  clay 
which  requires  the  most  burning  will  require  the  greatest 
proportion  of  coal-dust ;  and  tl^t  some  clay  may  require 
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last  mentioned  proportions  may,  however,  be  justly  con- 
sidered as  exceptions  to  the  rule  he  has  stated  ;  and  as  ap- 
plicable to  those  cases  only  where  the  clay  has  some  pecu- 
liarity, and  differs  in  quality  from  that  ordinarily  employed 
in  making  bricks.  Indeed,  in  most  compositions  of  matter, 
some  small  difference  in  the  proportions  must  occasionally 
be  required,  since  the  ingredients  proi)osed  to  be  com- 
X)ounded  must  sometimes  be  in  some  degree  superior  or  in- 
ferior to  those  most  commonly  used.  In  this  case,  how- 
ever, the  general  rule  is  given  with  entire  exactness  in  its 
terms ;  and  the  notice  of  the  variations  mentioned  in  the 
specification  would  seem  to  be  designed  to  guard  the  brick- 
maker  against  mistakes,  into  which  he  might  fall  if  his  clay 
was  more  or  less  hard  to  bum  than  the  kind  ordinarily 
employed  in  the  manufacture. 

It  may  be,  indeed,  that  the  qualities  of  clay  generally 
differ  so  widely  that  the  specification  of  the  proportions 
stated  in  this  case  is  of  no  value ;  and  that  the  improve- 
ment cannot  be  used  with  advantage  in  any  case,  or  with 
any  clay,  without  first  ascertaining  by  experiment  the  pro- 
portion to  be  employed.  If  that  be  the  case,  then  the  in- 
vention is  not  patentable,  because,  by  the  terms  of  the  act 
of  Congress,  the  inventor  is  not  entitled  to  a  patent  unless 
his  description  is  so  full,  clear,  and  exact  as  to  enable  any 
one  skilled  in  the  art  to  compound  and  use  it.  And  if, 
from  the  nature  and  character  of  the  ingredients  to  be  used, 
they  are  not  susceptible  of  such  exact  description,  the  in- 
ventor is  not  entitled  to  a  patent.  But  this  does  not  ap- 
pear to  be  the  caae  on  the  face  of  this  specification.  And 
whether  the  fact  is  so  or  not,  is  a  question  to  be  decided  by 
a  jury,  upon  the  evidence  of  persons  skilled  in  the  art  to 
which  the  patent  appertains.  The  Circxdt  Court,  therefore, 
erred  in  instructing  the  jury  that  the  specification  was  too 
vague  and  uncertain  to  support  the  patent,  and  its  judgment 
must  be  reversed. 

« 
Obdeb.    This  cause  came  on  to  be  heard  on  the  tran- 
script of  the  record  from  the  Circuit  Court  of  the  United 
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States  for  the  Soathem  District  of  New  Tork,  and  was 
argued  hy  counsel  i  on  comiideratioii  whereof,  it  ia  now 
here  ordered  and  adjudged  by  this  comt,  that  the  judg- 
ment of  the  said  Circuit  Court  in  this  cause  be,  and  the 
same  ia  hereby,  reversed  with  coats ;  and  that  this  cause 
be,  and  the  same  is  hereby,  remanded  to  the  said  Circuit 
Court,  with  directions  to  award  a  venire/acias  de  now. 
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1.  SnOtciency  of  epecification. 

See  Evans  v.  Eaton,  7  Wheat.  S56  [p.  105  ante]. 
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DECISIONS   OF  THE  SUPREME  COURT  OF  THE  UNI- 
TED STATES  IN  PATENT  CASES  REPORTED 

IN  THIS  VOLUME. 


1.  Abandonment  of  an  faiTaition  is  absolute,  and  cannot  af- 
terward  be  resumed,  and  ia  generally  a  question  of  fact. 
Pennock  v.  Dialogue. 217 

3.  Under  Act  1793  the  first  inventor  cannot  acquire  a  good 

title  to  a  patent  if  he  suffers  the  thing  invented  to  go 
into  public  use,  or  to  be  publicly  sold  for  use,  before  he 
makes  application  for  a  patent  Pennock  v.  Dialogue.  217 
8.  Under  Act  1793  any  acquiescence  by  the  inventor  in  the 
public  use  of  his  invention  prior  to  obtaining  a  patent 
is  an  abandonment,  but  acquiescence  can  in  no  case  bo 
presumed  where  he  has  no  knowledge  of  such  use. 
Shaw  V,  Cooper 286 

4.  Whatever  may  be  the  inventor's  intention.  If  he  suffers  his 

invention  to  go  into  public  use  through  any  means 
whatsoever  without  an  immediate  assertion  of  his  right, 

he  is  not  entitled  to  a  patent.     Bhaw  v.  Cooper 286 

6.  Where  an  inventor  permits  the  use  of  his  invention  by  his 
employers,  prior  to  patenting,  it  could  well  be  held  an 
abandonment  by  public  use,  in  view  of  decision  in  Pen- 
nock V.  Dialogue,  2  Pet.  7  [p.  217  ants]  and  of  Act 
1793,  §§  1  and  3  ;  Act  1800,  §  1  ;  Act  1832,  §  3 ;  and 
Act  1886,  §  15.     McClurg  v.  Kingsland 882 

6.  Act  1790,  §  1,  examined  on  the  question  of  abandonment. 

Pennock  v.  Dialogue 217 

7.  Act  1798,  ch.  11,  g§  1,  8  and  6,  "  abandonment"  reviewed 

and  construed.    Pennock  v.  Dialogue 217 

See  Particular  PatenU,  4 ;  Prior  Knowledge  and  Use,  2.  Stat- 
ute of  Monopolies,  1. 

Aequieseence, 

See  Abandonment,  3  ;  Evidence,  8  ;  License,  1. 
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Burden  of  Proof. 

1.  The  burden  of  proof  is  oi  i 
the  statutory  notice  o: 
1886,  §  15,  before  int]  i 
leged  prior  use.    P.  s  i 

Charge  to  Jury. 

See  Record,  1 ;  Reissue,  5 ;    I 

CUiim. 

See  Estoppel,  1. 

ConMfMUion. 

1.  A  combination  of  several  ! 
use  of  less  than  all  of   I 
for  an  omitted  element 
form  or  manner  of  an  i 
Xj  V,  Ruggles 

See  Particular  Patents,  7. 

CofmipoMUm  of  Matter. 

1.  Where,  from  the  nature  \ : 
used  in  a  composition  i 
ble  of  the  description  ; 
not  entitled  to  a  patent 

See  Particular  Patents,  8 ;  Si  < 

Compound. 

See  Composition  of  Matter. 

Congress. 

See  Construction  of  Statutes, ' 

ConstUution. 

See  Statute,  1 ;  Term,  1. 

ConsirucUon  of  Patents. 

1.  "Where  the  words  in  a  patei: 
of  the  parties  are  entitl<! 
struing  it    Evans  v.  Ee. 

ikmstruction  of  Special  Act. 

1.  Special  Act  1808  for  the  ret 

not  to  authorize  those  '<i 
in  the  interval  between 
patent  and  the  special  s 
liability,  subsequent  to 
f>,  Jordan 

2.  Special  Act  1808  for  the  n 

Evans  t>.  Eaton 

See  Jurisdiction,  1. 
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Cansiructi&n  of  Statutes.  pxas 

1.  An  argument  founded  upon  the  hardship  of  a  case  is 
entitled  to  great  weight  in  the  constnictioa  of  a  statute, 
where  the  words  are  obscure,  but  not  where  expressed 
in  plain  and  unambiguous  language.      £van8  v.  Jordan.      7 

id.  Rule  of  construction  of  statutes  in  cases  of  obscure  and 

doubtful  phraseology.     Wilson  v.  Rousseau 436 

8.  The  patent  law  should  be  construed  in  the  s[Mt  in  which 

It  is  made.    Grant  v.  Raymond 245 

4.  Congress  can  never  be  presumed  to  have  decided  in  a  gen- 

eral act  that  an  individual  is  an  author  or  inventor,  the 
words  of  which  do  not  render  such  a  construction  un- 
avoidable.   Evans  «.  £aton 16 

5.  Act  1793,  §  1,  words  '*  not  known  or  used  before  the  ap- 

plication "  mean  not  known  or  used  by  the  public  before 
the  application.    Pennock  «.  Dialogue.  217 

6.  Act  1793,  ch.  11,  reviewed  (§§  1,  2,  8  and  6).    Evans  v, 

Eaton * 105 

7.  Act  1800,  §  1,  examined.    Pennock  «.  Dialogue 217 

Act  1790,  §  1.      See  Abandonment,  6. 

Act  1798.   See  Abandonment,  2, 3 ;  Alien  Patentee,  1 ;  Assig- 
nee and  Grantee,  1 ;  Reissue,  1,  4. 
Act  1793,  g  1.    See  Abandonment,  5,   7 ;  Construction  of 

Statutes,  5,  6  ;  Prior  Knowledge  and  Use,  2. 
Act  1793,  §  2.    See  Construction  of  Statutes,  6. 
"      "     §  3.    See    Abandonment,  5,  7 ;  Construction    of 
Statutes,  6  ;  Reissue,  8.    Specification,  4,  5. 
Act  1793,  §  6.    See  Abandonment,  7 ;  Evidence,  10 ;  Construc- 
tion of  Statutes,  6  ;  Notice,  1 ;  Prior  Knowledge  and 
Use,  3  ;  Specification,  5. 
Act  1798,  §  10.    See  Repeal  of  Patent,  1. 
Act  1800.    See  Alien  Patentee,  1. 

§  1.    SeeAbandonment,5;  Construction  of  Statutes,?. 
g  3.    See  Jurisdiction,  1. 
Act  1832,  g  3.    See  Abandonment,  5 ;  Prior  Use,  1 ;  Reissue,  8. 
Act  1836,  g  6.    See  Specification,  3. 

g  11.    See  Assignee  and  Grantee,  3. 
g  13.     See  Reissue,  7. 

g  14.    See  Actions,  2 ;  Assignee  and  Grantee,  8,  4. 
g  15.    See  Abandonment,  5  ;  Actions,  2 ;  Burden  of 
Proof,  1 ;  **  Thing  Patented,"  1. 
Act  1886,  g  18.    See  Board  of  Commissioners,  1 ;  Extension,  1, 

2,  6  ;  "  Thing  Patented,"  2. 
Act  1839,  g  7.    See  Prior  Use,  2 ;  "  Thing  Patented,"  1. 
Contract, 

1.  A  contract  with  a  party  to  purchase  all  the  articles  made  by 
him  upon  an  infringing  machine  does  not  render  the 
purchaser  an  infringer,  unless  the  contract  was  color- 
able only  (Act  1800,  g  3).    Keplinger  v.  De  Young. ...  209 
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d.  A  covenant  daled  1829  conatnied  in  yiew  of  the  then  es- 
tablished law,  and  the  term  '*  renewal "  held  not  to 
coyer  an  extension  authorized  only  by  Act  1892,  subse- 
quent thereto.    Wilaon  v.  Rousseau 436 

See  Eyidence,  2. 

Date  of  Invention, 

See  Eyidence,  6. 

Dedarntions  of  Inventor, 

See  Eyidenoe,  6. 

Defence* 

See  Questions  of  Fact,  1 ;  Specification,  5. 

DejpoeUions* 

See  Eyidenoe,  4  and  5. 

Description, 

See  Specification. 

DUigenee, 

See  Eyidence,  8. 

Divieion  of  Opinion, 

See  Practice,  1. 

Employer  and  Employ  A 

See  Abandonment,  5 ;  License,  1. 

Estoppel, 

1.  A  patentee  cannot  reject  as  unessential  and  as  not  of  the  es- 
sence of  his  invention  part  of   niatter  expressly  so 

claimed.     Carver  v,  Hyde 867 

Evidence, 

1.  Evidence  to  which  no  exception  is  taken  should  not  be 

made  a  part  of  the  record,  and  will  not  be  considered 
by  the  court.     Pennock  v.  Dialogue 217 

2.  Parol  evidence  bearing  upon  written  contracts  or  papers 

ought  not  to  be  admitted  wjthout  the  production  of 
such  written  contracts  or  papers.  P.  &  T.  R.  R.  Co.  v. 
Stimpson 824 

8.  Where  evidence  is  offered  for  a  certain  purpose,  it  cannot 
be  deserted  for  that  purpose,  to  show  its  relevancy  to 
another  purpose,  not  at  that  time  suggested  to  the 
court.    P.  AT.  R.  R.  Co.  v.  Stimpson 324 

4.  Depositions  taken  according  to  State  court  practice  not  ad- 
missible.    Evans  v.  Eaton 105 

6.  Deposition  introduced  with  the  acquiescence  and  consent 
of  plaintiff,  cannot  afterward  be  objected  to.  Evans  v, 
Hettich 182 
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t,  The  oonyersatioiis  and  declarations  of  the  inventor,  stating 
that  he  had  made  an  invention,  describing  its  details  and 
operation,  are  port  of  the  rei  gesta  and  legitimate  evi- 
dence to  prove  the  date  of  invention  as  early  as  at  that 
period.     P.  &T.  R.  R  Co.  V.  Stimpson 824 

7.  Based  on  patentee*s  oath,  the  patent  is  prima  fade  evidence 

that  he  is  the  inventor.    P.  &  T.  R  R  Ck>.  v.  Stimpson.  824 

8.  Want  of  diligence  in  asserting  his  right  on  becoming  aware 

of  the  public  use  of  his  invention  is  evidence  of  invent- 
or's acquiescence  therein.     Shaw  «.  Cooper 286 

9.  Evidence  of  want  of  identity,  a  material  difference  between 

the  original  and  reissued  patents,  offered  by  defendants 
after  stating  in  open  court  that  they  had  closed  their  ev- 
idence and  plaintiffs  had  discharged  their  witnesses ;  if 
a  matter  in  the  sound  discretion  of  the  court,  hdd  prop- 
erly rejected.     P.  &  T.  R  R  Co.  «.  Stimpson 824 

10.  Under  Act  1798,  §  6,  notice  is  submitted  for  a  special  plea, 

and  is  given  only  in  order  to  offer  special  matter  in  ev- 
idence under  the  general  issue.    Evans  «.  Eaton 16 

11.  Evidence  of  special  matter  not  specified  in  notice,  held 

admissible,  as  it  would  be  imder  a  special  plea.  Evi- 
dence of  prior  use  so  admitted.    Ibid, 16 

12.  Evidence  that  those  engaged  in  such  prior  use  had  paid 

patentee  for  licenses  is  admissible.    Ibidn 16 

See  Grant,  2. 

EixaminaUon  of  Witnesses, 

See  Witnesses,  5  and  6. 

1.  Exceptions  should  be  to  the  points  ruled  by  the  court,  and 
not  to  the  charge  as  published  at  length.  Stimpson  v. 
West  Chester  R  R  Co 8d8 

See  Evidence,  1 ;  6. 

See  Extension,  2. 

EoctenBion. 

1.  The  extension  of  the  patent  under  Act  1886,  §  18,  is  a  new 

grant  of  the  exclusive  right  for  a  term  of  seven  years, 
and  all  rights  of  assignees  or  grantees  terminate  at  the 
end  of  the  original  term  and  become  reinvested  in  the 
patentee,  and  Woodworth's  patent  inured  to  the  benefit 
of  the  administrator  only  in  his  said  capacity.  Wilson 
V,  Rousseau 486 

2.  Act  1836,  §  18,  authorized  the  extension  of  a  patent  on  the 

application  of  the  executor  or  adndnistrator  of  a  de- 
ceased patentee.    Wilson  v.  Rousseau 486 
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JPorm. 

JP^raudm 

Grant, 


Grantee* 


Identity, 


8.  The  judgment  of  the  coui 
646  [p.  486  a7Ue\,  di 
Turner 

4.  Legality  of  an  extension  g 

entee  determined  in  c( 
seau,  4  How.  646.    W« 

5.  An  extended  patent  can  b 

extended  termed.    Wi 

6.  Ajssignee's  "right  to  use 

§  18,  during  extende< 
thing  in  use  at  the  ti 

Rousseau 

See  Contract,  2. 

See  Particular  Patents,  9. 
See  Reissue,  7. 

1.  The  correct  performance 

which  the  validity  of 
always  examinable  in  tl 
violation  shall  be  brou^ 
ent  reissued  under  Act 

2.  The  grant  of  a  patent  by 

and  proofs  laid  before 
cide  and  act,  is  prima  j 
and  sufficiency  of  the  { 
is  not  re-examinable.    ] 

See  Assignee  and  Grantee. 


1.  Identity  of  infringing  macl 
Jury.    Evans  v,  Eaton. 
See  Evidence,  9  ;  Reissue,  5. 


Improvement* 

1.  A  patent  for  an  improven 

provement.    Evans  v.  ] 

2.  A  patent  for  an  improvei 

clear,  and  exact  terms  t 
provement  only.    Evan 
See  Particular  Patents,  1 ;  8. 

Infringement. 

See  Combination,  1 ;  Contract 


Intention. 


See  Construction  of  Patents,  1. 
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See  "  Thing  Patented/'  1  and  2. 

Inventor, 

See  CoDstmction  of  Statates,  4. 

J^ainder  of  InvenHon, 

1.  Doubted  whether  improvements  on  different  machines 
could  regularly  be  comprehended  in  the  same  patent, 
under  the  general  patent  law.    Evans  v,  Eaton. 16 

See  Particular  Patents,  1. 

Joinder  of  TarHes, 

1.  Patentee  held  properly  Joined  as  plaintiff  in  suit  for  in- 
fringement brought  by  assignee  of  an  exclusive  right 
within  a  limited  territory.    Wood  worth  v.  Wilson. . . .  642 

Juri9dicUon. 

1.  Evans's  special  act  being  engrafted  on  the  general  patent 
act,  and  the  patent  issued  in  pursuance  of  both,  the 
court  has  jurisdiction  under  Act  1800,  §  3,  though  be-' 
tween  citizens  of  the  same  State.    Evans  v.  Eaton 16 

See  Board  of  Commissioners,  1 ;  Record,  2. 

Jury, 

See  Identity,  1 ;  Reissue,  5. 

KnowUdgo  and  V»e, 

See  Prior  Knowledge  and  Use. 

Licenae, 

1.  Where,  prior  to  patenting,  the  inventor  fully  acquiesces  in 

the  use  of  his  invention  by  his  employers,  it  raises  the 

presumption  of  a  license  from  the  inventor  to  continue 

its  use  subsequent  to  the  grant  of  a  patent.    McClurg 

V.  Eingsland , 882 

yew  Trial. 

See  Practice,  1. 


Notice. 


Oath. 


1.  Where  witness  was  asked  as  to  the  identity  of  defendant's 
machine  with  plaintiff's  model  in  court,  Tuld  that  it  was 
not  included  in  the  class  of  cases  of  which  notice  was 
necessary  under  Act  1798,  §  6.  and  was  perfectly 
proper  under  the  general  issue.    Evans  v.  Hcttich 182 

See  Burden  of  Proof,  1 ;  Evidence,  10  and  11. 


See  Evidence,  7. 

Barticular  Patents. 

1.  Patent  granted  Oliver  Evans,  December  18,  1790,  for  Hop- 
per-boy construed  to  be  a  grant  of  the  general  result  of 
the  whole  machinery  and  of  the  improvements  in  each 
machine.    Evans  v.  Eaton 16 


^ 
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d.  Evans's  claim  construed  to  be  for  the  entire  machine.  Evans 

V.  Eaton 105 

8.  Evans's  patent  construed  to  he  for  an  improvement,  and 

defective  for  not  specifying  it.    Ibid 105 

4  Patent  granted  Shaw,  J.,  June  19,  1822,  reissued  May  7, 
1829,  for  Percussion  Gun,  held  to  have  been  in  public 
use  with  inventor's  consent  prior  to  the  grant  of  this 
patent,  and  was  abandoned.    8haw  v.  Cooper 286 

6.  Held  that  Woodworth  was  the  original  inventor  of  the 
patent  for  Planing  Mills  granted  him  December  27, 
1828,  and  that  the  specifications  accompanying  the 
patent  were  sufficiently  full  and  explicit.  Woodworth 
V.  Wilson 642 

6.  Reissued  patent  No.  71  granted  Woodworth,  W.,  July  8, 

1845,  for  Planing  Mill,  held  sufficiently  full  and  ex- 
plicit in  its  specification  and  drawings.  Wilson  v, 
Rousseau 486 

7.  Patent  granted  Prouty  &  Mears,  March  4,  1886,  for  a 

Plough,  construed  to  be  for  a  combination  of  three  old 
elements,  and  held  not  infringed  by  the  omission  of 
one  of  the  elements.    Prouty  v.  Ruggles 851 

8.  Where  patentee  in  his  patent,  No.  97,  Wood,  J.,  December 

2,  1836,  Brick-Making,  gave  a  certain  proportion  of 
the  ingredients  as  a  general  rule,  and  also  pointed  out 
the  variations,  the  specification  was  held  sufficiently 
clear  to  support  the  pat«nt.     Wood  v.  Underbill 551 

9.  Patent  No.  777  granted  Carver,  E.,  June  12, 1838,  reissued 

as  No.  17,  November  16,  1839,  for  Ribs  of  Cotton  Gin, 
construed  to  have  claimed  form  and  manner  of  attach- 
ing as  an  essential  part  of  the  invention,  and  not  in- 
fringed by  a  substantially  different  fonn.  Carver  v. 
Hyde 867 

Parties. 

See  Joinder  of  Parties,  1. 

JPcUent* 

See  Construction  of  Patents ;  Evidence,  7 ;  Petition,  1. 

P€U€tU€ibiHtj/. 

See  Composition  of  Matter,  1 ;  Result,  1. 

PetUi&n* 

1.  The  petition  is  a  part  of  the  patent.    Evans  v.  Eaton. 16 

BracHce* 

1.  Practice  on  appeal  on  a  division  of  opinion  on  a  motion 

for  a  new  trial.    Grant  t;.  Raymond 245 

8.  The  mode  of  conducting  trials,  the  order  of  introducing 
evidence,  and  the  times  when  it  is  introduced,  belong 
to  the  practice  of  the  Circuit  Courts,  with  which  this 
Court  ought  not  to  interfere,  unless  it  shall  choose  to 
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prescribe  general  rules  on  the  subject    P.  A  T.  R.  R. 

Co.  V.  Stimpson ....  824 

See  Evidence,  4  ;  Record,  1-9 ;  Repeal  of  Patent,  1. 

JPrerequisites  to  Oran/. 

See  Grant,  1 ;  Questions  of  Fact,  1 ;  Reissues,  8. 

JPre9Ufnptian^ 

See  Abandonment,  8 :  License,  1 ;  Prior  Knowledge  and  Use* 
1;  2. 

Prior  Knowledge  and  Use* 

1.  The  law  presumes  patentee's  knowledge  of  prior  public 

knowledge  and  use  of  his  alleged  invention.  Evans  v, 
Eaton 16 

2.  The  prior  knowledge  and  use  under  Act  1793,  §  1,  refers  to 

the  public  only,  and  when  fraudulently  obtained  raises 
no  presumption  of  abandonment.    Shaw  v.  Cooper 286 

8.  Under  Act  1798,  §  6,  if  the  thing  patented  had  been  in  use 
or  described  in  some  prior  public  work,  judgment  shall 
be  rendered  for  defendant,  and  the  patent  declared 
void.    Evans  V.  Eaton 16 

See  Construction  of  Statutes,  5. 

Prior  Use. 

1.  Under  Act  1882,  §  8,  no  prior  use  of  the  defective  orig- 

inal patent  can  authorize  the  use  after  the  reissue. 
Stimpson  v.  West  Chester  R.  R.  Co 898 

2.  The  use  referred  to  in  Act  1889,  g  7,  refers  to  the  original 

application,  and.  not  to  a  reissue  of  it    Stimpson  v. 

West  Chester  R.  R.  Co 898 

See  Abandonment,  8. 

Product  of  PiMtented  Machine. 

See  Assignee  and  Grantee,  2 ;  Contract,  1. ' 

PtMic  Use. 

See  Abandonment,  8^. 

PttTchaser. 

See  Contract,  1. 

QuesUons  of  Fact. 

1.  Questions  of  fact  that  would  defeat  the  patent  or  the  appli- 
cation are  left  open  to  be  controverted  by  any  one  who 
contests  the  patent.    Shaw  v.  Cooper 286 

See  Abandonment,  1 ;  Identity,  1 ;  Specification,  1 ;  2. 

Record. 

1.  Charge  to  Jury  should  not  be  spread  in  exUnso  on  the  rec- 
ord.   Evans  v.  Eaton 105 
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2.  Where  a  special  jurisdiction  is  given  to  a  court,  all  the  pre- 
liminary proceedings  required  to  found  that  jurisdic- 
tion should  appear  of  recoi-d,  as  they  constitute  an 
essential  part  of  the  case.  Ex  parte  Wood  &  Brun- 
dage 198 

8.  Where  a  rule  is  the  sole  foundation  of  a  sidt,  the  record 
*must  not  only  show  tliat  it  was  granted,  but  it  must 
appear  by  the  proceedings  that  it  was  rightfully 
granted.    Ilrid. 198 

See  Evidence,  1. 

Beeavery, 

1.  A  patentee  who  includes  in  his  patent,  as  part  of  his  inven- 
tion, things  before  known  or  used,  cannot  recover,  as 
his  patent  Ib  broader  than  his  invention.    Evans  v. 

Eaton 105 

Beis9ue, 

1.  The  grant  of  a  reissue  to  correct  an  error  committed  in  the 

department  of  State,  as  also  for  an  error  arising  through 
inadvertence  or  mistake  on  the  part  of  the  inventor, 
though  not  expressly  authorized  by  the  Act  of  1798,.  is 
within  its  spirit.    Grant  v.  Raymond 245 

2.  The  holder  of  a  defective  patent  may  surrender  it  and  ob- 

tain a  new  one,  which  is  a  continuation  of  aifd  relates 
back  to  the  original  (Grant  v.  Raymond,  6  Pet  220, 
affirmed).    Shaw  v.  Cooper 286 

8.  The  rights  of  the  patentee  of  a  reissue  must  be  ascertained 
by  the  law  under  which  the  original  application  was 
made.    Shaw  v.  Cooper 286 

4.  Doubted  whether  the  fact  that  rights  acquired  by  third 
parties  pending  the  original  invalid  patent  would  not 
be  a  valid  defence  to  the  reissue  (Act  1798).  Grant  v. 
Raymond 246 

6.  WhetHer  the  reissue  was  substantially  for  a  different  in- 
vention from  that  in  the  original  patent,  is  a  question 
for  the  jury  on  the  evidence.  Stimpson  v.  West  Ches- 
ter RR.  Co 898 

6.  The  reissue  and  the  proceedings  on  which  it  issues  have 

relation  back  to  the  original  transaction ;  and  the 
term  runs  from  the  date  of  the  original  patent  Grant 
V.  Raymond 246 

7.  Under  Act  1886,  g  18,  the  grant  of  a  reissue  is  conclusive 

as  to  how  the  mistake  or  inadvertence  arose,  leaving 
open  the  question  of  fraud  only.  Stimpson  v.  West 
Chester  R.  R.  Co 886 

8.  A  reissue  granted  in  compliance  with  Act  1882,  §  8,  upon 

compliance  with  the  conditions  prescribed  by  Act  1798, 
%  8|  requires  no  recitals  that  the  prerequisites  of  the 


grant  have  been  dul7  complid  wilb.    P.  &  T.  R.  R. 

Co.  tj.  Siimpsoa 824 

See  Evidence,  9  ;  Eztundon,  6 ;  Qraat,  1 ;  Particular  Pateals, 

6  ;  Prior  Use,  1  ;  8. 
Ben«wal. 

See  Coatiact,  3. 

Bepeai  cf  Patent. 

1.  Under  Act  17(3,  §  10,  proceedings  to  repeal  a  patent  re- 
quire a  record  ol  the  preliminuT  proceedings  under 
the  rule  M  hIiow  cause  and  a  process  In  tlie  nature  of  a 
»are  faciat  to  Usue  to  repeal  the  patent,  if  upon  a  fu- 
ture trial  the  same  should  be  found  iavttlid.  Etc  parte 
Wood  &  Brundage 198 

Bee  Actions,  1 ;  Prior  Knowledge  and  Use,  8 ;  Spedflcation,  S. 
BemOt. 

1.  A  result  is  not  patentable-    Carver  v.  Hyde 867 

Beveraal. 

1.  It  is  no  ground  of  reversal  that  the  court  below  omitted  to 
give  directions  to  the  Jury  upon  any  point  of  law  which 
might  arise  in  the  cause,  where  it  was  not  requested  by 
either  parly  at  the  trial.    Pennoclc  e.  Dialogue 217 

BigM  of  Action. 

See  Assignee  and  Grantee,  1 ;  4, 
Bight  to  Uoe. 

Bee  Extension,  8 ;  License,  1 ;  Prior  Uso^  1. 
Sate  of  Froduct  of  Patented  Machine, 

See  AasLgnee  and  Qrantee,  3. 
Scire  facian. 

See  Repeal  of  Patent,  1. 
Special  Act. 

See  Construction  of  Special  Act 

Speetfication. 

1.  The  sufflclencj  of  the  description  of  tbe  Invention  is  a 

matter  of  fact  for  the  Jury  and  not  of  law  for  the  court. 
Evans  v.  Eaton 105 

2.  In  patents  for  machines  the  suffldency  of  tbe  descriptton 

must  In  general  be  a  question  of  fact  for  the  Jury. 

Wood  V.  Underhill 651 

8.  The  degree  of  certainty  required  by  the  law  (Act  1886, 
§  6)  Is  that  the  speciAcaiion  be  In  such  full,  clear,  and 
exact  terms  as  to  enable  any  one  skilled  in  the  art  to 
compound  and  use  the  invention  without  making  any 
eiperimeuts  of  his  own.    Wood  n  Underhill 651 
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4.  Act  1793,  §  8.     "  Descrii 

ton 

5.  An  insufficient  description 

ticular  suit  under  Act  ] 
a  judgment  under  Act 
void,  it  must  furtlier  : 
intent  to  deceive  the  pi 

6.  Where  the  specification  o 

fails  to  state  the  relativ 
mixed  together,  or  th 
and  vaguely  stated,  th( 
sufficient  description. 
See  Improvement,  2  ;  Partici 


Siaie  Court, 

See  Evidence,  4. 

Statute. 

1.  It  is  no  objection  to  the  vi  i 
may  be  retrospective  ii 
gress  to  legislate  upon  t  i 
Constitution,  so  that  th  ; 
of  property  in  existing 
land 

See  Construction  of  Special  I  i 

Statute  of  Monopolies. 

t.  21  Jac.,  ch.  8,  Statute  o\ 
question  of  abandonme: . 

St€Ktutory  Notice. 

See  Notice. 

Term. 

1.  The  constitutional  provisin 
plates  that  the  term  of  t : 
discretion  of  Congress. 

See  Reissues,  6. 

Territorial  Assignee. 

See  Assignee  and  Grantee,  2. 

^  Thing  Patented.^* 

1.  Act  1839,  §  7,  "  newly-inv(! 

composition  of  matter," 
patented  "  (§  15,  Act  l^i 

2.  The  "thing  patented,"  A 

Wilson  V.  Rousseau. . . 

ZTse 

See  Prior  Use  ;  Right  to  Use. 
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1.  The  validity  of  a  patent  is  determined  in  view  of  the  stat- 
utes in  force  at  the  time  of  its  grant.  McClurg  v, 
Eingsland 882 

Void  ratent. 

1.  A  party  can  take  nothing  by  a  void  patent    Evans  v.  Da- 

ton ; 105 

See  Specification,  6. 

1.  A  person  having  an  interest  only  in  the  question,  and  not 
in  the  event  of  the  suit,  is  a  competent  witness.  And 
where  witness  for  defendant  had  used  the  patented  im- 
provement claimed,  he  was  held  competent,  although 
matters  in  the  defence,  if  found  specially  for  defen- 
dant, would  authorize  the  court  to  declare  the  patent 
void.    Evans  v.  Eaton. .....' 106 

3.  The  law  judges  a  party  incompetent  only  when  he  has  a 

certain  and  not  a  contingent  interest.    Evans  v.  Eaton.  105 

8.  Where  witness  was  sued  for  infringement  of  plaintiff's  pat- 
tent-right  in  another  cause,  held  that  it  did  not  render 
him  incompetent     Evans  v.  Hettich 182 

4  If  witness  is  sane  at  the  time  of  giving  his  testimony,  the 
fact  that  he  is  subject  to  fits  of  derangement  is  no  ob- 
jection either  to  his  competency  or  credibility.  Evans 
«.  Hettich 182 

6.  Questions  put  to  witness  as  to  acts  among  strangers,  held 

properly  overruled.     Evans  v.  Hettich 182 

6.  A  party  has  no  right  to  cross^xamine  any  witness  except 
as  to  facts  and  circumstances  connected  with  the  mat- 
ters stated  in  iTis  direct  examination.  P.  &  T.  R.  R. 
Co.  17.  Stimpson 824 

See  Notice,  1. 
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